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.  CURTIS  V.  CUTTS. 
Chancery,  Jan.  19,  1839. 

(8  L,  J.,  N.  8.,  Ch.  184.) 

Granting  Injunction.    Retaining  Bill  with  Leave  to  bring 

Action. 

Where  a  bill  is  filed  to  restrain  the  infringement,  by  the  defendant,  of  letters 
patent,  a  sufficient  cause  to  justify  the  injunction  must  be  stated  by  the  plaintiff 
on  the  face  of  the  bill,  and  he  must  not  depend  solely  on  the  admissions  con- 
tained in  the  defendant's  answer  for  the  granting  or  continuing  of  the  in- 
junction. 

If  tlie  answer  deny  that  the  invention  is  new,  and  also  that  there  Jias  been 
exclusive  enjoyment  under  the  letters  patent,  and  state  that  the  specification  is 
imperfectly  set  forth  in  the  bill,  which  is  the  fact,  that  will  dissolve  an  injunc- 
tion previously  obtained  on  affidavit,  giving  the  plaintiff  liberty  to  bring  an 
action,  although  the  defendant  admits  by  his  answer  that  he  has  made  machines 
upon  the  principle  comprised  in  the  letters  patent. 

The  possession  and  enjoyment,  to  entitle  a  party  to  an  injunction  until  an 
action  can  be  tried  at  law,  must  have  been  undisturbed  and  exclusive. 

Appeal  from  a  decision  of  the  Vice-Chancellor  refusing 
to  dissolve  an  injunction.  . 

The  bill,  which  was  filed  by  Messrs.  Curtis  and  Parr,  in 
June,  1838,  stated  (among  other  things)  that  in  the  year 
1813  Joseph  Cheeseborough  Dyer,  a  manufacturer  of  cards 
for  carding  wool  and  similar  fibrous  materials,  discovered 
and  invented  improvements  in  the  machinery  used  in  that 
trade  ;  that  he  took  out  a  patent  for  them,  dated  December 
15,  1814,  and  another,  for  further  improvements,  dated  De- 
cember 9,  1825,  the  substance  of  which  patents  and  of  their 
specifications  was  stated  in  the  bill,  which  patents  in  par- 
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ticular  covered  machinery  for  making  wire  cards  of  the 
kinds  known  as  ^*  fillet"  cards  and  "  sheet  cards,"  and  for 
preparing  leather  to  be  used  in  making  cards.  That  in 
January,  1836,  Dyer  retired  from  business  as  a  manufac- 
turer, selling  his  lease,  machinery,  tools,  good- will,  etc.,  to 
the  plaintiffs,  who  became  assignees  of  the  patent  of  1825. 
That  the  plaintiffs  had  recently  discovered  that  the  defend- 
ants had  constructed  divers  machines  for  making  fillet  cards 
upon  the  principle  of  the  further  improvements  for  which 
the  letters  patent  of  December  9,  1825,  had  been  granted, 
and  had  sold  and  disposed  of  some  such  machines,  and  had 
others  in  his  possession,  which  he  intended  to  sell  without 
the  plaintiff's  license,  which  the  bill  alleged  was  an  infringe- 
ment of  the  letters  patent  of  December  9, 1825.  The  prayer 
of  the  bill  was  that  the  defendant  might  be  restrained  from 
making  and  selling  the  improved  machines  for  which  the 
letters  patent  of  December  9, 1825,  were  granted,  and  might 
a<5Count  for  the  improved  machines  which  he  had  sold  and 
delivered  up  for  the  plaintiffs  such  as  were  in  his  posses- 
sion. 

The  defendant  by  his  answer  denied  the  invention  of  the 
further  improvements  by  Dyer,  and  stated  that  the  specifi- 
cation of  the  letters  patent  of  December  9,  1825,  which  had 
been  enrolled,  was  imi)erfect  and  fraudulent ;  that  Dyer 
did  not  discover  or  invent  the  new  improvements  ;  and  that 
the  defendant  had  not  pirated  or  infringed  the  alleged  in- 
ventions ;  that  the  further  improvements  and  inventions 
were  not  new  or  original ;  and  that  Dyer  was  not  the  first 
and  sole  inventor  of  the  further  improvements  and  inven- 
tions ;  that  the  substance  of  the  alleged  improvements  con- 
sisted of  the  substitution  of  an  indented  wheel  or  cam  for  a 
pack  or  notched  bar  of  iron,  and  was  by  no  means  an  im- 
provement, but  only  a  colorable  alteration  in  the  mode  of 
producing  the  same  result  as  by  the  old  machinery,  and  in- 
troduced merely  for  the  purpose  of  fraudulently  continuing 
the  existence  of  the  letters  patent,  then  about  to  expire ; 
that  for  some  months  previous  to  the  taking  out  the  said 
letters  patent  of  December  9, 1825,  machines  constructed  on 
the  principles  for  which  the  said  letters  patent  were  so 
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taken  out  were  used  and  worked  for  making  fillet  cards  by 
Dyer  himself  ;  and  that  in  1810  machines  upon  the  principle 
of  the  horizontal  plate,  and  similar  to  those  constructed  by 
the  defendant  for  a  person  named  Walton,  had  been  and 
then  were  in  use  in  or  near  London,  and  that  a  patent  was 
taken  out  in  respect  of  the  same  at  or  about  that  time, 
which  letters  patent  had  expired  ;  that  in  1835  the  plaintiff 
Parr  informed  the  defendant,  who  was  then  in  his  employ, 
that  the  letters  patent  of  1825  were  invalid  and  not  worth  a 
straw  ;  that  no  such  machine  as  was  actually  at  work  as  a 
wire  card-making  machine,  upon  the  principle  professed  to 
be  explained,  could  be  made  by  or  from  the  description 
contained  in  the  enrolled  specification.  The  answer,  how- 
ever, admitted  that  the  defendant  had  made  and  sold  card 
fillet  machines  similar  in  substance  to  the  further  improved 
card  fiUet  machines  made  by  the  plaintiffs. 

An  injunction,  ex  parley  on  affidavit,  was  granted  by  the 
Vice-Chancellor  in  July,  1838,  which  his  Honor  declined  to 
dissolve  on  the  coming  in  of  the  answer  ;  and  the  defendant 
now  appealed  from  that  decision. 

RoTfe^  SolieitoT'Oeweraly  and  EVmsleyy  in  support  of  the 
appeal,  contended  that  the  bill  did  not  sufficiently  state  the 
nature  of  the  alleged  infringements  of  the  letters  patent,  or 
specify  the  improved  machines  ;  that  it  was  not  incumbent 
on  the  defendant  to  point  out  what  the  infringement  was  ; 
that  the  plaintiffs,  not  having  made  out  a  sufiicient  case  by 
their  bill  and  affidavits,  could  not  sustain  the  injunction  by 
evidence  to  be  collected  from  admissions  contained  in  the 
defendant's  answer;  and  they  cited  Hill  ??.  Thompson, 
1  ante^  285 ;  Bramwell  n.  Halcomb,  3  Myl.  &  C.  737 ;  Kay 
i?.  Marshall,  2  arde^  p.  185. 

Wigram  and  BichneTy  contra,  contended  that  the  long 
I)ossession  of  the  letters  i)atent,  for  nearly  fourteen  years, 
by  Dyer  and  the  plaiatiffs  was  a  sufficient  reason  for  the  in- 
junction being  continued  ;  and  that  the  infringement  of  the 
letters  patent  being  admitted  by  the  answer,  there  was  no 
issue  except  as  to  the  validity  of  the  letters  patent ;  and 
that  that  was  an  additional  reason  for  not  dissolving  the 
injunction. 
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Lord  Chancellor  Cottenham.  The  bill  does  not  state 
such  a  case  as  to  justify  the  granting  of  an  injunction  ;  but 
the  answer  does  state  that  which,  if  stated  in  the  bill,  would 
have  entitled  the  plaintiffs  to  an  injunction  as  regards  their 
title.  There  are,  however,  other  statements  contained  in 
the  answer  which  throw  doubt  on  the  right  of  the  plaintiffs 
to  the  injunction  prayed  by  them  ;  the  answer  disputes  the 
validity  of  the  letters  patent,  and  states  that  the  alleged  in- 
vention is  not  new,  and  that  the  specification  is  imperfect ; 
on  the  other  hand,  the  plaintiffs  contend  that  there  has 
been  a  long  possession  and  enjoyment  under  the  letters  pat- 
ent of  1825.  Tliis  court  gives  credit,  no  doubt,  to  long  en- 
joyment under  letters  patent,  until  it  is  proved  that  they 
are  bad  ;  but  then  there  must  be  not  only  enjoyment,  but 
exclusive  enjoyment  under  them  (Hill  v,  Thompson,  1  ante^ 
pp.  285,  299).  The  question  is  whether  in  this  answer  such 
a  case  is  admitted.  The  answer  states  that  the  plaintiff 
Parr,  when  not  interested  in  the  letters  patent,  had  made 
an  engine  or  machine  upon  the  principle  claimed  by  the 
letters  patent,  and  insists  that  the  letters  patent  are  not 
new  ;  the  defendant  shows  that  the  exercise  by  the  plaintiff 
Parr,  when  not  interested  in  the  letters  patent,  of  the  right 
to  make  the  machines,  and  by  the  defendant  since,  is  incon- 
sistent with  the  exclusive  right  of  the  plaintiffs,  and  not 
only  negatives  exclusive  enjoyment  by  Dyer  and  the  plain- 
tiffs, but  shows  that  the  title  of  the  plaintiffs  was  disputed 
by  the  very  party  who  now  sets  up  the  exclusive  enjoy- 
ment. If  the  difficulty  had  been  only  the  generality  of 
statement  in  the  bill,  I  should  have  supported  the  letters 
patent ;  but  the  allegations  in  the  answer  negative  the  ex- 
clusive enjoyment  claimed  by  the  plaintiffs.  I  think  the 
right  course  is  not  to  restrain  the  defendant,  but  to  give  the 
I)laintiffs  the  opportunity  of  trying  the  question  at  law ; 
and  they  can  make  another  application  to  the  court  on  a 
different  case  if  they  choose ;  for  there  is  no  doubt,  from 
the  admissions  in  the  answer,  that  the  defendant  has  made 
machines  upon  the  principle  comprised  in  the  letters  patent. 
The  injunction  must  be  dissolved,  with  liberty  for  the  plain- 
tiffs to  bring  an  action.    The  order  of  the  Vice-Chancellor 
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should  be  discharged,  and  the  costs  of  the  proceedings 
before  his  Honor,  as  also  the  present  costs,  must  be  costs  in 
the  cause. 
Injunction  dissolved. 


Me  ROBERTS'S  PATENT. 
Privy  Council^  Feb.  22,  1839. 

(1  Web.  P.  C.  673.) 

Grounds  for  Extension.    Computation  of  Profits. 

The  violent  opposition  to  the  introduction  of  a  meritorious  invention,  which 
has  prevented  tlie  patentee  from  realizing  a  profit,  is  a  ground  for  granting  an 
extension  of  the  term  of  the  patent. 

A  patentee  is  entitled  to  deduct  the  expenses  of  taking  and  defending  a  patent, 
and  the  value  of  his  time  devoted  to  the  invention,  in  estimating  the  profits 
derived  from  the  i)atent. 

Petition  for  an  extension. 

This  was  an  application  by  the  patentee  for  an  extension 
of  several  letters  patent  granted  to  Richard  Roberts  for  '*  an 
improvement  or  certain  improvements  of,  in,  or  applicable 
to,  the  mule,  billy,  jenny,  stretching-frame,  or  any  other 
machine  or  machines,  however  designated  or  named,  used 
in  spinning  cotton,  wool  or  other  fibrous  substances,  and 
in  which  either  the  spindles  recede  from  or  approach  to  the 
rollers  or  other  deliverers  of  the  said  fibrous  substances,  or 
in  which  such  rollers  or  other  deliverers  recede  from  or  ap- 
proach to  the  spindles."  The  letters  patent  for  England 
were  dated  March  29,  1825 ;  for  Scotland,  April  5,  1825 ; 
and  for  Ireland,  October  1,  1825.  The  patent  for  liigland 
was  numbered  6,138. 

The  petition  described  the  dependence  of  the  spinning, 
before  the  invention  of  the  self-acting  mules,  on  the  head 
spinner,  and  the  interruptions  and  inconveniences  to  which 
the  masters  were  subjected  by  combinations  among  the  head 
spinners.    That  the  petitioner  had  been  repeatedly  and 
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earnestly  solicited  to  turn  his  attention  to  the  invention  of 
a  machine  whereby  all  the  motions  and  operations  of  the 
mule  might  be  completed  without  manual  labor  ;  and  after 
a  year  of  incessant  labor  a  machine  was  constructed  and 
put  to  work  early  in  1825.  That  in  July,  1826,  the  success 
of  the  invention  being  then  known,  the  premises  were  de- 
stroyed by  a  fire,  believed  to  have  been  the  act  of  an  in- 
cendiary ;  that  a  loss  of  above  £10,000  beyond  the  insurance 
was  sustained,  and  the  same  office  refused  to  insure  the 
premises  when  restored.  That  from  1826  to  1831  the  busi- 
ness of  spinning  was  carried  on  without  any  disputes  be- 
tween the  masters  and  head  spinners,  and  few  machines 
were  ordered  ;  but  in  1831  an  extensive  combination  being 
formed  among  the  head  spinners,  many  machines  were 
ordered.  That  the  success  of  the  invention  led  to  many 
piracies,  which  interfered  greatly  with  the  orders  for  the 
invention  while  legal  proceedings  for  stopping  such  infringe- 
ments were  pending  ;  that  during  the  last  few  years  orders 
were  delayed  in  expectation  of  the  invention  being  open  to 
the  public.  The  petition,  after  setting  forth  the  various 
interruptions  which  had  been  occasioned  in  the  enjoyment 
of  the  invention  by  the  petitioner  and  his  partner,  and  the 
amount  of  receipts  and  expenditure,  stated  that  the  profits 
on  the  whole  did  not  exceed  £7,000,  a  sum  considerably  less 
than  the  loss  sustained  by  reason  of  the  fire  and  the  aver- 
age profits  on  the  capital  employed  in  business. 

Pollock  having  opened  the  case  on  the  part  of  the  peti- 
tioner— 

Campbell^  Attorney -General^  stated  that,  the  facts  being 
made  out  to  their  lordships'  satisfaction,  he  saw  no  objec- 
tion on  the  part  of  the  public  to  the  prayer  of  the  petition 
being  granted. 

B.  Pothergill,  manager  of  the  works  of  Sharp  &  Roberts. 
Formerly  the  head  spinner  had  to  regulate  the  tension  of 
the  yam  by  pressing  his  hand  upon  it,  and  also  to  move  the 
carriage  toward  the  rollers  and  to  regulate  by  his  hand  the 
form  of  the  cop  ;  the  consequence  was,  that  if  he  did  not 
by  one  hand  regulate  the  uniform  motion  of  the  machine  to 
what  was  required  for  the  full  tension  of  the  yam,  he  would 
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either  break  it  or  leave  what  are  called  "snarls"  in  the 
yam,  so  that  it  required  considerable  tact  to  perform  the 
operation  correctly.  The  machine  performs  the  operations 
perfectly  ;  the  yam  is  decidedly  superior  to  that  produced 
by  the  old  process  ;  it  is  more  uniform  in  the  twist  and  less 
waste  is  made.  About  600,000  spindles  have  been  sold. 
The  fire  broke  out  on  a  Sunday  afternoon  in  several  uncon- 
nected parts  of  the  premises.  The  crowd  used  violent  lan- 
guage against  the  machine.  There  were  marks  on  a  wall 
of  persons  having  been  on  the  premises.  The  loss  was  about 
£13,000  ;  one  office  refused  to  insure  again. 

D.  Cheetham,  a  cotton-spinner.  We  have  used  230,000 
spindles  on  the  self-acting  mules ;  they  answer  perfectly 
well ;  the  first  outlay  is  recovered  in  from  two  to  three 
years ;  they  will  last  from  fifteen  to  twenty  years,  or  as 
long  as  the  average  of  machinery.  There  was  a  great  pre- 
judice against  them  at  first,  and  we  have  had  mischief  at  one 
of  our  manufactories  in  consequence  of  our  own  managers 
being  opposed  to  them.  The  men  were  jealous  of  them  ; 
we  find  this  occur  in  all  cases.  The  self-acting  machines 
are  more  accurate  than  hands,  and  there  is  less  loss  of  yam. 
In  1824  I  applied  with  other  cotton-spinners  to  Mr.  Roberts, 
requesting  him  to  make  a  machine  which  should  supersede 
manual  labor. 

W,  H.  Forster,  book-keeper  to  Messrs.  Sharp  &  Roberts. 
I  produce  a  statement  from  the  books  of  the  expenditure 
and  receipts  in  connection  with  the  patents.  The  expendi- 
ture includes  remuneration  to  Mr.  Roberts  and  his  partners, 
according  to  the  time  which  they  respectively  devoted  to 
the  invention  ;  the  payments  to  pattern-makers,  wages  and 
cost  of  materials,  from  the  commencement  of  Mr.  Roberts's 
experiments  to  December  31,  1838 ;  the  cost  of  the  letters 
patent  and  specifications,  law  and  travelling  expenses,  and 
interest  at  five  per  cent,  every  year  on  the  capital  employed 
up  to  the  end  of  the  preceding  year.  The  receipts  include 
the  actual  returns,  interest  at  five  per  cent,  on  the  re- 
ceipts being  added  yearly.  The  account  shows  £36,988 
on  one  side  and  £29,044  on  the  other,  leaving  a  profit  of 
£6,944 ;.  against  which  is  a  loss  of  £10,154,  above  the  in- 


8  ENGLISH  PATENT  CASES.  [1889. 

surance,  from  the  fire,  according  to  the  accompanying  state- 
ment. 

Lord  Brougham.  The  actual  expenses  should  be  taken, 
but  deducting  the  value  of  Mr.  Roberts'  s  time,  the  expenses 
of  taking  and  defending  the  patents  ;  if  the  interest  is  taken 
off  on  one  side  it  must  also  be  taken  off  the  other. 

Pollock.  The  receipts  during  the  last  three  or  four  years 
have  been  £5,000  a  year  ;  that  is  a  fair  test  of  what  the  in- 
ventor ought  to  have  received  during  the  whole  fourteen 
years.  During  the  first  seven  years  he  got  nothing,  and 
was  under  a  great  outlay.  The  invention  is  so  useful  that, 
though  it  has  had  to  struggle  with  the  prejudices  of  the 
men  and  the  fears  of  the  masters,  £5,000  a  year  has  been 
received  during  the  last  three  years. 

Bower ^  solicitor  to  the  petitioner.  I  produce  the  papers 
containing  the  advertisements,  the  letters  patent  and  the 
specification.    No  caveat  has  been  entered  at  any  time. 

The  Lord  President.  [Lord  Lyndhurst,  Lord  Brough- 
am and  Sir  H.  Jenner  also  sat.]  It  is  the  opinion  of  the 
committee  that  this  patent  should  be  prolonged  for  the 
term  of  seven  years,  as  prayed,  partly  in  consequence  of  the 
ingenuity  of  the  invention  and  partly  in  consequence  of  the 
peculiar  character  of  the  resistance  which  has  been  opposed 
to  it. 

Report  accordingly. 


Re  WRIGHT'S  PATENT. 
Privy  Council,  Feb.  28,  1839. 

(1  Web.  P.  C.  575.) 

Extension  of  Term,    User. 

The  fact  of  the  inyention  not  having  been  brought  mto  use,  unless  explained, 
is  an  objection  to  the  extension  of  the  term. 

Being  explained  by  the  pecuniary  difficulties  and  embarrassments  of  the 
patentee,  extension  recommended. 

Petition  for  extension. 
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This  was  an  application  on  the  part  of  the  patentee  for  the 
extension  of  the  term  of  letters  patent  granted  to  him  April 
20,  1825,  numbered  6,164,  for  "  improvements  in  machinery 
or  apparatus  for  washing,  cleansing  or  bleaching  of  linens, 
cottons  and  other  fabrics,  goods  or  fibrous  substances." 

Several  witnesses  were  called,  who  spoke  of  the  great 
utiUtv  of  the  invention,  and  who  attributed  the  want  of  in- 
troduction  of  the  invention  to  the  embarrassments  of  the 
patentee.  That  the  invention  had  never  had  a  fair  chance 
of  success,  owing  partly  to  the  engagements  the  patentee 
was  under,  to  complete  a  previous  invention  for  making 
pins  by  machinery.  It  was  shown  that  the  invention  had 
been  used  with  success  by  several  bleachers. 

CampheUy  Attorney-Oeneral^  on  behalf  of  the  Crown, 
stated  that  he  knew  of  no  objection  to  the  prayer  of  the 
petition,  except  that  the  invention  did  not  api)ear  to  have 
been  brought  into  extensive  use. 

The  Lord  President.  The  committee,  looking  at  the 
merits  of  this  invention,  are  disposed  to  i^ecommend  the  ex- 
tension of  the  patent  for  the  term  of  seven  years,  consider- 
ing that  the  circumstance  of  its  not  having  been  brought 
more  extensively  into  use  is  explained  by  the  evidence. 

Report  accordingly. 


Me  KOLLMAN'S  PATENT. 
Priiry  Council,  Feb.,  1839. 

(1  Web.  P.  C.  564.) 

Grounds  for  Extension. 

The  invention  being  meritorious,  but  from  circumstances  beyond  the  control 
of  the  patentee  not  having  been  sufficiently  appreciated  and  not  productive  of 
reward,  an  extension  was  recommended. 

Application  for  an  extension. 

The  patent  in  question  had  been  granted  to  G.  A.  Koll- 
man  for  * '  improvements  in  the  mechanism  and  general  con- 
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struction  of  piano-fortes.^'  The  invention  was  described  to 
consist,  1.  In  striking  down  toward  the  bridge  and  sounding- 
board,  instead  of  away  from  the  bridge  and  sounding-board, 
as  in  the  old  piano  ;  the  effect  of  which  was  to  improve  the 
tone  in  purity,  power  and  fulness ;  2.  In  the  frame- work 
for  fixing  of  the  pegs  to  which  the  wires  are  attached  ;  the 
arrangements  admitting  of  the  use  of  strong  wires,  and  of 
adjusting  their  tension  with  great  accuracy,  and  effectually 
maintaining  the  wire  in  a  state  of  tension,  notwithstanding 
the  motion  of  the  instrument.  The  tension  necessarily  put 
upon  the  wires  deranges  the  pianos  on  the  old  construction 
very  quickly  ;  they  also  become  out  of  tune  by  moving  or 
with  change  of  temperature.  An  instrument  made  accord- 
ing to  Mr.  Kollman's  invention  could  be  carried  to  two  or 
three  concerts  in  succession  and  would  not  require  tuning, 
whereas  an  instrument  on  the  old  construction  must  be 
tuned  after  each  concert.  The  number  of  pianos  sold  by 
Mr.  KoUman  was  twenty- three,  and  hitherto  he  had  been  a 
great  loser  by  his  invention. 

Campbell^  Attorney-General^  having  cross-examined  the 
witnesses  as  to  the  nature  and  novelty  of  the  invention, 
stated  that  he  did  not  feel  himself  called  upon,  on  the  part 
of  the  public,  to  oppose  the  prayer  of  the  petition.  The  in- 
vention appeared  to  be  a  meritorious  one,  though  from  cir- 
cumstances beyond  the  control  of  the  patentee  its  merits 
had  not  been  suflBciently  appreciated. 

Lord  Lyi^^dhurst.  [Lord  Brougham,  Bosanquet  and 
Vaughan,  JJ.,  and  Dr.  Ltjshington  also  sat.]  We  think 
this  a  case  for  an  extension  for  seven  years. 

Report  accordingly. 


1889.]  BICKFORD  r.  SKEWES.  ii 

BICKFORD  V.  SKEWES. 
Chancery,  March  8,  1839. 

(2  Carp.  P.  C.  464.) 

Injunction.    Delay  in  Moving  to  dissolve. 

When  the  court  has  interfered,  in  aid  of  a  legal  right,  by  granting  an  injunc- 
tion upon  the  terms  of  the  plaintiff's  bringing  an  action,  it  will  deprive  the 
plaintiff  of  the  injunction  if  he  does  not  commence  and  proceed  with  his  action 
with  due  promptness ;  but  it  will  not  do  this  if  the  defendant  has  been  supine 
in  the  cause. 

Appeal  from  an  order. 

In  this  case  an  injunction  had  been  granted  to  restrain 
the  defendant  from  manufacturing  fuses,  made  according 
to  the  plaintiffs  patent,  granted  in  1831.  The  biU  was  filed 
in  August,  1837.  A  motion  was  made  by  the  defendant  in 
December,  1838,  to  dissolve  the  injunction,  and  to  make  an 
order  that  the  plaintiffs  should  proceed  to  trial  at  law  at 
the  assizes  about  to  be  held  in  the  county  of  Devon.  These 
applications  were  refused,  and  the  Lord  Chancellor  simply 
directed  that  the  plaintiif  s  should  proceed  to  establish  their 
right  at  law.     From  this  order  the  defendants  appealed. 

It  was  contended  on  behalf  of  the  defendant  that  the 
order  should  have  directed  the  earliest  opportunity  of  prov- 
ing at  law  the  plaintiffs'  right  to  the  patent,  and  that  the 
court  ought  not  to  protect  the  plaintiffs  by  injunction  un- 
less they  proceeded  at  law  in  such  manner  as  to  bring  on 
the  trial  at  Devon  the  coming  assizes.  If  the  court  left  the 
plaintiffs  to  take  their  own  course  and  time,  then  the  in- 
junction  ought  to  be  dissolved. 

On  the  part  of  the  plaintiffs  it  was  urged  that  all  due 
diligence  had  been  and  would  be  used  to  bring  on  the  trial. 
Up  to  the  present  time  all  the  delay  had  been  on  the  part 
of  defendant. 

Lord  Chancellor  Cottekham.  In  matters  of  this  kind 
an  injunction  is  granted  or  refused  by  the  couit,  as  the  case 
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may  be,  until  the  right  has  been  established  at  law.     I  can- 
not acquiesce  in  the  statement  at  the  bar  that  the  court 
gives  up  all  protection  to  the  plaintiff  when  an  action  has 
been  directed  to  be  brought  by  him  to  prove  his  right, 
although  it  might  have  been  reasonable  when  the  defendant 
was  restrained  from  infringing  the  patent,  to  compel  the 
plaintiff  to  proceed  as  quickly  as  possible  to  try  his  right  at 
law  ;  yet  the  court  ought  not  to  place  the  plaintiff  at  risk 
and  inconvenience  if  the  defendant  has  conducted  himself 
in  such  a  manner  as  to  have  caused  the  pressure  that  is 
complained  of.     I  find  that,  although  the  bill  was  filed  and 
the  injunction  obtained  in  the  month  of  August,  1837,  no 
application  is  made  by  the  defendant  to  dissolve  the  injunc- 
tion till  December,  1838.     The  plaintiff  had  the  possession 
and  enjoyment  of  his  patent  for  a  period  of  six  years  before 
the  filing  of  his  bill,  and  the  defendant  acquiesces  in  the 
injunction  granted  for  a  further  period  of  sixteen  months  ; 
and  if  the  defendant  had  not  been  guilty  of  delay,  the  plain- 
tiff might  have  had  reasonable  time  to  prepare  himself  for 
the  trial  of  the  action.    The  case  must  be  dealt  with  accord- 
ing to  the  admitted  dates.     On  this  day,  March,  8,  1839,  I 
am  asked  to  compel  the  plaintiffs  to  proceed  to  trial  in  this 
case  on  the  18th  instant,  in  Devonshire,  after  the  great  de- 
lay of  the  defendant  in  not  making  his  application  to  the 
Vice-Chancellor  earlier  than  the  4th  of  the  present  month. 
I  do  not  consider  the  application  reasonable  under  the  cir- 
cumstances of  the  case,  and  shall  refuse  the  motion ;  and 
as  I  do  not  find  any  opinion  was  expressed  by  the  Vice- 
Chanc^llor  to  the  effect  that  the  defendant  could  not  come 
to  the  court  in  case  any  delay  should  arise  on  the  part  of 
the  plaintiffs,  but  that  he  must  apply  to  the  judges  in  the 
common  law  courts,  I  refuse  the  motion  with  costs. 
Motion  refused. 
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Chains  for  Bridges,  &o. 


CUTLER'S  SPECIFICATION. 

NOW  ENOW  TE,  that  in  compliance  with  the  said  pro- 
viso, I,  the  said  Job  Cutler,  do  hereby  declare  the  nature 
of  my  said  Invention,  and  the  manner  in  which  the  same  is 
to  be  performed,  are  fully  described  and  ascertained  in  and 
by  the  following  statement  thereof,  reference  being  had  to 
the  Drawing  hereunto  annexed,  and  to  the  figures  and 
letters  marked  thereon,  that  is  to  say  : — 

My  Invention  relates,  first,  to  certain  novel  constructions 
of  wrought-iron  chains,  wherein  the  parts  are  so  formed 
and  combined  as  to  offer  greater  security,  and  chains  so 
constructed  are  less  liable  to  fracture  and  derangement  than 
the  various  wrought  and  other  iron  chains  heretofore  con- 
structed. 

Secondly,  the  Invention  relates  to  the  means  of  forming 
the  links,  bars,  and  bolts  of  such  novel  constructions  of 
chains. 

And  in  order  to  give  the  best  information  in  my  power, 
I  will  proceed  to  describe  the  Drawing  hereunto  annexed, 
in  which  the  same  letters  of  reference  are  used  to  indicate 
similar  parts  wherever  they  occur. 

Description  op  the  Drawing. 

Figure  1  represents  a  plan  of  part  of  a  chain  constructed 
and  combined  according  to  my  Invention ;  Figure  2  is  an 
edge  view  of  Figure  1 ;  and  Figures  3  and  4  show  separate 
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l)arts  of  such  chain.  The  principle  on  which  this  chain  is 
constructed  is  such  that  one  set  of  bars,  links,  or  bolts  have 
circular,  by  preference  cylindrical,  projections  formed 
thereon,  and  the  other  set  of  bars,  links,  or  bolts  have  cor- 
responding circular  and  by  preference  cylindrical  sockets 
or  cavities  formed  therein,  so  that  when  a  projection  of  one 
bar  enters  a  socket  or  cavity  of  another  bar,  the  one  shall 
correctly  fit  the  other,  yet  allow  of  the  projection  turning 
in  the  socket  or  cavity,  and  in  addition  to  such  sockets  and 
projections  there  are  to  be  holes  formed  through  the  bars 
passing  through  the  centre  of  each  cylindrical  projection, 
and  also  through  the  cavities  or  sockets,  through  which  a 
pin  is  passed  ;  hence,  when  any  number  of  pairs  of  links, 
bars,  or  bolts  are  combined  together  they  will  each  and  all 
be  capable  of  movement  on  the  pin  ;  and  further,  each  bar 
or  link  with  a  socket  will  be  capable  of  movement  on  cir- 
cular projections,  and  the  bars  or  links  with  projections 
will  be  capable  of  movement  in  their  respective  sockets,  all 
which  will  readily  be  understood  on  a  cai'ef  ul  examination 
of  the  Drawing,  aided  by  the  following  explanation  there- 
of, a,  a,  represent  the  outside  bars,  links,  or  bolts  of  the 
chain ;  they  have  each  hollow  cylindrical  projections  6,  6, 
as  is  clearly  shown  in  the  Drawing ;  c,  c,  are  the  minor 
links,  bars,  or  bolts  which  have  each  four  cylindrical  pro- 
jections 6,  two  at  each  end,  but  on  opposite  sides  of  the 
bars ;  d^  d,  rf,  d,  are  links,  bolts,  or  bars,  each  having  four 
cylindrical  cavities  or  sockets  b'  to  receive  the  projections 
b  of  the  bars  a,  c.  It  will  be  seen  that  there  are  four  bars, 
bolts,  or  links  a,  c,  to  three  of  the  links,  bolts,  or  bars  d ; 
consequently,  in  order  to  make  all  parts  of  the  chain  equally 
strong  or  as  nearly  so  as  possible,  the  three  bolts,  bars,  or 
links  d  should  be  each  somewhat  stronger  than  a  bar,  bolt, 
or  link  a,  c.  The  two  sets  of  bars,  bolts,  or  links  are  com- 
bined together  by  means  of  the  wrought-iron  pin  e,  which 
is  passed  through  the  holes  formed  through  the  centres  of 
the  cylindrical  projections  and  through  the  holes  in  the 
sockets  ;  the  pins  e  may  be  fastened  by  riveting  or  by  hav- 
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ing  a  head  at  one  end  and  screw  and  nut  at  the  other  ;  /,  g^ 
are  pins  which  pass  through  the  links,  bars,  or  bolts  a,  c, 
and  dy  by  which  the  parts  are  more  closely  combined,  and 
oflfer  a  means  of  holding  the  chain  together  even  though  a 
pin  e  should  be  broken  or  fall  out,  for  it  will  be  evident 
that  the  sockets  and  projections,  being  retained  together  by 
the  pins/,  g,  the  chain  would  work  safely,  but  I  consider 
the  pins  e  should  at  all  times  be  employed,  though  the  pins 
f  and  g  may  be  dispensed  with  when  desired,  and  when 
used  they  may  be  riveted  or  have  screws  or  nuts,  as  shown. 

Figure  6  shows  a  plan,  and  Figure  6  an  edge  view,  of 
chains  constructed  according  to  another  part  of  my  Inven- 
tion, differing  in  some  respects  from  that  already  described. 

Figure  7  and  Figure  8,  showing  separate  views  of  the  two 
descriptions  of  bars,  links,  or  bolts  employed.  In  this  case 
there  is  one  class  of  bolts,  bars,  or  .links  which  have  cyl- 
indrical projections  similar  to  those  already  described,  the 
other  bars,  links,  or  bolts  having  holes  formed  through 
them  of  the  same  form  as  the  projections,  in  place  of  having 
recesses  ;  consequently  two  bars  with  projections  being  laid 
together,  having  another  bar  6?  with  holes  through  it  (of  the 
required  size)  the  projections  may  be  said  to  act  as  an  axis 
to  the  other  or  intermediate  bolt,  bar,  or  link  tZ,  on  which 
the  same  may  turn  freely.  In  this  case  I  have  only  shewn 
two  bars  a,  a,  to  one  bar  d,  but  it  will  be  evident  that  by 
forming  some  of  the  bars  a  like  the  bars  c  of  the  former 
chain,  that  is,  having  four  projections  b  on  each,  a  wide 
chain  may  be  made  according  to  the  purpose  to  which  it  is 
to  be  applied,  and  it  will  be  evident  that  by  combining  the 
links,  bars,  or  bolts  a,  a,  in  pairs  with  one  link  d  to  each 
pair,  a  chain  may  be  made  only  half  the  width  of  Figure  1 ; 
and  further,  by  using  more  of  the  links,  bars,  or  bolts  c  and 
dy  wider  chains  may  be  made  than  those  shewn  at  Figure  1. 
I  would  remark  that  the  chains  shown  at  Figure  1  is  suit- 
able for  pit  chains,  cables,  and  suspension  bridges,  the  only 
difference  being  that  in  making  chains  for  suspension 
bridges  the  links,  bolts,  or  bars  must  be  longer  and  stronger 
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in  proportion  to  their  increased  size,  and  the  chain,  Figure 
5,  is  suitable  for  driving  machinery  or  other  purposes,  my 
Invention  only  relating  to  the  modes  of  forming  the  junc- 
tions of  the  links,  bolts,  or  bars  for  whatever  purpose  they 
maA'  be  applied.  I  have  not  thought  it  necessary  to  show 
many  different  lengths  of  links  or  bars,  and  they  wiU  neces- 
sarily  be  varied  according  to  the  purpose  to  which  they  are 
to  be  applied,  as  will  also  their  figure  or  shape,  whilst  the 
modes  of  connection  will  remain  the  same.  It  is  important 
that  the  various  parts  of  such  chains  should  be  made  with 
care  and  with  considerable  accuracy,  in  order  that  one  link, 
bar,  or  bolt  should  not  have  to  bear  more  strain  than  an- 
other, and  that  the  sockets  and  projections  should  accu- 
rately fit,  allowing,  however,  of  the  same  turning  with 
freedom,  and  in  order  to  accomplish  such  accuracy  of  the 
parts  I  have  invented  suitable  dies  for  stamping  the  bars, 
links,  or  bolts  a,  c,  d.  For  making  the  bars  a  1  have  two 
dies  fitting  accurately  together,  and  having  projecting  studs 
and  holes  to  receive  them,  whereby  the  two  dies  are  at  all 
times  ensured  going  accurately  together.  In  one  of  such 
dies  is  formed  a  recess  of  the  figure  of  the  bar,  link,  or  bolt 
a,  and  of  such  a  depth  as  to  receive  about  half  the  thick- 
ness of  such  link  a.  The  other  die  is  similarly  sunk  to  the 
first,  but  in  addition  thereto  there  are  two  recesses  therein 
equal  to  forming  or  shaping  the  projections  b  with  a  nipple 
or  stud  in  the  centre  for  the  purpose  of  piercing  the  neces- 
sary  hole  for  the  pin  to  pass  through,  but  if  such  hole 
should  not  be  pierced  entirely  through  by  stamping,  the 
piercing  may  be  perfected  by  the  means  of  a  pair  of  piercing 
tools  in  a  press.  And  in  forming  the  bars  c  two  dies,  such 
as  the  one  last  described,  are  to  be  used,  in  order  to  form 
or  shape  the  projections  b  on  each  side  of  the  bars,  links, 
or  bolts  G  with  nipples  or  studs  therein  to  pierce  the  hole 
for  the  pins  to  pass  through,  as  before  described.  In  mak- 
ing the  bars,  bolts,  or  links  d  the  dies  are  to  be  the  reverse 
of  those  for  producing  the  projections  6,  such  dies  having 
projections  formed  therein  to  produce  the  sockets.    I  would 
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remark  that  I  am  aware  that  the  links,  bolts,  or  bars  of 
ordinary  chains  have  been  before  made  by  stamping  them 
in  dies  ;  I  do  not  therefore  claim  the  use  of  dies  for  such 
purposes  generally,  but  my  Invention  only  relates  to  the 
improved  mode  of  constructing  dies  suitable  for  shaping 
projections  6,  and  for  producing  cavities  or  sockets  b\  as 
herein  explained.  In  forming  the  bolts,  bars,  or  links  pre- 
viously to  stamping,  I  either  forge  the  same  into  as  nearly 
the  figure  desired  as  possible  by  hand,  or  cut  them  out  of 
thick  sheet  iron  by  means  of  a  pair  of  tools  worked  in  a 
press,  or  else  I  have  bars-  rolled,  leaving  projections  or  re- 
cesses (as  the  case  may  be)  at  suitable  intervals,  and  each 
link  being  heated  to  a  bright  red  heat  it  is  inserted  into  its 
prox)er  dies,  and  by  pressure  or  by  blows  the  same  are 
caused  to  close  and  produce  the  figure  of  link,  bolt,  or  bar 
desired,  after  which  the  projections  b  and  the  cavities  are 
to  be  finished  in  the  lathe  by  means  of  suitable  tools. 

Having  thus  described  the  nature  of  my  Invention,  I 
would  have  it  understood  that  what  I  claim  is, — 

First,  the  mode  of  constructing  and  combining  the  parts 
of  wrought-iron  chains,  which  I  have  called  the  projections 
&,  the  sockets  b\  and  the  wrought-iron  pin  ^,  as  above  de- 
scribed. 

Secondly,  I  claim  the  mode  of  constructing  wrought-iron 
chains  with  circular  projections  b  and  sockets  b\  and  pin  c, 
as  described,  in  respect  to  Figures  6,  6,  7,  and  8. 

And,  thirdly,  I  claim  the  mode  of  making  or  forming 
links,  bars,  or  bolts  for  chains  with  projections  b  and 
sockets  b'  by  the  aid  of  dies,  as  above  described. 

In  witness  whereof,  I,  the  said  Job  Cutler,  hath  here- 
unto set  his  hand  and  seal,  the  Eleventh  day  of  Sep- 
tember, One  thousand  eight  hundred  and  thirty-nine. 

JOB  (L.S.)  CUTLER. 
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lie  CUTLER'S  PATENT. 
Before  the  Chancellor,  April  19,  1839. 

(1  Web.  P.  C.  418.) 

Proceedings  on  Sealing  Patent.    Utility.    Similarity  of 

Inventions.    Caveat.    Costs. 

■ 

It  is  not  necessary  always  to  consider  the  question  of  utility  in  passing  the 
letters  patent. 

The  identity  of  purpose,  and  not  of  name,  is  the  criterion  in  Judging  of  the 
similarity  or  dissimilarity  of  inventions. 

A  party  who  had  lodged  an  unsuccessful  caveat  against  the  granting  of  a 
patent  ordered  to  pay  to  the  patentee  the  taxed  costs  occasioned  by  the  caveat. 

Petition  to  the  Lord  Chancellor  to  seal  letters  patent. 

The  letters  prayed  for  were  for  "  an  improved  method  or 
methods  of  constructing  chains  for  suspension  bridges, 
cables,  mining  and  other  purposes,  and  for  an  improved 
method  or  methods  of  making  the  bars,  links  and  bolts 
thereof." 

The  petition  set  forth  that  the  Attorney-General  had  re- 
ported in  favor  of  the  patent,  as  first  applied  for,  there 
ha\ing  been  no  opposition  on  a  caveat  upon  which  notice 
had  been  given.  It  alleged  the  delivery  of  the  privy  seal 
bill,  bearing  date  March  11,  on  that  day  at  the  great  seal 
patent  office,  and  that  in  due  course  the  patent  would  have 
been  engrossed  and  sealed  on  the  12th.  That  on  March  11 
notice  was  received  of  a  caveat  having  been  entered  on  the 
9th,  whereby  the  patent  was  stopped,  and  on  the  12th  a 
ixjtition  was  presented  by  Cutler  that  the  caveat  might  be 
discharged  and  the  letters  patent  sealed  ;  but  before  this 
j)etition  could  be  heard  affidavits  were  filed  on  behalf  of  the 
opponent  Haines,  stating  that  he  had  invented  a  chain 
which  he  believed  Cutler  to  have  pirated,  and  to  be  attempt- 
ing to  obtain  letters  patent  for  the  same.  That  at  the  hear- 
ing of  this  petition  on  March  25  the  Lord  Chancellor  ordered 
that  the  matters  of  the  said  petition  should  be  referred  to 
the  Attorney-General,  to  inquire  and  report  whether  the 
letters  patent  ought  to  issue  ;  that  all  parties  should  be  re- 
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strained  from  doing  any  act  relating  to  the  said  invention 
until  after  the  report  of  the  Attorney-General,  which  waa 
to  be  made  to  the  Lord  Chancellor ;  and  that  if  the  At- 
tomey-Greneral  should  report  that  the  patent  ought  to  issue, 
that  the  same  should  be  sealed  as  of  March  12,  but  not  to 
be  sealed  until  further  order ;  the  question  of  costs  re- 
served. That  at  the  hearing  before  the  Attorney-General 
on  March  27,  it  was  agreed  that  each  party  should  produce 
a  model  of  his  invention,  and  the  Attorney-General  decided, 
and  the  opponents  admitted,  that  there  was  no  similarity 
between  the  inventions.  That  the  opponents  thereupon 
attacked  the  novelty  of  the  invention,  and  a  drawing  was 
produced  from  a  specification  of  a  patent  granted  to  Pussell 
and  Douglas  in  1799,  but  the  Attorney-General  decided  that 
the  inventions  were  different,  and  that  Cutler  was  entitled 
to  have  his  patent  allowed  ;  he  required,  however,  an  out- 
line of  the  specification  to  be  left  with  him,  which  was 
accordingly  done ;  the  Attorney- General  required  a  fuller  de- 
scription as  to  part,  so  as  to  show  more  distinctly  the  inven- 
tion claimed,  and  promised  to  report  to  the  Lord  Chancellor 
on  receiving  the  order  of  reference.  The  fuller  description 
required  was  suppUed  by  certain  drawings,  which,  together 
with  the  order  of  reference,  were  left  with  the  Attorney- 
General  on  the  28th,  and  Mr.  Cutler  left  town,  considering 
the  matter  settled.  That  on  the  30th  the  opponents  ob- 
tained the  appointment  of  another  hearing  before  the 
Attorney-General,  on  a  statement  that  the  drawing  which 
had  been  exhibited  as  and  believed  to  be  a  correct  repre- 
sentation of  Messrs.  Fussell  and  Douglas's  invention  was 
incorrect,  and  upon  examination  of  the  original  specifica- 
tion it  clearly  appeared  that  the  invention  for  which  Cutler 
had  applied  was  old.  That  Cutler  on  hearing  of  this  had 
some  models  made  according  to  the  specification  and  draw- 
ings of  Fussell  and  Douglas's  patent,  and  requested  the 
Attorney-General  to  see  these  models  before  making  his  re- 
port ;  but  this  request  being  refused,  notice  was  immedi- 
ately given  that  application  would  be  made  to  the  Lord 
Chancellor  for  an  order  for  a  further  hearing,  and  that  the 
Attorney-General  should  in  the  mean  time  withhold  his 
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report.  That  the  Attomey-Greneral,  however,  on  April  2 
made  his  report,  whereby  he  certified  *^  that,  having  exam- 
ined all  proper  parties  and  in8X)ected  and  considered  all 
necessary  pai)ers  and  documents  relating  to  the  matters  in 
his  lordship's  order  mentioned,  he  was  of  opinion  that  the 
patent  ought  not  to  issue,  on  the  ground  that  the  alleged 
inventions  are  not  new  and  useful."  And  he  further  certi- 
fied "  that  this  was  a  different  ground  from  that  upon  which 
the  caveat  was  lodged  against  the  said  patent,  and  that  it 
was  not  untU  the  second  meeting  that  the  party  objecting 
to  the  said  patent  was  prepared  to  substantiate  the  said 
ground  of  objection  thereto." 

The  i)etition  then  stated,  as  exceptions  to  the  above  re- 
port, that  the  ground  alleged  therein  not  being  before  the 
Attomey-Greneral  under  the  Chancellor's  order  of  March  25, 
as  matter  included  in  the  caveat  against  the  great  seal  being 
attached  to  the  patent,  the  Attorney-General  was  not  au- 
thorized to  go  into  such  foreign  matter,  or  to  adopt  the 
proceedings  he  had  adopted ;  that  the  Attorney-General 
having  admitted  eaj^arfe  statements  and  evidence,  the  peti- 
tioner was  entitled  to  have  been  allowed  to  disprove  such 
statements  and  evidence ;  that  the  ground  of  the  report, 
that  the  inventions  were  not  new  and  useful,  applied  to  only 
one  of  the  four  inventions  ;  that  the  report  was  grounded 
on  false  and  fraudulent  drawings  and  representations  ;  and 
that  no  disinterested  person  of  science  had  been  called  in 
competent  to  assist  the  Attorney-General  in  coming  to  a 
proper  conclusion. 

Wigram^  for  the  petitioner.  The  case  made  by  the  re- 
spondents to  the  original  petition  to  affix  the  great  seal  was, 
that  the  invention  for  which  we  were  seeking  to  obtain  a 
patent  was  an  invention  of  their  own,  and  that  a  communi- 
cation having  taken  place  between  themselves  and  Mr. 
Cutler,  he  had  thereby  acquired  the  knowledge  of  their  in- 
vention, and  was  about  fraudulently  to  obtain  a  patent  for 
that  invention.  It  was  quite  open  for  them  to  suggest  any- 
thing as  to  the  novelty  or  the  utility,  because  that  was  the 
case  they  suggested.  An  application  for  a  patent  is  not  ex 
dehito  justiticB^  land  the  parties  are  at  the  discretion  of  those 
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who  advise  the  Crown  whether  it  should  go  on  or  not,  and 
therefore  the  case  cannot  be  put  as  one  in  which  there  was 
any  infringement  of  the  right  between  the  parties,  because, 
supposing  all  the  world  were  willing  that  you  should  put 
your  seal  to  the  patent,  if  you  are  of  opinion  that  it  is  not 
a  proper  patent,  you  would  not  do  it.  The  parties  went 
before  the  Attorney-General,  and  your  lordship  made  it 
part  of  the  order  that  if  the  report  should  be  in  favor  of  the 
patent  you  would  affix  your  seal  to  it,  as  upon  an  ante- 
cedent day  to  the  order  of  March  12,  so  as  to  prevent  any 
evil  arising  from  the  intermediate  discovery.  The  parties 
met  before  the  Attorney-General,  and  when  they  went  there 
the  only  question  to  be  raised  before  the  Attorney-General 
was  whether  what  we  called  our  invention  was,  as  alleged  by 
the  respondents,  the  invention  of  Mr.  Haines,  who  had 
lodged  the  caveat ;  the  Attorney-General  as  to  that  ground 
of  objection,  taken  by  Mr.  Haines,  reported  that  there  was 
no  foundation  for  it  at  all ;  consequently  if  it  rested  upon 
that  alone,  there  would  be  no  difficulty  in  the  present  case. 
But  the  case  took  a  turn,  which  has  involved  Mr.  Cutler  in 
this  difficulty.  The  parties  appeared  before  the  Attorney- 
General,  and  it  being  a  part  of  the  order  that  the  patent 
should  be  sealed  as  of  an  antecedent  day,  there  w^as  no  ob- 
ject whatever  for  one  party  concealing  from  the  other  what 
his  invention  in  truth  was.  It  was  then  agreed  between  the 
parties,  and  this  is  sworn  to  by  two  witnesses,  and  not  de- 
nied, that  each  should  produce  his  own  model  for  the  in- 
spection of  the  Attorney- General,  and  if  it  turned  out  that 
Mr.  Cutler's  invention  was  not  the  invention  of  Mr.  Haines, 
that  the  patent  should  go.  That  was  a  contract  to  which 
the  Attorney-General  was  no  party,  and  neither  he  nor  the 
parties  therefore  would  be  bound  by  that  agreement ;  but 
that  was  the  agreement  sworn  to  between  the  parties,  and 
it  was  understood  that  no  further  impediment  should  be 
thrown  in  the  way  of  the  patent  being  sealed  if  it  turned 
out  not  to  be  the  same  invention.  Mr.  Cutler  did  produce 
a  model  of  his  chain,  and  the  other  party  produced  a  model 
of  their  chain,  and  the  Attorney-General  was  clearly  of 
opinion  that  the  two  were  in  no  respect  similar,  and  he  was 
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also  of  opinion  that  Mr.  Cutler's  patent  was  a  meritorious 
invention,  and  one  which  entitled  him  to  a  patent,  and  that 
the  patent  should  go.  The  Attorney-General  did  afterward, 
in  i)oint  of  fact,  prei)are  a  report  in  our  favor.  It  api)ears 
that  Mr.  Farey,  the  scientific  gentleman  who  had  acted  on 
behalf  of  Mr.  Haines,  to  explain  to  the  Attorney-General 
what  the  nature  of  Mr.  Haines's  invention  was,  on  the 
Attorney-General  being  of  opinion  that  there  was  no  sim- 
ilarity between  the  two,  and  that  that  appeared  upon  a 
comparison  between  them  as  amicus  curicBj  stated  that  the 
invention  was  not  new,  and  the  Solicitor-General  said  that 
he  should  take  the  opinion  of  the  court  on  the  present  case, 
not  as  to  whether  Mr.  Haines  has  a  right  to  oppose  this  on 
the  ground  that  it  is  a  copy  of  his  invention,  but  whether 
upon  the  mere  ground  of  discretion  in  the  Crown,  whether 
the  court  will  or  not  consider  this  as  a  useful  invention  for 
which  a  patent  should  be  granted ;  and  if  he  is  to  advise 
the  court  on  the  case  or  give  information,  of  course  it  is 
immaterial  whether  he  is  heard  as  counsel  or  in  any  other 
way  whatever.  But  what  have  the  parties  done?  It  is 
agreed,  as  sworn  to  by  two  witnesses,  and  not  contradicted 
by  any  one,  that  it  was  agreed  between  these  parties  that  if 
Mr.  Cutler's  invention  was  not  the  same  as  Mr.  Haines's  the 
I)atent  should  go.  Mr.  Farey  tells  the  Attorney-General 
that  he  knew  of  a  patent  granted  to  two  persons  of  the 
name  of  Fussell  and  Douglas,  in  the  year  1799,  which  had 
turned  out  to  be  a  useless  patent,  and  that  although  Mr. 
Cutler's  patent  bore  no  sort  of  resemblance  to  Mr.  Haines's, 
it  was  the  same  thing  as  the  patent  granted  in  1799'  to 
Fussell  and  Douglas  ;  and  he  then  produced  or  made  cer- 
tain drawings,  in  which  he  informed  the  Attorney-General 
of  what  Fussell  and  Douglas's  invention  was,  and  what 
their  patent  was  for.  The  Attorney-General,  on  the  inspec- 
tion and  comparison  of  these  drawings  with  Mr..  Cutler's 
invention,  was  still  of  opinion  that  Mr.  Cutler's  invention 
was  new  and  useful  and  original,  and  that  a  patent  ought 
to  be  granted  for  it ;  and  there  was  a  report  actually  pre- 
pared by  the  Attorney-General  to  your  lordship  in  favor  of 
Mr.  Cutler' s  patent.    This  took  place  on  Marck  27,  and  the 
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parties  went  away  conceiving  the  case  was  closed.  It  ap- 
peared that  Mr.  Farey  afterward  went  to  the  Patent  Office, 
and  npon  the  inspection  of  the  specification  of  Messrs. 
Fussell  and  Douglas,  he  wrote  to  the  Attorney-General  in- 
forming him  he  had  done  so,  and  that  upon  a  more  close 
inspection  and  examination  of  the  case  than  he  had  been 
able  to  give  it  before,  it  appeared  to  him  that  Cutler's  in- 
vention was  the  same  as  Fussell  and  Douglas' s,  although 
it  had  not  appeared  to  be  so  from  that  drawing  on  the  27th. 
That  having  been  stated  to  the  Attorney-General,  the  parties 
met  again  by  appointment  before  the  Attorney-General ; 
but  it  happened  then  most  unfortunately  that  Mr.  Cutler, 
supposing  all  concluded,  had  gone  away  ;  but  his  solicitor 
and  Mr.  Carpmael  attended  for  him,  and  endeavored  to  sat- 
isfy the  Attorney-General  that  the  two,  in  point  of  fact, 
were  different,  and  ih^i»  priTna facie  upon  comparison  the 
difference  appeared  to  be  perfectly  clear.  The  report  made 
by  the  Attorney-General,  therefore,  as  it  now  stands,  is  in 
these  words  :  he  reports  on  April  2  ''  that  he  was  of  opinion 
that  this  petitioner's  patent  ought  not  to  issue,  on  the 
ground  that  the  alleged  inventions  of  the  petitioner  are  not 
new  and  useful."  That  wholly  depends  on  the  comparison 
of  the  two  chains  ;  and  he  further  certifies  that  ''  this  was 
a  different  ground  from  that  upon  which  the  caveat  was 
lodged  against  thQ  said  patent,  and  that  it  was  not  until  a 
second  meeting  before  him  that  the  party  objecting  to  the 
said  patent  was  prepared  to  substantiate  the  said  grounds 
of  objection  thereto."  There  are  several  affidavits  of  scien- 
tific men,  and  it  will  appear  that  the  Attorney-General  fell 
into  the  mistake  by  a  comparison  of  the  drawings,  the  two 
models  of  the  two  inventions  showing  them  to  be  most 
essentially  distinct  from  each  other,  and  further  that  the 
invention  is  obviously  one  of  a  very  ingenious  kind,  and 
likely  to  be  of  great  public  utility  ;  at  all  events,  where  an 
invention  is  new,  and  there  is  the  strong  opinion  of  scientific 
men  that  it  will  be  useful,  and  be  found  of  great  use  in 
practice,  the  seal  will  not  be  refused  to  a  patent  because 
some  one  is  found  to  say  that  it  will  not  turn  out  to  be  use- 
ful, though  it  is  new. 
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The  attention  of  the  Attorney-General  could  not  have 
been  sufficiently  called  to  that  part  of  the  case  ;  he  consid- 
ered there  was  nothing  in  that  part  of  the  case  which  had 
not  been  examined  before,  and  therefore  that  he  might  at 
once  dispose  of  the  whole  case.  If  a  person  obtains  a  pat- 
ent that  is  too  large,  and  in  part  is  not  new,  then  the  patent 
is  void  ;  but  if  any  application  be  made  to  the  Crown  for  a 
patent  for  an  invention  of  which  part  is  only  new,  there  is 
nothing  to  prevent  the  Crown  from  saying  that  it  will  grant 
a  patent  for  that  part  which  is  new.  This  is  not  a  case  of 
a  patent  granted,  but  to  be  granted.  The  Attorney-General 
required  to  be  produced  before  him  a  sort  of  a  description 
of  the  two  things,  and  a  description  was  sent  him  before- 
hand by  a  very  eminent  counsel,  and  the  Attorney-General 
wrote  at  the  foot  of  the  paper  that  the  party  was  entitled  to 
the  patent  as  soon  as  the  order  of  reference  was  brought  him  ; 
the  Attorney-General  afterward  unfortunately  changed  his 
opinion,  and  the  case  now  comes  before  the  court  on  the 
point  as  to  whether  the  Attorney-General  was  right  or  not 
in  making  such  a  report.  [Lord  Chancellor  Cottenham. 
For  what  do  you  claim  the  invention  ?]  We  state  that  in 
the  specification.  [Ix)rd  Chancellor  Cottenham.  That  is 
the  way  in  which  you  describe  it,  but  you  must  show  your 
title  by  showing  what  the  invention  is.]  The  application 
for  a  patent  is  on  two  grounds  :  1.  For  an  improved  method 
of  constructing  chains ;  and,  2.  For  an  improved  method 
of  making  the  bars,  links  and  bolts  of  which  the  chains  are 
constructed  ;  and  to  state  in  one  word  what  is  the  improve- 
ment we  claim  in  the  construction  of  chains,  it  is  the  com- 
bination of  what  is  termed  the  pummel  and  socket,  with  the 
pin  passing  through  the  whole  substance  of  the  chain,  so 
as  to  give  the  additional  strength  that  is  given  by  the  com- 
bination of  the  two  parts  of  the  chain.  The  combination  of 
the  pummel  and  socket,  we  say,  in  all  chains  manufactured 
before  these  has  not  been  that  combination ;  the  pummel 
and  socket  are  altogether  new  in  themselves,  and  there  has 
never  been  in  the  making  of  them  that  which  gives  the 
strength  and  benefit  resulting  from  the  combination  ;  more- 
over, we  claim  this  as  altogether  new,  the  whole  chain 
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being  constructed  of  wrought  iron,  instead  of  being  con- 
structed partly  of  wrought  and  partly  of  cast  iron.  With 
re8X)ect  to  the  improved  method  of  constructing  the  bars, 
links  and  bolts,  what  we  claim  there  is  a  method  by  which 
we  make  those  links  and  bolts  in  moulds  and  frames  differ- 
ent from  any  which  have  ever  before  been  invented  on  that 
subject ;  our  models  and  frames  have  not  been  produced, 
and  no  question  having  been  raised  before  the  Attorney- 
General  on  that  part  of  the  application,  it  was  not  con- 
sidered necessary  to  produce  them. 

Rolfe^  Solicitor -Oeneral,  Before  proceeding  to  any  ob- 
servations on  the  nature  of  this  invention,  it  will  be  neces- 
sary to  call  attention  to  a  circumstance  which  will  require 
your  lordship's  judgment  before  the  party  shall  be  called 
upon  to  go  into  the  points  of  resisting  the  proposition  that 
this  is  a  new  invention,  namely,  whether  your  lordship  has 
any  jurisdiction  on  the  subject  ?  I  cannot  say  there  is  no 
jurisdiction,  but  I  have  in  vain  endeavored  to  call  to  my 
recollection  any  case  in  which  a  party  came  to  the  great 
seal,  as  Mr.  Cutler  does,  applying  for  a  patent  in  the  first 
instance — it  is  just  the  same  thing  as  if  he  had  never  been 
before  the  Attorney-General — nay,  it  is  worse,  because  he 
has  been  before  the  Attorney-General,  and  the  Attorney- 
General  represents  that  there  ought  not  to  be  a  patent,  and 
the  same  case  now  comes  before  your  lordship  by  way  of 
appeal  from  that  decision.  I  can  see  no  principle  which 
can  entitle  this  party  to  ask  your  lordship  to  decide  against 
the  Attorney-General,  that  will  not  in  every  case  where  a 
patent  is  rejected  by  the  Attorney-General  entitle  the  party 
to  come  and  say  the  Attorney- General  has  decided  wrong. 
[Lord  Chancellor  Cottenham.  I  have  all  the  authority 
here,  as  if  it  had  come  before  me  originally  without  objec- 
tion. At  the  last  moment  the  Lord  Chancellor  may  refuse 
to  affix  the  great  seal.  I  sent  it  to  the  Attorney-General 
before  for  my  own  information.  I  have  all  the  authority 
for  affixing  the  great  seal.  ]  In  fact,  it  is  now  substantially 
before  your  lordship  in  the  same  way,  in  point  of  sub- 
stance, as  if  the  Attorney-General  had  said  there  ought  to 
be  a  patent  granted.     [Lord  Chancellor  Cottenham.    The 
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question  now  before  me  is  whether  it  appears  to  me  that 
there  is  sufficient  reason  for  not  obeying  the  direction  I  re- 
ceived from  the  Crown  for  affixing  the  great  seal  to  this 
patent.  Do  not  let  it  be  understood  I  exercise  original 
jurisdiction  over  the  matter.]  The  difficulty  is  this :  the 
matter  has  once  come  before  your  lordship.  You  have  a 
jurisdiction  on  the  subject  by  virtue  of  an  erroneous  report 
of  the  Attorney-General ;  that  is,  because  the  matter  was 
not  brought  under  his  consideration.  [Lord  Chancellor 
CoTTENHAM.  I  do  uot  act  ou  the  Attorney-General's  reix)rt 
at  all.  That  rei)ort  is  for  the  Secretary  of  State.  J  Your 
lordship  acted  on  the  seal  bill  of  course.  The  question  then 
is  as  to  what  your  lordship,  as  holding  the  great  seal, 
should  do  on  the  facts  of  the  case  as  they  are  not  disclosed. 
Now,  how  does  this  matter  come  on  ?  It  came  before  your 
lordship  on  a  i)etition  that  you  should  obey  the  privy  seal, 
and  affix  the  great  seal  to  a  patent.  Your  lordship  has 
reason  to  doubt  whether  that  course  should  be  taken — 
whether,  in  fact,  the  Crown  has  not  been  ill-advised — and 
therefore  refers  it  to  the  Attorney-General,  just  in  the  same 
way  as  if  the  great  seal  had  been  affixed  and  some  party 
had  then  applied  by  scire  facias  to  have  these  letters  patent 
rei)ealed.  Your  lordship  refers  it  to  the  Attorney-General 
to  see  whether  the  patent  ought  to  issue.  That  was  the 
reference.  The  party  opposing  the  issuing  of  the  letters 
patent  goes  before  the  Attorney-General  and  contends  that 
they  ought  not  to  issue  because  the  invention  is  not  new, 
and  because  it  interferes,  as  he  supposes  (not  knowing  ex- 
actly what  it  is),  with  an  invention  of  his  own,  and  conse- 
quently, of  course,  cannot  be  new.  He  goes  before  the 
Attorney-General  and  produces  his  invention,  and  Mr. 
Cutler  produces  his  invention,  and  there  is  this  advantage, 
which  does  not  aiise  in  the  ordinary  cases,  that  the  parties 
go  and  each  one  discloses  his  own  invention — because  Mr. 
Haines,  not  asking  for  a  patent  for  his  o^vn  invention,  does 
not  care  about  making  it  public,  and  Mr.  Cutler,  having 
got  the  matter  in  such  a  state  that  his  patent  will  bear  date 
on  an  anterior  day,  will  not  be  prejudiced  by  producing 
his  invention — so  that  both  parties  produced  their  inven- 
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tions.  Mr.  Haines  produces  Ms  invention,  which  is  not 
now  in  question,  which  it  is  necessary  I  should  draw  your 
lordship's  attention  to,  just  to  show  what  that  is.  The 
Attorney-General  was  of  opinion  that  the  inventions  were 
substantially  different,  and  that  there  was.  sufficient  nov- 
elty, and  that  he  would  report  in  favor  of  the  invention. 
The  opponents  at  this  time  were  but  ill-informed  of  the  real 
nature  of  Fussell'  s  invention  ;  afterward,  in  consequence  of 
further  information,  another  meeting  was  appointed,  a 
scientific  person  attended  on  both  sides,  and  the  matter 
went  on  till  the  Attorney-General  came  to  the  opinion,  on 
looking  more  minutely  into  the  matter,  that  there  was  no 
novelty  or  sufficient  novelty  in  the  invention  of  Mr.  Cutler. 
I  mention  this  in  order  to  get  rid  of  the  impression  that 
seems  to  have  been  created  that  there  had  been  some  sort  of 
mala  fides  on  our  part,  because  it  was  referred  to  the 
Attorney-General  to  report  what  were  the  real  merits  of 
the  invention.  Suppose  Mr.  Farey'  s  notion  was  right,  and 
suppose  Mr.  Cutler's  was  not ;  would  it  not  have  been  mon- 
strous to  have  let  the  Attorney-General  report  to  your  lord- 
ship that  it  was  fit  that  a  patent  should  issue  only  to  put 
the  parties  to  the  expense  of  coming  the  next  day  for  a 
scire  facias  to  repeal  it  ?  It  was  the  duty  of  the  party,  if 
he  meant  to  question  it,  not  only  his  obvious  interest,  but 
his  duty  toward  the  other  party,  to  question  it  on  that 
stage  which  would  give  rise  to  the  least  expense  and  incon- 
venience. The  matter  was  brought  before  the  Attorney- 
General,  and  he  came  to  the  conclusion  that  he  did  not 
think  Mr.  Haines' s  invention  interfered  in  point  of  novelty 
with  Cutler's,  yet  that  Fussell  and  Douglas's  did,  and 
therefore  he  reported  to  your  lordship  that  no  patent  ought 
to  issue.  It  was  further  discussed  before  the  Attorney- 
General,  I  believe  upon  the  second  ground,  for  the  invention 
claimed  consists  of  two  distinct  propositions,  the  one  in  the 
mode  of  putting  together  the  chain,  the  other  the  mode  of 
making  the  links  of  which  the  chain  is  composed,  and  it 
was  contended  before  the  Attorney-General,  on  the  second 
ground,  that  there  was  ample  reason  for  reporting  against 
the  patent,  because  everybody  had  a  perfect  right  under 


1839.]  Re  CUTLER'S  PATENT.  23 

patents  that  were  granted  to  stamp  anything  out  of  wrought 
iron.  Of  course  there  could  be  no  patent  for  that,  it  being 
well  known  that  wrought  iron  must  be  stamped  in  this  way 
to  make  any  shape  or  machine  of  any  piece  of  metal  for 
whatever  purpose  used  ;  it  would  be  monstrous  that  there 
should  be  a  patent  granted  for  stamping  a  particular  thing, 
the  process  of  stamping  bars  and  other  things  of  wrought 
iron  being  a  process  perfectly  well  known,  and  for  which  a 
patent  was  granted  twenty-five  years  ago.  That  being  the 
report  made  by  the  Attorney-General,  the  matter  comes 
before  your  lordship.  The  Attorney-General  being  of 
opinion  the  patent  ought  not  to  be  sealed,  the  parties  come 
before  your  lordship  and  say  your  lordship  is  commanded 
by  writ  of  privy  seal  to  put  the  great  seal  to  this  patent ; 
and  now  the  judgment  of  the  Attorney-General  is  contro- 
verted, and  the  question  is  whether,  under  the  circum- 
stances, novelty  is  made  out  so  as  to  justify  the  putting  the 
great  seal  to  this  patent.  I  trust  your  lordship  will  think 
that  this  is  not  a  fit  case  in  which  a  patent  should  be 
granted,  putting  the  parties  to  the  inconvenience  of  insti- 
tuting proceedings  at  law  for  the  purpose  of  trying  this 
question,  but  that  your  lordship  will  at  once  stop  this  and 
say  that  it  is  not  a  fit  subject  for  a  patent. 

Lord  Chancellor  Cottenham.  The  first  proposition  on 
this  case  was  on  the  supposition  that  those  who  now  appear 
to  resist  the  patent  were  the  discoverers  of  an  alleged  inven- 
tion similar  to  that  for  which  a  patent  is  now  applied  for ; 
that,  upon  investigation,  turns  out  to  be  not  well  founded, 
and  is  not  now  persevered  in.  Li  the  course  of  discussing 
that  matter  between  the  parties,  an  objection  is  raised  of  a 
general  nature,  not  growing  out  of  the  patent  right,  bat  a 
general  objection  to  the  patent  on  two  grounds  :  1.  It  does 
not  exhibit  any  invention  of  anything  new  ;  and,  2.  That 
what  is  proposed  to  be  done  would  not  be  useful  if  intro- 
duced in  practice.  With  regard  to  the  second,  it  is  not  very 
easy  sitting  here  to  form  any  very  conclusive  opinion  as  to 
the  usefulness,  nor  is  it  very  necessary  to  inquire  into  that 
(particularly  considering  from  whom  the  objection  ema- 
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nates),  because  if  it  be  so  -pertectlj  useless  as  is  represented, 
it  will  interfere  with  no  man's  rights,  and  it  will  be  a  mere 
dead  letter,  which  no  man  would  wish  to  imitate  if  he 
had  the  right ;  but  as  far  as  I  can  come  to  any  conclusion 
from  what  is  represented  to  me,  I  consider  it  is  a  consider- 
able improvement.  I  may  be  mistaken  ;  but  certainly  at 
present  I  am  not  satisfied  it  is  not  an  improvement.  With 
regard  to  the  novelty,  there  really  seems  to  me  to  be  very 
little  doubt  or  difficulty.  It  appears  hitherto  all  chains 
have  been  formed  on  either  one  or  two  principles — either 
by  one  branch  of  the  chain  being  linked  into  the  next,  and 
that  is  the  ordinary,  most  simple  chain,  or  else  the  different 
branches  are  connected  together  by  holes  perforated  through 
each  and  connected  by  a  pin  or  screw  ;  these  appear  to  have 
been  the  two  modes  adopted  in  all  manufactories  of  chains. 
The  present  party  who  applies  for  a  patent  says,  I  adopt 
bolts,  and  I  unite  the  two,  and  the  joint  of  my  chain  con- 
sists not  only  of  that  which  constitutes  a  link,  and  therefore 
would  be  operative  without  a  pin,  but  it  is  also  constituted 
of  a  pin,  and  instead,  therefore,  of  having  a  joint  of  one 
character  on  the  other,  my  chain  has  two  joints,  one  consist- 
ing of  the  link,  the  ordinary  link,  the  other  consisting  of 
the  pin.  That  was  the  view  the  Attorney-General  took  of 
it  when  the  case  was  first  brought  before  him  on  the  refer- 
ence back  by  me,  and  he  was  of  opinion  there  was  that 
union  and  combination  of  the  two  principles  which  entitled 
the  party  to  a  patent  for  the  alleged  course  he  intended  to 
pursue.  It  api)ears  afterward  the  Attorney-General's  opin- 
ion was  altered,  on  the  ground  that  he  had  it  represented 
to  him,  and  he  considered  the  case  as  it  was  represented, 
that  Fussell  and  Douglas's  patent  also  had  this  application 
of  the  pin,  or  at  least  an  application  so  similar  to  what  is 
now  proposed  as  to  deprive  the  party  to  the  claim  of  novelty 
in  the  invention.  I  think  the  facts  could  not  have  been 
brought  under  the  Attorney-General's  consideration  as  they 
have  been  brought  under  my  consideration,  because  the  sole 
similarity  is  in  the  term  used.  It  is  one  of  those  many  in- 
stances in  which  a  conclusion  arises  from  an  inapt  use  of 
the  same  term.    This  thing  may  be  called  a  pin,  and  may 


1889.]  Re  CUTLER'S  PATENT.  25 

be  correctly  called  a  pin,  and  the  other  no  doubt  may  be 
called  a  pin ;  but  it  is  not  because  they  go  by  the  same  name 
they  are  to  be  considered  as  identical ;  they  are  not  used  for 
the  same  puipose  in  any  one  re8i)ect.  This  of  Fussell  and 
Douglas  is  a  variation  from  the  original  mode  of  making 
chains — ^namely,  of  one  branch  of  chain  being  linked  within 
and  turning  in  the  other.  This  section  of  the  model  of  Mr. 
Cutler's  chain,  which  T  have  had  given  to  me  to-day,  ex- 
hibits this  in  a  very  clear  light.  Take  away  one  of  the 
links,  and  see  how  this  stands  when  the  next  link  is  taken 
away.  Here  is  a  solid  substance — that  is,  solid  except  that 
it  forms  two  parts,  consisting  entirely  of  the  substance  of 
one  of  the  links,  which  next  link  is  connected  with  it,  and 
a  joint  is  formed  by  being  inserted  within  that  link  so  i)er- 
f  orated,  and  that  is  a  link  in  the  ordinary  sense  of  the  term, 
varied  in  form,  but  still  it  is  the  same ;  there  is  no  joint 
constituted  with  any  pin,  but  there  is  the  introduction  of 
one  link  into  the  substance  of  the  other,  and  so  they  are 
connected,  and  that  constitutes  a  joint.  It  is  true,  for  a 
purpose  which  I  shall  presently  exphun,  according  to  my 
view  of  the  case,  that  in  the  more  solid  branch  of  the  chain 
there  is  that  which  is  called  a  pin  going  into  the  solid  part 
and  projecting  to  a  certain  extent  beyond  the  surface  of  it. 
To  suppose  that  was  inserted  for  the  purpose  of  strengthen- 
ing this  part  might  be  a  rational  conclusion,  if  it  were  not 
from  the  form  and  shape  of  the  link  which  is  to  be  con- 
nected with  it.  Which  of  the  two  is  the  strongest  ?  And 
it  would  be  the  greatest  absurdity  in  the  world  to  strengthen 
that  which  is  strong  and  to  leave  unaided  that  which  is 
entirely  weak,  as  of  course  the  chain  would  give  way  in  the 
weakest  part  if  any  part  of  the  chain  gave  way.  There 
cannot  possibly  be  a  doubt,  if  a  weight  were  suspended  on 
the  chain  beyond  the  power  which  it  has  the  strength  to 
bear,  it  would  not  be  the  solid  substance  which  would  give 
way  ;  it  would  be  that  part  which  is  perforated  and  which 
is  left  comparatively  weak ;  it  cannot,  therefore,  possibly 
be  for  the  purpose  of  adding  strength,  if  it  would  add  any 
strength,  but  the  specification  explains  what  it  is.  The 
specification  says  that  connection — ^that  pin,  as  it  is  called 
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— shows  the  different  parts  coming  together  by  means  of 
wire  pins  cast  in  the  iron  ;  this  substantial  link  consists  of 
three  parts,  which  are  so  connected  that  when  they  have 
one  in  use  they  may  maintain  relative  positions.  Therefore 
it  is  the  centre  part,  as  connected  by  the  pin  at  the  two  ex- 
tremities, which  enter  into  part  of  the  exterior  piece  to  keep 
it  in  its  proper  position,  which  exactly  corresponds  with 
the  description  here — pieces  coming  together  by  means  of 
wire  pins  cast  in  the  iron.  This  model  does  not  represent 
this  piece  as  perforating  that  central  part,  and  therefore  is 
not  calculated  to  add  to  its  strength,  but  is  well  calculated 
to  maintain  it  in  its  position,  because  it  does  enter  to  a  cer- 
tain depth.  That  corresponds  also  with  the  specification  in 
FusseU  and  Douglas's  patent,  where  it  describes  it  that  R 
represents  the  different  parts  all  completely  put  together, 
which  are  kept  in  that  position  by  means  of  a  screw  placed 
in  the  centre,  not  by  means  of  a  pin  at  the  two  extremities, 
but  by  means  of  a  screw  placed  in  the  centre,  accurately 
describing  the  model  put  in  by  Mr.  Cutler,  but  not  at  all 
accurately  describing  the  model  of  the  other  party,  because 
that  does  represent  these  pins  as  coming  through  the  centre, 
which  is  contrary  to  the  plate  in  this  book  copied  from  the 
specification,  and  also  contrary  to  the  plate  I  asked  to  see 
in  order  that  I  might  ascertain  whether  there  was  any  mis- 
take, the  plate  being  small  in  the  book,  and  therefore  not 
easy  to  ascertain  what  is  represented.  I  have  no  difficidty 
whatever  in  considering  this  as  the  accurate  representation 
pf  the  plate,  as  it  is  to  be  found  in  the  specification  in 
Fussell  and  Douglas's  patent.  Supposing  it  had  gone 
through — not  going  through  tends  more  distinctly  to  prove 
it  is  not  intended  for  that  purpose — but  supposing  it  had 
gone  through,  it  would  only  tend  to  streng-then  the  crank, 
and  could  not  possibly  be  applicable  to  the  purpose  of 
forming  the  means  of  connecting  the  two  links.  It  would 
have  had  nothing  to  do  with  that,  because  here  the  whole 
substance  in  which  the  other  link  is  to  turn  is  constituted 
of  the  substantial  part  of  the  adjoining  link.  The  pin  does 
not  come  in  contact  with  the  other  link  at  all ;  the  two 
links  are  not  connected  together  by  it,  and  the  utmost  use 


1889.]  Re  CUTLER'S  PATENT.  27 

it  would  be  of  would  be  to  strengthen  the  parts  through 
which  it  passes.  On  the  other  hand,  when  I  look  at  the 
proposed  chain,  I  find  it  does  in  all  resi)ects  adopt  the  two 
principles  of  the  chain.  It  entirely  adopts  the  principles  of 
the  two  parts  of  the  chain  being  linked  together  by  their 
own  substance,  the  best  proof  of  which  is  that  there  is  no 
pin  in  this,  and  as  long  as  these  two  exterior  parts  are  kept 
together  and  pressed  on  the  third  part,  there  is  i)erfect 
security,  and  nothing  can  give  way  because  there  is  that 
pummel  and  socket,  the  two  exterior  ones  projecting  far 
enough  into  the  interior  one  to  constitute  a  joint  of  itself, 
and  it  furnishes  a  complete  chain  as  far  as  the  next  two  ex- 
terior parts  rest  in  the  middle  part.  No  doubt  it  would 
not  be  so  strong,  because  there  would  be  a  perforation  going 
through  the  whole,  which  would,  of  course,  diminish  from 
the  strength  of  the  otherwise  solid  substance  that  is  sup- 
plied by  a  pin — a  pin  which  will  act  and  constitute  a  proi)er 
joint,  and  constitute  a  proper  connection  if  the  two  links  of 
the  pummel  and  socket  were  entirely  out  of  the  way — ^not, 
of  course,  of  the  same  strength,  but  operating  as  a  joint, 
and  as  a  means  of  connecting  the  two  parts  together ;  this 
chain,  therefore,  has  both  principles  in  actual  operation  at 
every  moment.  It  is  either  a  chain  depending  on  the  pin 
or  screw  through,  or  it  is  a  chain  depending  on  the  two 
parts  of  the  chain  being  linked  together,  and  so  constituting 
a  chain  on  the  original  principle  on  which  chains  were 
made,  and  that  appears  to  me  to  be  a  combination  of  these 
two  parts  which,  according  to  the  opinion  of  the  Attorney- 
General,  formed,  when  he  understood  the  matter  as  it  really 
does  exist,  a  combination  of  principles  which  was  properly 
calculated  to  support  a  patent.  The  Attorney-General  was 
impressed  with  the  idea  that  the  pin  used  in  Fussell  and 
Douglas' s  patent  was  on  the  same  principle  as  that  proposed 
to  be  used  in  the  patent  under  consideration.  On  examina- 
tion it  turns  out,  though  it  is  called  a  pin,  to  be  a  piece  of 
metal  applied  to  a  totally  different  purpose,  not  performing 
the  same  duties  or  applicable  to  the  same  object.  If  I  find 
any  part  of  that  which  is  claimed  sufficient  to  entitle  the 
party  to  a  patent,  my  opinion  is,  he  is  entitled  to  his  patent 
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for  that  application  of  the  two  principles  constituting  the 
joints  of  the  chain  as  they  are  constituted.  It  is  for  him  to 
consider  to  what  extent  he  can  make  the  claim,  and  in  the 
present  state  of  the  matter  I  have  no  reason  to  consider  how 
far  he  may  establish  his  patent  beyond  that  which  is  di- 
rectly under  my  consideration.  The  patent  only  gives  him 
a  right  to  that  which  he  may  choose  to  specify  in  the  si)eci- 
Jication.  I  am  of  opinion  this  patent  is  good,  and  it  is  for 
him,  of  course,  to  consider  whether  he  will  carry  it  any 
further. 

Wigram.  I  trust  your  lordship  will  think  we  ought  to 
have  the  costs  of  the  proceedings  before  the  Attorney-Gen- 
eral— it  was  entirely  a  misrepresentation. 

Lord  Chancellor  Cottenham.  My  difficulty  is  whether 
I  have  jurisdiction  ;  I  certainly  should  give  the  costs  in  the 
case  if  I  found  it  was  within  the  province  of  the  court  to  do  so. 

Wigram.  Your  lordship  reserved  the  costs  nnder  the 
order  which  you  made,  and  for  that  reason  I  should  think 
your  lordship  would  have  the  power  of  giving  the  costs ; 
perhaps  your  lordship  will  allow  us  to  mention  it  again. 

Upon  a  subsequent  hearing  costs  were  allowed,  and  the 
letters  patent  were  sealed  as  of  March  12. 


BACON  V.  SPOTTISWOODK 
Chancery,  May  4,  1839. 

(1  Beav.  882.) 

Ldches  in  Applying  for  Injunction.   Burden  of  Proof. 

Where  n  bill  is  filed  by  a  patentee  for  an  injunction  to  restrain  an  alleged 
infringement  of  his  patent,  the  plaintiff  is  not  precluded  from  asking  for  an 
injunction  at  the  hearing  by  the  fact  of  his  not  having  applied  for  it  on  an  inter- 
locutory motion  ;  but  the  not  moving  for  the  injunction  imposes  on  the  plaintiff 
in  such  a  case  the  obligation  of  making  out  a  clear  and  unexceptionable  title  at 
the  hearing  ;  and  if  he  fails  in  that,  and  ha.s  not  previously  obtained  an  injunc- 
tion, he  T?ill  not  be  allowed  to  use  the  facts  proved  in  the  cause  as  evidence  of 
a  prima  fade  cause,  giving  him  a  right  to  f urUier  time,  for  the  purpose  of 
enabling  him  to  establish  more  satisfactorily  his  legal  title. 


1889.]  BACON  V.  SPOTTISWOODE.  •       29 

A  patentee  brought  the  cause  to  a  hearing  without  having  previously  moved 
for  an  injunction,  and  the  court  being  of  opinion  that  on  the  evidence  then  pro- 
duced  an  injimction  would  not  have  been  granted  on  an  interlocutory  applica- 
tion, refused  to  retain  the  bill  to  give  the  patentee  an  opportunity  of  establishing 
his  right  at  law,  but  dismissed  it  with  costs. 

Motion  for  injunction  to  restrain  infringement. 

In  this  case  it  appeared  that  the  plaintiflF,  Hugh  Ford 
Bacon,  and  a  Mr.  Hutchinson,  had  each  obtained  patents 
for  improvements  in  the  construction  of  the  common  argand 
gas-burner.  The  plaintiffs  patent  was  granted  in  July, 
1829,  and  that  of  Mr.  Hutchinson  in  October,  1834.  The 
invention  in  both  cases  consisted  of  an  alteration  in  the  in- 
terior cylindrical  passage,  through  which  the  atmospheric 
air  passes  to  supply  the  oxygen  necessary  for  the  combus- 
tion of  the  inner  surface  of  the  jet  of  gas.  In  the  common 
argand  burner  the  passage,  in  its  whole  extent,  forms  a 
cylindrical  tube  of  uniform  diameter-;  the  plaintiffs  inven- 
tion consisted,  in  effect,  in  placing  internally,  at  the  top  of 
this  passage,  a  soUd  metal  ring  of  peculiar  shape,  described 
in  the  specification  as  -  a  cylindrical  piece  of  metal,  having 
a  hollow  frustrum  of  a  cone  formed  in  it  internally,  as 
shown  at  H  (in  the  diagram).  This  frustrum  of  a  hollow 
cone  is  inverted,  by  which  means  the  smallest  aperture  is 
placed  downward,  forming  the  means  of  limiting  the  supply 
of  air  to  the  internal  part  of  the  flame  ;  and  by  making  the 
part  from  H  to  G  conical  or  any  shape  that  will  permit  the 
air  to  spread  or  expand  so  as  to  strike  or  impinge  on  the 
flame,  a  great  increase  of  light  will  be  effected  by  this  addi- 
tional appendage." 

In  Mr.  Hutchinson's  improvement  the  interior  air  passage 
was  gradually  contracted  upward  in  a  curvilinear  form, 
until  it  nearly  reached  the  extremity,  and  from  that  i)oint 
it  increased  in  a  right  line  to  the  top,  forming  a  conical  pas- 
sage ;  so  that  the  construction  of  the  upper  part  was  in  both 
cases  very  similar. 

The  object  of  both  improvements  was  to  produce  a  more 
brilliant  flame  and  to  diminish  the  consumption  of  gas. 

The  defendants  in  the  first  case,  who  were  members  of  a 
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gas  company,  caused  a  quantity  of  Hutchinson's  patent 
burners  to  be  made  by  Messrs.  Jones  &  Talby,  the  defend- 
ants in  the  second  suit,  to  the  value  of  £150,  which  they 
supplied  to  their  customers  at  the  same  prices  they  paid  for 
them. 

The  plaintiflP,  considering  this  to  be  an  infringement  of 
his  patent  right,  filed  his  bill  in  October,  1835,  against  the 
company,  which,^  after  stating  the  plaintiflP  s  patent,  con- 
tained this  allegation  :  ' '  That  the  defendants  have  manu- 
factured, or  ordered  or  caused  to  be  manufactured,  and 
have  used  for  their  own  benefit,  and  sold  to  divers  persons 
for  their  own  profit,  divers  large  quantities  of  a  certain  gas- 
lamp  or  burner,  which  they  call  a  double  cone  burner,  and 
which  is  a  counterfeit  or  imitation  of  the  aforesaid  patent 
gas-burner,  in  direct  and  gross  violation  and  infringement 
of  the  said  exclusive  patent  right  of  plaintiflF."  And  after 
certain  charges  tending  to  show  the  piracy,  the  bill  con- 
tained this  statement:  ''That  the  defendants  sometimes 
pretend  that  such  counterfeit  and  pirated  gas-burner  was 
not,  nor  is  the  same  manufactured  or  ordered  or  caused  to 
be  manufactured,  or  used  or  sold  by  them,  or  for  their  use, 
profit  or  benefit ;  whereas  plaintiffs  charge  the  contrary  of 
such  pretences  to  be  true." 

The  bill  prayed  ''  that  the  defendants  might  be  decreed  to 
render  an  account  of  all  the  said  counterfeit  burners  which 
had  been  at  any  time  theretofore  manufactured  or  used  and 
sold  by  the  defendants,  or  by  any  person  or  persons  by 
their  orders,  and  of  all  such  burners  as  they  still  had  in 
their  possession  ;  and  to  pay  to  plaintiffs  all  such  gains  and 
profits  as  had  been  received  or  had  accrued  to  the  defend- 
ants from  the  manufacture,  use  and  sale  of  the  said  counter- 
feit gas-burner,  by  reason  and  in  consequence  of  the  same 
being  an  imitation  or  counterfeit  of  the  aforesaid  improved 
patent  gas-lamp  or  burner,"  and  for  an  injunction. 

The  plaintiffs  had  already,  in  August,  1835,  filed  a  bill 
similar  to  this  in  form  against  Messrs.  Jones  &  Talby,  the 
manufacturers,  and  the  defendants  in  both  cases  insisted 
that  the  making  and  using  Hutchinson's  i)atent  burners 
was  no  infringement  of  the  plaintiff' s  patent. 
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The  plaintiffs  made  no  application  for  an  injunction  before 
the  hearing  ;  both  parties  went  into  evidence  as  to  the  two 
patents,  and  the  case  now  came  on  for  hearing  on  that  evi- 
dence and  on  certain  admissions  between  the  parties  ;  the 
plaintiffs  admitting  that  the  company  had  sold  the  Hutchin- 
son burners  only  to  the  i)ersons  whom  they  supplied  with 
gas,  and  had  not  sold  the  same  to  any  other  persons,  and 
that  they  "  had  not  derived  any  profit  from  the  sale  of  the 
said  last-mentioned  gas-burners,  they  having  been  sold  at  the 
same  prices  as  were  paid  to  the  manufacturers  for  the  same.'' 

Except  any  inference  which  might  arise  from  the  circum- 
stance of  the  admitted  sale  of  Hutchinson's  burners  to  their 
customers,  there  was  no  evidence  of  the  company  having 
used  them. 

The  two  cases  were  heard  in  succession ;  the  statements 
and  arguments  were  very  nearly  the  same  in  both  cases. 

Richards^  Parker  and  Humphrey^  for  the  plaintiffs,  con- 
tended that  Hutchinson's  burners,  which  had  been  made 
and  used  by  the  defendants,  were  a  mere  modification  of 
the  plaintiff's ;  that  the  plaintiff's  invention  formed  the  sub- 
stratum of  the  Hutchinson  patent,  and  that  so  far  it  could 
not  be  used  until  the  plaintiff's  patent  had  expired.  {Ex 
parte  Fox,  1  arUe^  p.  186.) 

They  also  contended  that,  there  having  been  an  exclusive 
enjoyment  by  the  plaintiffs  of  the  patent  until  the  piracy 
by  the  defendants,  it  was  the  practice  of  the  court  in  such 
cases  to  grant  an  injunction  in  the  first  instance,  without 
putting  the  patentee  to  establish  the  right  by  an  action  at 
law.     (Hill  n.  Thompson,  1  arUe^  pp.  285,  299.) 

That,  although  it  had  been  admitted  that  the  company 
had  made  no  profits  by  the  sale  of  the  burners,  yet  it  was 
clear  that  they  had  made  a  collateral  profit  from  the  use  of 
them  by  their  customers  ;  for  the  evidence  showed  that  a 
considerable  saving  in  the  consumption  of  gas  must  have 
been  effected  by  the  use  of  the  improved  burners,  and  that 
consequently  this  case,  as  against  the  company,  was  similar 
to  the  case  of  Crosley  v.  The  Derby  Gas-light  Company 
(2  ante^  p.  613),  where  the  defendants,  having  used  the  plain- 
tiff's gas-meters,  and  having  by  such  means  effected  a  great 
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saving  in  expense,  the  court  referred  it  to  the  Master  to 
take  an  account  of  what  profits  had  been  received  and 
what  benefit  derived  from  the  use  of  such  gas-meters  as 
were  made  or  manufactured  during  the  existence  of  the 
letters  patent,  from  six  years  previous  to  filing  the  plain- 
tiffs  bill  down  to  that  time  ;  and  the  defendants  were  de- 
creed to  pay  the  amount  with  all  costs. 

That  the  court  would  grant  an  injunction  where  there 
could  be  no  account.  (Universities  of  Oxford  and  Cam- 
bridge V.  Richardson,  6  Ves.  jr.  704.) 

PemberioTij  Kindersley  and  Simons^  contra,  contended 
that  the  plaintiffs'  patent  w£U3  invalid,  in  consequence  of  the 
uncertainty  of  the  specification,  and  of  the  nature  of  the 
alleged  invention ;  but  if  not,  then  that  the  Hutchinson 
patent  was  an  independent  discovery,  and  not  a  piracy  of 
the  plaintiffs  ;  that  the  plaintiffs,  having  neglected  to  move 
for  an  injunction,  had  precluded  themselves  from  asking 
for  one  at  the  hearing.  They  insisted  that  this  court  had 
no  jurisdiction  to  give  a  plaintiff  a  remedy  for  an  alleged 
piracy  unless  he  could  make  out  that  he  was  entitled  to  the 
equitable  interposition  of  this  court  by  injunction,  which 
the  plaintiffs  had  not  done  in  this  case  ;  and  that  therefore 
they  were  not  entitled  to  any  account  or  relief.  No  relief 
had  been  asked  against  the  company  in  respect  of  the 
selling,  because  it  had  been  admitted  that  they  had  made 
no  profit  thereby  ;  and  as  to  the  other  relief  now  asked  at 
the  bar,  in  respect  of  the  benefit  which  the  company  might 
have  derived  from  the  use  of  the  burners,  no  such  case  had 
been  alleged  by  the  bill,  and  no  evidence  existed  as  to  the 
fact.  They  insisted  that  the  case  now  stood  upon  the  evi- 
dence ;  the  plaintiff  had  not  satisfactorily  made  out  his 
case  against  the  defendants  ;  and  that  after  the  laches  ex- 
hibited by  the  plaintiffs,  they  were  not  entitled  to  any  fur- 
ther delay  or  to  any  indulgence  from  the  court  to  enable 
them  to  make  out  a  case  which  they  had  failed  in  doing 
upon  the  evidence  at  the  hearing. 

Richards^  in  reply,  contended  that  if  any  doubt  existed, 
the  plaintiff  was  at  least  entitled  to  have  an  opportunity  of 
showing  the  validity  of  the  patent  at  law. 
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Lord  Langdale,  M.  R.  I  will  not  now  decide  the  prin- 
cipal question  in  the  cause,  but  there  are  two  points  on 
which  I  will  now  express  my  opinion.  I  think  that  if  a 
plaintiff  be  entitled  to  an  injunction  on  the  merits  and  on 
the  evidence  produced  at  the  hearing,  he  is  not  to  be  de- 
prived of  that  right  because  he  has  not  moved  for  an  injunc- 
tion at  a  previous  stage  of  the  cause.  The  answer  may  be 
so  speedily  put  in  and  so  framed  that  it  would  be  i)erfectly 
absurd  for  the  plaintiff  to  move  for  an.injunction,  although 
he  might  be  entitled  to  an  injunction  upon  the  merits  at  the 
hearing.  The  other  point  is  this,  that  even  if  the  plaintiffs 
should  be  entitled  to  an  injunction  against  the  company, 
they  will  not  be  entitled  to  any  account.  The  bill  alleges 
that  the  defendants  have  sold  and  used,  it  being  the  fact 
that  they  have  sold  for  no  profit,  and  it  not  appearing  that 
they  have  used  otherwise  than  by  furnishing  the  burners 
to  their  customers.  I  am  not  prepared  to  say  that,  although 
the  defendants  have  sold  the  burners  without  profit,  yet 
that  they  have  not  derived  a  collateral  profit  from  the  use 
of  them  by  their  customers.  That  case,  however,  is  neither 
alleged  by  the  bill  nor  is  it  proved.  Supposing  the  decision 
in  Crosley  v.  The  Derby  Gas-light  Company  to  have  been 
correct,  I  am  of  opinion  that  the  circumstances  of  the  two 
cases  are  materially  different ;  in  that  case  I  think  the  alle- 
gations in  the  bill  were  very  different  from  those  in  the 
present  case  ;  and  I  am  of  opinion  that,  even  if  the  plaintiffs 
are  entitled  to  an  injunction,  they  are  not  entitled  to  an 
account ;  and  that  they  are  not  now  to  be  deprived  of  an 
injunction  because  they  have  not  applied  for  one  at  an 
anterior  stage.  The  court  will  not  impute  to  the  plaintiffs 
the  delay  in  bringing  the  cause  to  a  hearing  which  has 
arisen  from  the  pressure  of  business  in  the  court.  The 
plaintiffs  in  this  resi)ect  have  done  all  they  could,  but  at 
the  same  time  it  must  be  observed  that  they  have  not  in  the 
mean  time  brought  an  action  at  law  to  establish  their  right, 
although  they  were  aware  of  the  infringement  of  their 
patent. 

Lord  Langdale,  M.  R.  [at  a  subsequent  sitting].  These 
two  bills  were  filed  to  obtain  an  injunction  to  restrain  an 
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alleged  infringement  on  the  plaintiflPs  patent  and  for  conse- 
quential accounts.  When  a  cause  of  this  kind  is  brought 
to  a  hearing,  it  is  for  the  purpose  of  having  an  injunction 
made  perpetual,  or  continued  during  the  legal  right  of  the 
plaintiff  under  his  patent ;  and  it  appears  to  me  that,  how- 
ever unusual  the  circumstance  may  be,  the  plaintiff  is  not 
precluded  from  asking  for  an  injunction  by  the  fact  of  his 
not  having  applied  for  it  on  interlocutory  motion.  The 
plaintiff,  if  he  omits  to  move  for  an  injunction  at  an  early 
period  of  the  cause,  first  shows  that  he  does  not  consider 
the  injunction  as  immediately  necessary  for  the  protection 
of  his  interest,  and  next  imposes  upon  himself  the  obliga- 
tion of  making  out  a  clear  and  unexceptionable  title  at  the 
hearing. 

I  think  that  at  the  hearing  of  the  cause  the  court  has  to 
look  at  the  facts  produced  in  evidence,  for  the  purpose  of 
considering  whether  a  perpetual  injunction  should  then  be 
graijted.  On  an  interlocutory  order,  it  has  to  look  at  the 
facts  produced  in  evidence,  for  the  purpose  of  considering 
whether  an  injunction  should  be  granted  till  the  right  can 
be  tried  or  further  investigated.  It  is  truly  said  that  where 
a  patent  has  been  granted,  and  there  has  been  an  exclusive 
possession  of  some  duration  under  it,  the  court  may  inter- 
pose its  injunction  without  putting  the  party  previously  to 
establish  the  validity  of  his  patent  by  an  action  at  law ;  but 
this  interposition  must  nevertheless  depend  to  a  consider- 
able extent  on  the  circumstances  of  the  case  and  the  nature 
of  the  defence.  The  court  is  not  bound  to  grant  an  injunc- 
tion merely  because  a  patent  has  been  granted  and  exclu- 
sively enjoyed  for  some  time  ;  and  when  the  case  is  brought 
to  a  hearing  I  apprehend  that  the  plaintiff  ought  to  show 
his  title  clearly,  and  that  if  he  fails  in  that,  and  has  not 
previously  obtained  an  injunction,  he  will  not  be  allowed 
to  use  the  facts  proved  in  the  cause,  as  evidence  of  ^  prima 
facie  case  giving  him  a  right  to  further  delay,  for  the  pur- 
I)ose  of  enabling  him  to  establish  more  satisfactorily  the 
legal  title  upon  which  alone  his  equity  is  founded. 

In  this  particular  case,  having  regard  to  the  nature  of  the 
patent  and  the  specification  and  to  the  defence,  the  nature 
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of  the  alleged  infringement,  and  all  the  facts  which  have 
now  been  proved,  I  think  that  the  court  would  not,  upon 
the  same  facts,  have  granted  or  continued  an  injunction 
previously  to  the  validity  of  the  patent  being  established 
by  an  action  at  law ;  and  therefore  that  the  plaintiff  has 
not  done  that  which  it  appears  to  me  he  must  be  deemed  to 
have  undertaken  to  do  before  he  set  down  his  cause  for 
hearing — ^he  has  not  made  out  a  clear  and  unexceptionable 
title ;  and  having  failed  to  do  so,  the  question  which  I  have 
had  to  consider  in  his  favor  is  whether  the  bills  should  be 
retained  for  a  year  in  order  to  give  him  an  opportunity  of 
now  bringing  actions  ;  but  for  the  reasons  which  I  have 
stated,  I  think  that  this  ought  not  to  be  done  ;  and  having 
regard  to  the  nature  of  the  suit  and  the  sort  of  jurisdiction 
which  the  court  exercises  in  such  cases,  I  am  of  opinion 
that  the  bills  must  be  dismissed  with  costs. 
BiU  dismissed. 

This  decision  was  afterward  affirmed  on  appeal  July  26, 
1839,  under  the  name  of  Bacon  v.  Jones. 


KAY  V.  MARSHALL. 
Common  Pleas,  May  8,  1839. 

(2  Web.  P.  C.  71.) 

Patents  for  Improvements.     Novelty.    Patent  for  Process  of 

Two  Parts. 

Where  the  specification  dirided  the  invention  and  subject-matter  of  the  pat- 
ent into  two  parts,  hM,  that  even  if  the  invention  were  considered  single  and 
entire,  yet  if  part  of  what  was  claimed  were  not  properly  the  subject  of  a  pat- 
ent, or  not  new,  the  whole  must  be  void. 

A  patent  for  placing  the  retaining  rollers  and  the  drawing  rollers  of  a  spin- 
ning machine,  itself  known  and  in  iise  before,  within  two  and  one  half  inches 
of  each  other,  hdd  void. 

Hearing  of  a  case  stated  from  Chancery  to  obtain  the 
opinion  of  this  court. 
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A  general  sketch  of  the  long  and  complex  litigation  of 
which  this  proceeding  may  be  called  the  sixth  step,  is  pre- 
fixed to  the  report  of  the  decision  of  the  House  of  Lords, 
June  18,  1841,  post.  The  present  proceeding  was  the  hear- 
ing upon  the  case  directed  by  the  order  of  Lord  Langdale, 
M.  R.,  made  January  31,  1837  (2  ante^  p.  416).  This  case,  as 
settled,  rehearsed  the  leading  facts  and  proceedings  in  the 
entire  cause,  and  set  out  entire  the  postea  endorsed  upon 
the  verdict  on  the  first  trial,  of  the  issue  sent  from  Chan- 
cery {ante^  July  23, 1836).  The  question  referred  to  this 
court  for  its  opinion  was  simply  whether  the  plaintiffs 
patent  was  valid  in  point  of  law. 

Pollock^  for  the  plaintiff,  relied  on  the  finding  of  the  jury 
on  the  issues,  whether  the  plaintiff  had  invented  new  ma- 
chinery and  whether  the  invention  was  of  public  utility. 
The  endorsement  on  the  postea  did  not  detract  from  the 
effect  of  that  finding ;  for,  though  the  reach  of  machines 
had  varied  in  dry  spinning  before  the  plaintiff  s  invention, 
yet  his  process  for  macerating  was  new,  and  was  rendered 
useful  by  being  connected  with  machinery  which  spun  the 
macerated  materials  at  a  shorter  reach  than  had  ever  been 
applied  to  flax.  The  real  invention  was  maceration  and 
spinning  at  a  specified  distance. 

The  endorsement  on  the  postea,  however,  could  not  be 
applied  to  the  question  which  the  court  was  called  upon  to 
decide — ^namely,  whether  the  patent  was  void  on  the  face 
of  it.  There  was  nothing  on  the  face  of  the  patent  to  affect 
its  validity  ;  for  admitting  that  the  principle  of  a  varying 
reach  in  spinning  machinery  was  known  before,  the  appli- 
cation of  that  principle,  in  combination  with  the  new  macer- 
ating process,  would  support  the  plaintiff's  right  to  a  patent. 
If  the  tjase  were  otherwise  no  patent  could  be  supported,  for 
there  was  none  in  which  the  invention  did  not  apply  old 
principles  to  new  modifications  of  machinery.  Thus, 
Bramah'  s  hydraulic  press  was  founded  on  the  principle  of 
the  hydrostatic  paradox,  with  which  all  the  world  was  ac- 
quainted before  the  invention  of  the  press. 

Follett^  for  the  defendants.  If  a  patent  be  taken  out  for 
two  processes,  one  of  which  is  not  new,  the  patent  is  void, 
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notwithstanding  the  otter  process  be  new  and  useful. 
(Brunton  c  Hawkes,  1  ante,  p.  327.)  Upon  analyzing  the 
plaintiffs  patent,  it  will  be  clear  that  it  has  been  taken  out 
for  two  distinct  processes — one  lor  preparing  flax  by  macer- 
ation, the  other  for  spinning  flax  so  prepared.  In  the  ma- 
chinery  for  spinning  the  flax  the  only  novelty  alleged  is  the 
reducing  the  reach  to  two  inches  and  a  half  ;  but  the  prac 
tice  of  varying  the  reach  according  to  the  length  of  fibre  to 
be  spun  must  be  taken  to  have  been  known  before  ;  for  the 
endorsement  on  the  postea  is  to  be  read  in  connection  with 
the  finding  on  the  issues,  and  constitutes,  with  that  finding, 
a  special  verdict.  The  plaintiff,  therefore,  by  the  second 
part  of  his  patent,  seeks  to  appropriate  to  himself  the  appli- 
cation of  spinning  machinery  to  fibres  which,  by  his  macer- 
ating process,  he  has  reduced  to  two  inches  and  a  half.  If 
this  were  allowed  manufacturers  would  be  precluded  from 
varying  the  reach  of  their  machines  as  they  have  always 
done  before  ;  and  according  to  the  plaintiffs  argument,  if 
a  fibre  were  discovered  in  nature  shorter  than  two  inches 
and  a  half,  neither  the  plaintiff  nor  any  other  could  be  'per- 
mitted  to  contract  the  reach  of  their  spinning  machines 
accordingly.  The  patent,  therefore,  is  void,  for  seeking  to 
appropriate  to  the  plaintiff,  in  connection  with  his  own  dis- 
covery, the  application  of  a  principle  which  was  known 
before  and  practised  by  others. 

Pollock,  in  reply,  insisted  that  what  the  defendants  at- 
tempted to  divide  into  two  distinct  processes  were  only 
parts  of  one  entire  and  continuous  oi)eration.  The  plain- 
tiff s  machinery,  by  maceration  of  the  fibres  and  contraction 
of  the  reach,  could  spin  flax  at  a  distance  of  only  two  inches 
and  a  half  between  the  rollers.  No  one  could  do  that 
before,  for  flax  cannot  be  spun  by  a  cotton  machine  ;  and 
the  jury  having  found  that  the  invention  was  new  and  use- 
ful, there  was  nothing  on  the  face  of  the  patent  to  render  it 
void. 

TiNDAL,  C.  J.  In  this  case,  which  has  been  sent  to  this 
court  by  the  Master  of  the  Rolls,  the  question  as  to  the 
validity  of  the  patent  has  been  argued  before  us  upon  vari- 
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ons  grounds  of  objection ;  and  consequently,  a  certificate 
in  the  general  terms  of  the  question  that  the  patent  does 
not  appear  to  us  to  be  valid  in  point  of  law,  could  not  give 
satisfaction  to  the  court  from  which  the  question  was  sent. 
We  therefore  proceed  shortly  to  state  the  ground  upon 
which  our  opinion  is  formed,  that  the  patent  in  question  is 
not  valid  in  point  of  law. 

The  patent  is  taken  out  for  ''new  and  improved  ma- 
chinery for  preparing  and  spinning  flax,  hemp  and  other 
fibrous  substances  by  power,"  and  the  invention  is  declared 
in  the  specification  to  consist  of  "  n6w  machinery  for  macer- 
ating flax  and  other  similar  fibrous  substances,  previous  to 
drawing  and  spinning  it,  which  is  called  the  preparing  it, 
and  also  for  improved  machinery  for  spinning  the  same 
after  having  been  so  prepared." 

Now,  although  the  first  part  of  the  invention  described 
in  the  patent,  viz.,  the  new  machinery  for  macerating, 
appears  from  the  facts  stated  in  the  case  to  be  a  proper  sub- 
ject for  a  patent,  both  with  regard  to  the  invention  thereof 
being  original,  and  in  all  other  respects  ;  yet  the  latter  part 
of  the  patent,  viz.,  the  improved  machinery  for  spinning 
flax,  etc.,  does  not,  upon  the  facts  stated  in  the  case,  and 
the  description  of  the  invention  contained  in  the  specifica- 
tion, appear  to  us  to  be  a  subject  upon  which  a  patent  can 
by  law  be  taken  out. 

The  patentee,  in  describing  the  improved  machinery  for 
spinning  which  constitutes  one  part  of  his  patent,  informs 
the  public  "that  he  places  the  drawing  rollers  only  two 
and  a  half  inches  from  the  retaining  rollers,  and  that  this 
constitutes  the  principal  improvement  in  the  said  spinning 
machinery,"  and  he  then  proceeds  to  assign  the  reason  and 
principle  upon  which  the  alleged  improvement  rests ;  and 
in  the  latter  part  of  his  specification  (when  stating  the  ex- 
tent of  what  he  claims  as  his  own  invention  in  resi)ect  of 
improved  machinery  for  spinning  fiax)  he  describes  it  to  be 
the  wooden  or  other  trough  for  holding  the  roving  when 
taken  from  the  macerating  vessels,  and  * '  the  placing  of  the 
retaining  rollers  nearer  to  each  other  than  they  have  ever 
before  been  placed,  say  within  two  and  a  half  inches  of  each 


1839.]  KAY  V.  MARSHALL.  sO 

other,  for  the  purpose  aforesaid."  So  that,  looking  at  the 
whole  of  the  specificatioii,  it  is  not  the  use  of  the  wooden 
or  other  trough,  as  used  by  him,  upon  which  he  relies,  as 
indeed  it  obviously  could  not  be,  as  an  important  invention, 
nor  as  the  proper  subject  for  a  patent ;  but  it  is  *'the 
placing  and  retaining  of  the  respective  rollers  within  two 
and  a  half  inches  from  each  other' '  that  forms  the  real  sub- 
ject-matter of  the  patent  for  the  improved  machinery. 

Now,  whether  a  patent  can  by  law  be  taken  out  for  plac- 
ing the  retaining  rollers  and  the  drawing  rollers  of  a  spin- 
ning machine  (which  machine  itself  was  known  and  in  use 
before)  within  two  inches  and  a  half  of  each  other,  under 
the  circumstances  stated  in  the  case,  is  the  real  question 
between  the  parties,  and  we  think  it  cannot.  For  it  appears 
from  the  endorsement  upon  the  postea  that  before  the  grant- 
ing of  this  patent,  flax  and  other  fibrous  substances  were 
spun  with  machines  by  which  the  reach  was  varied  accord- 
ing to  the  staple  or  fibre  of  the  article  to  be  spun,  and  that 
that  had  been  a  fundamental  principle  of  dry  spinning 
known  and  used  before  the  granting  of  this  patent ;  and 
further,  that  the  reach  used  in  cotton-spinning  had  been 
less  than  two  inches  and  a  half.  The  application,  therefore, 
of  a  reach  of  two  inches  and  a  half  to  the  spinning  of  flax 
when  in  a  state  of  maceration,  by  which  the  fibre  of  flax 
will  not  hold  together  beyond  two  inches  and  a  half,  does 
not  appear  to  us  to  be  any  new  invention  or  discovery,  but 
is  merely  the  application  of  a  piece  of  machinery  already 
known  and  in  use  to  the  new  macerated  state  of  the  flax. 
The  fundamental  principle  in  dry  spinning  was  that  the 
reach  varied  according  to  the  length  of  the  staple  or  fibre 
of  the  article  to  be  spun  ;  and  spinning  machines  were  in 
use  either  with  the  reaches  fixed  or  connected  with  slides, 
so  that  their  distance  might  be  varied  according  to  the 
length  of  the  fibre  of  the  article  intended  to  be  spun  ;  and, 
consequently,  there  is  nothing  new  in  applying  the  use  of 
a  spinning  machine  with  the  rea^h  of  such  a  degree  of 
shortness  as  would  suit  the  continuity  of  the  roving  of  the 
flax  after  it  is  macerated. 

It  is  to  be  remarked  that  the  application  of  moisture  in 


40  ENGLISH  PATENT  CASES.  [1889. 

spinning  flax,  for  the  purjxyse  of  separating  the  fibres  and 
reducing  the  length  of  the  staple,  was  not  new  in  practice, 
and  had  been  resorted  to  under  Hall's  patent,  though  in  a 
different  manner  from  that  employed  upon  this  occasion. 
Now,  suppose  a  patent  to  have  been  first  obtained  for  some 
entirely  new  method,  either  chemical  or  mechanical,  of  re- 
ducing the  fibres  of  flax  to  a  short  staple,  we  think  that  a 
second  patent  could  not  be  taken  out  for  an  improved  mode 
of  machinery  in  spinning  flax,  which  consisted  of  nothing 
more  than  the  spinning  of  the  short  staple  of  flax  by  a 
spinning  machine,  with  a  reach  of  a  given  length  not  less 
than  that  already  in  use  for  the  spinning  of  cotton,  the 
effect  of  which  would  be  to  prevent  the  first  patentee  from 
working  his  invention  with  the  old  machine  at  the  proper 
reach.  And  if  a  patent  taken  out  for  that  object  separately 
would  be  invalid,  so  also  a  patent  taken  out  for  an  inven- 
tion consisting  of  two  distinct  parts,  one  of  which  is  that 
precise  object,  would  be  void  also. 

The  answer  given  to  this  objection  on  the  part  of  the 
plaintiff  has  been  that  the  invention  for  which  the  patent 
has  been  taken  out  does  not  consist  of  two  distinct  parts, 
but  has  but  one  entire  single  object  only — ^namely,  the  ob- 
ject of  macerating  and  spinning  that  macerated  flax  on  a 
machine  where  the  rollers  are  retained  at  the  prescribed  dis- 
tance  from  each  other.  But  this  appears  to  be  at  variance 
with  the  specification  itself,  which  divides  the  invention 
and  the  subject-matter  of  the  patent  into  two  distinct  parts  ; 
and  even  if  it  is  to  be  considered  as  one  entire  invention,  if 
part  of  what  is  claimed  is  not  properly  the  subject  of  pat- 
ent, or  not  new,  the  whole  must  be  void.  We  shall  there- 
fore certify  to  his  Honor  that  in  our  judgment  the  patent 
in  question  is  not  valid  in  law. 
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CHANTER  V.  LEESE. 
Xhcohequer  Chamber,  Trin.  T.,  1839. 

(5  Mee.  &  W.  698.) 

License.   InvaZidity  of  Patent  a  Defence  to  Licensee, 

By  agreement,  not  under  seal,  between  the  plaintiff  and  A,  B  and  C  of  the 
one  part,  and  the  defendants  of  the  other  part,  reciting  that  the  plaintiff  had 
obtained  a  patent  for  an  improvement  in  furnaces,  and  was  solely  interested  in 
another  patent  invention ;  that  the  plaintiff  and  A  had  obtained  a  patent  for 
another  invention,  the  plaintiff  and  B  for  another,  and  the  plaintiff  and  C  for 
another,  it  was  agreed  between  the  said  parties  that,  for  the  considerations 
therein  mentioned,  it  should  be  lawful  for  the  defendants  exclusively  to  use, 
manufacture  and  sell  any  or  all  of  the  said  patent  inventions,  within  certain 
limits,  during  the  continuance  of  the  several  patents,  on  certain  terms,  viz., 
that  an  oiBce  and  warehouse  should  be  prepared  for  the  sale  of  the  articles  con- 
nected with  the  inventions,  and  that  books  of  account  of  the  sale  of  each  of  the 
inventions  should  be  kept  there  by  each  of  the  defendants,  and  be  open  at  all 
times  to  the  inspection  of  the  parties  thereto  of  the  first  part ;  and  the  defend- 
ants should  pay  to  the  plaintiff  £400  a  year  as  a  consideration  for  the  license 
for  the  sale,  etc.,  of  all  the  aforesaid  patents,  and  that  such  sum  should  bo 
charged  as  a  payment  by  the  defendants  in  their  books  of  account ;  that  they 
should  pay  A  a  certain  ratable  sum  on  all  machines  used,  etc.,  on  his  patent 
principle  ;  that  they  should  also  pay  the  plaintiff  a  moiety  of  the  net  profit  to 
arise  from  all  the  said  inventions  (except  those  in  which  B  and  C  were  inter- 
ested) ;  to  the  plaintiff  and  B  two  tliirds  of  the  net  profits  to  arise  from  theirs  ; 
and  it  was  agreed  that  either  of  the  parties  might  determine  the  agreement  at 
the  end  of  five,  seven  or  ten  years.  In  an  action  on  this  agreement,  by  tlie 
plaintiff  alone,  to  recover  a  half-yearly  payment  of  the  £400,  the  defendants  set 
out  the  plaintiff's  patent  for  the  improvement  in  furnaces,  and  pleaded  that  it 
was  not  at  the  time  of  the  grant  a  new  invention  as  to  the  public  use  thereof  in 
England,  whereby  the  grant  was  void,  which  the  plaintiff,  at  the  time  of  mak- 
ing the  agreement,  well  knew.  Held,  that  the  declaration  was  bad  on  the 
ground  of  variance,  inasmuch  as  it  stated  the  agreement  to  be  made  between 
the  plaintiff  and  the  defendants,  whereas  there  were  other  parties  to  it  of  the 
first  part  besides  the  plaintiff,  from  whom  the  consideration  for  the  defendant's 
promise  moved  as  well  as  from  the  plaintiff.  HeUd^  also,  that  the  plea  was  a 
bar  to  the  action. 

It  geema  that  the  action  ought  to  have  been  Jointly  brought  by  all  the  parties 
to  the  agreement  of  the  first  part. 

Writ  of  error  to  review  a  judgment  of  the  Court  of  Ex- 
chequer. 

The  arguments  were  in  substance  the  same  as  in  the  court 
below.     See  2  an-iej  Trin.  T.,  1838.    This  decision  of  affirm- 
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anc6  is  reported  in  9  L.  J.  Exch.  327  as  having  been  rendered 
in  June,  1840. 

TiNDAL,  C.  J.  The  declaration  in  this  case  states  an 
agreement  between  the  plaintiff  of  the  one  part  and  the  de- 
fendants of  the  other  part.  The  execution  of  the  agree- 
ments by  the  defendants  was  proved,  but  the  learned  judge 
WBS  of  opinion  that  the  variance  was  fatal ;  on  which  the 
counsel  for  the  plaintiff  applied  to  amend,  by  inserting  the 
names  of  the  other  parties  to  the  agreement.  The  learned 
judge  refused  to  amend,  and  directed  the  jury  to  find  a  ver- 
dict for  the  defendants,  but  at  the  same  time  to  find  that 
the  defendants  executed  the  agreement  produced,  which 
was  set  out  on  the  postea.  The  Court  of  Exchequer,  upon 
argument,  held  that  the  variance  was  material,  and  gave 
judgment  for  the  defendants,  according  to  the  very  right, 
under  section  24  of  3  and  4  Will.  IV.,  c.  42,  upon  which 
judgment  a  writ  of  error  has  been  brought  and  argued. 
The  judgment  is,  in  the  present  case,  in  support  of  the 
verdict,  but  if  it  had  been  otherwise,  no  doubt  can  be  en- 
tertained but  that  a  court  of  error  can  review  the  judgment, 
the  verdict  being  in  the  nature  of  a  special  verdict. 

We  are,  however,  of  opinion  that  the  verdict  and  judg- 
ment are  both  right.  The  agreement  shows  distinctly  that 
the  consideration  for  the  defendants'  promise  moved  not 
from  the  plaintiff  alone,  but  from  the  plaintiff  and  the 
other  parties  who  joined  with  him.  It  was  therefore  most 
material  that  the  names  of  all  the  contracting  parties  should 
appear  on  the  record,  not  only  with  a  view  to  the  defence 
which  might  be  pleaded,  but  also  to  the  evidence  which 
might  be  adduced.  It  may  easily  be  conceived  that  evi- 
dence might  be  admissible  against  joint  contractors  which 
would  not  be  admissible  against  the  present  plaintiff  alone  ; 
and  in  many  other  respects  it  may  have  been  most  material 
that  the  agreement  should  have  been  stated  as  it  really  was. 
On  this  ground,  therefore,  we  think  that  the  judgment  for 
the  defendants  on  that  part  of  the  record  must  be  affirmed. 
It  is  not  necessary  to  determine  whether,  if  the  agreement 
had  been  truly  set  out  in  the  declaration,  the  plaintiff  could 
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have  sned  upon  it  alone  ;  but  we  should  have  felt  no  doubt 
upon  that  point  if  that  question  had  been  directly  raised. 

Upon  the  demurrer  two  questions  arose :  1.  Whether  it 
was  necessary  for  the  plaintiff  to  aver  that  the  defendants 
had  enjoyed  the  use  of  the  patents  under  the  agreement ; 
2.  Whether  the  plea  showing  that  one  of  the  patents  was 
void  was  a  sufficient  answer  to  the  action. 

We  do  not  think  it  necessary  to  determine  the  first  ques- 
tion, inasmuch  as  we  are  of  opinion  in  favor  of  the  defend- 
ants upon  the  second.  There  is  no  assignment  of  the 
patents  by  deed  in  this  case  ;  no  interest  in  them  passed  to 
the  defendants ;  but  the  whole  matter  rests  in  contract.  The 
defendant  is  not  in  a  situation  with  respect  to  the  plaintiff 
similar  to  that  of  a  tenant  toward  his  landloi*d,  and  is  in  no 
way  estopi)ed  from  showing  any  failure  of  the  consideration 
for  his  promise  to  pay  the  annuity  to  the  plaintiff,  which 
may  be  sufficient  to  bar  the  plaintiff  of  his  action.  It  is 
admitted  by  the  demurrer  that  a  partial  failure  of  the  con- 
sideration has  taken  place — namely,  that  one  of  the  six 
patents  is  void.  The  learned  counsel  for  the  plaintiff  argued 
that,  as  no  fraud  is  alleged,  the  defendant  may  have  known 
that  it  was  so  void,  and  yet  have  entered  into  the  agree- 
ment. We  dissent,  however,  altogether  from  this  reasoning. 
The  patent  being  void,  no  benefit  in  respect  of  it  could  ac- 
crue to  the  defendants  ;  and  we  think  we  are  not  to  presume 
that  any  such  improvident  bargain  took  place.  But  it  was 
further  contended  that  it  must  be  taken  on  these  pleadings 
that  the  other  five  are  good,  and  also  that  the  defendants 
have  enjoyed  the  use  of  them,  and  consequently  that  they 
are  bound  to  perform  their  part  of  the  agreement  by  paying 
the  annuity,  and  must  bring  a  cross  action  for  damages  in 
respect  of  the  one  void  patent.  This  reasoning  would  un- 
doubtedly apply  if  the  consideration  had  been  divisible, 
and  the  money  payable  by  the  defendants  had  been  appor- 
tioned by  the  contract  to  the  different  parts  of  the  consid- 
eration ;  in  which  case  the  principles  laid  down  in  Boone 
V.  Eyre  (1  H.  Bl.  273,  note;  2  W.  El.  1312,  and  other  author- 
ities of  that  class)  would  have  governed  the  present  decision. 
But  here  it  is  plain  that  the  enjoyment  of  all  the  six  patents 
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is  the  consideration  for  every  part  of  the  defendant's 
promise,  and  that  the  annuity  to  be  paid  is  neither  appor- 
tioned by  the  contract  nor  capable  of  being  apportioned  by 
a  jury.  And  this  is  apparent  by  heading  the  agreement 
itself  as  stated  in  the  declaration,  in  which  the  six  patents 
are  so  closely  connected  with  each  other  that  the  benefit 
expected  by  the  defendants  under  the  agreement  is  obvi- 
ously to  result  from  the  use  of  all  of  them  jointly,  in  such 
manner  as  the  defendants  may  think  fit,  and  the  inability 
to  use  any  one  would  manifestly  endanger  a  great  part,  if 
not  the  whole,  of  that  benefit.  All  the  patents  are  admit- 
ted by  the  pleadings  to  be  valid,  but  there  is  no  admission 
that  they  have  been  enjoyed  by  the  defendants,  no  aver- 
ment to  that  effect  being  introduced  into  the  declaration. 
We  see,  therefore,  that  the  consideration  is  entire,  and  the 
payment  agreed  to  be  made  by  the  defendants  is  entire,  and 
we  see  also  a  failure  of  the  consideration,  which  being 
entire,  by  failing  partially,  fails  entirely ;  and  it  follows  that 
no  action  can  be  maintained  for  the  money.  Even  if  it  had 
appeared  affirmatively  that  the  other  five  patents  had  been 
enjoyed,  we  are  of  opinion  that  no  action  could  be  main- 
tained on  the  agreement  for  the  annuity,  whatever  question 
might  be  raised  in  some  form  as  to  some  right  of  compen- 
sation for  such  enjoyment.  Upon  the  whole,  we  are  of 
opinion  that  the  judgment  of  the  Court  of  Exchequer  must 
be  affirmed. 
Judgment  aflBlrmed. 


WESTHEAD  v.  KEENE. 
Chancery,  M.  R.,  June  12,  1839. 

(2  Carp.  P.  C.  434.) 

Retaining  Injunction  Pending  Suit  at  Law. 

Wlierc  the  validity  of  the  patent  was  contested,  and  the  infringement  denied 
*  by  the  defendant,  heldf  upon  the  plaintiff  undertaking  to  bring  an  action  at  law, 
that  the  motion  for  an  injunction  should  stand  over. 

Application  for  an  injunction. 
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The  plaintiflF,  Joshua  P.  Westhead,  obtained  letters  patent 
for  an  improved  method  of  cutting  caoutchouc  or  india- 
rubber,  leather,  hides  and  similar  substances.  The  patent 
was  dated  February  16,  1836.  An  injunction  was  sought 
against  Charles  Keene  and  Christopher  Nickels,  charged 
with  infringement.  The  London  Caoutchouc  Company, 
who  had  a  contract  with  the  plaintiil  for  the  purchase  of 
the  invention,  was  also  made  a  party. 

Additional  facts  appear  below. 

Pemberton^  for  the  plaintiff.  The  object  of  the  invention 
is  for  an  improved  method  of  cutting  caoutchouc,  which 
may  be  cut  into  a  sort  of  riband,  which  is  done  in  a  pecu- 
liar method — a  method  wholly  unknown  to  be  applied  to 
the  purpose  until  the  present  invention.  The  old  method 
of  cutting  it  was  by  having  it  in  bottles,  and  then  it  was 
cut  in  a  spiral  form  in  the  ordinary  mode,  which  answered 
the  purpose  ;  but  solid  or  irregular  pieces  of  india-rubber 
could  not  be  cut  in  that  mode.  The  invention  of  the  plain- 
tiff has  been  used  by  the  defendants  for  the  refuse  india- 
rubber,  which  they  now  press  down  and  consolidate  into 
a  disk,  and  by  means  of  a  machine  it  is  cut  into  bands  or 
fillets  ;  the  consequence  of  which  is,  that  they  may  be  cut 
from  that  sort  of  india-rubber  which  before  was  merely 
refuse  and  wholly  worthless.  The  defendants  put  in  a  de- 
murrer, and  upon  the  demurrer  coming  on,  it  was  argued 
that  the  patent  was  invalid  upon  the  face  of  it.  (See 
2  ante^  p.  622.)  It  was  said  the  description  of  a  patent  for  an 
improved  method  of  cutting  caoutchouc  or  other  similar 
substances,  so  as  to  render  them  applicable  for  various  use- 
ful purposes,  was  an  improper  description,  and  the  specifi- 
cation did  not  remove  the  difficulty  which  was  supposed  to 
exist  from  the  too  great  distension  of  the  patent ;  your 
lordship  was  of  opinion  it  w^as  impossible  to  decide  that  it 
was  not  right,  and  overruled  the  demurrer,  and  the  j^arties 
are  proceeding  now  upon  the  affidavits.  My  objections  are 
partly  objections  of  law  and  partly  objections  of  fact ;  and 
probably  all  that  can  be  done  at  present  wiU  be  to  direct 
an  action  to  be  brought.  I  do  not  imagine  that  the  court' 
will  dispose  of  it  without  an  action,  but  we  hope,  in  the 
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mean  time,  an  injunction  will  be  granted ;  and  these  parties, 
it  appears,  ought  not  to  be  permitted  to  go  on  using  this 
invention  in  the  mean  time.  If  it  is  not  a  cause  in  which, 
considering  the  delay  which  has  taken  place,  the  court 
ought  to  interfere  by  way  of  injunction,  perhaps  your 
lordship  will  put  the  parties  upon  terms.  By  the  process 
patented  there  is  a  disk  of  the  india-rubber,  above  which  is 
a  circular  cutting-knife.  The  principle  of  the  machine  is 
that  when  the  winch,  or  whatever  it  is  called,  at  the  end  of 
the  machine  is  turned,  the  knife  revolves,  and  then  the 
india-rubber  is  gradually  approximated  to  the  knife  which 
cuts  the  india-rubber,  as  the  india-rubber  turns  round. 
There  is  a  lateral  motion,  which  keeps  it  up  to  the  knife, 
and  the  knife  itself  turns,  which  cuts  the  india-rubber. 

Tinney^  for  the  defendants.  The  india-rubber  revolving 
assists  the  cutting. 

Pemherton.  It  keeps  it  up  to  the  knife  ;  there  are  three 
motions  by  which  this  solid  piece  is  cut. 

Lord  Langdale,  M.  R.  Mr.  Tinney,  you  say  the  patent 
is  clearly  bad,  there  ought  to  be  no  intervention  at  aU,  and, 
therefore,  you  decline  keeping  an  account  ? 

Tinney.    Oh,  yes,  my  lord ;  we  don't  use  this  invention. 

Pemherton.  If  they  do  not,  we  shaU  fail  at  law.  That 
is  the  question  which  will  have  to  be  tried  at  law.  Mr. 
Westhead,  in  an  affidavit,  says  "  that  in  the  latter  part  of 
July  or  the  beginning  of  August,  1838,  he  was  for  the  first 
time  informed  by  Robert  William  Sievier  that  the  defend- 
ants, Charles  Keene  and  Christopher  Nickels,  were  infring- 
ing his  patent  rights  ;  until  which  time  he  did  not  know 
that  the  defendants  or  either  of  them  were  Infringing  his 
patent  rights ;  and  deponent  believes  that  by  such  infringe- 
ment the  defendants  have  made  considerable  profits,  to  the 
manifest  and  serious  injury  of  the  deponent."  The  affi- 
davit of  Edward  Woodcock,  a  mechanist,  who  was  formerly 
in  the  employ  of  the  defendants,  Keene  and  Nickels,  says 
he  has  for  the  last  twelve  years  been  engaged  in  mechanical 
pursuits,  and  is  well  acquainted  with  the  business  of  a 
mechanist.  That  after  the  grant  of  the  letters  patent,  and 
in  March,  1836,  deponent,  with  the  assistance  of  Benjamin 
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Nickels  (a  brother  to  the  defendant,  Christopher  Nickels), 
manufactured,  or  assisted  in  manufacturing,  by  order  of 
Charles  Keene  and  Christopher  Nickels,  for  the  use  of  the 
firm,  a  machine  varying  in  some  immaterial  particulars  and 
details,  but  otherwise  precisely  the  same  in  principle,  con- 
struction, mode  of  use  and  operation,  as  the  machine  in- 
vented and  constructed  by  the  plaintiff  Westhead.  The 
only  difference  between  the  two  is  the  mode  in  which  the 
disk  is  placed  :  in  the  one  case  it  is  horizontal,  and  in  the 
other  it  is  vertical ;  it  is  precisely  the  same  in  every  other 
respect ;  the  motion  is  the  same  ;  the  lateral  motion  is  the 
same,  and  the  rotatory  motion  is  the  same  ;  the  only  differ- 
ence is,  that  the  one  is  laid  flat  and  the  other  round.  Our 
letters  patent  were  in  February,  and  in  March  it  is  imitated 
in  the  manner  I  have  described.  Now,  these  aflidavits  were 
filed  in  support  of  the  motion  originally  ;  and  instead  of 
meeting  the  motion  on  those  aflldavits  (which,  to  be  sure, 
might  have  been  done  at  once  in  a  more  satisfactory  man- 
ner, if  they  say  they  have  not  infringed  the  patent),  they 
filed  a  demurrer  to  the  bill. 

Why  file  a  demurrer  to  put  us  to  all  the  exi)ense  of  the 
demurrer,  and  to  put  the  court  to  the  trouble  of  being  oc- 
cupied a  day  and  a  half  on  a  long  discussion  on  the  merits 
of  the  invention,  if  the  gentlemen  are  really  justified  in 
saying  what  they  now  say,  that  they  had  not  for  nine 
months  before  used  our  invention  ?  Mr.  Tinney  says  they 
are  not  to  keep  an  account,  because  they  do  not  use  our  in- 
vention. Afterward  (the  demurrer  being  overruled)  they 
filed  aflldavits  in  answer  to  our  application  ;  and  the  first 
af&davit  which  I  got  is  the  aflSidavit  of  Mr.  Christopher 
Nickels,  the  defendant.  That  in  many  respects  contradicts 
the  aflldavit  of  Woodcock,  and  the  question  is,  whether 
that  is  not  a  matter  which  must  be  tried  at  law.  The  de- 
fendant Nickels  cannot  be  examined,  but  Woodcock  will 
be  put  into  the  box,  and  will  be  cross-examined,  no  doubt, 
very  strongly  ;  but  to  say  that  Mr.  Nickels  is  to  avail  him- 
self of  his  own  evidence  in  a  court  of  equity,  when  he  could 
not  do  so  in  a  court  of  law,  is  going  rather  too  far.  He 
says  "he  hath  perused  the  afiidavit  of  Woodcock  sworn 
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on  November  20,  and  lie  says  he  never  was  employed  in 
the  elastic  department  of  the  business''  (what  is  meant  by 
that  I  do  not  know),  "  but  only  in  the  grinding  and  re- 
composing  of  india-rubber  in  blocks  for  the  use  of  station- 
ers, and  for  sheet  india-rubber  and  other  purposes."  The 
affidavit  then  refers  to  a  French  publication,  which  is  said 
to  contain  the  description  of  a  similar  invention,  and  that 
copies  have  been  obtained  by  him  and  by  other  persons  in 
this  country  in  the  course  of  the  years  1834  and  1835.  The 
effect  of  this  affidavit  is  to  say,  as  I  understand  it,  that  the 
description  in  the  French  work,  published  in  the  year  1834, 
contains  an  account  of  an  invention  similar  to  that  for 
which  the  plaintiff  has  obtained  his  patent.  The  defend- 
ant then  says  **that  on  deponent's  reading  the  printed 
copy  of  plaintiff's  specification,  he  was  unable  to  make  out 
what  the  distinction,  novelty  or  improvement  was  sought 
to  be  protected  by  the  patent,  inasmuch  as  it  set  forth  no 
other  species  of  machinery  than  had  been  used  in  separate 
parts  or  with  some  immaterial  modification  by  deponent 
and  others  in  the  manufactory  for  cutting  india-rubber 
only,  and  not  leather,  hides  or  other  similar  substances.'* 
The  defendant  says  he  had  in  constant  use  in  their  factory 
a  machine  similar  to  that  described  in  the  French  work, 
which  description  was  taken  from  the  factory  of  Rattier 
and  Guiball,  in  Paris.  And  then,  my  lord,  he  refers  to 
another  French  work,  entitled  *'  Dictionnaire  de  1' Industrie 
Manufacture  Commerciale  et  Agricole." 

Tinney,    It  is  another  description  of  the  same,  my  lord. 

Pemberton.  *  *  That  the  said  last-mentioned  work  con- 
tains a  description  of  a  process  and  machine  for  cutting 
india-rubber  from  flat  disks  into  bands  or  fillets,  upon  pre- 
cisely the  same  principle  as  the  machinery  and  process  used 
in  this  country."  Then  there  is  an  affidavit  of  Mr.  Keene, 
the  defendant,  who  merely  says  that  he  never  gave  any 
order  to  Edward  Woodcock,  nor  to  his  knowledge  and  be- 
lief did  his  partner.  Nickels,  ever  give  any  order  to  Wood- 
cock to  construct  a  machine  for  the  purjwse  of  cutting 
india-rubber  into  tapes  or  fillets  upon  the  principle  of  the 
plaintiff' s  patent  invention.     He  says  he  has  read  the  affi- 
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davit  of  Christopher  Nickels,  and  he  believes  it  to  be  true. 
Then  there  is  the  affidavit  of  Dr.  Andrew  Ure,  principally 
giving  his  opinion  upon  the  matter  of  law,  and  upon  the 
validity'  of  the  specification.  The  principal  part  of  his 
affidavit  goes  to  show,  I  believe,  that  india-rubber  is  an 
elastic  substance,  and  that  the  machine  is  for  cutttug  india- 
rubber,  leather,  hides  and  similar  substances  into  tapes 
and  fillets,  and  so  on.  He  is  of  opinion  that  the  specifica- 
tion is  invalid — a  matter  for  a  court  to  determine. 

Lord  Langdale,  M.  R.  If  you  undertake  to  bring  an 
action,  I  think  I  ought  to  let  this  motion  stand  over  till  you 
have  brought  your  action  and  I  know  the  result  of  that 
action,  with  liberty  to  the  other  side  to  apply  at  any  time. 

Tinned/.  I  think,  my  lord,  I  can  show  your  lordship 
that  there  is  no  pretence  whatever  for  this. 

Lord  Langdale,  M.  R.  It  will  not  prejudice  you  in 
any  way ;  they  undertake  to  bring  an  action,  whatever  is 
done  with  this  motion. 

Perriberton.     We  shall  bring  an  action. 

Lord  Langdale,  M.  R.  Uixon  the  evidence,  as  I  see  it 
now  before  me,  I  think  I  ought  not  now  to  interfere  until 
the  action  is  brought.  I  say  nothing  about  the  injunction  ; 
if  they  undertake  to  bring  an  action,  I  shall  do  no  harm  to 
anybody  if  I  let  this  motion  stand  over  until  the  action  is 
tried. 

Tinney.  Tour  lordship  sees  that  this  gentleman  has 
sold  to  the  Caoutchouc  Company  what  he  considers  to  be 
the  patented  invention,  and  therefore  he  is  endeavoring 
to  supi)ort  the  engagement  he  has  entered  into  with  the 
Caoutchouc  Company ;  and  as  long  as  he  can  give  any 
color  to  the  existence  of  this,  he  will  do  it. 

Lord  Langdale,  M.  R.  If  he  does  not  bring  any  action 
you  can  apply.  Whatever  my  opinion  might  be,  it  will  not 
save  you  from  action. 

Tinney.  No,  my  lord,  certainly ;  but  it  will  be  a 
considerable  satisfaction  to  us  to  have  the  present  motion 
dismissed  and  the  injunction  refused. 

Lord  Langdale,  M.  R.  I  do  not  intend  to  grant  the 
injunction. 
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Perriberton.  We  have  filed  aflBidavits  in  answer.  Mr. 
Woodcock  reasserts  positively  what  he  has  before  sworn, 
and  we  have  the  affidavit  of  Mr.  Farey,  a  gentleman  of 
great  intelligence  and  knowledge  on  scientific  subjects,  and 
whose  affidavit  at  least  is  a  full  counterbalance  to  Dr.  An- 
drew Uite'  s,  who  goes  through  the  whole  of  the  matter,  and 
who  states  his  opinion  of  the  importance  of  the  invention, 
and  who  answers  the  objections,  as'  far  as  one  scientific  gen- 
tleman can  dispose  of  the  opinions  of  another  scientific  gen- 
tleman ;  with  resi)ect  to  the  validity  of  the  specification,  it 
is  not  a  matter  for  either  of  them  to  deal  with.  He  states,  as 
to  the  objections  which  have  been  made  by  these  parties,  that 
they  cannot  tell  what  the  particular  object  of  the  invention 
is ;  he  states  that  he  has  no  difficulty  whatever,  and  with 
respect  to  the  notion  of  this  being  an  invention  for  the  pur- 
pose of  cutting  ivory  and  glass,  and  other  things  of  that 
nature,  it  is  quite  absurd.  The  invention  is  an  invention 
for  cutting  india-rubber  and  other  similar  substances,  which 
can  be  cut  into  bands  and  tapes  and  fillets,  and  not  for  cut- 
ting ivory  and  glass.  Mr.  Farey  then  states  various  other 
objections  which  have  been  taken  by  Dr.  Ure  ;  he  disposes 
of  them  in  a  manner  satisfactory.  Those  objections,  which 
are  objections  in  point  of  law,  are  matters  which  have  to  be 
tried  at  law.  The  first  is  a  point  of  fact  in  the  affidavit  of 
Mr.  Woodcock,  and  against  that  there  is  the  affidavit  of 
Mr.  Nickels,  the  defendant,  and  Mr.  Benjamin  Nickels,  his 
brother,  and  it  will  be  for  a  jury  to  decide  between  them  on 
that  fact.  A  court  of  law  is  more  competent  to  dispose  of 
these  matters  than  a  court  of  equity  on  the  legal  validity 
of  the  specification  and  patent,  and  if  we  find  that  the 
patent  is  invalid,  what  is  the  consequence  ?  Why,  our  bill 
will  be  dismissed  with  costs,  and  the  present  motion  will 
also  be  dismissed  with  costs.  Suppose  we  succeed,  and  this 
is  dismissed  now,  we  shall  be  in  the  position  of  having  had 
our  motion  refused,  and  with  costs  ;  and  it  will  be  on  evi- 
dence which,  after  the  trial,  may  turn  out  to  be  wholly 
false.  Therefore  I  take  nothing  more  than  in  any  case  we 
mav  be  entitled  to,  and  I  submit  to  those  terms  which  have 
been  suggested — ^at  least  by  the  court — ^that  the  motion 
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stand  over,  we  undertaking  to  bring  an  action  ;  if  we  do  not 
bring  the  action,  then  this  motion  wiU  be  dismissed  with 
costs  ;  and  if  we  do  bring  the  action,  we  must  abide  by  that 
action,  whether  we  succeed  or  not. 

Toriano.  My  lord,  I  am  with  Mr.  Pemberton,  and  in 
consequence  of  the  affidavits  of  Messrs.  Nickels  and  Keene, 
Mr.  Woodcock  has  filed  another  affidavit,  in  which  he  reit- 
erates the  assertions  in  his  first  affidavit,  and  also  exposes 
the  fallacy  of  some  parts  of  the  affidavits  of  Messrs.  Nickels 
and  Keene. 

Tinney.  I  think  the  court  will  be  saved  a  great  deal  of 
trouble  by  disposing  now  of  this  motion. 

Lord  Langdale,  M.  R.  You  are  of  opinion,  Mr.  Tin- 
ney,  and  therefore  argue,  that  when  it  is  a  mere  legal  ques- 
tion, which  it  is,  as  to  the  validity  of  the  patent,  and  the 
plaintiff  undertakes  to  bring  an  action,  which  is  to  be  de- 
cided at  law,  that  I  ought  to  make  an  order,  which  is  to  be 
determined  here  first. 

Tinney,  I  thought  the  Court  of  Equity  would  not  enter- 
tain any  jurisdiction  to  prevent  a  person  having  his  legal 
rights  ;  but  if  there  is  anything  which  in  the  least  degree 
inconveniences  or  prejudices  the  other  party,  you  have  a 
right  to  show  that  he  has  not  made  out  either  a  prima 
facie  case  as  to  his  legal  right,  or,  if  he  had  made  out  a 
prima  facie  case  as  to  his  legal  right  on  the  face  of  his 
patent,  still  we  have  a  right  to  show  that  the  case  is  entirely 
disproved,  because  the  invention  is  not  new,  and  that  his 
own  conduct  has  been  such  that  he  ought  not  to  call  upon 
the  court  to  give  him  the  least  degree  of  assistance,  or  to  do 
anything  which  will  prejudice  the  defendants.  I  believe  I 
am  prepared  to  show  that  there  is  not  a  prima  facie  case, 
and  that  there  is  not  the  least  case  as  to  the  invention  being 
new ;  it  was  an  old  invention,  and  therefore  there  is  no 
case  ;  and  the  conduct  of  the  party  has  been  such  as  not  to 
entitle  him  to  call  upon  the  court  for  any  relief  at  all  by 
way  of  injunction. 

Lord  Langdale,  M.  R.  You  need  not  trouble  yourself 
upon  that,  because  on  the  statements  which  have  been 
made  to  me  and  the  evidence  which  has  been  read  I  should 
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not  think  fit  to  grant  the  injunction  ;  neither  do  I  think  fit 
to  put  you  to  the  inconvenience  of  an  account ;  and  further, 
if  they  did  not  undertake  to  bring  the  action,  I  should  have 
refused  the  motion,  with  costs,  in  the  way  it  stands  ;  but 
if  they  do  undertake  to  bring  an  action,  the  question  is 
whether  I  am  to  prejudice  that  action  by  dismissing  this 
motion.  If  they  do  not  bring  the  action,  you  will  apply  for 
the  costs  of  the  motion  and  the  costs  of  the  suit,  and  every- 
thing else  ;  if  they  do  bring  the  action,  as  they  undertake 
to  do,  it  will  be  determined  at  law.  It  ought  to  be  done 
without  delay. 
Injunction  retained. 


Re  DOWNTON'S  PATENT. 
Privy  Council,  June  13,  1839. 

(1  Web.  P.  C.  565.) 

Requisites  for  Extension,    Grantee  of  Jfew  Patent,    Costs. 

Upon  an  application  for  the  extension  of  the  term  of  letters  patent,  the  ques- 
tions are,  is  it  a  useful  invention  ;  is  it  beneficial  to  the  public  ;  is  it  an  inven- 
tion of  that  character  which  would  lead  us  to  interpose  ;  is  there  ingenuity  in 
the  invention,  and  has  the  party  been  remunerated  ? 

The  sale  of  a  patented  article  in  considerable  numbers,  when  its  cost  is  three 
or  four  times  as  great  as  the  common  article,  is  strong  evidence  of  utility. 

An  extension  granted  to  the  administratrix  of  the  patentee. 

Costs  given  to  the  petitioner  where  there  was  no  ground  for  the  opposition. 

Application  for  extension. 

The  application  was  made  by  Betsy  Downton,  widow  and 
administratrix  of  J.  Downton,  to  whom  letters  patent  had 
been  granted  June  18,  1825,  numbered  5,187,  for  "  improve- 
ments in  water-closets." 

The  petition,  after  stating  the  invention  and  the  grant  of 
the  letters  patent,  further  stated  that  the  patentee  encoun- 
tered many  diflSiculties,  principally  arising  from  his  want 
of  capital  and  connection,  he  being  a  foreman  shipwright. 
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That  he  spent  all  his  small  capital  in  taking  ont  the  patent, 
and  could  not  work  the  invention,  until  in  1827  he  suc- 
ceeded in  borrowing  £650  at  £5  per  cent.  That  from  various 
causes,  and  the  expenses  of  a  large  family,  the  patentee 
died  in  debt,  to  the  amount  of  £2,000  ;  that  the  creditors  re- 
leased his  estate  on  receiving  a  payment  of  8^.  in  the  pound. 
That  the  profits  arising  from  the  gradually  increasing  sale 
of  the  patent  article  had  been  interfered  with  by  infringe- 
ments both  prior  and  subsequent  to  the  death  of  the 
patentee,  and  that  the  petitioner  had  not  the  means  to 
defend  the  jiatent ;  but  that  the  invention  is  now  appre- 
ciated, and  if  the  term  be  extended  the  petitioner  would  be 
enabled  to  support  her  family,  and  derive  some  profits  from 
the  invention. 

The  application  was  opposed,  and  the  grounds  of  opposi- 
tion stated  in  the  notice  of  objections  were,  the  high  price 
at  which  the  articles  had  been  charged  ;  that  the  patentee 
would  not  aUow  the  trade  any  advantage ;  that  the  want 
of  capital  being  alleged  as  the  cause  why  the  invention  was 
not  introduced,  the  petitioner  did  not  appear  to  be  in  any 
better  position  than  the  patentee  had  been. 

Hill  and  Roebuck  appeared  in  support  of  the  petition, 
and  Wakefield  for  the  opponents. 

The  invention  was  proved  to  be  very  useful  for  ships,  in 
which  it  is  necessary  to  get  rid  of  the  foul  air  and  other 
contents  of  the  water-closet  below  the  level  of  the  water. 
The  patentee  had  sold  the  patent  closet  at  £15  ;  the  cost  of 
the  labor  and  materials  would  be  £11 ;  allowing  twenty-five 
per  cent,  for  the  employment  of  capital,  the  cost  became 
£13  10*.,  and  £1 10*.  remained  for  patent  right. 

It  appeared  that  920  had  been  sold  ;  that  the  invention 
was  opposed  by  the  trade  ;  and  that  the  amount  of  gross 
sales  amounted  to  £14,622,  being  an  average  of  £1,000  a  year, 
and  £250  a  year  for  the  profits.  The  cost  of  experiments, 
and  of  the  letters  patent,  and  of  necessary  tools  was  not 
less  than  from  £500  to  £600,  and  much  labor  and  time  were 
expended  upon  them.  One  of  the  creditors,  who  had 
received  8*.  in  the  pound,  on  a  debt  of  £1,173,  was  called  to 
speak  to  the  character  of  the  inventor  and  the  circumstance 
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of  his  insolvency ;  and  he  stated  that  the  inventor  had 
raised  himself  wholly  by  his  industry,  and  brought  up  a 
family  of  ten  children.  The  remuneration  received  during 
twelve  years  was  from  £200  to  £250  per  annum,  which  sum 
included  the  profit  on  capital,  and  the  remuneration  for 
superintendence  and  loss  of  time,  and  the  patent  right. 

A  Lord.  We  assume  that  an  article  which  may  be  placed 
below  the  water-line  must  be  useful,  and  the  fact  of  924 
being  sold,  when  it  costs  three  or  four  times  as  much  as  the 
common  article,  is  very  strong  evidence,  unless  that  is  false 
testimony. 

Wakefield^  for  the  opponents.  The  case  made  out  has 
nothing  to  do  with  the  extension  of  the  patent ;  it  may  be 
a  good  case  for  alms  to  Mrs.  Downton  and  her  family.  Mr. 
Downton  has  had  the  usual  term  of  the  patent ;  and  from 
the  want  of  capital,  or  some  other  cause,  he  has  made  little 
by  it.  I  understand  patents  to  have  been  usually  extended 
on  the  grounds  that  such  extension  would  be  beneficial  to 
the  public. 

A  Lord.  When  a  party  has  shown  great  ingenuity  in 
an  invention,  and,  from  want  of  capital  and  means,  has  not 
been  able  to  obtain  an  adequate  return,  we  have  over  and 
over  again  extended  the  patent  under  such  circumstances. 
The  evidence  is  that  more  than  £200  a  year  has  been  re- 
ceived, but  part  of  that  £200  a  year  consists  of  the  profit 
upon  capital.  If  it  is  a  mode  of  advantageously  employing 
capital,  it  is  an  additional  reward  for  the  invention.  The 
questions  are,  is  it  a  useful  invention  ;  is  it  beneficial  to  the 
public ;  is  it  an  invention  of  that  character  which  would 
lead  us  to  interpose ;  is  there  ingenuity  in  the  invention,  and 
has  the  party  been  remunerated?  My  doubt  is  this.  It 
appears,  Mr.  Hill,  you  would  make  £200  a  year.  The 
testimony  of  the  respectable  witness  Mr.  Nairn  went  to 
show  (and  the  rest  of  the  evidence  is  consistent  with  it) 
that  if  you  go  on  you  will  get  £200  a  year.  Then  if  that 
has  been  the  usual  average  profit  during  the  fourteen  years 
of  the  patent,  or  say  ten  or  twelve  years,  since  it  has  come 
into  use,  and  you  have  been  able  to  overcome  the  opposi- 
tion of  the  plumbers,  is  not  this  the  ordinary  case ;  and 
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would  it  bo  just  for  the  party  at  the  end  of  the  fonrteen 
years  to  come  and  say,  ^'  I  have  only  made  £200  a  year  ;  I 
want  to  make  the  same  sum  so  many  years  more."  We 
generally  want  this  proof — ^that  they  made  nothing  for  the 
first  seven  or  eight  years,  and  it  only  began  to  be  profitable 
during  the  latter  years.  It  is  no  case  for  an  extension  only 
to  show  that  you  made  £200  a  year  for  the  first  fourteen 
years,  and  you  want  to  make  £200  a  year  for  seven  years 
more.     That  I  take  to  be  the  objection. 

HiU.  I  do  not  divide  the  924  over  the  fourteen  years. 
In  point  of  fact  the  sale  is  increasing :  I  have  here  a  list  of 
the  number  sold  in  each  year.  It  appears  that  in  1825, 
19  closets  were  sold  ;  in  1826,  33  ;  in  1827,  90  ;  in  1828,  92  ; 
in  1829,  32  ;  in  1830,  44  ;  in  1831,  46 ;  in  1832,  63  ;  in  1833, 74 ; 
in  1834,  84  ;  in  1835,  113.  I  can  explain  the  small  number 
in  1829  by  a  piracy  at  that  time  ;  and  it  went  on  increas- 
ing from  1829  tiU  1835,  when  the  patentee  died.  In  1836, 
73  closets  were  sold  ;  in  1837,  70  ;  in  1838,  69  ;  in  1839,  22. 

Lord  Lyndhurst.  [Lord  Brougham,  Sir  H.  Jenner 
and  Dr.  Lushington  also  sat.]  Their  lordships  are  of 
opinion  that  the  term  of  the  patent  should  be  extended  for 
five  years,  and  will  report  to  Her  Majesty  accordingly. 

Roebuck  applied  for  the  extra  costs  occasioned  by  the  op- 
position. 

A  Lord.  I  think  so  in  such  a  case  as  this  ;  there  was  no 
ground  for  the  opposition.  The  Attorney-General  is  here 
for  the  public  at  all  events. 


Webster  says  :  The  court  ordered  it  to  be  referred  to  a  master  of  the  Queeii*s 
Bench  to  tax  "  all  such  extraordinary  costs  as  may  have  been  incurred  on  behalf 
of  the  said  Betsy  Downton,  in  consequence  of  the  caveat  and  opposition." 
These  costs  were  taxed  at  £61 10».    1  Web.  P.  C.  567,  note. 
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Re  KAY'S  PATENT. 
Privy  Ooundl,  June  13,  1839. 

(1  Web.  P.  C.  668.) 

Extension  of  Patent.  Pregumption  of  Validity.  Effect  of 
Subsequent  Adverse  Decision  on  Validity.  Estimating 
Froflts. 

If  letters  patent  are  about  to  expire,  an  application  for  an  extension  will  be 
heard  during  the  pendency  of  legal  proceedings  as  to  the  validity  of  the  patent. 

To  establish  a  prima  fade  case  of  the  validity  of  a  patent  is  sufficient  on  an 
application  for  an  extension. 

The  renewal  grant  of  letters  patent  becomes  invalid  if,  after  the  extension, 
the  original  patent  is  held  to  be  bad. 

In  estimating  profits  the  expense  of  taking  and  defending  the  patent  and  of 
making  experiments  are  to  be  deducted. 

Application  for  extension. 

The  patent  had  been  granted  to  James  Kay  for  "  im- 
proved machinery  for  preparing  and  spinning  flax." 

Pollock  and  Booth  appeared  for  the  petitioner,  Oresswell 
for  the  opponents,  and  the  Attorney-General  for  the  Crown. 

Pollock^  for  the  petitioner,  in  reply  to  a  question  from 
their  lordships.  The  validity  of  the  patent  is  disputed  ;  an 
action  has  been  tried,  and  a  verdict  found  establishing  the 
patent ;  objections  have  since  been  made  in  the  Court  of 
Chancery,  and  the  case  is  now  before  the  Master  of  Soils 
for  further  directions. 

Oresswell^  opposed.  Though  the  verdict  was  found  for 
the  plaintiff,  a  special  endorsement  was  made  on  the  j)ostea ; 
in  consequence  of  this  the  Master  of  the  Rolls  sent  a  case  to 
the  Court  of  Common  Pleas,  consisting  of  the  issue,  the 
verdict,  the  postea,  and  the  specification,  desiring  the 
opinion  of  that  court  whether  the  patent  was  valid  or  not. 
TTiat  court,  after  argument  and  time  to  consider,  returned 
a  certificate  to  the  Master  of  Rolls  that  it  was  not  valid,  and 
gave  their  reasons  to  the  counsel  on  each  side.  The  case 
has  been  argued  before  the  Master  of  Rolls  on  further  di- 
rections, and  now  stood  for  his  lordship's  judgment. 
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Their  lord8hix)s  intimated  that,  the  case  not  being  decided 
in  the  Court  of  Chancery,  they  felt  some  difficulty  in  pro- 
ceeding, and  should  not  do  so  were  it  not  that  the  patent 
would  expire  in  a  few  days  ;  but  that  this  court  was  not  to 
be  substituted  in  the  place  of  the  Court  of  Chancery  to  de- 
cide the  legal  question. 

Pollock.  I  need  not  go  further  than  to  show  that  there 
is  a  reasonable  ground  for  supi)osing  that  the  patent  would 
api)ear  to  be  valid,  leaving  to  the  Court  of  Chancery  to  de- 
cide upon  that  question. 

CampheUy  Attorney-OeneraZ.  If  this  were  res  judicata^ 
and  the  court  had  decided  this  not  to  be  a  valid  patent,  I 
should  strenuously  resist  a  prolongation  of  the  term ;  but  it 
being  Us  pendens^  I  do  not  conceive  your  lordships  could 
be  considered  as  deciding  that,  by  recommending  a  prolonga- 
tion of  the  patent  in  case  it  should  be  established. 

Their  lordships  decided  that,  the  patent  being  near  its  ex- 
piration they  would  proceed,  as  the  prolongation  would  be 
of  no  value  if  the  Court  of  Chancery  should  decide  against 
the  validity  of  the  patent.  They  held  that  the  usage  of  the 
House  of  Lords  had  been  to  grant  an  extension  on  the 
party  making  out  a  prima  facie  case,  leaving  the  validity 
of  the  patent  for  the  determination  of  the  courts  of  law. 

Several  witnesses  called  for  the  petitioner  testified  de- 
scribing the  exi)eriments  made  by  the  patentee  in  their 
connection  with  the  novelty  of  the  invention  ;  but  as  the 
validity  of  the  patent  was  passed  over  in  rendering  judg- 
ment, their  testimony  is  not  important. 

A  Lord.  The  invention  claimed  is  not  for  macerating 
flax,  but  for  new  machinery  to  macerate  flax.  It  appears 
that  the  machinery  has  been  abandoned,  and  some  other 
adopted.  \Pollock.  If  your  lordships  are  inclined  to  en- 
tertain that  question,  I  think  you  will  see  that  if  a  man 
discovers  a  principle  and  produces  the  result  by  means  of 
machinery,  the  two  together  form  the  entire  invention.]  I 
think  the  discovery  is  that  by  macerating  flax  you  apply 
it  to  more  advantage ;  but  you  do  not  claim  that  as  the 
invention  ;  you  claim  the  machinery  by  which  it  is  mace- 
rated, assuming  that  macerating  was  an  old  process,  previ- 
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ously  known  ;  and  in  asking  for  that,  lie  thought  he  could 
not  claim  a  patent  for  macerating.  He  does  not  claim  in 
his  patent  the  macerating  the  flax  with  a  view  to  its  spin- 
ning, but  he  only  claims  the  new  machinery — ^that  is,  a  new 
mode  of  doing  it.  I  do  not  infringe  your  patent  by  doing 
that  by  other  machinery.  [Pollock.  That  will  depend 
upon  this — ^whether  if  a  man  makes  a  discovery  and  gives 
it  to  the  world  in  a  particular  shai)e,  but  which  admits  of 
being  instantly  copied  by  the  substitution  of  mechanical 
equivalents  or  by  the  adoption  of  other  means  which  are 
quite  obvious,  it  is  not  to  be  protected.  I  apprehend  the 
law  will  protect  that.  ]  Let  me  ask  you  this,  Mr.  Cresswell : 
suppose  the  patent  to  be  valid  ;  suppose  the  decision  had 
been  already  given  in  the  petitioner's  favor,  that  he  was 
possessed  of  a  judgment  of  law,  either  an  injunction  against 
you  to  restrain  the  pirating,  or  a  verdict  in  an  action,  or  in 
any  other  way  you  choose — suppose  the  validity  is  estab- 
lished, have  you  (suppose  you  put  it  upon  that  footing)  any 
case  against  our  granting  an  extension  ?  [Cresswell.  I  think 
I  have,  and  if  your  lordships  please  I  will  state  it  at  once.] 
We  think,  after  all  the  consideration  we  can  give  it,  we 
must  come  to  the  conclusion  that  we  will  not  inquire  into 
the  validity  of  the  patent ;  and  as  our  decision  will  not 
affect  the  decision  of  the  Court  of  Chancery,  we  will  assume 
for  this  purpose  that  it  is  a  valid  patent ;  and  then  the  only 
question  would  be  whether  this  gentleman  is  entitled  to  a 
renewal.  See  the  inconvenience  of  any  other  course.  Sup- 
pose we  were  to  lay  down  the  principle  and  come  to  a  deci- 
sion that  we  would  not  extend  the  patent  on  the  ground 
that  it  was  an  invalid  patent,  and  a  few  days  hence  the 
Master  of  the  Rolls  should  decide  that  it  was  a  valid  patent, 
we  should  do  a  great  wrong  ;  while,  on  the  other  hand,  if 
we  assume  the  patent  to  be  valid,  we  do  no  harm.  [O^^^- 
well.  The  original  monopoly  is  sufficient.]  Then  we  wish 
to  know  whether  the  original  monopoly  has  been  suflBciently 
remunerated.  If  it  has  been  sufficiently  remunerated,  we 
shall  not  extend  the  patent ;  but  if  it  has  not  been  remu- 
nerated, and  there  is  ingenuity  in  the  invention,  and  useful- 
ness, and  he  has  been  almost  a  loser  by  it,  there  seems  no 
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reason  why  it  should  not  be  eartended  for  a  time  sufficient 
to  remunerate  him.  [Oresswell.  Then  your  lordships  in- 
form me  that  you  will  not,  in  deciding  upon  this  exten- 
sion,  decide  upon  the  validity  of  the  patent.]  Yes ;  we 
should  have  adjourned  this  petition  if  it  had  been  possible 
to  have  had  the  judgment  of  the  Master  of  the  Rolls  before 
the  patent  expired ;  but  as  we  cannot  do  that,  we  should 
do  injustice  to  decide  against  the  validity  of  the  patent ; 
and  as  we  cannot  do  that,  we  shall  assume,  for  the  purpose 
of  the  present  question,  that  it  is  a  valid  patent,  because 
our  judgment  will  go  for  nothing  if  the  judgment  of  the 
Master  of  the  Rolls  should  be  a^inst  it.  We  can  do  no 
harm  by  assuming  the  validity  of  the  patent,  and  we  should 
do  irreparable  injury  to  Mr.  Kay  if  we  do  not,  unless  you 
mean  to  say  that  the  invention  is  of  no  use. 

Pollock.  Supposing  the  question  relative  to  the  patent 
to  be  passed  by,  my  case  is  this  :  Mr.  Kay  has  certainly  by 
exi)eriments,  whether  philosophical  or  not,  obtained  a  point 
which  has  induced  a  start  in  the  manufacture  of  flax  in  this 
country  which  it  is  impossible  to  overstate ;  and  it  is  impos- 
sible to  overstate  the  benefit  he  has  conferred  upon  the 
country ;  and  he  has  not  received  an  adequate  remuneration. 
I  presume  Mr.  Kay  himself  would  not  be  heard  to  state 
what  the  actual  result  has  been,  but  he  begins  with  an  out- 
lay of  £50i)— his  patents  cost  him  another  £500 — that  is, 
£1,000  ;  he  is  not  repaid  that  for  a  great  many  years,  and 
altogether  he  has  received  not  more  than  £5,000  or  £6,000 
for  a  discovery  which  has  actually  conferred  upon  the  coun- 
try the  benefit  of  millions,  and  which  opens  a  source  of  na- 
tional wealth  and  trade  to  which  you  can  put  no  limit. 
[Cresswell.  That  would  be  a  ground  for  a  parliamentary 
grant.  ]  No ;  it  is  much  the  safest  way  to  reward  every 
man  of  genius  according  to  his  success. 

Their  lordships  are  of  opinion  that  the  patent  should  be 
extended,  but  that  an  extension  for  three  years  will  satisfy 
the  justice  of  the  case. 

Webster  says  (1  P.  C.  572.  note) :  New  letters  patent  were  granted,  but  the 
decision  of  the  Court  of  Chancery  was  against  the  validity  of  the  patent,  and 
that  decision  on  appeal  to  the  House  of  Lords  was  affirmed. 
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KAY  V.  MARSHALL. 
Chancery,  M.  R.,  July  16,  1839. 

(2  Carp.  P.  C.  165.) 

Patent  for   Improvement.    Novelty,     Opinion   on   Feigned 

Issue. 

The  adoption  of  a  particular  length  of  *'  reach''  of  a  machine  for  spinning 
flax,  held,  not  a  subject  for  a  ];)atent. 

The  opinion  of  a  court  of  law,  on  issue  out  of  Chancery,  is  not  conclusive 
upon  the  equity  court. 

Hearing  upon  retnm  of  a  certificate  of  opinion  from  a 
court  of  law. 

A  general  sketch  of  this  long  litigation  is  prefixed  to  the 
report  of  the  case  in  the  House  of  Lords,  post^  June  18, 
1841.  The  preseijt  proceeding  is  the  hearing  had  before  the 
Master  of  the  Rolls  upon  the  return  to  the  Court  of  Chan- 
cery of  the  certificate  of  the  Common  Pleas,  showing  the 
opinion  of  that  court  upon  the  case  stated. 

Lord  Langdale,  M.  R.  This  case  came  before  me  on  the 
equity  reserved  upon  the  certificate  returned  by  the  judges 
of  the  Common  Pleas,  to  whose  consideration  a  case  was 
submitted,  with  the  question  whether  the  plaintiffs  patent 
was  valid  in  point  of  law.  The  judges  have  certified  their 
opinion  to  be  that  the  patent  is  not  valid  in  point  of  law, 
and  the  defendants  thereupon  insist  that  the  plaintiffs  bill 
ought 'to  be  dismissed  with  costs,  and  that  the  plaintiff 
ought  also  to  pay  the  costs  of  the  issue  and  of  the  case. 

The  plaintiff  contends  that  the  opinion  of  the  judges  is 
erroneous,  and  that  I  ought  either  to  give  relief,  notwith- 
standing their  certificate,  or  to  put  the  question  relating  to 
the  validity  of  the  patent  into  some  further  course  of  in- 
quiry. 

The  question  with  me  is  the  same  as  that  which  was  be- 
fore the  judges,  and  though  I  have  the  aid  of  their  opinion, 
and  by  their  favor  of  the  reasons  which  induced  them  to 
form  that  opinion,  it  is  undoubtedly  my  duty  to  consider 
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whether,  after  hearing  the  reasons  which  have  been  ad- 
vanced on  both  sides,  it  is  an  opinion  satisfactory  to  my 
own  mind,  and  such  as  I  ought  to  adopt.  The  decision  to 
be  pronounced  here  must  rest  on  my  responsibility  and  not 
on  the  responsibility  of  the  learned  judges  whose  assistance 
I  have  asked  and  received. 

The  patent  was  granted  for  "new  and  improved  ma- 
chinery for  preparing  and  spinning  flax,  hemp  and  other 
fibrous  substances  by  power."  And  in  the  specification 
the  plaintiff  declared  the  .nature  of  his  invention  to  consist 
in  "  new  machinery  for  macerating  flax  and  other  similar 
fibrous  substances  previous  to  drawing  and  spinning  it ;  and 
also  in  improved  machinery  for  spinning  the  same,  after 
having  been  so  prepared." 

Nothing  has  occurred  to  show  that  the  plaintiff' s  machin- 
ery for  macerating  flax  previously  to  drawing  and  spinning 
was  not  new  at  the  time  when  the  patent  was  granted  ;  and 
nothing  has  occurred  to  show  that  previously  to  the  grant 
it  was  known  that  maceration  to  the  extent  proposed  by 
the  plaintiff  was  not  a  new  process  by  which  flax  was  use- 
fully prepared  for  drawing  and  spinning  it ;  and  so  far  as 
relates  to  the  maceration  described  in  the  patent,  no  men- 
tion is  made  as  to  the  novelty  and  utility  of  the  plaintiff's 
invention ;  and  if  this  were  all,  the  validity  of  the  patent 
would  not  be  affected  by  the  fact  that  before  the  grant  a 
mode  of  preparing  the  flax  for  spinning  by  moistening  it 
had  been  invented  by  Horace  Hall,  or  that  subsequently  to 
the  grant  a  more  convenient  and  efficient  mode  of  macera- 
tion had  been  invented  and  come  into  general  use.  But 
with  respect  to  improved  machinery  for  spinning,  the 
plaintiff  in  his  specification  says,  "  I  place  the  drawing  roll- 
ers only  two  and  a  half  inches  from  the  retaining  rollers, 
and  this  constitutes  the  principal  improvement  in  the  said 
spinning  machinery ;  for  the  roving  being  so  completely 
macerated  would  not  hold  together  to  be  drawn  out  while 
in  such  a  state  to  the  ordinary  length  of  the  staple ;  but 
this  very  state  when  drawn  in  so  short  a  length  as  here 
represented  enables  it  to  be  spun  very  fine  and  evenly ; 
for  it  should  be  stated  that  there  is  no  elasticity  in  the  fibre 
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of  flax,  hemp,  nettle- weed  or  other  like  substances  ;  but 
when  drawn  by  rollers  so  placed  as  aforesaid,  and  moving 
at  the  relative  speeds  aforesaid" — which  he  has  previ- 
ously described  to  be  eight  to  one — '*  and  in  the  completely 
saturated  state  aforesaid,  the  fibres  themselves  are  pulled 
asunder  and  require  to  be  twisted  immediately,  or  the  con- 
tinuity of  the  thread  would  be  destroyed."  And  again  in 
specifying  his  claim  he  declares  that  that  which  he  claims 
as  his  invention  in  resjiect  of  improved  machinery  for  spin- 
ning flax,  hemp  and  other  fibrous  substances,  is  a  certain 
trough  which  he  has  described,  and  the  placing  the  drawing 
and  retaining  rollers  nearer  to  each  other  than  they  have 
before  been  placed,  say  within  two  and  a  half  inches  of  each 
other,  for  the  purpose  aforesaid. 

From  this  specification  it  appears  to  have  been  known  to 
the  plaintiff  that  the  fibres  which  were  to  be  spun  after 
maceration  would  be  pulled  asunder  by  drawing  in  his 
manner,  and  require  to  be  twisted  immediately  to  prevent 
the  continuity  of  the  thread  being  destroyed  ;  and  there- 
fore he  placed  the  drawing  and  retaining  rollers  very  near 
to  each  other. 

He  has  declared  that  this  placing  of  the  rollers  consti- 
tutes the  principal  improvement  in  the  spinning  ma- 
chinery ;  and  among  the  things  which  he  claims  as  his 
invention  is  this  placing  of  the  rollers  nearer  to  each  other, 
"  nearer  than  they  have  been  placed,  say  within  two  and  a 
half  inches,  for  the  purpose  aforesaid."  And  it  is  endorsed 
on  the  postea  by  the  learned  judge  before  whom  the  issue 
was  tried,  that  **  before  the  granting  of  the  patent  it  was 
not  loiown  that  flax  could  be  spun  by  means  of  maceration, 
as  having  a  short  fibre,  at  a  reach  of  two  and  a  half  inches." 
But  in  various  sorts  of  spinning  machines  which  were  used 
before  the  granting  of  the  patent,  there  were  slides  by 
which  the  reach  was  varied  according  to  the  length  of  the 
staple  or  fibre ;  "  for  cotton-spinning,  the  reach  varied 
from  seven  eighths  to  an  inch  and  a  quarter  ;  for  tow-spin- 
ning, from  four  to  nine  inches  ;  for  worsted-spinning,  from 
five  to  fourteen  inches ;  for  flax  or  line  spinning,  from 
fourteen  to  thirty-six  inches ;"  so  that  machinery  by  which 
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the  reach  was  varied  from  leiss  than  an  inch  to  thirty-six 
inches  was  known  before  the  granting  of  the  patent. 

The  plaintiff  has  fonnd  that  a  reach  of  two  and  a  half 
inches  or  thereabouts  is  well  adapted  for  spinning  flax  pre- 
pared for  spinning  by  his  process  of  maceration  ;  and  the 
question  is  reduced  to  this — whether  his  adopting  that 
particular  length  of  reach  for  the  purpose  of  applying  it  to 
the  spinning  of  flax  so  prepared  is  to  be  considered  an  im- 
proved machinery  in  respect  of  which  this  patent  can  be 
held  to  be  valid ;  and  I  am  of  opinion  that  it  cannot. 

I  concur  entirely  with  the  learned  judges,  and  see  no 
reason  to  think  that  any  other  result  would  follow  from 
further  investigation. 

Being  of  opinion  that  the  patent  is  invalid,  it  follows 
that  the  bill  must  be  dismissed.  I  have  considered  the 
question  of  costs,  and  I  think  that  I  ought  to  make  no 
order  with  respect  to  the  costs  of  the  issue  ;  but  the  plain- 
tifl  must  pay  the  costs  of  this  suit  and  of  the  case. 

Bill  dismissed. 


BACON  V.  JONES. 
Chanoery,  July  26,  1839. 

(4  Mylne  &  C.  488.) 

Practice  in  Eqidty.    Retaining  Injunction  BiU  to  give  Time 

for  Proving  LegaZ  Title. 

In  August,  1885,  a  patentee  filed  a  bill  to  restrain  an  alleged  infringement  of 
his  patent,  and  the  defendant  having  by  his  answer  denied  the  validity  of  the 
patent,  and  also  the  fact  of  the  alleged  infringement,  the  plaintiff  made  no 
interlocutory  application  for  an  injunction,  but  went  into  evidence  in  support 
of  his  case,  and  in  May,  1880,  brought  the  cause  to  a  hearing.  The  Master  of 
the  Rolls,  being  of  opinion  that  the  plaintiff  upon  the  evidence  had  not  made 
out  a  case  which  would  have  supported  an  injunction  if  applied  for  in  the  in- 
terlocutory stage,  refused  to  give  him  an  opportunity  of  establishing  his  title  at 
law  by  retaining  the  bill  with  liberty  to  bring  an  action,  and  dismissed  tlic 
bill  with  costs  ;  and  the  Lord  Chancellor,  on  appeal,  affirmed  this  decision. 

Consideration  of  the  principles  and  practice  of  the  court  in  granting  injunc- 
tions in  patent  cases  upon  interlocutory  motions  and  at  the  hearing. 

Appeal  from  order  dismissing  bill  for  injunction. 
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This  suit  was  instituted  in  August,  1835,  to  establish  the 
plaintiflPs  exclusive  right  to  a  patent  for  the  manufacture 
of  a  gas-lamp  burner  of  an  improved  construction,  called 
'  *  the  patent  double  cone  gas-burner. ' '  The  bill  alleged  that 
from  the  time  of  granting  the  letters  patent,  which  were 
dated  July  2,  1829,  until  the  acts  of  infringement  com- 
plained of,  the  plaintiffs,  or  those  under  whom  they  claimed, 
had  been  in  the  sole  and  undisturbed  enjoyment  of  the 
patent  right ;  but  that  the  defendants  had  recently  infringed 
the  patent  by  manufacturing  and  selling  gas-burners  con- 
structed on  the  same  principle,  and  which  were  counterfeits 
or  imitations  of  the  gas-burners  of  the  plaintiffs ;  and  it 
prayed  that  the  defendants  might  account  for  the  profits 
which  they  had  made  by  the  sale  of  burners  so  piratically 
manufactured,  and  might  be  perpetually  restrained  by  in- 
junction from  infringing  the  patent  in  future. 

After  the  biU  was  on  the  file,  the  plaintiffs  did  not  apply 
for  any  interlocutory  injunction ;  but  upon  the  answers 
coming  in,  denying  the  validity  of  the  patent  and  the  fact 
of  the  alleged  infringement,  they  filed  a  replication  and 
went  into  evidence  to  prove  the  originality  and  usefulness 
of  the  patent  invention,  and  the  acts  of  alleged  piracy  with 
which  they  sought  to  fix  the  defendants.  They  afterward 
brought  on  the  cause  to  a  hearing,  when  the  Master  of  the 
Rolls  made  a  decree  dismissing  the  bill  with  costs. 

The  plaintiffs  now  appealed  against  that  decree. 

The  nature  of  the  invention  and  the  particular  circum- 
stances of  the  case  are  stated  in  detail  in  the  report  of 
Bacon  v.  Spottiswoode,  antSj  May  4,  1839. 

Richards^  ParTcefi^  and  Johnes  for  the  appeal. 

Wigram  and  Simons  in  support  of  the  decree. 

Upon  the  argument  of  the  appeal,  three  questions  were 
made:  1.  Whether  the  patent,  being  for  a  principle,  was 
not  void  upon  that  ground  ;  2.  Assuming  the  patent  to  be 
good,  whether  there  had  in  fact  been  any  infringement,  the 
burner  of  the  defendants  being,  as  was  contended,  of  a 
totally  different  construction  from  that  of  the  plaintiffs ; 
3.  Whether  the  plaintiffs,  by  omitting  for  the  four  years 
during  which  their  bill  was  on  the  file  to  apply  for  an  inter- 
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locutory  injunction,  had  not  absolutely  deprived  themselves 
of  the  right  to  ask  for  relief  at  the  hearing,  it  being  con- 
tended that  the  injunction  could  only  proceed  upon  the 
foundation  of  a  legal  title,  which  title  had  not  yet  been 
established,  and  that  an  account  was  only  given  as  incident 
and  consequential  to  the  injunction.  With  reference  to  the 
third  point,  upon  which  the  Lord  Chancellor's  judgment 
entirely  turned,  the  following  cases  were  referred  to :  Jesus 
College  V.  Bloome,  3  Atk.  262 ;  Smith  v.  Cooke,  id.  878 ; 
Turner  v.  Winter,  1  antey  43 ;  The  Universities  of  Oxford 
and  Cambridge  v.  Eichardson,  6  Ves.  689 ;  Baskett  v.  Par- 
sons, id.  699  ;  Barry  v.  Barry,  1  J.  &  W.  651 ;  Baily  v.  Tay- 
lor, 1  Russ.  &  Mylne,  73 ;  Crosley  v.  The  Derby  Gas-light 
Company,  2  ante^  p.  513 ;  Millington  v.  Fox,  3  Mylne 
&  Craig,  338.  The  plaintiffs  insisted  that  if  the  evidence  was 
not  sufficiently  strong  to  entitle  them  at  once  to  a  i)erpetual 
injunction,  yet  at  aU  events  the  biU  ought  to  be  retained 
for  a  year,  with  liberty  to  bring  an  action  at  law  in  the 
mean  time. 

Lord  CoTTENHAM,  L.  C.  The  jurisdiction  of  this  court 
is  founded  upon  legal  rights,  the  plaintiff  coming  into 
this  court  on  the  assumption  that  he  has  the  legal  right, 
and  the  court  granting  its  assistance  on  that  ground. 
When  a  party  applies  for  the  aid  of  the  court,  the  applica- 
tion for  an  injunction  is  made  either  during  the  progress  of 
the  suit  or  at  the  hearing  ;  and  in  both  cases,  I  apprehend, 
great  latitude  and  discretion  are  allowed  to  the  court  in 
dealing  with  the  application.  When  the  application  is  for 
an  interlocutory  injunction,  the  court  may  at  once  grant 
the  injunction,  simpliciter^  without  more — ^a  course  which, 
though  i)erfectly  comj)etent  to  the  court,  is  not  very  likely 
to  be  taken  where  the  defendant  raises  a  question  as  to  the 
validity  of  the  plaintiff's  title  ;  or  it  may  follow  the  more 
usual,  and,  as  I  apprehend,  more  wholesome  practice,  in 
such  a  case,  of  either  granting  an  injunction,  and  at  the 
same  time  directing  the  plaintiff  to  proceed  to  establish  his 
legal  title,  or  of  requiring  him  first  to  establish  his  title  at 
law,  and  suspending  the  grant  of  the  injunction  until  the 
r^ult  of  the  legal  investigation  has  been  ascertained,  the 
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defendant  in  the  mean  time  keeping  an  account.  Which  of 
these  several  courses  ought  to  be  taken  must  depend  en- 
tirely upon  the  discretion  of  the  court,  according  to  the 
case  made. 

When  the  cause  comes  to  the  hearing,  the  court  has  also 
a  large  latitude  left  to  it,  and  I  am  far  from  saying  that  a 
case  may  not  arise  in  which,  even  at  that  stage,  the  court 
will  be  of  opinion  that  the  injunction  may  properly  be 
granted  without  having  recourse  to  a  trial  at  law.  Again, 
the  court  may,  at  the  hearing,  do  that  which  is  the  more 
ordinary  course' ;  it  may  retain  the  bill,  giving  the  plaintiif 
the  opportunity  of  first  establishing  his  right  at  law.  There 
remains  a  third  course,  the  propriety  of  which  depends  on 
the  circumstances  of  the  case,  viz.,  that  of  at  once  dismiss- 
ing the  bill. 

Generally  speaking,  a  plaintiff  who  brings  his  cause  to 
a  hearing  is  expected  to  bring  it  on  in  such  a  state  as  will 
enable  the  court  to  adjudicate  upon  it,  and  not  in  a  state  in 
which  the  only  course  open  is  to  susi)end  any  adjudication 
until  the  party  has  had  an  opportunity  of  establishing  his 
title  by  proceeding  before  another  tribunal.  And  I  think 
the  court  would  take  a  very  improper  course  if  it  were  to 
listen  to  the  plaintiff  who  comes  forward  at  the  hearing  and 
asks  to  have  his  title  put  in  a  train  for  investigation,  with- 
out stating  any  satisfactory  reason  why  he  did  not  make 
the  application  at  an  earlier  stage.  When  he  comes  for- 
ward upon  an  interlocutory  motion  the  court  puts  the 
parties  in  the  way  of  having  their  legal  title  investigated 
and  ascertained  ;  but  when  a  plaintiff  has  neglected  to  avail 
himself  of  the  opportunity  thus  afforded,  it  becomes  a  mere 
question  of  discretion  how  far  the  court  wiU  assist  him  at 
the  hearing,  whether  it  will  then  assist  him  at  all. 

If,  indeed,  any  circumstances  had  occurred  to  deprive 
him  of  that  opportunity  in  the  progress  of  the  cause,  the 
question  might  have  been  different ;  but  in  this  case  I  have 
not  heard  any  reason  suggested  why  the  plain  and  ordinary 
course  was  not  taken  by  the  plaintiffs,  of  previously  estab- 
lishing their  right  at  law.  They  might  have  brought  their 
action  before  filing  the  bill,  or  they  might,  after  the  bill 
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was  on  the  file,  have  had  their  right  pnt  in  a  train  for  trial. 
Instead  of  that,  they  have  allowed  the  suit  to  remain  per- 
fectly useless  to  them  for  the  last  four  years.  They  knew 
of  the  alleged  infringement  in  the  month  of  August,  1835  ; 
and  from  that  time  till  the  hearing  there  was  no  moment 
at  which  they  might  not,  by  applying  to  the  court,  have 
had  liberty  to  bring  an  action  to  establish  their  title  at  law. 

It  is  obvious  that  such  a  line  of  proceeding  exjKyses  a  de- 
fendant to  incx)nveniences  which  are  by  no  means  necessary 
for  the  protection  of  the  plaintiff.  It  is  no  trifling  grievance 
to  a  defendant  to  have  a  Chancery  suit  hanging  over  him 
for  four  years,  in  which,  if  the  court  shall  so  determine  at 
the  hearing,  he  will  have  to  account  for  all  the  profits  he 
has  been  making  during  the  intermediate  i)eriod.  Is  a  de- 
fendant to  be  subject  to  this  annoyance  without  any  abso- 
lute necessity,  or  even  any  proportionate  advantage  to  his 
adversary,  and  without  that  adversary  being  able  to  show 
any  reason  why  he  did  not  apply  at  an  earlier  time  ?  It 
appears  to  me  that  it  would  be  very  injurious  to  sanction 
such  a  practice,  more  especially  when  I  can  find  no  case  in 
which  the  court  has  thought  it  right  to  retain  a  biU  simply 
for  the  purpose  of  enabling  a  plaintiff  to  do  that  which 
these  plaintiffs  might  have  done  at  any  time  within  the 
last  four  years. 

It  was  much  more  regular  and  proi)er  that  the  plaintiff 
should  have  taken  steps  for  putting  the  legal  right  in  a 
course  of  trial.  Those  steps  they  have  not  chosen  to  take  ; 
and  it  is  now  impossible  to  put  the  defendants  in  the  same 
position  in  which  they  would  have  stood  if  such  a  course 
had  been  originally  adopted. 

For  these  reasons  I  am  of  opinion  that  the  Master  of 
RoUs,  finding  that  the  evidence  in  the  cause  was  not  such 
as  he  could  act  upon  with  safety,  came,  in  the  exercise  of 
his  discretion,  to  a  sound  conclusion,  when  he  refused  to 
grant  the  injunction  or  retain  this  bill. 

I  have  purposely  abstained  from  saying  anything  as  to 
the  legal  rights  of  the  parties,  because  I  do  not  think  the 
caae  is  in  such  a  state  as  to  enable  me  to  adjudicate  upon  it. 

The  api)eal  must  be  dismissed  with  costs. 
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ELGIE  V.  WEBSTER. 
Exchequer,  BUch.  T.,  1839. 

(5  Mee.  &  W,  518.) 

Contracts,    ff^iat  constitutes  a  Partnership. 

By  an  agreement  in  writing,  W.  agreed  with  E.  to  advance  him  a  sum  of 
money  for  the  purpose  of  manufacturing  and  perfecting  certain  inventions ; 
and  it  was  agreed  that  if  the  inventions  should  become  of  public  or  private  use 
W.  should  be  entitled  to  one  third  of  the  profits  of  the  invention.  The  agree- 
ment contained  an  express  promise  on  the  part  of  E.  to  repay  the  sum  of  money 
advanced  by  W.  Held,  in  an  action  brought  by  W.  to  recover  the  money  thus 
advanced,  that  this  agreement  did  not  constitute  a  partnership  between  the 
parties  with  resi)ect  to  that  stun. 

Motion,  pursuant  to  leave  reserved,  to  enter  a  nonsuit. 

This  was  an  action  of  debt  to  recover  a  sum  of  £59, 
money  lent,  and  on  an  account  stated,  to  which  the  defend- 
ant pleaded  nunquaTn^  indebitatus.  At  the  trial  before 
Lord  Abinger,  C.  B.,  at  the  Middlesex  sittings  after  Trinity- 
Term,  the  plaintiff  rested  his  case  on  the  following  agree- 
ment to  the  following  effect :  ' '  Memorandum  of  an  agree- 
ment made  November  7,  1835,  between  W.  Webster  and 
G.  J.  Elgie.  Whereas,  Webster  has  had  it  in  contempla- 
tion to  manufacture,  mature  and  perfect  two  inventions  for 
registering  of  the  distances  of  carriages  travelling,  and  for 
ascertaining  and  registering  the  number  of  persons  going 
into  and  out  of  omnibuses,  .  .  .  had  applied  to  the  said 
Elgie  to  advance  him  the  moneys  necessary  for  those  pur- 
poses, and  had  agreed  that  if  he  accomplished  the  said  two 
inventions,  and  they  should  become  of  public  or  private 
use,  Elgie  should  be  entitled  to  one  third  part  or  share  of 
the  same.  And  whereas  accordingly  Elgie  had  advanced 
Webster  the  sum  of  £59  up  to  this  day,  which  he  admitted 
and  hereby  promised  to  pay,  it  was  therefore  agreed,  etc., 
that  Elgie  should  be  entitled  to  one  third  part  and  share  of 
the  two  inventions  and  of  all  profits  and  advantages  to  arise 
and  be  made  therefrom,  independent  of  the  payment  of  the 
sum  of  £59  so  advanced  and  lent  as  aforesaid.    And  Elgie 
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agreed  that  in  case  the  inventions  or  either  of  them  should 
be  called  for  and  come  into  public  use  he  would  advance 
all  money  required  for  the  manufacture  of  the  same  upon 
being  allowed  the  repayment  of  such  advances  out  of  the 
moneys  to  arise  and  be  received  for  the  same,  together  with 
interest,  before  any  division  of  the  profits  should  take 
place.  And  it  was  further  agreed  that  in  case  the  inven- 
tions should  be  sold,  or  either  of  them,  or  any  premium 
shall  be  received  for  them,  such  premium  and  purchase 
money  shall  be  equally  divided. ' '    Signed  by  the  two  parties. 

It  was  objected  on  the  part  of  the  defendant  that  the 
effect  of  the  above  agreement  was  to  constitute  a  partner- 
ship between  the  contracting  parties,  and  consequently  to 
prevent  their  suing  each  other  in  respect  of  the  matters 
contained  in  the  agreement.  The  jury,  by  the  direction  of 
the  learned  judge,  found  a  verdict  for  the  plaintiflf,  the  de- 
fendant having  leave  to  move  to  enter  a  nonsuit. 

Oodson  now  moved  accordingly,  and  contended  that  this 
agreement  constituted  a  partnership  between  the  parties  as 
to  the  sum  of  £69,  for  which  the  action  was  brought. 

By  the  Court.  This  is  an  agreement  to  pay  the  sum  of 
£69  at  all  events,  although,  in  consideration  of  that  ad- 
vance, the  plaintiff  agrees  to  give  the  defendant  a  share  of 
the  profits  if  any  should  arise.  There  might  be  a  question 
whether  a  partnership  was  not  created  by  this  agreement, 
as  to  the  subsequent  profits  and  the  sums  of  money  agreed 
to  be  afterward  advanced  by  the  plaintiff  for  the  purpose  of 
carrying  out  the  inventions.  But  the  express  promise  to 
pay  this  specific  sum  at  all  events  takes  away  the  objection 
of  that  forming  a  part  of  any  partnership  fund. 

Bule  refused. 
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GILLETT  V.  WILBY. 
Oommon  Pleas,  N.  P.,  Mich.  Vao.|  1839. 

(1  Web.  P.  C.  270  ;  2  Carp.  P.  C.  540.) 

Infringement  of  Patent  for  Improvements,  Legality  of 
Patent.  Experim^entaZ  Use.  Certificate  of  Validity  under 
6  and  6  WUl.  IK,  c,  83,  s.  3. 

In  a  suit  for  infringement,  the  defence  that  the  patent  is  illegal  must  be 
pleaded  specially.    Notice  of  the  objection  is  not  sufficient. 

Though  all  the  improvements  claimed  must  be  shown  by  the  plaintiff  to  be 
new,  an  imitation  of  one  constitutes  an  infringement. 

Experimental  use  by  the  patentee  is  not  prior  public  use. 

Where  the  verdict  was  for  the  plaintiff  on  the  issue  raised  by  j^ea  of  want  of 
novelty,  held,  t  hat  he  was  entitled  to  a  certificate  of  validity  under  5  and  6 
Will.  IV.,  c.  83,  B.  8. 

Trial  of  an  action  for  Infringement. 

The  plaintiffs  in  their  declaration  complained  of  an  in- 
fringement by  the  defendant  of  a  patent  they  had  obtained 
December  21,  1836,  for  certain  improvements  in  a  cabriolet. 
The  pleas  were  :  1.  The  general  issue  ;  2.  That  the  alleged 
improvements  were  not  new  ;  and  3.  That  the  plaintiffs 
were  not  the  true  and  first  inventors. 

The  allegation  in  the  declaration  was  that  the  defendant 
unlawfully,  etc. ,  did  use  and  put  in  practice  one  of  the  said 
description  of  vehicles  called  cabriolets,  with  the  said  im- 
provements, and  that  the  cabriolet  so  used  by  the  defend- 
ant did  imitate  and  resemble  the  said  improvements. 

The  patent  and  specification  were  put  in,  from  which  it 
appeared  that  there  were  five  different  things  which  the 
plaintiffs  claimed  as  their  invention. 

Ball^  for  the  defendant,  was  contending  that  the  patent 
was  illegal. 

Hill^  for  the  plaintiffs,  objected  to  this  line  of  argument, 
on  the  ground  that  there  was  not  an  issue  to  which  it  could 
apply. 

CoLTMAN,  J.  If  such  a  defence  were  intended  to  be  re- 
lied on,  it  ought  to  have  been  specially  pleaded. 

-BaK  submitted  that  under  the  statute  (5  and  6  Will.  IV., 
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GILLETT  AND  CHAPMAN'S  SPECIFICATION. 

^-z-  ISitHf  KNOW  YEy  that  in  compliance  with  the  said  pro- 

==  viso,  we,  the  said  William  Stedman  Gillett  and  John  Chap- 

\^  man,  do  hereby  declare  the  nature  of  our  Invention,  and 

\  the  manner  in  which  same  is  to  be  performed,  are  fully  de* 

scribed  and  ascertained  in  and  by  the  following  statement 
thereof,  reference  being  had  to  the  Drawings  hereunto  an- 
nexed, and  to  the  figures  and  letters  marked  thereon,  that 
is  to  say : — 
Our  Invention  relates, — 

First,  to  the  application  of  a  driving  seat  or  box  (or  such 
like  convenient  support  for  the  driver)  to  the  back  of  such 
description  of  two- wheeled  one-horse  vehicles  as  are  so  con- 
structed that  the  passengers  enter  in  front,  and  suitable  for 
cabs. 
Secondly,  in  a  mode  of  applying  and  working  of  a  win- 
^  dow  or  blind  to  cabs. 

Thirdly,  in  the  mode  of  applying  a  safety  frame  to  cabs. 
'^  Fourthly,  a  mode  of  applying  the  springs  of  two- wheeled 

^  one-horse  vehicles  used  as  cabs. 

Fifthly,  in  a  mode  of  applying  a  suitable  instrument  to 

cabs,  to  ascertain  the  distance  at  any  time  gone  by  the  cab, 

whereby  the  same  may  be  indicated  to  the  passenger  and  to 

the  owner  of  the  vehicle,  and  thus  produce  a  check  on  the 

\  driver. 

And  in  order  that  our  Invention  may  be  most  fully  under- 
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stood,  and  readily  carried  into  effect,  we  will  proceed  to 
describe  the  Drawings  hereunto  annexed. 

Description  op  the  Drawino. 

Figure  1  represents  the  side  view  of  a  cab  having  parts  of 
our  improvements  applied  thereto.  Figure  2,  a  back  view. 
Figure  3  is  a  plan  partly  in  section.  Figure  4  is  a  section 
of  part  of  the  body  of  the  vehicle  ;  and  Figure  5  shews  part 
of  a  front  view.  In  each  of  these  figures  the  said  letters 
of  reference  indicate  similar  parts  ;  a,  a,  being  an  ordinary 
cranked  axle  ;  &,  by  wheels,  which  from  the  arrangement  of 
the  various  parts  we  are  enabled  to  have  of  large  dimen- 
sions, as  is  shewn,  c,  c,  the  two  side  springs  which  are 
affixed  to  the  axle,  and  connected  to  the, iron  standards  <2, 
which  are  affixed  to  the  body  of  the  vehicle  and  to  the 
under  or  what  we  call  the  safety  frame  ^,  it  offering  a  sup- 
port in  the  event  of  a  wheel  coming  off,  or  of  a  horse  falling 
or  rearing,  as  will  readily  be  understood  on  inspecting  the 
Drawing  ;  such  framing  also  carries  the  shafts,  and  also  a 
platform  for  the  passengers  to  step  on  in  entering  the 
vehicle ;  and  it  will  be  seen  that  this  safety  frame  is  (to- 
gether with  the  shafts  and  body  of  the  vehicle  and  driver's 
seat)  carried  by  the  springs.  /,  /,  are  two  doors,  which  we 
prefer  should  resi)ectively  open  towards  the  wheels,  thus 
offering  protection  to  the  passenger  in  the  act  of  entering, 
and  prevent  the  dirt  or  mud  on  the  wheels  being  touched 
by  the  clothes  or  dress  ;  and  there  should  be  suitable  straps 
to  prevent  the  doors  opening  too  wide,  as  is  well  understood 
by  carriage  builders,  g  isa  projecting  piece  of  timber  or 
framing  affixed  to  the  under  part  of  the  body  of  the  vehicle, 
to  which  the  spring  h  is  affixed,  as  is  clearly  shewn  in  the 
Drawing,  i  is  a  small  box  on  which  the  driver's  feet  are 
placed  either  in  sitting  or  standing,  into  which  may  be 
stowed  a  feed  of  com  or  hay.  J  is  the  driver's  seat.  A:,  ky 
are  hooks,  on  which  he  can  place  his  reins  ;  and  &  is  a  sup- 
port at  the  front  for  the  reins.  And  it  should  be  stated 
that  in  making  or  constructing  such  a  vehicle,  care  should 
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be  observed  that  the  weight  on  the  horse  should  be  as  little 
as  possible,  and  for  this  purpose  that  the  carriage  should 
be  as  nearly  as  possible  in  a  state  of  balance  on  the  axle 
when  the  driver  is  in  his  seat ;  hence  when  passengers  are 
in  the  vehicle,  they  sitting  directly  over  the  axle,  will  not 
materially  alter  the  balance,  hence  the  horse  will  not  have 
to  bear  much  weight  on  his  back,  which  is  important  in 
such  vehicles  as  cabs,  which  are  required  to  go  at  consider- 
able speed.  ?,  f ,  are  steps  for  the  driver  to  his  seat.  By 
this  application  of  means  of  driving  from  behind,  the  front 
of  the  cab  is  left  open,  and  the  view  from  within  is  unin- 
terrupted ;  in  addition  to  which  passengers  may  enter  and 
leave  the  cabs  with  greater  facility  than  when  the  dri  ver*  s 
box  was  at  the  top,  and  the  feet  of  the  driver  descending  in 
front  of  the  passengers,  which  is  a  construction  of  carriage 
now  in  general  use.  w  is  an  opening  in  the  head  or  upper 
part  of  the  body  of  the  vehicles,  there  being  a  door  or  cover, 
by  which  means  the  driver  can  conveniently  communicate 
with  the  passengers,  or  the  passengers  with  the  drivers. 
We  would  remark,  that  although  we  have  shewn  an 
arrangement  of  axle,  wheels,  springs,  shafts,  and  body  of  a 
carriage,  and  such  an  one  as  we  consider  the  most  suitable 
for  the  purposes  of  a  cab,  at  the  same  time  we  do  not  con- 
fine our  Invention  to  the  use  of  such  combination,  as  varia- 
tions may  be  made,  neither  do  we  claim  the  same  when  un- 
combined  with  parts  constituting  our  Invention,  n,  o,  are 
two  glazed  frames  or  windows,  the  upper  one  n  moving  on 
suitable  axes  at  each  side  of  the  body  of  the  vehicle,  as  is 
clearly  shewn  ;  on  one  end  there  is  affixed  a  cranked  handle, 
by  which  the  driver  can  from  without  give  motion  to  the 
glazed  frames  ti,  <?,  to  open  or  close  it.  The  frames  %  o, 
are  hinged  together,  as  is  shewn  in  the  Drawing,  they -are 
therefore  capable  of  folding  up.  ^  is  a  curved  inclined 
plane,  one  on  each  side  of  the  body  of  the  carriage,  against 
which  the  projection  q  of  the  frame  o  rests  when  down,  and 
in  the  operation  of  folding  the  frames  the  projections  q 
slide  along  the  curved  inclined  planes  tiU  such  time  as  the 
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arms  r,  which  are  affixed  to  the  frame  o,  come  in  contact 
with  the  curved  surfaces  5,  fixed  at  the  top  of  the  carriage, 
but  on  the  inside.  By  this  means,  when  the  handle  is 
moved  in  the  direction  of  the  arrow,  the  frames  n,  o,  will 
fold  up  within  the  carriage,  and  will  be  retained  in  such 
position  by  the  stud  t  on  the  crank,  being  held  by  the 
spring  catch  ??,  or  by  any  other  suitable  catch,  and  the  pas- 
senger will  also  be  able  to  open  or  close  the  frames  ti,  o, 
from  within,  as  the  catch,  although  suitable  to  hold  the 
crank  handle  from  moving,  will  readily  give  way  when  the 
hand  is  applied  to  the  frame  o  by  the  passenger  within,  or 
to  the  crank  handle  by  the  driver  from  without.  In  com- 
bining the  safety  frame  and  mode  of  entrance  in  front  for 
passengers  suspended  on  springs  in  combination  with  the 
body  of  the  carriage,  having  the  driver's  seat  on  the  top 
and  at  the  front  of  the  vehicle,  in  contradistinction  to  the 
mode  of  applying  such  frame  to  the  axle  as  now  employed, 
and  only  suspending  the  body  of  the  carriage  of  springs, 
with  the  driver's  seat  on  the  top  and  in  front  thereof,  it 
will  be  desirable  to  have  the  carriage  in  a  state  of  balance 
on  its  axle,  as  is  described  when  the  driver  is  behind ;  in 
order  to  accomplish  this  object,  the  cranked  axle  is  to  be  so 
formed  that  the  springs  may  be  horizontal,  and  the  cranked 
axle  stand  off  at  an  angle,  as  is  shewn  in  the  Drawing  ;  and 
in  whatever  way  the  axle  is  arranged,  whether  vertically, 
as  when  driving  from  behind,  or  at  an  angle  when  driving 
from  a  seat  in  front,  and  at  or  near  the  top  of  the  vehicle, 
the  springs  are  to  be  so  arranged  that  the  side  springs  and 
back  springs  are  above  the  passenger's  seat,  as  is  shewn  in 
the  Drawing,  by  which  eaae  and  comfort  will  be  obtained 
to  the  passenger ;  and  such  mode  of  placing  the  three 
springs  forms  one  feature  of  novelty  in  cabs. 

We  will  now  describe  the  fifth  part  of  our  Invention, 
which,  as  before  stated,  relates  to  a  mode  of  applying  an 
instrument  to  cabs  for  measuring  the  distance  passed  over. 
Figure  6  shews  a  back  view  of  part  of  a  cab  axle,  and  the 
nave  of  a  wheel,  to  which  are  applied  part  of  the  apparatus 
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for  giving  motion  to  a  series  or  train  of  wheels  on  the 
movements  of  the  wheels  of  the  cab  along  the  road.  Figure 
7  is  a  plan  of  Figure  6.  Figure  8  is  a  section  of  the  axle 
and  parts  of  the  apparatus.  Figure  9  is  a  section  of  the 
seat  on  which  passengers  sit,  the  instrument  for  measuring 
distance  being  under  the  same.  Figure  10  is  a  section  of 
the  passenger's  seat,  looking  from  behind.  Figure  11,  plan 
of  the  instrument  for  measuring ;  its  position  under  the 
seat  of  the  passenger  is  more  clearly  seen  in  Figure  7. 
Figure  12  shews  the  graduated  face  of  the  instrument,  on 
which  is  indicated  the  distance  gone  ;  the  whole  of  this'  in- 
strument is  placed  under  the  passenger's  seat,  and  is  to  be 
inclosed,  that  the  driver  cannot  interfere  with  the  appa- 
ratus. 

This  apparatus  consists  of  a  train  of  wheels  as  is  well  un- 
derstood, and  is  clearly  represented  in  the  Drawing,  and 
form  no  part  of  our  Invention,  which  relates  only  to  the 
mode  of  actuating  the  same  by  the  motion  or  travelling  of 
the  cab,  notwithstanding  the  varying  distances  at  which 
the  body  of  the  vehicle,  and  consequently  the  seat  of  the 
passenger,  may  be  in  respect  to  the  axle  of  the  wheels  of 
the  cabs,  owing  to  the  play  on  the  springs.  On  the  nave 
of  one  of  the  wheels  is  affixed  an  eccentric  A,  which  also 
constitutes  one  of  the  hoops  of  that  nave.  B,  B,  are 
brackets  which  are  affixed  to  the  axle  and  side  spring  of 
the  vehicle.  C  is  a  sliding  bar  which  is  bent  at  the  two 
ends  so  as  at  all  times  to  touch  and  be  worked  by  the  eccen- 
tric A,  and  the  bar  is  further  bent  in  order  to  be  out  of  the 
way  of  the  cranked  axle  of  the  vehicle.  It  will  readily  be 
seen  that  in  the  revolution  of  the  wheel  of  the  cab  the  bar 
C  will  be  slided  to  and  fro,  and  by  the  means  hereafter  de- 
scribed such  motion  is  communicated  to  the  train  of  wheels 
for  measuring  the  distance  gone  by  the  cab.  D  is  a  lever 
moving  on  a  fulcrum  at  D*.  This  lever  is  forked  at  its  end, 
as  is  shewn  at  Figure  7,  and  embraces  the  curved  plate  E 
affixed  to  the  bar  C,  such  plate  being  curved  in  order  to 
allow  for  the  lengthening  of  the  spring  when  pressed  down. 


A.D.  1836 -N*  7266. 


OUlett  A  Chapman's  ImprovemerUa  in  Cabs, 


F  is  a  spring  which  at  all  times  presses  the  lever  D  to  its 
work.  At  the  other  end  of  the  lever  is  attached  by  a  pin 
joint  the  connecting  rod  G,  which  at  the  other  end  is 
attached  by  a  pin  joint  to  the  arm  on  the  axis  or  spindle 
H,  moving  in  suitable  bearings.  I  is  another  arm  afl^ed 
to  the  spindle  H,  and  on  the  end  of  such  arm  I  is  formed 
the  plate  J,  which  is  formed  into  an  inclined  plane  and  the 
arc  of  a  circle  (by  which  means,  notwithstanding  the  vary- 
ing distances  of  the  axle  and  the  instrument  for  measuring, 
the  parts  wiU  work  correctly),  which,  acting  under  the 
cranked  end  of  the  driver  K,  moves  the  ratchet  wheel  L,  of 
sixty  teeth,  one  tooth  for  each  revolution  of  the  wheel  on 
the  road,  the  cab  wheels  being  five  feet  in  diameter,  on  the 
axis  of  which  ratchet  wheel  is  affixed  a  pinion  of  twenty 
teeth,  which  takes  into  and  drives  the  wheel  M,  of  fifty-six 
teeth.  On  the  axle  of  the  wheel  M  is  affixed  the  screw  N, 
which  takes  into  and  drives  the  wheel  O,  of  ninety  teeth, 
and  on  to  the  axis  of  the  wheel  O  is  affixed  the  hand  of  the 
dial  or  graduated  face,  which  is  graduated  to  measure  forty- 
five  miles.  The  bearing  and  mode  of  fixing  of  the  same 
being  clearly  shown  in  the  Drawing,  no  further  description 
wiU  be  necessary. 

In  case  it  be  desired  to  have  a  dial  to  be  seen  by  the  pas- 
senger, we  apply  the  following  additional  apparatus  :  —On 
the  axle  of  the  wheel  M  is  affixed  a  cam  P,  which  in  its 
revolution  actuates  the  lever  Q,  moving  on  a  fulcrum  at 
Q',  and  to  the  other  end  of  the  lever  Q  is  attached  by  a  pin 
joint  the  connecting  rod  R,  which  wiU  require  to  be  bent, 
in  order  to  lie  within  a  tube  at  the  back  of  the  carriage,  and 
under  the  lining  thereof ;  this  rod  R,  at  the  other  end,  is 
attached  to  the  axle  of  a  double  lever  driver  S,  by  means  of 
an  arm  which  is  affixed  to  and  projects  from  such  axle  of 
the  lever  driver,  the  axle  moving  in  suitable  bearings, 
as  is  clearly  shown  in  the  Drawing  ;  hence  the  up  and  down 
movement  communicated  by  the  rod  R  will  cause  the  lever 
drivers  S  to  move  and  alternately  act  on  the  teeth  of  the 
wheel  T,  which  is  on  the  axle  V,  and  W  is  a  ratchet  wheel 
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affixed  to  the  wheel  T,  and  moves  therewith ;  there  being 
clicks  or  catches  X  will  prevent  the  ratchet  wheel  moving 
in  more  than  one  direction ;  these  clicks  or  catches  are 
affixed  to  the  axis  V,  and  are  capable  of  moving  therewith 
(such  motioh  being  obtained  by  the  friction  of  the  wheels 
T,  W,  against  the  wheel  carrying  the  clicks),  whilst  the 
wheels  T,  W,  can  move  independent  of  the  axle,  they  being 
actuated  by  the  progress  of  the  vehicle.  Y  is  a  dial  or  face 
within  view  of  the  i)assenger,  but  to  be  enclosed  in  a  glazed 
frame  so  as  not  to  be  touched.  The  dial  or  face  Y  is  affixed 
to  the  axle  D,  and  can  be  moved  therewith,  but  in  such 
movement  the  wheels  T  and  W  are  retained  by  the  lever 
driver,  and  at  the  same  time  the  face  or  dial  Y  can  only  be 
turned  back  in  order  when  a  passenger  gets  in  to  set  the 
]x>inter  at  zero,  the  clicks  or  catches  and  the  lever  drivers 
preventing  the  dial  being  turned  forward ;  hence  the  pas- 
senger cannot  be  cheated  by  the  driver  as  to  the  distance 
gone.  Z  is  a  face  or  dial  towards  the  driver,  there  being  a 
handle  and  pointer  affixed  to  the  axle  V  for  the  driver  to 
set  the  dials  at  zero  at  starting  with  a  passenger,  and  there 
is  a  stop  shown  in  the  Drawing  to  prevent  the  driver  forcing 
the  dials  back  beyond  zero.  The  dials,  it  will  be  seen,  are 
graduated  for  ten  miles.  It  will  be  evident  that  where  the 
cab  wheels  are  of  large  or  less  diameter,  allowance  must  be 
made  in  the  train  of  wheels  to  measure  the  distance  gone  by 
the  horse ;  and  we  would  remark,  that  variations  may  be 
made  in  the  arrangement  of  the  parts  without  departing 
from  our  Invention,  which  relates  to  the  mode  of  combining 
the  parts  which  actuate  the  train  of  wheels  correctly  not- 
withstanding the  varying  distances  between  the  axle  and 
the  position  in  which  the  measuring  instrument  is  placed. 

Having  thus  described  the  nature  of  our  Invention,  we 
w^ould  have  it  understood  that  we  do  not  claim  any  of  the 
parts  separately  nor  combined  other  than  is  herein  particu- 
larly  described  and  claimed  as  of  our  Invention ;  and  we 
do  claim, — 

First,  the  application  of  a  driving  seat  or  box  (or  such 
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like  convenient  support  for  the  driver)  to  the  back  of  such 
description  of  two- wheeled  one-horse  vehicles  as  are  so  con- 
structed that  the  passengers  enter  in  front,  and  suitable  for 
cabs  as  above  described. 

Secondly,  we  claim  the  mode  of  applying  and  working 
of  a  window  or  blind  to  cabs  from  the  outside,  as  above 
described. 

Thirdly,  the  applying  a  safety  frame  and  platform  (by 
which  the  passengei*s  enter  in  front)  on  springs  when  the 
driver^  s  seat  is  placed  either  at  the  back  or  on  the  top,  and 
in  front,  as  above  described.  But  we  do  not  claim  the  ap- 
plication of  such  safety  frame  and  platform  when  not  placed 
together  with  the  body  of  the  vehicle  on  springs  ;  neither 
do  we  claim  the  application  of  the  platform  by  which  the 
passengers  enter  in  front  when  on  springs  when  driven 
from  a  seat  at  the  side  as  has  been  done  in  a  cab  before. 

Fourthly,  the  mode  of  applying  the  side  and  back  springs 
of  cabs,  whereby  the  passenger's  seat  is  below  the  position 
of  the  springs,  as  above  described. 

Fifthly,  the  mode  of  communicating  the  motion  of  the 
whole  of  a  cab  to  a  suitable  train  of  wheelwc»rk  for  measur- 
ing the  distance  gone,  as  above  described. 

In  witness  whereof,  we,  the  said  William  Stedman 
Gillett  and  John  Chapman,  have  hereunto  set  our 
hands  and  seals,  this  Twenty-first  day  of  June,  in 
the  year  of  our  Lord  One  thousand  eight  hundred 
and  thirty-seven. 

W.  S.  GILLETT.     (l.s.) 
JOHN  CHAPMAN,    (l.s.) 
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c.  83,  s.  5)  it  was  sufficient  to  have  given  the  notice  of  the 
objection,  which  the  defendant  in  this  case  had  done. 

CoLTMAN,  J.    That  is  not  sufficient. 

Ball  then  contended  that  the  plaintiflfs  must  show,  under 
the  words  of  the  declaration,  that  the  defendant's  cabriolet 
imitated  and  resembled  all  the  improvements. 

CoLTMAN,  J.  It  will  be  sufficient  if  it  resembled  any- 
one of  them.     The  statement  is  divisible. 

Ball.  Morgan  v.  Seaward  (2  antCy  p.  263),  held  that  if  a 
patent  be  for  several  improvements,  and  the  jury  find  one 
of  them  not  to  be  such,  the  patent  is  void  altogether.  I 
contend  that  every  part  piust  be  new,  or  it  is  void  altogether. 

The  evidence  is  stated  in  the  summing  up  of  the  court. 

CoLTMAN,  J.  The  defendant's  first  plea  is  that  he  is  not 
guilty  of  the  infringement — ^that  is  to  say,  he  did  not  use  a 
cabriolet  made  on  the  principle  of  the  plaintiffs',  which  was 
an  infringement  of  the  patent  right  of  the  party  ;  and  that 
involves  two  questions  :  1.  Whether  what  is  produced  be- 
fore you  was  used  by  Mr.  WUby,  and  2.  Whether  it  is  an 
infringement  of  the  rights  of  the  patentees.  He  secondly 
alleges  that  the  invention  was  not  new ;  and,  thirdly,  that 
the  plaintiffs  are  not  the  first  and  true  inventors. 

As  regards  the  first  point,  the  plaintiffs4)ut  in  the  patent 
and  specification  which  have  been  read  to  you,  and  which 
it  is  as  well  to  advert  to,  to  see  what  they  claim  as  their 
invention.  They  claim,  "  First,  the  application  of  a  driv- 
ing seat  or  box  (or  such-like  convenient  support  for  the 
driver)  to  the  back  of  such  description  of  two- wheeled  one- 
horse  vehicles  as  are  so  constructed  that  the  passengers 
enter  in  front."  They  do  not  claim  as  their  invention  that 
they  merely  put  the  driver  behind,  but  they  put  him  be- 
hind, while,  at  the  same  time,  there  is  accommodation  and 
convenience  for  the  passenger  to  enter  the  cabriolet  in  front 
and  not  behind.  The  second  mode  which  they  claim  as 
new  is  the  mode  of  applying  the  German  shutter  or  blind 
to  the  outside.  Now,  the  third  mode  they  claim  as  being 
new  is  "  the  applying  a  safety  frame  and  platform  (by 
which  the  passengers  enter  in  front)  on  springs,  when  the 
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driver's  seat  is  placed  either  at  the  back  or  on  the  top  and 
in  front,  as  above  described  ;"  that  is  to  say,  the  applying 
of  a  sort  of  frame  or  platform,  by  which  the  passengers 
enter  in  front  and  not  behind — ^that  they  claim  also  as  being 
new  in  its  combination.  Then  they  proceed  to  explain 
what  they  do  not  claim.  ^' We  do  not  claim  the  applica- 
tion of  such  safety  frame  and  platform  when  not  placed, 
together  with  the  body  of  the  vehicle,  on  springs  ;' '  there- 
fore they  say,  as  far  as  a  carriage  of  that  description  is 
used,  the  only  novelty  they  claim  is  that  the  frame  is  on 
springs  ;  and  then  they  say,  "  Neither  do  we  claim  the  ap- 
plication of  the  platform  by  which  the  passengers  enter  in 
front,  when  driven  from  the  seat  at  the  side."  Therefore 
in  their  explanation  they  exclude  two  other  descriptions  of 
carriages,  which  they  do  not  claim  as  part  of  their  patent, 
as  a  novelty,  except  applying  the  frame  upon  springs. 
**  The  mode  of  applying  the  side  and  back  springs  of  cabs, 
whereby  the  passengers'  seat  is  below  the  position  of  the 
springs,  as  above  described ;"  that  is  the  next  part,  and 
that  is  the  fourth  point  that  they  claim  ;  that,  they  say, 
has  never  been  done  before.  And  fifthly,  "  The  mode  of 
communicating  the  motion  of  the  wheel  of  a  cab  to  a  suit- 
able train  of  wheel- work  for  measuring  the  distance  gone." 
Now,  these  are  what  they  claim  as  being  new  ;  and  it  is  un- 
doubtedly true,  as  the  counsel  has  just  told  you,  that  each 
of  these  matters  which  they  claim  as  new  must  be  made 
out  to  your  mind  to  be  new,  and,  if  so,  the  defendant  is  not 
entitled  to  use  them  at  all ;  and  if  you  should  be  of  opinion 
that  they  are  new,  and  some  of  them  not  new,  it  is  no  de- 
fence if  he  takes  any  part  of  it,  for  he  is  liable  ;  because  if 
the  patent  is  new,  the  party  is  entitled  to  the  benefit  of  all 
and  every  part  of  it ;  therefore  if  the  defendant  has  taken 
any  part  of  that  which  the  patentees  have  a  title  to,  the 
action  would  lie  ;  but  you  must  be  of  opinion  that  each  of 
the  five  articles  they  claim  are  new.  Now,  as  to  the  last 
point,  whether  in  point  of  fact  the  def endaat  has  made  use 
of  the  cabriolet  in  question  ;  that  depends  upon  the  testi- 
mony of  two  witnesses — namely,  Henry  Haynes  and  Hugh 
MaUett. 
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Mr.  Haynes's  evidence  is  that  he  went  to  Seymour  Yard, 
Portman  Street,  Bryanston  Square,  about  October  4  ;  that 
he  saw  a  cabriolet  come  out  of  the  yard,  which  is  the  same 
as  the  model  before  you.  He  says,  *^  It  had  no  platform ;  I 
watched  it  to  New  Street  Mews,  Dorset  Street.  I  saw  it 
leave  the  Mews  about  seven  o'clock,  and  it  went  back  to 
Seymour  Yard. ' '  He  says,  '  ^  I  went  the  next  morning  there. 
I  saw  the  cabriolet  come  out.  Wilby,  that  is  the  defend- 
ant, has  a  stable  and  coach-houses  in  Seymour  Yard,  and  I 
followed  it  to  Hyde  Park  Corner,"  and  he  there  got  into 
the  cab  ;  and  then  he  gives  us  a  detail  of  what  passed  in 
the  course  of  the  day.  Now,  that  is  the  evidence  as  far  as 
he  goes,  namely,  that  this  cabriolet  came  out  of  Seymour 
Yard,  in  which  yard  the  defendant  has  a  stable  and  coach- 
house, and  that  the  name  of  Wilby  was  on  the  cabriolet  in 
question. 

Then  Hugh  Mallett  also  speaks  to  these  particulars,  and 
his  evidence  is  material  upon  this  point  of  the  case,  because 
he  is  acquainted  with  Wilby  ;  and  he  informs  us  that  Wilby 
had  the  premises  spoken  of  by  last  witness.  He  says,  "  I 
live  in  Well  Street  Yard,  Seymour  Place  ;  the  defendant 
has  premises  in  Seymour  Yard  ;"  he  says  "  he  used  to  keep 
a  cabriolet,  and  the  model  seems  like  it."  Then  he  says, 
"  The  model,  which  seems  to  have  been  taken  from  the 
cabriolet  hired  on  October  5,  is  very  like  Wilby' s  cabrio- 
let." Then  he  says,  "  I  told  Wilby  one  day  I  heard  them 
say  in  York  Mews  that  they  were  going  to  watch  him 
out  on  that  day,  and  I  advised  him  to  keep  it  in,  and  he 
told  me  he  should  not  keep  it  in  for  any  one."  He  appears 
to  have  been  a  person  keeping  several  men  at  work,  and 
occasionally  working  for  the  Patent  Safety  Company. 
That  is  the  whole  of  the  evidence  applicable  to  this  point 
of  the  case  ;  and  you  must  boieatisfied  whether  this  cabrio- 
let was  used  by  Mr.  Wilby  or  by  his  authority.  It  is  not 
necessary  for  the  determining  of  that  question  that  he 
should  have  driven  it  himself  ;  if  he  lets  it  out  it  comes  to 
the  same  thing — if  he  gets  the  profits  of  it.  Then  it  is 
necessary  to  identify  the  model  before  you  as  being  a  repre- 
sentation of  the  cabriolet  that  came  out  of  this  yard  on  the 
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morning  in  question,  and  for  that  purpose  Haynes  tells  you 
that  on  October  4  he  endeavored  to  hire  it,  but  could  not 
succeed,  but  on  the  6th  he  did,  and  took  it  first  to  Hyde 
Park  Comer,  afterward  to  Mr.  Duncan,  the  solicitor  in  the 
cause,  and  from  thence  it  is  traced  to  the  office  of  the  Patent 
Safety  Company ;  it  is  taken  by  him  to  the  place  where 
the  Patent  Office  is  held,  and  there  a  drawing  was  taken  of 
it  and  twice  copied,  and  from  that  drawing  the  model  be- 
fore you  is  taken,  as  being  the  model  of  the  defendant's 
cabriolet ;  and  that  cabriolet  he  states  to  be  correct,  agree- 
ing with  the  drawing  taken.  Now  there  is  nothing  else  in 
his  evidence  that  is  very  material.  However,  in  the  course 
of  cross-examination  he  was  asked  whether  there  were  not 
cabriolets  driving  about  town  marked  ^'  Hansom's  Patent 
Safety' '  cabriolets,  with  a  seat  behind,  and  that  api)ears  to 
be  true  that  there  are,  and  in  truth  it  apjyears  that  they  had 
a  number  of  cabriolets  prepared  to  be  launched  according 
to  Hansom's  patent  safety  cabriolets,  and  they  did  not 
think  it  necessary,  when  they  adapted  it  to  a  new  machin- 
ery, to  strike  out  the  name  of  Hansom' s  patent  cabs.  He 
also  proves,  which  is  relied  upon  here  by  the  gentleman 
who  appears  for  the  defendant,  there  was  another  cabriolet 
which  was  sent  out  before  the  time  when  the  patent  issued, 
in  December,  1836  ;  upon  one  occasion  it  was  what  he  calls 
an  experimental  cabriolet,  not  then  in  a  fit  state  to  go  out ; 
but  they  were  experimentalizing,  and  probably  for  the  pur- 
pose of  some  invention  of  this  nature — ^that  is,  before  the 
time  when  the  patent  was  taken  out,  it  was  sent  out  for 
about  twenty  minutes.  It  is  quite  trifling  to  suppose  that 
it  can  at  all  diminish  the  claim  of  the  party  who  sent  out 
the  cabriolet  when  the  invention  was  completed,  that  that 
should  be  supposed  not  to  be  new  because  he  had  made  an 
experiment  of  this  sort ;  for  ^e  invention  could  not  be  per- 
fected without  experiments,  and  they  do  not  at  all  detract 
from  the  claim  of  the  plaintiffs  ;  and  in  truth  the  principal 
point  for  your  consideration  is  the  evidence  of  the  different 
engineers,  who  have  been  called  to  satisfy  your  minds  that 
this  cabriolet,  sent  out  by  the  defendant,  is  an  infringement 
of  the  original  invention  of  the  patent  cabriolets,  and  that 
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it  is  a  new  and  nsef ul  invention.  Now  upon  that  subject 
Mr.  Carpmael  states — ^he  is  a  civil  engineer,  and  engaged  in 
patents,  and  has  compared  the  two  models — ^he  never  had 
heard  of  the  plaintiffs'  invention  before  the  patent.  These 
two  models,  he  says,  are  made  very  well  indeed.  The  de- 
fendant's  model  is  on  the  principle  of  the  patent.  Then  the 
model  was  handed  up  to  him,  and  he  explained  how  the 
thing  stood.  He  says  there  is  a  great  advantage  in  putting 
the  driver's  seat  behind  as  compared  with  others  which 
have  existed,  and  which  were,  in  fact,  the  cabriolets  used 
formerly ;  he  says  there  is  an  advantage  in  putting  the 
driver  on  the  seat  behind  instead  of  the  side  or  the  front. 
In  the  one  case,  with  the  seat  at  the  side,  the  driver  was 
obliged  to  leave  his  horse  to  go  down  to  assist  the  passen- 
ger out,  and  the  horse  has  very  often  started  off.  With 
regard  to  the  seat  in  front,  the  driver  was  in  a  very  danger- 
ous situation,  and  it  was  highly  disagreeable  to  passengers 
because  of  the  dirt  splashing  in  their  face.  What  you  have 
to  try  is  whether  the  invention  is  new  upon  this  part  of 
the  case.  This  witness  says,  in  Adam's  patent  there  is  a 
seat  behind,  but  at  the  same  time  the  passenger  gets  in  be- 
hind. It  is  with  a  view  apparently  to  this  circumstance 
they  claim  the  application  of  the  driving  seat  or  box,  so 
constructed  that  the  passenger  enters  in  front,  because  if 
they  had  claimed  it  generally  with  resi)ect  to  the  driving 
seat  behind,  Adam's  patent  had  that  before,  and  that  would 
not  have  been  new  ;  but  the  novelty,  as  witness  alleges,  is 
having  the  driving  seat  behind,  and  the /are  gets  in  in  front. 
He  says  if  the  passenger  gets  in  behind,  you  cannot  apply 
the  spring  frame  so  conveniently  as  upon  this  plan.  He 
says,  heretofore  when  such  a  frame  was  used  it  formed  part 
of  the  framing  of  the  axle,  so  that  it  all  formed  one  solid 
frame.  That  is  with  a  view  to  the  third  point  that  is  men- 
tioned— namely,  **  the  applying  a  safety  frame  and  platform 
(by  which  the  passengers  enter  in  front),  upon  springs, 
where  the  driver's  seat  is  placed  either  at  the  back  or  on  the 
top,  and  in  front,  as  above  described."  It  is  not  new  hav- 
ing a  safety  frame  like  this,  but  the  novelty  is,  and  which 
is  claimed  by  the  patent,  that  instead  of  forming  one  solid 
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work,  it  is  placed  upon  springs,  and  the  consequence,  he 
says,  is  there  would  be  a  direct  jar  to  the  horse.  He  says 
the  making  of  safety  springs,  in  conjunction  with  the  seat 
behind,  is  the  essence  of  that  part  of  the  invention  ;  there- 
fore they  were  obliged  to  limit  the  invention,  so  as  not  to 
claim  that  invention  which  had  formerly  existed,  of  having 
the  safety  frame  on  springs,  when  the  seat  was  by  the  side 
of  the  driver.  That  was  done  before,  and  if  they  had  claimed 
it,  it  would  not  be  new  ;  and  therefore  they  limit  the  claim 
as  to  the  novelty  by  applying  it  to  springs,  when  the 
driver' s  seat  is  either  at  the  top  or  behind.  He  says  the 
seat  of  the  passenger  is  below  the  point  of  suspension,  by 
which  greater  ease  is  attained ;  passengers  can  get  in  and 
oat  without  the  driver  descending  ;  and  the  door  oi)ens  con- 
veniently at  the  back,  so  that  it  protects  the  passengers 
getting  in.  He  says  the  mode  by  which  the  shutter  is  ap- 
plied is  a  new  and  useful  contrivance ;  so  is  the  odometer 
useful ;  it  shows  how  far  the  cab  has  gone.  He  says  the 
odometer  is  not  new,  but  only  the  mode  of  applying  it  to  a 
carriage  body  on  springs  is  new ;  therefore  it  would  not 
have  done  to  have  claimed  that  as  new,  therefore  what  is 
claimed  is  * '  the  mode  of  communicating  the  motion  of  the 
wheel  of  the  cabriolet  to  a  suitable  train  of  wheel- work  for 
measuring  the  distance  gone,  as  above  described."  He 
says,  I  have  compared  Wilby's  cabriolet  with  the  patent 
cab  ;  he  says  it  is  an  infringement ;  the  only  diflference  is 
the  absence  of  the  odometer  and  the  blind  ;  but  the  safety 
f i*ame  is  wholly  on  the  principle  of  the  cabriolet,  but  is  not 
so  efficient  as  in  the  patent  cabriolet.  In  x)oint  of  fact,  the 
point  of  infringement,  according  to  their  witness'  state- 
ment, is  the  application  of  the  driving  seat  or  box  to  the 
back  of  the  cab,  and  the  safety  frame.  It  appears  to  be  the 
case  in  both  carriages  that  the  seat  is  behind,  and  the  pas- 
senger can  enter  them  in  front.  Secondly,  they  apply  the 
safety  frame  upon  springs,  when  the  driver's  seat  is  placed 
either  before  or  behind.  The  third  point  of  infringement 
is  "the  mode  of  applying  the  side  and  back  springs  of 
cabs,  whereby  the  passenger's  seat  is  below  the  position  of 
the  sjjrings,  as  above  described."     Now  he  says  the  only 
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substantial  difference  is  the  absence  of  the  odometer  and 
the  blind ;  the  frame  is  not  so  good ;  forward  it  is  the  same, 
but  backward  it  does  not  extend  so  far  back  ;  he  says  the 
seat  behind  is  the  same  sort  of  seat  that  you  see  for  the 
guard  of  a  mail  coach  ;  that  is  not  a  driver's  seat,  and  it 
requires  considerable  mechanical  skill  to  construct  such  a 
cabriolet  as  has  been  done  in  this  case.  Then  Mr.  Cottam 
is  called,  and  his  evidence  in  substance  is  the  same  ;  and  I 
am  not  aware  that  reading  it  will  assist  you  much.  There 
have  been  also  called  before  you  three  coachmakers — 
namely,  Mr.  Tilbury,  Mr.  Haughton  and  Mr.  Rackham, 
who  all  agree  they  have  seen  no  cabriolet  like  this,  with  the 
exception  of  Hansom's  patent  safety  cabriolet,  which  they 
consider  has  a  resemblance  to  this  cabriolet ;  but  the  en- 
gineers say  it  differs  in  some  particulars— namely,  it  is  not 
upon  springs  ;  and  it  was  also  different  in  this  respect,  that 
the  point  of  suspension  was  more  above  the  line  of  attrac- 
tion. Now  you  will  perhaps  like  to  have  the  points  you 
will  have  to  determine  before  you.  If  you  wish  to  look  at 
them,  there  are  five  different  points  which  the  parties  claim 
as  being  new ;  and  if  you  are  of  opinion  that  they  have 
established  that  they  are  new,  then  that  part  of  the  case  is 
made  out,  and  the  verdict  ought  to  be  for  the  plaintiffs. 
As  to  the  plea  that  they  were  not  the  first  inventors,  there 
is  no  evidence  produced  before  you  to  show  they  were  not, 
and  they  have  got  the  patent ;  and  the  remaining  point  for 
your  consideration  is,  whether  you  are  satisfied  that  Mr. 
Wilby  used  a  cabriolet  of  this  description,  which  is  alleged 
to  be  an  infringement  of  the  patent  of  the  plaintiffs.  If 
he  infringed  any  part  of  that  which  the  party  claims  as 
new,  that  is  an  infringement,  though  he  does  not  take  the 
whole  of  it. 
Verdict  for  plaintiffs. 

Sill  applied  for  a  certificate  under  the  5  and  6  Will.  IV., 
c.  83,  s.  3,  in  that  the  validity  of  the  patent  came  in  question. 

CoLTMAN,  J.     I  think  you  are  entitled  to  the  certificate. 

BaZl  objected  that  under  the  pleadings  he  was  not  al- 
lowed to  question  the  validity  of  the  patent. 
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CoLTMAN,  J.  I  think  the  validity  of  the  patent  has  in 
part  come  in  question  under  the  plea  that  the  invention 
was  not  new,  and  that  the  plaintiffs  are  not  the  first  and 
true  inventors.    But  I  will  look  into  it. 

The  certificate  was  afterward  granted. 

■ 

The  following  is  the  entire  text  of  section  8  above  mentioned  :  That  if  any 
action  at  law  or  any  suit  in  equity  for  an  account  shall  be  brought  in  respect  of 
any  alleged  infringement  of  such  letters  patent  heretofore  or  hereafter  granted, 
or  any  scire  facias  to  repeal  such  letters  patent,  and  if  a  verdict  shall  pass  for 
the  patentee  or  his  assigns,  or  if  a  final  decree  or  decretal  order  shall  be  made 
for  him  or  them  upon  the  merits  of  the  suit,  it  shall  be  lawful  for  the  judge 
before  whom  such  action  shall  be  tried  to  certify  on  the  record,  or  the  judge 
who  shall  make  such  decree  or  order,  to  give  a  certificate  under  his  hand  that 
the  validity  of  the  patent  came  in  question  before  him,  which  record  or  certifi- 
cate being  given  in  evidence  in  any  other  suit  or  action  whatever  touching  such 
patent,  if  a  verdict  shall  pass  or  decree  or  decretal  order  be  made  in  favor  of 
such  patentee  or  his  assigns,  he  or  they  shall  receive  treble  costs  in  such  suit  or 
action,  to  be  taxed  at  three  times  the  taxed  costs,  unless  the  judge  making  such 
second  or  other  decree  or  order,  or  trying  such  second  or  other  action,  shall 
certify  that  he  ought  not  to  have  such  treble  costs.  Stat.  5  and  6  Will.  IV. 
(September  10, 1885),  c.  88,  s.  8. 


COLLARD  V.  ALLISON. 
Ohancery,  Nov.  16,  1839. 

(4  Mylne  &  C.  487.) 

Injunction,    Esbablishing  Title  at  Law, 

Although  a  patent  is  of  long  standing,  yet  if  from  the  nature  of  the  alleged 
invention,  or  the  conflicting  evidence  as  to  its  novelty,  its  validity  appears  to  be 
doubtful,  or  if  the  evidence  of  exclusive  possession  is  not  satisfactory,  the  court 
will  not  grant  an  injunction  imtil  the  title  has  been  established  at  law. 

Renewal  of  motion  for  injunction. 

The  bill  was  filed  for  an  injunction  to  restrain  the  alleged 
infringement  of  a  patent  for  an  improvement  in  the  manu- 
facture of  grand  square  pianofortes.  The  patent  had  been 
obtained  twelve  years  before. 

The  plaintiffs  moved  at  the  Rolls  for  an  injunction,  and 
filed  a  number  of  affidavits  in  supi)ort  of  the  motion.     The 
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defendants,  by  their  answer,  and  by  affidavits  filed  in  oppo- 
sition to  the  motion,  admitted  that  if  the  patent  was  valid, 
the  acts  of  infringement  charged  by  the  bill  had  been  com- 
mitted by  them  ;  but  they  denied  the  validity  of  the  patent, 
and  stated  facts  to  show  that  the  plaintiffs  had  not  been  in 
the  exclusive  and  undisturbed  enjoyment  of  the  patent 
right  as  alleged  in  their  bill.  The  Master  of  the  Rolls  re- 
fused the  motion,  and  directed  the  plaintiffs  to  bring  an 
action  in  the  court  of  Queen's  Bench  to  try  the  validity  of 
the  patent ;  at  the  same  time  putting  the  defendants  upon 
the  terms  of  accepting  short  notice  of  trial,  and  keeping  an 
account.  The  plaintiffs  now  renewed  the  motion  before  the 
Lord  Chancellor,  by  way  of  appeal. 

Lord  CoTTENHAM,  L.  C.  [After  stating  quite  generally 
the  nature  of  the  apparatus  constituting  the  alleged  im- 
provement, which  the  si)ecification  claimed  as  the  subject  of 
the  patent.]  It  is  not  my  intention  to  express  any  opinion 
upon  the  validity  of  the  patent — ^namely,  as  to  whether  the 
peculiarity  of  construction  here  claimed  constitutes  such  an 
improvement  as  would  be  the  subject  of  a  patent ;  because 
I  have  always  thought  the  decision  of  that  question  should 
devolve  upon  that  jurisdiction  in  which  questions  of  law 
are  more  proi)erly  decided.  It  is  not  my  intention,  there- 
fore, to  express  any  opinion  on  that  point,  further  than  to 
say  this,  that  it  is  by  no  means  so  clear  that  that  is  a 
ground  on  which  a  patent  could  be  maintained. 
Independently  of  that  circumstance,  however,  there  is 

J  very  contradictory  evidence  as  to  whether  it  is  a  novelty  or 
not.     Persons  whose  opinions  must  in  their  profession  be 

'  held  in  great  esteem  give  conflicting  testimony  on  this 
point.  [His  lordship  stated  the  effect  of  the  statements  on 
this  subject  contained  in  the  affidavits  on  each  side,  and 
proceeded.]  The  effect  of  these  contradictory  statements, 
therefore,  as  the  matter  now  stands,  leaves  considerable 
doubt  upon  the  question  whether  that  which  is  now  claimed 
is  a  novelty  or  not ;  and  that  circumstance  would  make  it 
my  duty  to  send  the  question  to  law,  and  prevent  me  from 
granting  an  injunction  in  the  mean  time. 
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Bat  then  it  is  said  there  is  possession  of  the  patent,  and 
that  possession  of  a  patent  for  a  certain  length  of  time  gives 
such  a  title  as  the  court  will  protect  until  a  trial  at  law  can 
be  had.  And  certainly,  if  I  found  that  manufacturers  of 
pianofortes  had  acquiesced,  and  that  there  was  no  doubt 
upon  that  point  to  which  I  have  before  referred,  I  should 
have  adopted  the  course  which  Lord  Eldon  adopted  (Hill  v. 
Thompson,  1  ante^  pp.  285,  299),  and  which  I  have  followed, 
of  protecting  the  right  until  the  trial  should  have  been  had. 
For  that  purpose,  however,  I  ought  to  have  very  satisfac- 
tory evidence  of  exclusive  possession.  Now  I  find  here  that 
certain  manufacturers  state  that  they  abstained  from  mak- 
ing pianofortes  in  this  manner  out  of  respect  for  the  plain- 
tiJffs,  as  having  a  patent ;  while  other  manufacturers  again 
say  that  they  have  always  made  them  in  this  manner. 
Which  of  these  statements  is  true  I  am  not  called  to  de- 
cide ;  but  the  discrepancy  does  throw  sufficient  doubt  on 
the  case  to  prevent  my  interfering  by  injunction. 

The  result  is  that  this  case,  in  my  opinion,  wants  that 
evidence  of  exclusive  possession  upon  which  Lord  Eldon 
acted  in  the  case  that  has  been  referred  to,  and  that  there 
is  so  much  doubt  as  to  the  novelty  of  what  is  claimed,  and 
as  to  the  validity  of  a  patent  for  such  a  manufacture,  that 
I  do  not  feel  that  I  ought  to  interfere.  It  is  obvious,  how- 
ever, that  the  question  should  be  immediately  tried.  The 
object  will  be  to  have  the  pleadings  at  law  so  arranged 
that  it  should  be  tried  at  the  sittings  after  this  term. 

Injunction  refused. 


PROTHEROE  r?.  MAY. 
Exchequer,  Nov.  20,  1839. 

(2  Carp.  P.  C.  231.) 

Exclusive  License.    Jfwmber  of  Orantees.    Extent  of  Territory. 

The  grant  of  an  exclusive  license  to  use  a  patent  does  not  invalidate  the 
patent  itself,  although  the  patent  may  be  vested  in  twelve  persons ;  and  it  is 
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wholly  ivoJDtXetial  to  its  validity  in  what  number  of  persons  such  a  license  is 
vested,  whether  exclusive  or  not. 

Such  a  license  would  not  be  invalid  if  the  districts  or  district  covered  by  the 
license  included  the  whole  extent  of  the  patent. 

Trial  of  an  issue  out  of  Chancery. 

A  bill  was  filed  by  the  plaintiff  for  the  specific  perform- 
ance of  an  agreement  to  grant  an  exclusive  license  under 
the  patent ;  and  a  question  was  raised  as  to  the  validity  of 
the  patent,  in  consequence  of  certain  exclusive  licenses 
which  had  been  granted  by  the  assignees  of  the  patent ;  and 
in  order  to  settle  this  question  of  law,  Shad  well,  V.  C. ,  di- 
rected a  case  to  be  made,  for  the  opinion  of  the  Court  of 
Exchequer,  as  follows : 

That  letters  patent  were  duly  granted  August  24,  1838, 
to  Arthur  Dunn,  enabling  him  to  use  and  manufacture  a 
new  and  useful  invention  he  had  discovered  of  ^ '  certain 
improvements  in  the  manufacture  of  soap,"  which  letters 
patent,  as  usual,  contained  the  following  clause :  '  *  Pro- 
vided likewise,  nevertheless,  and  these  our  letters  patent 
are  upon  the  express  condition,  that  if  at  any  time  here- 
after these  our  letters  patent,  or  the  liberties  and  privileges 
hereby  by  us  granted,  shall  become  vested  in  or  in  trust  for 
more  than  the  number  of  twelve  persons,  or  their  represen- 
tatives, at  any  one  time  as  partners,  dividing  or  entitled  to 
divide  the  benefit  or  profits  obtained,  by  reason  of  these  our 
letters  patent  (reckoning  executors  or  administrators,  as  and 
for  the  single  person  whom  they  represent,  as  to  such  in- 
terest as  they  are  or  shall  be  entitled  to,  in  right  of  such 
their  testator  or  intestate),  that  then  these  our  letters 
patent,  and  all  liberties  and  advantages  whatsoever  hereby 
granted,  shall  utterly  cease,  determine  and  become  void, 
anything  hereinbefore  contained  to  the  contrary  thereof  in 
any  wise  notwithstanding."  "  Provided  that  nothing 
herein  contained  shaU  prevent  the  granting  of  licenses  in 
such  manner,  and  for  such  consideration  as  they  may  by 
law  be  granted." 

A  proi)er  specification  was  duly  enrolled  in  the  Court  of 
Chancery,  within  the  time  limited  by  the  said  letters 
patent  for  that  purpose. 
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Before  July,  1839,  and  at  the  time  of  granting  the  license 
next  after  mentioned,  the  letters  patent,  and  the  liberties 
and  privileges  thereby  granted,  became  and  were  vested 
in  twelve  several  persons  as  partners,  dividing,  or  entitled 
in  their  own  rights  respectively,  and  not  by  representation, 
to  divide  the  benefit  or  profits  obtained  by  reason  of  the 
letters  patent. 

On  July  1,  1839,  the  twelve  patentees,  or  persons  in 
whom  the  letters  patent  were  so  vested  as  aforesaid, 
signed  and  executed  an  instrument  in  writing,  whereby, 
after  reciting  that  they  agreed  with  Samuel  Guppy  and 
Philip  Protheroe,  to  grant  unto  them  an  exclusive  license, 
for  the  use  and  exercise  of  the  invention  within  the 
city  of  Bristol,  and  at  such  other  place  or  places  within 
thirty-five  miles  therefrom,  as  described  on  the  map  with  a 
compass,  having  Bristol  for  its  centre,  as  they  should  think 
proper  and  in  consideration  thereof,  the  said  Samuel  Guppy 
and  Philip  Protheroe  have  agreed  to  be  bound  by  such 
terms,  restrictions,  stipulations  and  agreements  as  are  here- 
inafter mentioned  and  expressed  ;  it  was  witnessed  that  in 
pursuance  of  the  agreement  and  in  consideration  of  the 
covenants,  etc.,  therein  contained,  they,  the  twelve  paten- 
tees or  persons  in  whom  the  letters  patent  were  so  vested, 
did  give  and  grant  unto  said  Guppy  and  Protheroe,  and 
the  survivor  of  them,  during  the  remainder  of  the  term  of 
fourteen  years  for  which  the  letters  patent  were  granted, 
the  f uU  liberty  and  exclusive  license  for  them,  and  the  sur- 
vivor of  them,  subject  to  the  stipulations  therein  contained, 
to  use  the  discovery  or  invention  within  the  city  of  Bristol, 
and  within  thirty-five  miles  therefrom ;  and  in  consideration 
of  this  license  and  authority  they,  the  said  Guppy  and 
Protheroe,  did  for  themselves  jointly,  and  each  of  them  did 
for  himself  separately,  covenant  with  the  twelve  patentees 
or  persons  in  whom  the  letters  patent  were  vested,  their 
executors,  administrators  and  assigns,  that  they,  the  said 
Guppy  and  Protheroe,  and  the  survivor  of  them,  should 
and  would,  during  the  term  for  which  the  letters  patent  had 
been  granted,  continue  to  manufacture,  by  means  of  the 
patent  process  and  according  to  the  specification,  weekly 
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and  every  week  —  tons  of  soap,  at  the  least,  and  such  fur- 
ther quantity,  not  exceeding  —  tons  per  week  as  they,  the 
said  Guppy4Uid  Protheroe,  or  the  survivor  of  them,  should 
think  fit ; '  and  that  they,  the  said  Guppy  and  Protheroe, 
and  the  survivor  of  them,  should  not  in  any  one  week 
exceed  the  said  quantity  of  tons,  without  the  consent  in 
writing  of  the  said  twelve  patentees  or  persons  in  whom 
the  letters  patent  were  vested,  their  executors,  administra- 
tors or  assigns.  And  also  that  they,  the  said  Guppy  and 
Protheroe,  or  the  survivor  of  them,  his  executors  and  ad- 
ministrators, should  and  would  well  and  truly  pay,  or 
cause  to  be  paid,  unto  the  said  twelve  patentees  or  per- 
sons in  whom  the  said  letters  patent  were  vested,  the  sum 
of  £ —  of  lawful  English  money  for  every  ton  of  soap 
which  they,  the  said  Guppy  and  Protheroe,  or  the  survivor 
of  them,  should  from  time  to  time  manufacture  by  means 
of  the  patent  process  during  the  term  for  which  the  license 
was  granted,  and  should  and  would  make  such  payments 
on  the  first  day  of  every  month,  the  first  of  such  payments 
to  be  made  on  the  first  day  of  August  then  next;  and 
should  and  would,  for  the  first  year  of  the  term,  pay 
unto  the  twelve  pat-entees  or  persons  in  whom  the  said 
letters  patent  were  vested,  their  executors,  administrators 
or  assigns,  the  sum  of  £—  per  week,  whether  or  not  so 
much  as  —  tons  of  soap  weekly  should  have  been  manu- 
factured by  Guppy  and  Protheroe,  or  the  survivor  of 
them,  under  and  by  virtue  of  the  license.  And  further, 
that  they,  Guppy  and  Protheroe,  or  the  survivor  of  them, 
should  and  would,  at  or  before  the  respective  times  so 
appointed  for  such  payments,  deliver  or  cause  to  be  de- 
livered unto  the  twelve  patentees  or  persons  in  whom  the 
letters  patent  were  vested,  their  executors,  administrators 
or  assigns,  or  unto  some  person  or  persons  duly  authorized 
by  them  in  writing  under  their  hands  to  receive  the  same 
on  their  behalf,  a  just  and  true  account  in  writing  of  all 
the  soap  which  should  have  been  manufactured  by  them, 
the  said  Guppy  and  Protheroe,  or  the  survivor  of  them,  for 
the  month  next  preceding  the  rendering  of  every  such  ac- 
count, together  with  true  copies  of  all  returns  made  and 
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rendered  to  the  excise  for  the  like  period,  and  should*  and 
would  verify  any  and  every  such  account  and  copy  respec- 
tively by  affidavit  or  suitable  declaration,  if  required.  And 
further,  that  in  case  they,  the  said  Guppy  and  Protheroe, 
or  the  survivor  of  them,  should  at  any  time  or  times  refuse 
or  neglect  to  deliver  or  cause  to  be  delivered  such  a  just  and 
true  account  as  hereinbefore  mentioned,  at  the  times  and 
in  the  manner  hereinbefore  api)ointed  for  that  purpose,  or 
should  wilfully  or  knowingly  misstate  or  omit  any  such  ac- 
count, then,  and  in  every  such  case,  and  so  often  as  the 
same  should  happen  (subject  to  all  other  rights  and  reme- 
dies for  breach  of  the  said  covenant  or  otherwise),  the  said 
Guppy  and  Protheroe,  or  the  survivor  of  them,  his  execu- 
tors or  administrators,  should  and  would,  on  demand, 
well  and  truly  pay  or  cause  to  be  paid  unto  the  twelve 
patentees  or  persons  in  whom  the  letters  patent  were 
vested,  their  executors,  administrators  or  assigns,  in  addi- 
tion to  the  moneys  which  would  otherwise  become  payable 
to  them,  under  and  by  virtue  of  these  presents,  the  sum  of 
£ —  as  and  for  liquidated  damages.  Provided  always,  and 
it  was  hereby  declared  and  agreed  by  and  between  the 
parties  that  it  should  be  lawful  for  the  said  Guppy  and 
Protheroe,  and  the  survivor  of  them,  at  any  time  after  the 
expiration  of  one  year  from  the  date  thereof,  to  relinquish 
and  give  up  the  license  thereby  granted,  on  giving  to  the 
twelve  patentees,  their  executors,  administrators  or  assigns, 
three  calendar  months  previous  notice  in  writing  thereof, 
and  that  upon  and  after  the  expiration  of  such  notice  the 
license  should  cease  to  all  intents  and  purposes  whatsoever, 
but  without  prejudice,  and  except  as  aforesaid.  And  the 
said  Guppy  and  Protheroe,  for  themselves  jointly  and 
each  of  them  separately,  did  further  covenant  with  the 
twelve  patentees,  or  persons  in  whom  the  letters  patent 
were  vested,  their  executors,  administrators  and  assigns, 
that  they,  the  said  Guppy  and  Protheroe,  or  the  survivor  of 
them,  should  not  at  any  time  or  times  thereafter  wilfully 
or  knowingly  do,  or  cause,  or  permit,  or  suflfer  to  be  done, 
or  wilfully  or  knowingly  concur  in  or  do  any  act,  deed, 
matter  or  thing  whatsoever  contrary  to  the  restrictions  and 
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provisions  contained  in  the  letters  patent,  or  in  the  license, 
or  whereby,  or  by  reason  whereof,  the  validity  or  con- 
tinuance of  the  letters  patent,  or  the  rights  and  privileges 
thereby  granted,  or  any  of  them,  could  or  might  in  any 
respect  be  endangered  or  called  in  question,  but  should 
and  would,  by  every  lawful  means  in  their  power,  assist 
the  twelve  patentees  or  persons  in  whom  the  said  letters 
patent  were  vested,  their  executors,  administrators  and 
assigns,  at  their  expense  and  to  be  done  under  their  direc- 
tion in  supporting  the  same,  and  in  the  use  and  exercise  of 
the  invention  ;  and  also  give  notice  to  them  of  any  infringe- 
ment of  the  letters  patent  within  the  knowledge  of  the  said 
Guppy  and  Protheroe,  or  the  survivor  of  them,  as  soon  as 
the  same  should  come  to  their  or  either  of  their  knowledge  ; 
and  should  and  would  keep  and  preserve  regular  account 
books,  and  therein  daily  cause  just  and  true  entries  to  be 
made  of  all  soap  manufactured  by  them  or  either  of  them, 
from  time  to  time  as  aforesaid,  and  permit  and  suffer  the 
twelve  patentees  or  persons  in  whom  the  said  letters  patent 
were  vested,  their  executors,  administrators  and  assigns,  and 
their  clerks  or  agents  from  time  to  time,  and  at  all  seasonable 
hours  in  the  day,  to  take  copies  thereof  and  extracts  there- 
from. Provided  nevertheless,  and  it  was  thereby  further 
agreed  and  declared,  that  if  the  twelve  patentees  or  persons 
in  whom  the  said  letters  patent  were  vested,  their  executors, 
administrators  or  assigns,  should  at  any  time  thereafter 
during  the  term  of  fourteen  years  give  or  grant  any  license 
or  authority  to  any  other  person  or  persons  to  use  or  exer- 
cise the  invention  in  England,  Wales,  Scotland  or  Ireland, 
without  similar  restrictions  and  corresponding  minimums 
and  maximums,  with  the  excise  returns  in  the  ratio  there- 
inbefore stated  or  mentioned,  to  the  said  Guppy  and 
Protheroe,  or  at  a  less  rate  per  ton  than  the  sum  of  £ — 
thereinbefore  reserved,  that  then  and  from  thenceforth  the 
covenants  and  restrictions  thereinbefore  contained,  so  far 
as  the  same  should  be  omitted,  modified  or  altered  in  any 
such  future  license  to  be  granted  as  aforesaid,  should  be 
relinquished  and  become  null  and  void  as  against  them  the 
said  Guppy  and  Protheroe,  and  they  should  from  and  after 
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the  granting  of  any  such  license  as  aforesaid  be  bound  to 
pay,  under  and  by  virtue  of  the  present  license,  such  sum 
only  -per  ton  of  soap,  to  be  thereafter  manufactured  by 
them,  as  any  future  licensee  should  be  bound  to  pay  by 
virtue  of  any  such  license  to  be  granted  as  aforesaid,  it 
being  the  intention  of  the  parties  thereto  that  the  said 
Guppy  and  Protheroe  should  be  in  all  resi)ects  on  as  fa- 
vorable a  footing  as  all  other  licensees ;  and  the  said  twelve 
patentees  or  persons  in  whom  the  said  letters  patent  were 
so  vested  as  aforesaid,  severally  and  respectively,  and  for 
their  several  and  respective  executors,  administrators  and 
assigns,  did  covenant  to  and  with  the  said  Guppy  and 
Protheroe,  and  the  survivor  of  them,  and  the  executors  and 
administrators  of  such  survivor,  that  they,  the  twelve 
patentees  aforesaid,  their  executors,  administrators  or  as- 
signs, should  not  nor  would  any  or  either  of  them  at 
any  times  or  time  during  the  remainder  of  the  term  for 
which  the  letters  patent  were  granted,  if  the  license  there- 
by granted  should  so  long  continue,  make  or  grant  any 
licenses  or  license  whatever  to  any  persons  or  person  to  use 
or  exercise  the  invention  in  the  city  of  Bristol  or  within 
thirty-five  miles  thereof,  without  the  consent  of  Guppy  and 
Protheroe,  or  the  survivor  of  them.  And  further,  that  the 
twelve  patentees  respectively,  their  respective  executors, 
administrators  and  assigns,  should  not  nor  would  any  or 
either  of  them  at  any  time  during*  the  remainder  of  the 
term  for  which  the  letters  patent  were  granted,  if  the 
license  thereby  granted  should  so  long  continue,  themselves 
or  himself  use  or  exercise  the  invention  or  manufacture  in 
the  city  of  Bristol  or  within  thirty-five  miles  thereof.  Pro- 
vided always  that  if  the  said  Guppy  and  Protheroe,  or  the 
survivor  of  them,  should  omit,  refuse  or  neglect  to  com- 
mence and  continue  the  manufacture  of  soap  at  the  time 
and  according  to  the  stipulations  and  agreements  therein- 
before contained,  or  should  make  default  or  breach  in  the 
performance  of  any  of  the  other  clauses,  covenants  and  agree- 
ments therein  contained,  that  then,  and  in  any  such  case, 
it  should  be  lawful  for  the  twelve  patentees,  or  persons  in 
whom  the  letters  patent  were  vested,  their  executors,  ad- 
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ministrators  or  assigns,  to  give  unto  the  said  Gnppy  and 
Protheroe  three  months'  notice  in  writing  under  their  re- 
spective hands  to  revoke  and  make  void  the  license ;  and 
that  thenceforth  every  covenant,  clause,  matter  and  thing 
therein  contained  should  cease  except,  and  without  preju- 
dice to  the  right  of  them,  the  twelve  patentees  or  persons  in 
whom  the  letters  patent  were  vested,  their  executors,  ad- 
ministrators or  assigns,  to  recover  all  money  which  should 
be  then  due  and  payable  to  them,  under  and  by  virtue  of 
the  present  license. 

Under  the  said  license  the  said  Protheroe  and  Guppy  have 
used  and  exercised  the  patented  invention  within  the  city 
of  Bristol  and  such  other  places  within  thirty-five  miles 
thereof  as  they  have  thought  fit,  and  they  have  since  as- 
signed the  license  and  the  benefits  thereof  to  or  in  trust  for 
a  company  or  copartnership  consisting  of  more  than  twelve 
persons  who  are  now  using  and  exercising  the  same,  and 
have  duly  paid  the  rents  made  payable  by  virtue  of  the 
said  license. 

On  July  2,  1839,  the  twelve  patentees  or  persons  in  whom 
the  said  letters  patent  and  the  liberties  and  privileges 
thereof  were  so  vested  as  aforesaid  gave  and  granted  twelve 
other  similar  exclusive  licenses  to  use  and  exercise  the 
patent  right  and  invention  in  twelve  several  districts  other 
than  the  city  of  Bristol  and  places  within  thirty-five 
miles  thereof,  of  which  twelve  licenses  eleven  were  granted 
severally  to  eleven  individuals  (that  is  to  say,  each  to  one 
distinct  i)erson),  and  the  twelfth  was  granted  to  a  certain 
partnership  consisting  of  thirteen  persons. 

The  districts  covered  by  the  licenses  are  parts  of  England 
only.    They  do  not  comprise  the  whole  of  England. 

The /ottawing  questions  were  therefore  submitted  to  the 
Court  of  Exchequer : 

1.  Has  the  grant  of  the  said  first-mentioned  exclusive 
license  to  the  said  Philip  Protheroe  and  Samuel  Guppy 
invalidated  the  letters  patent  of  itself,  without  reference  to 
the  subsequent  facts  % 

2.  Has  the  assignment  to  and  vesting  of  the  said  first- 
mentioned  license  in  the  said  partnership  of  more  than 
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twelve  persons  invalidated  the  letters  patent  of  itself,  and 
without  reference  to  the  other  facts  stated  ? 

3.  Has  the  grant  of  the  said  twelve  last-mentioned  ex- 
clusive licenses,  or  of  any,  and  which  of  them,  invalidated 
the  said  letters  patent  ? 

4.  If  the  third  question  should  be  answered  in  the  affirm- 
ative, would  the  result  be  the  same  if  the  last  of  the  twelve 
licenses  had  been  granted  to  a  less  number  than  twelve 
persons? 

B.  If  the  grantees  of  all  the  licenses  were  to  coalesce  and 
become  jointly  interested  in  such  licenses,  would  the  letters 
patent  be  thereby  invalidated,  if  not  otherwise  invalidated  i 

6.  Would  the  letters  patent,  if  not  otherwise  invalidated, 
have  been  so  if  the  districts  covered  by  the  licenses  had 
included  the  whole  of  England,  Wales  and  Berwick-upon- 
Tweed? 

7.  Would  they  have  been  so,  if  such  districts  had  included 
the  whole  of  England,  Wales,  Berwick-upon-Tweed  and 
the  colonies  ? 

Rowpell  opened  the  case,  and  shortly  stated  the  questions. 

Lord  Abinger,  C.  B.     On  which  side  are  you  ? 

Roupell.    For  the  licensee. 

Lord  Abinger,  C.  B.    We  will  hear  the  other  side. 

Rotch.  The  principal  question  is,  if  all  licensees  unite, 
the  districts  covered  by  licenses  being  all  England,  they 
have  an  interest  equal  to  patentees. 

Parke,  B.  A  license  is  no  interest  in  the  patent.  The 
answer  to  the  first  question  proposed  is  clear ;  then  why 
should  they  not  unite  ? 

Rotch,  A  patent  is  a  monopoly.  First  question  is  clear 
for  license,  I  admit ;  but  the  Vice-Chancellor  thought  the 
circumstance  of  a  combination  among  all  the  licensees 
might  affect  the  patent.  If  your  lordships  are  so  clear 
upon  the  point,  I  do  not  desire  to  occupy  time  in  argu- 
ment. I  am  well  satisfied  that  such  is  the  court's  decision. 
The  question  is  one  of  great  public  importance. 

Parke,  B.  A  licensee  has  a  distinct  interest.  How  can 
a  combination  affect  the  patent  right  ?  The  answer  to  all 
the  questions  must  clearly  be  in  the  negative. 
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Lord  Abikgeb,  C.  B.  The  questions  will  be  answered 
in  the  negative. 

And  their  lordships  svbsequerMy  gave  their  answers  as 
foUows : 

"  We  have  heard  this  case  argued  by  counsel,  and  con- 
sidered the  same,  and  are  of  opinion — 

"1.  That  the  grant  of  the  first-mentioned  exclusive 
license  to  the  said  Philip  Protheroe  and  Samuel  Guppy  did 
not  invalidate  the  letters  patent. 

"2.  That  the  assignment  to  and  vesting  of  the  said 
first-mentioned  license  in  the  said  partnership  of  more  than 
twelve  persons  did  not  invalidate  the  letters  patent. 

"3.  That  the  grant  of  the  said  twelve  last-mentioned 
exclusive  licenses,  nor  any  of  them,  did  not  invalidate  the 
said  letters  patent. 

"  4.  That  if  aU  the  grantees  of  all  the  licenses  were  to 
coalesce  and  become  jointly  interested  in  such  licenses,  the 
letters  patent  would  not  be  thereby  invalidated. 

"  5.  That  the  letters  patent  would  not  be  invalidated  if 
the  districts  covered  by  the  licenses  had  included  the  whole 
of  England  and  Wales  and  Berwick-upon-Tweed. 

^'  6.  That  they  would  not  have  been  so  if  such  districts 
had  included  the  whole  of  England,  Wales,  Berwick-upon- 
Tweed  and  the  colonies." 

Subsequently  the  Vice-Chancellor  gave  judgment  as 
follows : 

The  plaintiffs  are  entitled  under  the  deed  or  indenture, 
dated  July  1,  1839,  in  the  pleadings  mentioned,  and  the 
covenant  in  such  indenture  contained,  to  have  granted  to 
him  an  exclusive  license  for  the  use  and  exercise  of  the 
invention  of  certain  improvements  in  the  manufacture  of 
soap,  in  the  pleadings  mentioned,  within  the  city  of  Bris- 
tol, and  at  such  other  place  or  places  within  thirty-five 
miles  therefrom  as  described  in  the  map,  with  a  compass, 
having  Bristol  for  its  centre,  as  the  plaintiffs  may  think 
proper,  for  the  term,  and  upon  and  under  the  terms,  stipu- 
lations, covenants  and  agreements  contained  and  expressed 
in  the  same  indenture  ;  and  decree  that  the  defendants  do 
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grant  and  execute  to  the  plaintiffs  such  license  accordingly, 
and  that  the  plaintiffs  do  execute  a  duplicate  or  counter- 
part thereof,  and  refer  it  to  the  Master  in  rotation  to  settle 
and  approve  of  such  license,  in  case  the  parties  differ  about 
the  same.    Liberty  to  apply. 


GALLOWAY  v.  BLEADEN. 
Oommon  Fleas,  N.  P.,  Nov.  30,  1839. 

(1  Web.  P.  C.  521.) 

What  constitutes  Infringement,     Ambiguity  in  Specificor' 
tion.    Evidence  of  ^oveitij,    Experim,ent, 

An  infringement  is  a  copy  made  after  and  agreeing  with  the  principle  laid 
down  in  the  patent. 

The  specification  must  contain  such  a  fair  and  clear  statement  that  a  person 
with  a  competent  degree  of  knowledge  upon  the  subject-matter  to  which  the 
patent  relates  would  be  able  to  make  that  which  the  plaintiff  enjoys  the  ex- 
clusive privilege  of. 

If  tliere  is  a  want  of  clearness,  so  that  the  public  cannot  afterward  avail 
themselves  of  it,  much  more,  if  there  is  any  studied  ambiguity  in  it,  so  as  to 
conceal  from  the  public  that  which  the  patentee  for  a  term  is  enjoying  the  ex- 
clusive benefit  of,  no  doubt  the  patent  itself  would  be  completely  void. 

It  is  only  necessary  for  the  plaintiff  to  make  out  a  prima  fade  case  as  to  the 
novelty  of  his  invention,  to  call  upon  the  other  side  to  show  af^rmatively  that 
it  is  not  new.  This  the  plaintiff  may  do  by  calling  persons  who  are  conversant 
with  the  subject  of  the  patent,  and  who  pass  their  time  in  understanding  the 
nature  of  patents,  and  in  following  up  and  discovering  what  are  the  inventions 
that  are  going  on  from  week  to  week,  to  say  that  they  had  not  before  heard 
that  there  had  been  such  a  discovery  previous  to  the  grant  of  the  patent. 

A  mere  experiment  or  a  mere  course  of  experiments  for  the  purpose  of  pro- 
ducing a  result  which  is  not  brought  to  its  completion,  but  begins  and  ends  in 
uncertain  experiments,  that  is  not  such  an  invention  as  should  prevent  another 
person,  who  is  more  successful,  or  pursues  with  greater  industry  the  chain  in 
the  line  that  has  been  laid  out  for  him  by  the  preceding  inventor,  from  availing 
himself  of  it.  and  having  the  benefit  of  it. 

Trial  of  an  action  for  infringement. 

The  declaration,  after  stating  the  grant  of  the  letters 
patent,  and  the  enrolment  of  the  specification,  and  the  as- 
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signment  of  a  half  share  to  Routledge,  assigned  as  breaches 
that  the  said  company  made  paddle-wheels  for  propelling 
vessels  on  the  said  improved  plan  or  principle,  and  in  imi- 
tation of  the  said  invention ;  used  and  pnt  in  practice 
paddle-wheels  in  imitation  of  the  said  invention  ;  connter- 
f eited,  imitated  and  resembled  the  said  invention ;  made 
paddle-wheels^  with  other  improvements  in  the  construc- 
tion thereof,  intended  to  imitate  and  resemble,  and  which 
did  imitate  and  resemble  the  said  invention. 

The  defendant  pleaded  :  1.  That  the  said  company  were 
not  guilty.  2.  That  the  plaintiff  Galloway  was  not  the 
true  and  first  inventor.  3.  That  the  said  invention  was 
not  particularly  described  by  the  specification.  4.  That 
the  said  invention  was  not  a  new  invention  or  manufacture 
within  the  realm, 'but  had  been  and  was  publicly  practised 
and  used  by  others  before  and  at  the  date  of  the  said  letters 
patent. 

The  following  was  the  notice  of  objections  :  1.  That  the 
said  E.  G.  was  not  the  first  and  true  inventor  of  the  said 
improvements  for  which  the  patent  in  the  declaration  men- 
tioned is  alleged  to  be  in  iorce,  but  that  all  said  improve- 
ments before  the  date  and  grant  of  the  said  letters  patent 
had  been  and  were  invented,  used  and  in  practice  by 
Messrs  M.  and  F.,  or  one  of  them.  And  that  the  use  of 
divided  floats,  applied  according  to  the  principle  or  mode 
described  in  the  writing  or  specification  in  the  declaration 
mentioned,  was  discovered,  invented  and  in  practice  by  the 
said  Messrs.  M.  and  F. ,  or  some  or  one  of  them,  before  the 
date  and  grant  of  the  said  letters  patent.  2.  That  the  said 
alleged  invention,  for  which  said  patent  was  granted,  is  not 
an  invention  of  any  new  manufacture  within  this  realm,  but 
is  merely  an  invention  of  a  principle ;  that  is  to  say,  the 
principle  of  arranging  the  floats  of  paddle-wheels  in  divided 
portions,  and  in  a  form  calculated  to  displace  the  least  pos- 
sible quantity  of  water  in  their  immersion,  and  not  for  any 
si)ecific  means  of  applying  that  principle  to  practical  pur- 
poses ;  and  that  said  patent  is  calculated  to  prevent  the  said 
principle  from  being  investigated  and  usefully  applied  by 
others.     3.  And  that  the  specification  of  said  patent  does 
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not  sufficiently  describe  and  ascertain  the  nature  of  the  in- 
vention, and  in  what  manner  the  same  was  or  is  to  be  i)er- 
formed  ;  and  is  ambiguous,  obscure  and  insufficient  in  this, 
that  the  specification  does  not  give  or  suggest  any  specific 
means  of  determining  the  supposed  point,  called  I  (in  the 
drawings  accompauying  said  specification,  No.  1),  at  which 
it  is  necessary  to  place  the  floats  at  a  less  angle  to  the 
radius  of  the  wheel  than  the  angle  Id  e ;  nor  does  said 
specification  state  or  show  at  what  angle  it  is  that  said 
patentee  places  the  bars  or  floats  in  such  positions  that 
they  will  be  nearer  to  each  other  than  said  x)Osition  therein 
called  dto  I;  nor  does  said  specification  state  or  show  at 
what  angle,  or  in  what  line,  whether  curved  or  straight, 
said  bars  or  floats  are  to  be  placed,  when  the  space  between 
any  two  of  them  would  be  too  great  if  'arranged  in  the 
cycloidal  form.  4.  And  that  the  principle  of  the  said 
patent  and  the  application  of  that  principle  had,  previ- 
ously to  the  date  and  grant  of  said  letters  patent,  been  dis- 
covered and  known  and  used  by  Messrs.  M.  and  F. ,  or  one 
of  them  ;  and  also  that  said  specification  is  too  large  and 
extensive,  and  claims  too  much,*  inasmuch  as  it  includes  a 
certain  invention  of  a  similar  kind  made,  used  and  put  in 
practice  previously  to  the  date  and  grant  of  the  said  letters 
patent,  by  the  said  Messrs.  M.  and  F. ,  or  one  of  them,  and 
would,  if  valid,  prevent  the  exercise  of  the  said  invention. 

The  nature  of  the  case  and  the  evidence  sufficiently  ap- 
pears from  the  summing  up. 

TiNDAL,  C.  J.  This  is  an  action  against  the  Secretary  to 
the  Commercial  Steam  Packet  Company,  to  recover  nominal 
damages  for  the  infringement  of  a  patent  for  certain  im- 
provements in  paddle-wheels  for  propelling  vessels.  In  an- 
swer to  this  action  the  defendants  set  up  three  grounds  of 
defence  :  1.  They  say  they  are  not  guilty — ^that  is,  in  other 
words,  that  the  paddle-wheels  they  have  employed  in  the 
Chieftain  and  the  other  ship  called  the  Grand  Turk  are 
not  an  infringement  of  the  patent ;  then  they  say  that  the 
nature  of  the  invention  and  the  manner  of  its  performance 
have  not  been  truly  described  in  the  specification.     Now 
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that  is  a  good  answer  in  point  of  law  ;  it  is  a  condition  on 
which  the  party  to  whom  the  patent  is  granted  obtained  it ; 
and  it  being  a  condition,  it  must  be  performed  strictly — that 
is,  he  must  communicate  by  his  si)ecification  to  the  world 
a  suflBcient  mode  of  making  this  improvement,  of  which  he 
has  the  exclusive  privilege  for  the  fourteen  years,  in  order 
that,  when  the  patent  has  expired,  the  public  may  have  the 
full  benefit  of  it  on  reference  to  that  specification.  The 
third  and  remaining  ground  of  the  defence  is  that  the  sup- 
posed invention  was  not  a  new  invention,  but  was  used  in 
England  before  the  grant  of  the  patent ;  that  again  is  a 
sufficient  answer  to  the  validity  of  the  patent,  if  the  Crown 
was  deceived,  intending  only  to  grant  a  patent  to  the  orig- 
inal inventor  of  a  commodity  or  thing  that  was  not  gener- 
ally known  or  used  in  England  before. 

Now,  with  respect  to  the  first,  that  the  wheel  is  not  an 
infringement^ — ^that  the  paddle-wheel  used  by  the  defend- 
ants is  no  infringement  of  the  patent  granted  to  Mr.  Gallo- 
way— ^the  evidence  lies  in  a  very  narrow  compass.  There 
have  been  two  witnesses  called  on  the  part  of  the  plaintiffs, 
viz.,  Mr.  Carpmael  and  Mr.  Cottam,  and  they  were  asked, 
having  read  the  specification  and  seen  the  model  which  was 
produced  befoi-e  them,  whether  the  wheels  of  the  Grand 
Turk  and  the  Chieftain  are  not  an  infringement,  a  copy 
made  after  and  agreeing  with  the  principle  laid  do^vn  in  the 
patent ;  and  they  unequivocally  say  they  think  they  are. 
No  witnesses  have  been  called  on  the  other  side  to  whom 
that  question  has  been  distinctly  put,  who  have  been  asked 
whether  they  believe  it  to  be  an  infringement  or  not ;  but 
every  witness  was  asked  this  question,  whether  it  agreed 
with  a  certain  wheel  that  had  been  supposed  to  be  invented 
or  discovered  by  Mr.  Field  in  1833,  and  put  on  board  the 
Endeavor.  That  was  the  way  in  which  every  question  was 
put ;  not  a  distinct  question,  so  as  to  bring  forth  a  distinct 
answer  on  the  subject  of  the  infringement,  but  putting  it  in 
that  collateral  way,  meaning,  as  the  defendants  contend, 
that  the  plaintiff's  invention  is  borrowed  from  the  one  which 
was  known  before  ;  virtually,  therefore,  they  wish  to  show 
that  the  two  inventions  were  in  fact  the  same  ;  but  it  cer- 
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tainly  appears  to  me  that  as  they  did  not  put  the  question 
distinctly  and  directly,  whether  in  the  opinion  and  judg- 
ment of  the  defendants'  witnesses  such  infringement  had 
taken  place  or  not,  that  they  rather  fortified  the  plaintiff's 
case  than  weakened  it,  by  drawing  out  from  their  witnesses 
that  it  was  made  on  the  same  principle  as  the  wheel  that 
was  put  on  board  the  Endeavor,  it  being  a  main  part  of  their 
case  that  this  was  a  discovery  which  the  plaintiff  Galloway 
has  since  adopted  and  got  a  patent  for. 

The  next  answer  that  is  put  on  the  record  is  that  the 
plaintiff  Galloway  did  not  so  describe  the  matter  in  the 
specification  as  by  law  he  was  required  ;  that  he  has  not, 
in  the  language  of  the  plea,  truly  described  his  invention  ; 
and  if  there  is  a  want  of  clearness,  so  that  the  public  can- 
not afterward  avail  themselves  of  it,  much  more,  if  there  is 
any  studied  ambiguity  in  it,  so  as  to  conceal  from  the  public 
that  which  the  patentee  for  a  term  is  enjoying  the  exclusive 
benefit  of,  no  doubt  the  patent  itself  would  be  completely 
void.  This  is  also  a  question  to  be  determined  on  the  evi- 
dence brought  before  you.  If  it  had  appeared  on  the  face 
of  this  specification  that  it  was  so  manifestly  ambiguous  in 
the  terms  used  as  that  no  person  of  ordinary  sense  and 
judgment  on  reading  it  could  make  out  what  the  party  pro- 
jfessed  to  disclose  and  was  bound  to  disclose,  then  the  speci- 
fication  would  not  be  a  compliance  with  the  patent ;  but  it 
does  not  appear  to  me  at  all,  upon  looking  at  it,  that  there 
is  such  doubt  and  difficulty  in  the  construction  of  the  speci- 
fication itself.  There  has  been  a  great  deal  of  stress  laid  on 
what  we  heard  so  often — the  coincidence  of  the  rolling 
cylinder,  which  is  to  represent  the  rate  of  going  of  the  ves- 
sel, and  the  wheel  which  forms  the  circle  or  boundary  of 
the  lower  part  of  the  floats — and  a  great  many  observations 
have  been  made  that  certain  cases  that  may  occur  are  not 
provided  for  in  the  specification.  It  does  not,  I  confess, 
appear  to  me  on  the  face  of  the  specification  that  such  is 
the  necessary  conclusion,  because  you  are  to  take  it,  not  by 
itself,  but  with  reference  t/O  the  figures  ;  and  when  you  look 
at  that  figure  which  is  called  Fig.  1,  and  compare  it  with 
the  statement  made  in  the  specification,  I  confess  I  am  un- 
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able  to  say,  on  merely  perusing  it,  which  is  alll  am  bound 
to  say,  that  there  is  that  degree  of  difficulty,  or,  in  fact, 
that  I  feel  any  great  difficulty  on  the  subject.  But  the 
main  question  on  this  point  is  for  you,  and  that  is,  whether 
it  is  such  a  fair  and  clear  statement  that  a  person  with  a 
competent  degree  of  knowledge  upon  the  subject-matter  to 
which  the  patent  relates  would  be  able  to  make  that  which 
the  plaintiff  now  enjoys  the  exclusive  privilege  of.  The 
two  first  witnesses  state  that  in  their  judgment  a  perusal 
of  this  by  a  workman  employed  in  manufactures  of  this 
nature  and  description  would  qualify  him  to  make  a  wheel 
of  the  nature  of  those,  in  the  same  manner  and  with  the 
same  properties  as  those  which  the  plaintiflf  at  present  en- 
joys under  the  patent.  I  do  not  find  that  even  that  is 
broken  in  upon  by  the  other  side,  for  there  is  no  witness 
called  to  whom  that  question  is  put  except  Mr.  Field  ;  and 
Mr.  Field' s  answer  to  one  part  of  it,  where  the  question  is 
put  to  him,  is  this.  He  says,  ^  ^  I  have  read  the  specification, 
and  looking  at  the  specification  (which  was  the  main  point 
that  was  put  to  him  about  the  rolling  circle),  I  think  the 
rolling  circle  and  the  inner  circle  of  the  floats  are  intended 
to  be  the  same  circle."  He  says  it  is  not  expressed  in  the 
si)ecification  whether  d  belonged  to  the  rolling  circle  of  the 
edges  of  the  floats.  K  it  belonged  to  the  rolling  circle,  all 
he  says  is  this,  I  do  not  think  a  workman  would  know 
whether  the  point  d  was  the  point  belonging  to  the  inner 
circle  or  the  rolHng  circle  ;  that  is  his  judgment.  If  you 
have  had  an  opportunity  of  looking  at  the  figures  as  con- 
nected with  the  specification,  I  confess  in  my  mind  it  does 
not  appear  a  subject-matter  of  doubt  that  that  d  is  the 
point  that  is  formed  by  the  surface  of  the  common  radial 
float  with  that  inner  circle,  and  this  only  gives  you  the 
point  upon  which  to  set  off,  on  such  occasion,  to  form  your 
cycloid  for  the  new  form  of  floats,  provided  that  may  or 
may  not  be  the  case. 

Now  the  third  and  last  is  the  main  point  in  this  case, 
whether  this  was  an  invention  new  at  the  time,  or  whether 
this  improvement  was  new  as  to  the  public  use  and  exercise 
thereof  in  England.    The  date  that  I  have  to  call  your  atten- 
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tion  to  is  the  date  of  the  patent — ^namely,  August  18,  1835  ; 
what  you  have  to  ask  yourselves  is,  whether,  on  the  evi- 
dence, that  which  Mr.  Galloway  has  described  in  his  specifi- 
cation was  new  at  that  time,  or  whether  it  was  known  and 
practised  before  in  the  realm  of  England.  Undoubtedly,  if 
it  was,  there  is  an  end  of  the  patent ;  upon  that  point  the 
law  is  undoubtedly  now  understood  to  be  this :  a  mere  ex- 
periment, or  a  mere  course  of  experiments,  for  the  purpose 
of  producing  a  result  which  is  not  brought  to  its  completion, 
but  begins  and  ends  in  uncertain  experiments— that  is  not 
such  an  invention  as  should  prevent  another  person,  who  is 
more  successful,  or  pursues  with  greater  industry  the  chain 
in  the  line  that  has  been  laid  out  for  him  by  the  preceding 
inventor,  from  availing  himself  of  it,  and  having  the  benefit 
of  it ;  therefore  the  main  point  in  this  case  is,  whether  all 
that  is  allowed  to  have  been  done  by  Mr.  Field  rested  in  ex- 
periment, and  unsuccessful  experiment  not  conducted  to  its 
full  result,  or  whether  it  was  a  complete  discovery  of  that 
which  now  forms  the  subject-matter  of  the  patent.  On  that 
the  evidence  of  Mr.  Carpmael  and  Mr.  Cottam  is,  as  you 
will  suppose,  only  general,  because  they  are  called  to  nega- 
tive that  this  was  known  before.  Therefore  all  they  can 
say  is,  that  they  are  people  who  are  conversant  with  sub- 
jects of  this  description,  and  pass  their  time  and  part  of 
their  lives  in  understanding  the  nature  of  patents,  and  in 
following  up  and  discovering  what  are  the  inventions  that 
are  going  on  from  week  to  week  ;  and  all  that  they  say  is, 
that  they  had  not  before  heard  that  there  had  been  such  a 
discovery  previously  to  the  issuing  of  the  patent  in  Au- 
gust, 1835.  Therefore  that  is  enough  to  call  on  the  other 
side  to  show  affirmatively  that  it  was  not  new,  that  it  was 
an  old  matter,  and  used  and  exercised  before  within  the 
realm  of  England ;  and  you  must  say  whether  the  evidence 
which  they  have  brought  before  you,  in  the  way  in  which 
it  seems  to  me  it  ought  to  be  understood,  has  brought  your 
minds  to  that  conclusion  or  not.  That  is  a  mere  question 
of  fact  which  you  must  decide  for  yourselves. 

Upon  that  Mr.  Field  is  first  called,  and  gives  an  account 
of  all  that  he  had  done  in  the  way  of  invention  and  car- 
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lying  that  invention  to  the  purposes  of  practice,  and  the 
account  he  gives  is  this.  He  says,  "  In  the  year  1833 1  made 
an  improved  wheel,  a  model  of  which  I  took  to  the  Admir- 
alty." Then  he  gives  you  the  original  model  that  he  made 
at  that  time.  He  says,  "  This  is  the  one  I  made  it  from,  and 
I  conceived  the  idea  of  dividing  the  board  into  a  curve, 
which  curve  I  obtained  by  holding  my  pencil  at  the  edge 
of  the  supposed  water-line  ;  I  then  plac^  the  same  quantity 
of  surface  of  paddle  in  four  bars — that  is,  a  cycloidal 
curve."  Then  he  says,  "  This  model  shows  it  better ;  that 
is  the  new  model  that  I  made  ;  at  that  i)eriod  we  were 
employed  by  the  Admiralty,  and  had  just  completed  six 
large  steam-engines.  I  wrote  to  the  Admiralty."  Then  he 
says,  in  consequence  of  that,  he  afterward  went  and  at- 
tended there.  He  says,  ' '  The  model  was  produced  and 
explained  by  myself  and  partner  to  the  Admiralty  ;  they 
were  much  pleased,  and  they  determined  to  adopt  it ;  they 
said  the  next  vessel  that  arrived  should  have  the  improve- 
ment." A  vessel  did  arrive  ;  however,  he  had  not  at  that 
time  the  vessel,  because  it  did  not  hapi)en  to  be  of  their 
own  make,  but  some  other  person's.  And  then  he  says, 
"  The  model  remained  about  a  week  in  the  Admiralty  ;  we 
kept  it  in  the  drawing  office  of  our  manufactory  ;  we  showed 
it  to  any  one  that  came  who  wished  to  see  it,  and  to  any 
persons  concerned  in  steam  vessels."  Then  he  goes  onto 
say,  '*  I  made  an  experiment  myself  in  a  small  vessel  of 
our  ovm."  The  question  you  are  to  determine  is,  whether 
on  the  evidence  the  thing  itself  was  complete,  so  as  to  be 
used,  or  whether  only  a  series  of  experiments  were  going 
on.  Up  to  this  time  the  model  had  been  shown,  but  not 
any  actual  paddle-wheel  made  ;  much  less  up  to  the  time 
we  are  now  discussing  had  any  one  been  applied  to  any 
real  practical  use.  Now  comes  in  what  he  calls  himself 
an  experiment — "  In  a  small  vessel  of  our  own,  the  En- 
deavor, which  is  a  steamer  from  London  to  Richmond  ;  we 
put  a  paddle  upon  it ;  this  paddle  is  suited  for  the  sea, 
and  not  for  fresh  water  ;  we  put  one  fresh  paddle  on  the 
wheel  of  the  Endeavor ;  the  result  was,  the  agitation  of 
the  water  was  quite  removed,  or  scarcely  perceptible ;  we 
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continued  the  experiment  (as  he  called  it)  for  some  weeks  ; 
we  then  restored  the  former  wheel."  It  is  afterward  ex- 
plained that  the  reason  why  this  wheel  was  taken  away 
and  the  old  one  restored,  according  to  the  captain^  s  ac- 
count, was  because  the  boiler  was  not  large  enough  to  make 
steam  sufficiently  fast  for  this,  which  had  a  quicker  rotary 
motion.  Then  he  goes  on  to  say  that  in  1835  a  great  many 
experiments  were  made.  "  I  got  this  original  knowledge 
in  the  year  1833."  And  when  we  are  discussing  whether 
he  had  brought  that  to  any  degree  of  perfection  at  that 
time,  so  as  to  be  a  matter  that  was  known  and  capable  of 
being  applied  to  vessels  at  all,  it  is  odd  and  singular  enough 
(but  that  wiU  be  for  your  consideration)  that  he  should  go 
on  in  1835  making  a  great  many  more  experiments.  He 
says,  "In  1835  we  made  a  great  many  experiments,  of 
which  the  general  character  was  to  ascertain  the  various 
qualitie43  of  wheels,  chiefly  cycloidal  wheels,  and  comparing 
those  wheels  with  Morgan's  wheel.  I  had  a  very  extensive 
apparatus  constructed  for  the  purpose  of  these  experi- 
ments ;  it  stood  in  a  very  public  part  of  the  premises ;  no 
person  was  excluded,  a  great  many  saw  it ;  it  was  in  the 
thoroughfare  of  the  manufactory.  We  had  between  four 
hundred  and  five  hundred  employed  at  that  time  in  our 
manufactory."  He  says  how  the  apparatus  was  con- 
structed (which  I  think  was  not  very  material),  but  that 
apparatus  they  constructed  merely  for  the  purpose  of  de- 
ciding upon  these  experiments.  Then  he  says,  "  These 
experiments  were  made  between  April  16  and  June  12, 
1835.  We  had  a  person  solely  employed  in  these  experi- 
ments ;  no  secrecy  whatever  was  observed  ;  on  the  contrary, 
we  invited  people  to  come  and  see  them.  I  first  heard  of 
the  patent  taken  out  by  Mr.  Galloway  on  September  8, 
1835.  I  remember  a  model  put  up  by  him  in  the  Adelaide 
Gallery."  It  appears,  therefore,  from  the  month  of  Sep- 
tember, 1835,  Mr.  Field  was  fully  conscious  that  there  had 
been  this  patent  granted  to  Mr.  Galloway,  and  we  do  not 
hear  of  any  opposition  to  it  for  a  very  considerable  i)eriod 
afterward.  Indeed,  these  defendants,  a  year  afterward,  so 
little  are  they  informed,  or  so  little  do  they  know  that 
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there  had  been  a  doubt  as  to  the  validity  of  the  patent,  that 
they  pay  for  the  use  of  these  floats,  for  a  vessel  of  theirs 
called  the  Calpe,  £40,  having  previously,  in  the  years  1835 
and  1886,  just  after  the  granting  of  the  patent,  had  the 
same  patent  improvement  applied  at  a  much  larger  sum  to 
other  vessels.  Then  he  says,  '*  I  have  carefully  examined 
the  8i)ecification  of  Mr.  Galloway  ;  I  have  seen  the  models 
produced  ;  the  principle  laid  down  in  that  specification  is 
precisely  the  same  as  mine  ;  I  had  the  same  object  in  view 
— ^that  of  arranging  the  floats  in  a  cycloidal  curve  ;  I  have 
not  been  able  to  find  in  Mr.  Galloway's  specification  any- 
thing whatever  different  to  what  I  had  in  view,  except 
what  I  had  before  ;  the  advantages  mentioned  in  his  speci- 
fication are  the  very  same  advantages  that  I  contemplated 
and  proposed."  Gentlemen,  then  he  is  cross-examined  as 
to  this  point,  and  he  says,  *'  I  have  taken  out  patents  myself, 
altogether  three,  one  of  them  a  little  time  ago ;  the  idea 
crossed  my  .mind  for  taking  out  a  patent  for  this  discovery. 
I  entered  a  caveat  for  my  discovery  in  1838.  I  never  did 
anything  upon  it.  It  is  now  a  very  valuable  wheel,  it  is 
now  in  general  use  ;  a  valid  patent  for  such  a  wheel  would 
be  very  valuable  to  the  patentees,  it  would  be  valuable  to 
me ;  I  continued  making  experiments  till  July,  1836." 
Certainly  it  is  not  an  improper  observation,  one  that  you 
should  bring  before  your  own  minds  on  this  question— that 
is,  whether  it  was  the  invention  of  Mr.  Field  before  Mr. 
Galloway,  and  an  invention  carried  so  far  to  perfection 
that  the  matter  might  be  known  and  used  in  England ; 
that  as  he  had  entered  a  caveat  at  the  office  of  the  lav/ 
officers  of  the  Crown,  he  must  have  had  notice  of  this ;  the 
I)atent  would  not  have  passed  without  some  notice  given  to 
him  that  such  patent  was  taken  out ;  and  yet  you  see, 
though  he  had  put  in  his  caveat  in  the  year  1833,  and  made 
experiments  from  April  to  June,  and  goes  on  making  ex- 
periments to  1836,  he  does  not  at  all  interpose  or  set  up  his 
claim  at  that  time  to  take  out  a  patent.  I  do  not  mean  to 
say  he  was  bound  to  do  it,  or  that  his  not  doing  it  will  de- 
cide this  question  at  all ;  but  when  we  are  considering  the 
course  that  men  ordinarily  pursue  in  looking  after  their 
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own  interest,  the  question  is,  whether  he  is  perfectly  to  be 
depended  on  as  to  the  exact  identity  of  this  discovery — that 
this,  which  is  now  the  subject  of  a  patent,  was  the  very 
discovery  which  he  himself  had  made.  That  is  for  you  and 
not  for  me  to  determine.  Then  he  goes  on  to  say,  "  I  con- 
tinued making  experiments  till  July,  1835.  I  never  fitted 
up  a  vessel  for  a  customer  till  the  Dover  Castle,  that  was 
the  name  of  it ;  the  wheels  were  afterward  altered  from 
three  boards  to  two,  and  so  they  continued.  That  vessel 
did  not  go  faster  nor  slower  than  before,  but  the  vessel  was 
better  for  the  sea  ;  she  was  always  a  slow  vessel.  The  next 
vessel  we  fitted  up  with  split  boards  was  the  African  ;  that 
was  in  the  summer  of  1836" — that  is,  after  the  period 
when  this  patent  is  granted ;  therefore,  anything  that  is 
done  after  that,  if  it  is  a  wheel  of  the  nature  and  descrip- 
tion of  that  for  which  the  patent  is  granted,  that  is  not  to 
be  brought  in  evidence  against  the  plaintiff  as  a  prior  dis- 
covery, except  so  far  as  that  the  ixarty  who  gives  the  evi- 
dence says  that  it  was  upon  his  own  principle,  and  not 
upon  the  principle  of  the  patent.  The  mere  fact  of  apply- 
ing it  so  late  as  the  year  1836,  the  year  after  the  patent 
w^as  granted,  would  not  of  itself,  of  course,  show  that  the 
subject-matter  had  been  known  and  used  in  England  a  year 
before.  Then  he  says,  "  I  am  not  quite  positive  that  I  fitted 
up  any  but  the  Dover  Castle  with  wheels  on  this  construc- 
tion. I  fitted  up  the  Great  Western  with  wheels  of  this 
construction  in  the  year  1838 ;  the  wheel  is  now  in  great 
repute  ;  I  had  no  knowledge  of  the  floats  being  divided  in 
this  way  before  I  did  so  myself.  T  did  nothing  for  the  Ad- 
miralty before  August,  1836."  Then,  in  fact,  he  says, 
^^  I  did  not  do  it  till  the  summer  of  1836.  I  did  take  off 
the  new  wheel,  after  having  satisfied  myself  with  the  ex- 
periment, and  I  put  on  the  old  boards  again."  He  says, 
''  We  did  nothing  in  1833,  1834  and  1836  ;  in  1836  we  com- 
menced our  experiments,  and  we  still  continued  to  make 
comparative  experiments."  Then  he  goes  on  to  say  some- 
thing more  as  to  the  specification,  w^hich  is  not  material. 

The  point,  as  it  seems  to  me,  for  your  consideration  is, 
w^hether  you  are  satisfied  or  not  that,  at  the  time  when 
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this  patent  was  taken  out,  the  invention  for  which  the 
patent  was  obtained  was  a  new  invention,  and  not  used 
publicly  in  England,  which  are  the  words  of  the  plea. 
That  there  had  been  many  experiments  made  upon  the 
same  line,  and  almost  tending,  if  not  entirely,  to  the  same 
result,  is  clear  from  the  testimony  you  have  heard  ;  and 
that  these  were  experiments  known  to  various  persons ;  but 
if  they  rested  in  experiment  only,  and  had  not  attained  the 
object  for  which  the  patent  was  taken  out,  mere  experi- 
ment, afterward  supposed  by  the  parties  to  be  fruitless,  and 
abandoned  because  they  had  not  brought  it  to  a  complete 
result,  that  will  not  prevent  a  more  successful  competitor, 
who  may  avail  himself  as  far  as  his  predecessors  have  gone 
of  their  discoveries,  and  add  the  last  link  of  improvements, 
in  bringing  it  to  perfection.  If  that  is  the  case,  the  plain- 
tiffs are  entitled  to  your  verdict.  If  it  was  then  known,  at 
the  time  when  the  plaintiff  took  it  up,  and  was  publicly 
known  and  used  in  England,  then  in  that  case  the  patent 
is  invalid,  and  in  that  case  you  would  find  your  verdict 
for  the  defendant.  If  you  find  it  for  the  plaintiffs,  it  will 
be  only  nominal  damages ;  the  question  is  not  here  for 
any  profits,  but  simply  to  decide  the  right  between  the 
parties. 
Verdict  for  the  plaintiffs. 

No  application  was  made  to  the  court  to  disturb  the  ver- 
dict, but  a  rule  was  obtained  calling  on  the  plaintiffs  to 
show  cause  why  judgment  should  not  be  arrested,  on  the 
ground  that  the  declaration  was  defective,  no  right  of 
action  being  shown  against  the  defendant  on  the  record ; 
there  being  no  allegation  that  he  was  the  registered  ofllcer 
of  the  company,  pursuant  to  the  act  of  Parliament,  7  Will. 
IV.  and  1  Vict. ,  c.  73.  On  a  subsequent  day  the  plaintiffs 
obtained  a  rule  calling  on  the  defendant  to  show  cause  why 
the  record  should  not  be  amended  by  inserting  the  proper 
allegation  in  the  declaration.  The  court  made  the  latter 
rule  absolute  on  terms  of  the  plaintiffs  paying  the  costs  of 
both  rules,  and  foregoing  the  costs  of  the  action.  See  Gal- 
loway T.  Bleaden,  November  30,  1839. 
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PARKIN  V.  HARRISON. 
Ohanoeryi  ▼•  O.,  Jan.  17,  1840. 

(2  Carp.  P.  C.  677.) 

Lengik  of  Time  to  establish  Prima  Facie  Legal  Right  of 
Patentee.  Acowracy  of  Specification  Essential  to  establish 
Prima  Fa/>ie  Right.  Prerequisites  to  Injunction.  Admis- 
sions by  Defendant's  Affidamts. 

Lapse  of  a  few  months  only  since  the  grant  of  a  patent,  with  no  evidence  that 
the  invention  liad  been  made  use  of,  hdd,  not  sufficient  to  establish  prima  fads 
legal  right  in  the  patentee. 

Specification  in  Parkin's  patent  for  paving  with  blocks  of  wood  "  having 
the  grain  inclined  to  the  horizon  in  some  angle,  varying  from  about  forty-five 
degrees  to  about  seventy  degrees/'  heldy  not  sufficiently  accurate  to  establish 
prima  facie  claim. 

A  claim  for  "  dowelling  blocks  of  wood  together  in  paving  when  slanting  or 
leaning  in  opposite  directions,"  held,  not  of  itself  to  describe  a  patentable  in- 
vention. 

Where  only  a  short  time  since  the  grant  of  a  patent  had  elapsed,  the  inven- 
tion had  not  been  put  to  use,  and  the  specification  was  scxnewhat  vague,  and 
there  was  no  clear  admission  of  infringement  by  the  defendant,  hdd,  that  the 
patentee  seeking  an  injunction  should  first  establish  his  right  at  law. 

Suit  for  injunction. 

Knight  Bruce  applied  to  the  Vice-Chancellor  for  an  in- 
junction to  restrain  the  defendants,  their  servants  or  agents, 
from  paving  Whitehall,  or  any  other  road  or  way  for  car- 
riages, with  blocks  of  wood  formed  with  the  grain  inclined 
to  the  horizon  and  dowelled  together  as  described  and 
claimed  in  the  specification  of  letters  patent  granted  to  the 
plaintiff,  Thomas  Parkin,  on  April  9,  1839.  In  support  of 
the  application  it  was  declared  by  the  plaintiflf  that,  after 
many  experiments  and  great  expense,  he  invented  "  im- 
provements in  railroad  and  other  carriages,  and  in  wheels 
for  such  carriages,  and  in  roads  and  ways  on  which  they  are 
to  travel,"  among  which  improvements  were  several  im- 
proved modes  of  forming  and  laying  wooden  blocks  for  pave- 
ments, which  he  described  in  his  specification  as  follows : 
"  My  improvements  in  roads  and  ways  consist  according  to 
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this,  my  first  mode,  of  paving  them  with  blocks  of  wood, 
having  the  grain  inclined  to  the  horizon  in  some  angle  vary- 
ing from  about  forty-five  degrees  to  about  seventy  degrees, 
the  grain  of  aU  the  blocks  leaning  in  the  same  direction,  or 
toward  the  same  points  of  the  compass.  And  according  to 
my  second  mode  of  paving  with  similar  blocks,  as  in  my 
first  moda,  but  the  alternate  rows  of  blocks  leaning  toward 
the  opposite  point  of  the  compass,  each  pair  of  leaning 
blocks  being  sometimes  held  together  by  a  dowel,  passing 
through  the  middle  of  both  blocks."  That  immediately 
after  this  declarant' s  patent  was  granted,  he  publicly  ad- 
vertised and  exhibited  his  invention. 

That  on  June  27,  1839,  a  patent  was  granted  to  Richard 
Hodgson  for  an  invention  communicated  to  him  from 
abroad  by  Comte  de  Lisle,  which  invention  does  not  differ 
in  any  material  respect  from  the  invention  already  patented 
by  the  plaintiff. 

That  on  or  about  the  beginning  of  July  the  defendants 
and  others  purchased  Hodgson's  patent,  and  advertised 
proposals  for  forming  a  company  called  the  "  Metroix)litan 
Patent  Wood  Paving  Company,"  to  carry  on  the  alleged 
invention  of  Comte  de  Lisle.  That  shortly  before  the  date 
of  such  advertisement  the  plaintiff  had  entered  into  an 
agreement  with  Hunt  Grubbe,  for  the  sale  to  him  of  so 
much  of  his  patent  as  relates  to  wood  paving,  upon  the 
following  terms :  £1,000  to  be  paid  down,  £1,000  more  on 
July  15,  and  £1,000  more  in  three  months,  on  condition  of 
parties  being  found  by  Hunt  Grubbe,  within  that  period,  to 
furnish  capital  to  carry  out  the  invention  ;  and  in  the  event 
of  either  of  these  conditions  not  being  complied  with,  then 
the  agreement  to  be  considered  null  and  void.  That  on 
July  13  the  said  Hunt  Grubbe  informed  him  that  he  had 
assigned  the  said  agreement  to  Richard  Hodgson.  That  on 
July  15  Mr.  Hodgson  called  on  plaintiff,  and  gave  him  to 
understand  that  he  had  purchased  the  agreement  of  Hunt 
Grubbe  on  behalf  of  the  company,  and  on  paying  the  £1,000 
due  on  that  day,  stated  that  he  had  no  doubt  the  company 
would  pay  the  £1,000  on  September  28  as  provided  by  the 
agreement.     It  further  appeared  by  this  declaration  that 


104  ENGLISH  PATENT  CASES.  [1840. 

Mr.  Hodgson  declined  to  pay  the  sum  of  £1,000  on  Sep- 
tember 28,  and  stated  that  the  company  would  neither  pur- 
chase the  patent  nor  take  a  license  to  use  the  pavement, 
because  it  would  amount  to  an  admission  that  the  patent 
granted  to  him,  the  said  Richard  Hodgson,  was  void  ;  but 
that  the  company  were  willing  to  employ  the  plaintiff  to 
superintend  their  business  and  pay  him  a  handsome  salary. 
The  declaration  also  stated  several  propositions  for  an  ar- 
rangement between  the  plaintiff  and  Hodgson  on  behalf  of 
the  company,  which,  however,  were  not  carried  into  effect ; 
and  the  company  having  proceeded  to  have  a  part  of  the 
road  opposite  Whitehall  paved,  the  plaintiff  was  compelled, 
in  support  of  his  patent  right,  to  make  this  application. 

John  Isaac  Hawkins,  civil  engineer,  in  his  affidavit  states 
that  he  was  applied  to  in  the  month  of  August  by  certain 
parties  to  negotiate  with  the  plaintiff  for  the  purchase  of 
his  patent,  so  far  as  respects  wood  pavement ;  but  that 
plaintiff,  not  being  able  to  get  any  final  answer  from  the 
said  Mr.  Hodgson  until  after  September  28,  the  negotiation 
went  off,  and  has  not  since  been  renewed  ;  and  in  the  opin- 
ion of  deponent  the  plaintiff  thereby  lost  the  opi)ortunity 
of  disposing  of  his  patent  to  good  advantage. 

On  the  part  of  the  defendants  the  following  affidavits 
were  filed : 

William  Carpmael,  civil  engineer,  saith  that  he  was  con- 
sulted by  the  plaintiff  previous  to  his  applying  for  his 
patent,  to  advise  as  to  the  proper  title,  for  which  purpose 
the  plaintiff  delivered  to  him  a  pai)er  containing  the  par- 
ticulars of  his  invention ;  that  immediately  on  preparing 
the  title  of  plaintiff*  s  patent,  he  returned  the  said  paper 
writing,  but  that  he  has  a  perfect  recollection  of  the  contents 
of  the  said  i)ai)er,  and  that  the  invention  there  described 
did  not  in  any  manner  resemble  the  invention  patented  by 
Mr.  Hodgson  (a  model  of  which  was  produced  to  the  Solic- 
itor-Greneral  at  the  time  of  his  application  for  the  patent) 
or  the  wood  pavement  now  laid  down  at  Whitehall,  or  the 
models  or  shapes  described  by  the  Pigs.  23  and  24  contained 
in  the  drawings  referred  to  by  the  said  plaintiff  in  liie  speci- 
fication of  his  patent. 
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Angnstas  Comte  de  Idsle  saith  he  is  a  native  of  and 
domiciled  in  Prance.  That  in  the  month  of  May  last  he 
came  to  this  conntry  and  communicated  an  invention  of  his 
own  to  Mr.  Richard  Hodgson,  and  who  on  his  behalf  applied 
for  letters  patent  for  the  same,  and  which  were  granted 
June  27  last.  That  the  application  for  the  patent  was  op- 
posed by  two  persons,  but  that  no  opposition  was  entered 
by  the  plaintiff  or  by  any  other  person  on  his  behalf.  That 
after  the  sealing  of  the  patent  no  secret  was  made  of  the 
invention,  but  that  it  was  freely  communicated  to  all  per- 
sons taking  an  interest  therein ;  and  in  particular  as  to 
July  9,  the  deponent  exhibited  and  explained  his  invention 
to  the  Duke  of  Sussex  and  a  numerous  auditory. 

Richard  Hodgson  saith  that  Mr.  Hunt  Grubbe  was  present 
at  such  public  explanation,  and  informed  deponent  that 
plaintiff  had  obtained  a  patent  for  an  invention  in  some  re- 
spects resembling  that  of  the  deponents  ;  and  that  he  had 
purchased  so  much  of  that  patent  as  related  to  wood  pav- 
ing. And  deponent,  not  being  aware  of  the  merits  or  nature 
of  said  plaintiffs  alleged  invention,  and  having  no  means 
of  judging  whether  in  truth  it  did  or  did  not  resemble  de- 
ponent's  invention,  and  perceiving  that  the  agreement  was 
conditional,  and  being  apprehensive  that  the  said  Hunt 
Grubbe  and  plaintiff  might  get  up  an  opposition  to  the 
company  for  carrying  into  effect  the  principle  of  deponent's 
invention,  which  he  was  then  forming,  and  which  was 
known  by  the  said  Hunt  Grubbe,  the  deponent  agreed  to 
purchase  the  right  of  the  said  Hunt  Grubbe  in  the  plain- 
tiffs patent.  That  the  deponent  did  not  give  the  plaintiff 
to  understand  that  he  procured  the  assignment  of  the  said 
portion  of  the  plaintiff  s  patent  as  the  solicitor  and  on  be- 
half of  the  i)ersons  calling  themselves  the  ''  Metropolitan 
Patent  Wood  Paving  Company  ;"  neither  did  he  say  that 
he,  deix)nent,  had  no  doubt  the  company  would  pay  the 
£1,000  on  September  28  as  provided  in  the  agreement ;  and 
being  advised  that  the  payment  of  the  £1,000  might  be  con- 
sidered prejudicial  to  his  patent,  he  declined  to  make  such 
payment,  and  suffered  the  agreement  to  become  void.  Both 
deponents  say  that  the  wooden  pavement  laid  down  at  White- 


106  ENGLISH  PATENT  CASES.  '     [1840. 

hall  is  in  accordance  with  the  principle  of  the  said  inven- 
tion of  the  said  Richard  Hodgson  as  described  in  his  si)eci- 
fication,  and  that  the  inclination  of  the  blocks  of  wood  of 
which  the  said  pavement  is  composed  is  not  of  about  forty- 
five  degrees  as  stated  in  plaintiff's  said  bill,  but  such  in- 
clination is  of  the  precise  angle  of  sixty-three  degrees, 
twenty-six  minutes,  five  seconds  and  eight-tenths,  being 
the  only  angle  claimed  in  the  said  last-named  specification, 
and  that  on  which  the  principle  of  the  invention  depends  ; 
and  that  the  appositively  leaning  blocks  are  not  such  blocks, 
nor  are  the  same  fastened  as  are  mentioned  by  the  plaintiff 
in  his  first  and  second  modes  of  paving  with  wood  as  de- 
scribed in  his  specification  ;  but  that  the  same  are  held  and 
fastened  together  by  pegs,  each  peg  being  placed  in  the 
centre  of  the  two  isosceles  triangles  which  each  lateral  side 
surface  of  each  block  presents,  and  which  said  triangles  are 
produced  by  each  block  being  cut  at  the  precise  angle  afore- 
said ;  and  that  by  such  means  each  block  gives  the  same 
support  which  it  receives  from  the  other  block,  and  enabling 
the  whole  mass  of  blocks  when  fastened  as  aforesaid  to 
present  a  compact  surface  of  any  extent. 

Jacobs  on  behalf  of  the  defendants,  contended  that  the 
plaintiff  was  not  the  inventor  of  the  mode  of  wood  paving 
claimed  in  his  specification,  but  that  the  invention  had  evi- 
dently come  to  his  knowledge  by  the  publicity  given  by  the 
Comte  de  Lisle  of  the  invention  discovered  by  him  long  be- 
fore the  plaintiff's  patent  was  applied  for,  and  therefore 
prayed  his  Honor  to  refuse  the  injunction. 

Shadwell,  V.  C.  In  this  case  the  question  wiU  be,  first 
of  all,  whether  the  plaintiff  has  a  valid  patent,  and  next, 
whether  the  defendants  have  infringed  the  patent.  Well, 
now  with  respect  to  the  plaintiff's  patent,  I  must  observe 
that,  in  the  first  place,  it  never  appears  to  have  been  acted 
on  ;  there  is  no  instance  alleged  in  which  it  has  ever  been 
said  that  there  has  been  any  dealing  on  it  whatever,  except 
that  strange  course  of  treaty  on  the  subject  which  arose  out 
of  the  agreement  between  the  plaintiff  and  Mr.  Grubbe. 
WeU,  that  having  been  the  only  dealing  on  it,  it  is  impossi' 
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ble  to  say  that  any  validity  is  to  be  attributed  to  the  patent 
on  account  of  its  length  ;  for  the  patent,  I  think,  was  dated 
April  9  and  the  specification  was  filed  on  October  9,  and 
there  has  been  a  treaty  about  it,  and  that  is  all ;  and  conse- 
quently, therefore,  I  think  the  court  is  not  bound  to  say 
that  the  length  of  time  is  such  as  of  itself  pri'ma  facie 
establishes  the  legal  right  of  the  patentee.  Now  I  cannot 
but  myself  think  therefore  that  the  court  is  at  liberty  to 
look  into  the  specification,  and  see  whether  it  is  prima 
facie  reasonably  clear  that  the  specification  is  good  ;  and 
when  I  look  at  the  specification  I  am  sure  I  am  not  willing 
to  give  any  final  judgment  on  it,  because  it  is  not  my  province 
so  to  do ;  but  I  cannot  but  myself  have  considerable  doubt 
whether  this  specification  is  a  suflBiciently  good  specification 
as  to  this  matter :  "  And,  seventhly,  my  improvements  in 
roads  and  ways  consist,  according  to  this,  my  first  mode,  in 
paving  them  with  blocks  of  wood  having  the  grain  inclined 
to  the  horizon  in  some  angle  varying  from  about  forty-five 
degrees  to  about  seventy  degrees,  the  grain  of  all  the  blocks 
leaning  in  the  same  direction  or  toward  the  same  points  of 
the  compass."  Well,  now  it  is  observable  that  where  a 
party  is  si)eaking  about  angles,  he  is  speaking  of  a  matter  of 
quantity  about  which  it  is  extremely  easy  to  speak  with  ac- 
curacy, and  I  cannot  but  myself  think  that,  according  to  the 
language  that  is  here  used,  it  is  really  and  fairly  a  doubtful 
matter — ^that  is  to  say,  legally  doubtful,  whether  that  thing 
which  might  have  been  expressed  with  suflBicient  accuracy 
has  been  expressed  with  sufficient  accuracy,  or  whether  it  is 
possible  to  make  out  exactly  what  it  was  that  the  party  did 
mean.  Now,  strictly  speaking,  the  words  as  they  stand  do 
only  imply  that  it  was  to  be  at  some  angle,  not  forty-five  or 
seventy  degrees.  I  am  quite  sure  the  party  did  not  mean 
that,  and  therefore  I  have  a  case  before  me  in  which  in  the 
words  of  the  specification  the  party  uses  language  of  which 
all  that  can  be  said  is  that  with  reasonable  certainty  it  does 
not  express  the  i)arty's  meaning.  Well,  then,  in  the  latter 
part,  where  he  speaks  of  what  he  had  before  spoken  of  : 
**  Having  regard  to  my  seventh  head  of  improvement  of 
roads  and  ways,  I  say  that  the  first  and  second  mode  is  the 
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paving  with  blocks  of  wood,  having  the  grain  inclined  to 
the  horizon  from  about  forty-five  degrees  to  abont  seventy 
degrees ;  and  I  claim  the  dowelling  of  the  blocks  together  in 
paving  when  slanting  or  leaning  in  opposite  directions  ;" 
and  then  he  speaks  about  the  rails,  and  so  on.  Now,  I  can- 
not but  myself  think  here  that  the  party  has  meant  to  have 
it  understood  that  the  dowelling  itself  is  a  part  of  the  in- 
vention, and  therefore,  prima  facie^  I  should  have  thought 
it  rather  contrary  to  one's  common  experience  to  have  it,  in 
the  year  1839,  claimed  as  an  invention  that  certain  blocks 
of  wood  were  to  be  fastened  together  by  means  of  dowelling, 
and  I  doubt  whether  that  is  any  invention  at  all.  Now,  I 
cannot  but  myself  think  that  on  such  a  patent  as  this,  before 
the  court  does  anything  so  as  to  interfere  against  the  de- 
fendants, the  court  ought  to  take  some  method  to  have  it 
established  that  the  plaintiff  has  got  that  legal  right  which 
the  plaintiff  pretends  to  have.  But,  then,  with  respect  to 
the  second  part  of  the  case,  supposing  that  the  plaintiff's 
patent  is  good,  is  it  so  clear  that  what  the  defendants  have 
done  is  a  violation  of  the  patent  ?  I  do  not  mind  the  mode 
in  which  that  affidavit  is  made  on  which  Mr.  Knight  Bruce 
has  laid  so  much  stress — ^namely,  the  speaking  by  Mr.  Hodg- 
son and  the  Comte  de  Lisle  in  the  way  they  do  about  the  in- 
vention ;  what  they  say  is,  *^  They  verily  believe  that  the 
invention  for  which  the  above-named  plaintiff  took  out  the 
letters  patent  in  the  bill  mentioned  did  not  and  does  not,  in 
any  respect,  correspond  to  or  resemble  the  invention  of  this 
deponent,  Richard  Hodgson,  communicated  to  him  by  the 
other  dejyonent,  Augustus  de  lisle  ;"  and  they  say  "  that 
the  plaintiff  hath  improperly  laid  claim  to  the  said  last- 
named  invention,  and  hath  endeavored  to  include  the  same 
or  such  part  thereof  as  relates  to  wood  pavement  in  the 
specification  of  his  said  patent."  Now,  I  cannot  but  think 
that  the  fair  inference  of  that  affidavit  is  that  they  mean 
to  say  that  the  patent  in  fact  and  truth  is  for  an  invention 
different  from  the  defendants'  invention,  but  that  the  plain- 
tiff wishes  to  have  it  thought  that  his  specification  is  for  the 
same  invention  ;  that  is  what  I  understand  the  i^laintiff  to 
say,  and  therefore  by  no  means  to  admit,  as  Mr.  Knight 


1840.]  PARKIN  V.  HARRISON.  lOO 

Bruce  pressea  on  me  that  they  do  admit  by  the  affidavit, 
that  these  two  inventions  are  the  same. 

Now,  with  respect  to  the  defendants'  invention,  as  I  un- 
derstand it  from  their  si)ecification,  it  is  a  precise  and  defi- 
nite thing,  and  is  an  invention  by  means  of  cutting  a  cube 
in  a  certain  manner  which  is  detailed  in  the  specification 
itself  ;  and  it  appears  to  me  that  where  the  defendant  does 
point  out  a  particular  mode  of  cutting  the  solid  body,  the 
cube,  in  such  a  manner  as  that,  invariably  and  of  necessity, 
there  must  be  figures  precisely  of  the  same  shape  produced, 
always  having  certain  given  angles  upon  the  planes  of  the 
sides,  and  therefore  always  producing,  when  laid  trans- 
versely one  across  the  other,  that  certain  isosceles  triangle  of 
which  he  speaks,  which  enables  him  exactly  to  determine  and 
place  the  same  in  all  places,  however  numerous,  in  which 
they  can  be  introduced,  the  hole  and  the  pin  which  will 
have  the  effect  of  uniting  several  blocks  with  each  other  in 
the  manner  that  is  easily  shown  by  those  instruments, — I 
cannot  but  think  that  he,  prima  facie  at  least,  has  invented 
a  definite  thing  which  does  materially  differ  from  that  very 
vague  and  indefinite  thing  which  the  plaintiff  has  described 
in  his  specification.  Now  I  think  myself  therefore  that, 
before  I  interfere  by  injunction,  what  I  ought  to  do  is  to 
direct  the  plaintiff  to  bring  such  action  as  he  may  be  ad- 
vised. In  that  action  he  will  have,  in  the  first  place,  to 
make  out  that  his  patent  is  a  good  and  legal  patent,  that  is 
the  first  fact  he  will  have  to  make  out ;  and  then  he  will 
have  to  make  out  that  by  the  act  which  the  defendant  actu- 
ally has  done,  the  patent,  if  good,  has  been  infringed ; 
and  both  those  points  can  be  determined  simply  by  direct- 
ing that  the  plaintiff  shall  bring  an  action.  It  is  not  neces- 
sary to  give  any  special  directions  as  to  admissions,  but  it 
does  apx)ear  to  me  that  the  case  stands  in  such  a  shape  that 
it  will  be  too  much  to  infer  from  these  very  singular  af- 
fidavits, which  contain  a  series  of  conduct  of  a  most  ex- 
traordinary kind  with  respect  to  the  agreement  and  the 
treaty  on  it ;  it  does  appear  to  me  to  be  too  much  to  infer 
from  those  affidavits  that  there  has  been  a  clear  admission 
on  the  part  of  the  defendants  that  what  the  defendants  are 
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doing  is  the  same  thing  aa  what  the  plaintiff  has  taken  out 
a  patent  for,  or  to  infer  that  the  defendants  have  admitted 
their  patent  to  be  only  for  that  thing  for  which  the  plaintiff 
has  taken  out  his  patent,  or  to  infer  that  the  defendants 
have  at  all  conceded  any  point ;  which  if  I  do  correctly  un- 
derstand their  affidavits,  they  were  determined  from  the 
beginning  to  defend  as  manfully  as  by  law  they  might,  and 
perhaps  by  other  means  if  necessary.  And  it  does  appear 
to  me,  therefore,  that  in  this  case  the  proper  order  to  be 
made  is  to  direct  the  plaintiff  to  bring  such  action  as  he 
may  be  advised,  and  to  direct  the  motion  to  stand  over,  with 
liberty  for  both  parties  to  apply. 


COLLARD  V.  ALLISON. 
Chanoeryi  May  14,  1840. 

(4  Mylne  &  C.  487,  489.) 

Injunction.    When  refused,  pending  J^Tew  Trial. 

After  the  patentee  had  obtained  a  verdict  in  an  action  brought  to  try  the 
validity  of  the  patent,  the  court  refused  to  grant  an  injunction  to  restrain  tlie 
infringement  of  the  patent,  on  the  ground  that  a  rule  nisi  for  a  new  trial  had 
been  obtained  and  was  pending  in  the  court  of  law,  and  that  the  legal  title  of 
the  patentee  was  therefore  still  undecided. 

Second  renewal  of  motion  for  injunction. 

After  the  Chancellor  had  denied  a  motion  in  this  cause 
for  an  injunction,  directing  an  action  at  law  {anie^  Novem- 
ber 15,  1839),  the  action  was  tried  before  Lord  Denman  at 
the  sittings  after  Hilary  Term,  1840,  and  a  verdict  found 
for  the  plaintiffs  in  favor  of  the  patent.  On  the  first  day 
of  the  following  term  the  motion  for  the  injunction  was 
renewed ;  but  it  appearing,  on  affidavit,  that  a  bill  of  excep- 
tions had  been  tendered,  and  that  the  defendants  also  in- 
tended to  move  for  a  new  trial  in  the  court  of  law,  the  Lord 
Chancellor  directed  the  application  to  stand  over  until 
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the  result  of  these  proceedings  should  be  known.  Shortly 
afterward  Follett  obtained  a  rule  nisi  for  a  new  trial.  The 
motion  for  the  injunction  was  now  brought  on  again. 

Lord  CoTTENHAM,  L.  C,  said  that  under  the  circum- 
stances in  which  the  case  now  stood  at  law— a  rule  to  show 
cause  why  a  new  trial  should  not  be  had  having  been 
granted — ^he  must  consider  the  legal  title  of  the  parties  as 
still  undecided ;  and  he  therefore  refused  the  application. 

Motion  denied. 


Re  BODMER'S  PATENT. 
Privy  Counoili  May  20,  1840. 

(3  Moore  Privy  C.  471,  477.) 

Extensions.   Advertisement  under  2  and  3  Vict,,  c.  67. 

The  rules  enacted  for  practice  in  patent  causes  under  5  and  6  Will.  IV. ,  c.  88, 
must  be  observed  until  new  rules  are  framed,  in  an  application  for  an  extension 
of  the  t^rm  of  a  patent  presented  under  2  and  3  Vict.,  c.  67. 

Application  for  an  extension. 

The  decision  denying  the  application  of  Bodmer's  i)atent 
(2  ante,  p.  531),  which  imxx)sed  hardships  upon  the  peti- 
tioner, led  to  the  enactment  of  an  act  to  enable  the  Judicial 
Committee  to  continue  the  hearing  on  an  application  for 
extension,  notwithstanding  the  expiration  of  the  patent 
I)ending  the  proceedings. 

In  pursuance  of  this  act  the  petitioner,  Mr.  Bodmer, 
presented  a  fresh  petition  to  Her  Majesty  in  Council,  and 
on  December  5, 1839,  moved  by  counsel  for  a  day  to  be  fixed 
for  hearing  the  matter  of  his  original  petition  for  an  exten- 
sion of  the  then  existing  letters  patent. 

Their  lordships  were  of  opinion  that  the  public  were  en- 
titled to  be  apprised  of  the  application  intended  to  be  made 
under  the  recent  statute  to  enable  parties  to  enter  caveats 
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and  lodge  objections,  and  that  as  no  new  roles  liad  been 
framed  for  proceeding  nnder  the  recent  act,  those  made 
under  the  former  statute  must  be  observed,  and  directed 
.  the  petitioner  to  advertise  his  intention  to  apply,  as  required 
by  the  rules  under  the  former  act. 

The  petitioner  having  complied  with  this  direction  and 
the  existing  practice,  and  no  caveat  being  entered,  the  pe- 
tition now  came  on  for  hearing  before  the  Judicial  Com- 
mittee. 

FoUett  and  Godson^  for  the  petitioner,  produced  witnesses 
to  prove  the  allegations  of  merits  contained  in  the  petition, 
and  that  the  petitioner  had  not  received  adequate  remunera- 
tion for  his  outlay  and  the  ingenuity  of  his  invention. 

Lord  Lyndhurst  expressed  the  opinion  of  the  committee, 
that  the  subject-matter  of  the  patent  was  an  ingenious  in- 
vention, and  that  as  the  remuneration  apx)eared  from  the 
evidence  produced  only  to  have  been  received  for  the  last 
three  years,  and  during  that  period  was  not  of  an  extraor- 
dinary  kind,  it  could  hardly  be  said  that  the  inventor  had 
had  sufficiently  the  benefit  of  his  invention  ;  they  consid- 
ered, therefore,  that  they  ought  to  grant  an  extension  for 
the  term  of  seven  years. 


The  following  is  the  text  of  the  act,  omitting  the  recital  of  the  act  amended. 
If  any  person,  etc.,  etc.,  reciting  the  suhstance  of  5  and  6  WilL  IV.,  c.  88,  s.  1 
(September  10,  1885 ;  see  aiite).  And  whereas  it  has  happened  since  the  pass- 
ing of  the  said  act,  and  may  again  happen,  that  parties  desirous  of  obtaining 
an  extension  of  the  term  granted  in  letters  patent  of  which  they  are  possessed, 
and  who  may  have  presented  a  petition  for  such  purpose  in  manner  by  the  said 
recited  act  directed,  before  the  expiration  of  the  said  term,  may  nevertheless  be 
prevented  by  causes  over  which  they  have  no  control  from  prosecuting  with 
effect  their  application  before  the  Judicial  Committee  of  the  Privy  Council ; 
and  it  is  exx)edient  therefore  that  the  said  Judicial  Committee  should  have 
power,  when  under  the  circumstances  of  the  case  they  shall  see  fit,  to  entertain 
such  application,  and  to  report  thereon,  according  to  the  provisions  of  the  said 
recited  act,  notwithstanding  that  before  the  hearing  of  the  case  before  them 
the  terms  of  the  letters  patent  sought  to  be  renewed  or  extended  may  have  ex- 
pired. Be  it  therefore  enacted,  etc. ,  that  so  much  of  the  said  recited  act  as  pro- 
vides that  no  extension  of  the  term  of  letters  patent  shall  be  granted  as  therein 
mentioned  if  the  application  by  petition  for  such  extension  be  not  prosecuted 
with  effect  before  Uie  expiration  of  the  term  originally  granted  in  such  letters 
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patent,  shall  be  and  the  same  is  hereby  repealed.    Stat.  2  and  8  Vict.  (August 
34,  1889),  c.  67,  s.  1. 

That  it  shall  be  lawful  for  the  Judicial  Committee  of  the  Privy  Council, 
in  all  cases  where  it  shall  appear  to  them  that  any  application  for  an  extension 
of  the  term  granted  by  any  letters  patent,  the  petition  for  which  extension  shall 
have  been  referred  to  them  for  their  consideration,  has  not  been  prosecuted 
with  effect  before  the  expiration  of  the  said  term  from  any  other  causes  than 
the  neglect  or  default  of  the  petitioner  to  entertain  such  application,  and  to 
report  thereon  as  by  the  said  recited  act  provided,  notwithstanding  the  term 
originally  granted  in  such  letters  patent  may  have  expired  before  the  hearing  of 
such  application  ;  and  it  shall  be  lawful  for  Her  Majesty,  if  she  shall  think  fit, 
on  the  report  of  the  said  Judicial  Committee  recommending  an  extension  of  the 
term  of  such  letters  patent,  to  grant  an  extension,  or  to  grant  new  letters  patent 
for  the  invention  or  inventions  specified  in  such  original  letters  patent,  for  a 
term  not  exceeding  seven  years  after  the  expiration  of  the  term  mentioned  in 
the  said  original  letters  patent.  Provided  always  that  no  such  extension  or  new 
letters  patent  shall  be  granted  if  a  petition  for  the  same  shall  not  have  been  pre- 
sented as  by  the  said  recited  act  directed  before  the  expiration  of  the  term 
sought  to  be  extended,  nor  in  case  of  petitions  presented  after  November  80, 
1889,  unless  such  petition  shall  be  presented  six  calendar  months  at  the  least 
before  the  expiration  of  such  term,  nor  in  any  case  unless  sufficient  reason 
shall  be  shown  to  the  satisfaction  of  the  said  Judicial  Committee  for  the  omis- 
sion to  prosecute  with  effect  the  said  application  by  petition  before  the  expira- 
tion of  the  said  term  (id.,  s.  2). 


ELLIOTT  V.  ASTOK 
Common  Fleas,  N.  P.,  Trin.  Y.,  1840. 

(1  Web.  P.  C.  222.) 

Definiteness  of  Specification.     Prwr  FiMie    Use.    Novelty. 

Infringement 

The  patentee  must  give  such  a  description  in  his  specification  as  would  enable 
a  workman  of  competent  skill,  conversant  with  the  trade,  to  carry  the  inven- 
tion into  effect. 

The  question  of  public  use  is  for  the  jury. 

Action  for  infringement. 

The  patent  was  granted  December  14,  1837,  to  William 
Elliott,  for  "  improvements  in  the  manufacture  of  covered 
buttons." 
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Pollock  stated  the  plaintiflTs  case.  The  object  of  the  in- 
vention is  the  manufacture  of  buttons  with  central  patterns 
and  with  a  covering,  the  face  of  the  surface  being  in  relief, 
or  with  covers  of  a  nature  which  will  not  bear  pressure  on 
their  surface  without  injury.  The  plaintiff  weaves  certain 
fabrics  in  strips,  and  covered  with  small  patterns  within 
squares,  so  that  they  may  be  readily  cut  out,  but  he  lays 
no  claim  to  such  fabrics  per  se.  The  same  or  very  similar 
fabrics  have  been  used  for  making  buttons  in  other  ways, 
but  they  have  never  been  used  for  making  buttons  with  dies 
and  pressure.  In  the  manufacture  of  buttons  with  dies  and 
pressure,  as  previously  practised,  there  was  no  means  of 
placing  a  pattern  in  the  centre,  and  the  surface  was  injured 
by  being  pressed  on.  The  two  objects,  then,  of  the  patent 
are,  the  producijag  with  dies  and  pressure  ornamental  but- 
tons, with  devices  accurately  centred,  and  the  application 
of  certain  fabrics  never  before  applied  in  that  manner  to 
such  purposes. 

Of  the  novelty  and  utility  of  the  invention  there  can  be 
no  doubt ;  as  soon  as  the  buttons  were  in  the  market,  the 
demand  was  so  great  that  they  could  not  be  supplied  fast 
enough.  The  natural  and  necessary  consequences  of  the 
introduction  of  a  new  manufacture  followed  ;  buttons  were 
applied  as  ornaments  to  a  great  variety  of  new  purposes, 
and  trade  was  benefited  in  other  directions. 

The  third  plea  denies  the  novelty  of  the  invention.  Now, 
the  only  safe  course  is  to  inquire  when  the  article  came  into 
general  public  and  extensive  use  ;  if  a  general  public  use 
follows  on  the  patent  and  the  diffusion  to  the  world  of  the 
article  claimed,  the  presumption  is  that  the  plaintiff  is  the 
inventor. 

Several  witnesses  were  called  to  prove  the  infringement, 
and  the  sufliciency  of  the  specification,  and  the  novelty  of 
the  invention,  and  the  great  demand  for  the  buttons. 

W.  E.  Carpmael,  civil  engineer,  testified.  The  first  de- 
scription of  covered  buttons  was  Saunders' s  Florentine  but- 
ton ;  it  was  made  with  dies  and  pressure.  There  was  a 
plate  of  metal  which  formed  the  shape  of  the  face,  and 
there  was  some  paper,  and  what  was  called  a  toothed  collet 
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used.  This  collet  was  jagged  all  round,  so  that  when  forced 
in  by  the  dies  the  serrated  or  saw-like  edge  was  caused  to 
be  clenched  thereby  against  the  internal  plate,  thereby 
holding  the  parts  together.  I  never  saw  or  heard  of  a  cov- 
ered button  previous  to  Mr.  Elliott's  patent  with  a  central 
figure  made  by  dies  and  pressure.  Buttons  with  central 
patterns  have  been  made  before,  but  it  has  been  by  sewing 
a  piece  of  silk  or  cloth  over  a  mould.  I  never  heard,  pre- 
vious to  Mr.  Elliott's  patent,  of  any  buttons  made  with  vel- 
vet, or  all-over  patterns  made  by  dies  or  pressure. 

BompaSy  for  the  defendant,  applied  that  the  plaintiff 
should  be  nonsuited  on  the  grounds :  1.  That  the  inven- 
tion was  not  the  subject-matter  of  a  patent ;  2.  That  if  the 
invention  was  new,  the  specification  does  not  describe  its 
nature  according  to  the  terms  of  the  objection.'  [The  notice 
of  objections  stated,  among  other  things,  that  the  specifica- 
tion did  not  describe  the  nature  of  the  invention,  inasmuch 
as  the  heads  of  claim  only  set  forth  a  combination  of  well- 
known  inventions,  not  sufficient  to  constitute  a  subject- 
matter  of  letters  patent.  ]  Terry  velvet  and  several  other 
articles  have  been  used  to  make  buttons  with  a  needle ;  there 
is  nothing  new  in  the  dies  and  pressure ;  the  claim  to  use 
these  in  conjunction  is  but  a  claim  to  use  a  known  material 
in  a  known  way,  viz. :  by  dies  and  pressure,  for  a  purpose 
known  before,  viz. :  for  the  purpose  of  making  buttons  ;  it 
is  nothing  but  applying  a  weU-known  article  to  buttons. 
[CoLTMAN,  J.  By  which  plea  is  this  raised  ?  The  pleas 
were  :  1 .  Not  guilty  ;  2.  Setting  forth  the  specification,  and 
averring  that  the  plaintiff  did  not  by  the  said  instrument 
I>articularly  describe  and  ascertain  the  nature  of  the  said 
invention,  and  in  what  manner  the  same  was  to  be  per- 
formed ;  3.  That  the  said  invention  was  not  new  within 
England.]  Under  two,  that  the  specification  does  not  de- 
scribe the  nature  of  the  invention  as  explained  by  the  ob- 
jection, and  that  the  invention  is  not  new — ^which  includes 
two  things,  whether  it  is  new  and  whether  it  is  an  invention. 
This  is  not  an  invention  within  the  view  of  the  patent  law. 
[CoLTMAN,  J.  The  evidence  as  it  stands  at  present  is  that 
by  the  old  mode  of  manufacture  the  uniform  pressure  on 
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buttons  is  in  the  centre  ;  the  novelty  consists  in  removing 
the  pressure  from  the  centre  to  the  circumference.  The  in- 
vention is,  in  substance,  to  make  buttons  in  which  there 
shall  be  no  injury  to  the  raised  parts.  The  specification 
says,  covered  buttons  with  flexible  shanks,  made  by  the  aid 
of  dies  and  pressure.  Terry  velvet  buttons  could  not,  as 
the  evidence  now  stands,  without  injury,  be  made  with  dies 
and  pressure  before  this  mode  was  brought  forward.  I 
shall  not  take  the  case  from  the  jury.] 

Several  witnesses  were  called  for  the  defendant,  princi- 
pally to  prove  the  use  of  a  similar  fabric  to  the  one  claimed  ; 
the  nature  of  the  evidence  will  suflBiciently  appear  from  the 
summing  up. 

CoLTMAN,  J.  Gentlemen  of  the  jury,  the  part  of  the  in- 
vention which  is  said  to  have  been  infringed  is  that  described 
by  the  words  "  the  application  of  such  figured  woven 
fabrics  to  the  covering  of  buttons  (with  fiexible  shanks 
made  by  pressure  in  dies)  as  have  the  ground,  or  the  face 
of  the  ground,  woven  with  soft  or  organzine  silk  for  the 
warp,  when  such  fabrics  have  ornamented  designs  or  figures 
for  the  centres  of  buttons."  It  appears  that  the  buttons 
produced  are  made  by  pressure  in  dies,  with  flexible  shanks. 
Are  you  further  satisfied  that  it  is  a  figured  woven  fabric 
covering  a  button,  having  the  ground,  or  the  face  of  the 
ground,  woven  with  soft  or  organzine  silk  ?  The  witnesses 
for  the  plaintiflp  have  expressed  a  decided  opinion,  and  have 
not  been  contradicted  on  this  point. 

The  second  point  is  whether  the  plaintiff  has  given  such 
a  description  in  his  specification  as  would  enable  a  work- 
man of  competent  skill  (it  would  not  enable  me,  of  course, 
to  make  anything  of  the  sort,  or  any  person  who  is  not  a 
person  of  skill  conversant  with  the  trade)  to  carry  the  in- 
vention into  effect.  You  have  heard  the  evidence  of  Mr. 
Carpmael  and  Mr.  Cottam,  who  state  that,  in  their  opinion, 
any  competent  workman  could  make  the  plaintiff' s  buttons. 
That  has  not  been  met  by  any  contradictory  evidence  to 
show  any  obscurity  that  would  make  it  unintelligible  to  a 
competent  workman. 
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The  third  point  is  whether  the  invention  was  new  as  to 
the  use  of  it  in  England.  It  appears  that  Mr.  Grosvenor  was 
employed  in  1837  to  make  silk  with  ornamental  figures  in 
the  centre ;  that  about  fifty-seven  yards  were  made,  and 
consumed  on  seventy  gross  of  buttons  ;  that  a  considerable 
number  of  the  buttons  were  sold  in  the  market ;  and  the 
question  is  whether  the  fabric  so  made  and  employed  falls 
within  the  description  in  the  patent  If  it  does,  then  the 
goods  which  are  manufactured  are  goods  which  the  plaintiff 
attempts  by  this  patent  to  prohibit  the  party  from  mak- 
ing ;  and  his  patent  would,  therefore,  if  you  thought  these 
goods  had  been  put  in  use  publicly  in  England  (of  which 
the  circumstance  of  selling  them  in  the  way  described  is  a 
matter  you  are  to  consider,  whether  that  shows  a  public  use 
of  them  or  not)  be  too  large  in  its  claims,  and  consequently 
invalid. 

The  questions,  then,  are,  whether  you  are  satisfied  that 
there  has  been  an  invasion  of  the  patent ;  that  the  specifi- 
cation is  sufficiently  clear  for  an  intelligent  person  conver- 
sant with  the  subject  to  understand  the  mode  of  working ; 
and  whether  you  are  of  opinion  that  the  manufacture 
was  a  new  manufacture  in  England ;  or  whether,  on  the 
contrary,  that  a  certain  part  of  it  was  known  and  in  public 
use  before. 

Verdict  for  the  plaintiff. 


Re  QUARRILL'S  PATENT. 
Privy  Council,  June  30,  1840. 

(1  Web.  P.  C.  740.) 

Extension.    Proof  required. 

On  applying  for  an  extension,  proof  of  patentee's  actual  expenses  must  be 
made.    An  arerment  that  there  has  been  no  loss  or  profit  is  not  enough. 

Application  for  an  extension. 
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This  was  an  application  by  the  assignee,  under  an  assign- 
ment from  the  executrix,  the  widow  of  the  patentee,  of  let- 
ters patent  granted  December  20,  1826,  to  Thomas  Quarrill, 
for  "  improvements  in  the  manufacture  of  lamps." 

It  appeared  that  between  six  hundred  and  seven  hundred 
lamps  had  been  sold  during  Mr.  Quarrill' s  lifetime  at  a 
profit  of  about  10^.  a  lamp,  the  selling  price  being  about 
30^.  ;  that  the  petitioner  had  purchased  the  stock  in  trade 
at  a  fair  value,  and  had  been  no  loser  by  the  transaction. 

Their  lordships  refused  the  application.  Their  lordships 
also  intimated  that  with  regard  to  the  question  of  remu- 
neration, the  actual  expenses  must  be  shown ;  to  state  there 
had  been  neither  loss  nor  profit  was  not  sufficient. 


Re  JONES'S  PATENT. 
Privy  Council,  July  8,  1840. 

(1  Web.  P.  C.  577.) 

Oeneral  ^atuure  of  Applications  for  Extension,    Insufficient 
Hemuneration  as  a  Ground.  Presumption  from  Jfon^TJser, 

Applications  for  extension  arc  not  granted  as  matter  of  course.  The  Juris- 
diction of  the  Judicial  Committee  is  extraordinary,  and  is  to  be  exercised  only 
on  the  most  special  grounds  alleged  and  proved  in  each  case. 

The  insufficiency  of  the  usual  term  to  afford  remuneration,  regard  being  had 
to  the  merits  of  the  invention  and  its  usefulness  to  the  public— A«^  a  sufficient 
ground  for  extension  of  the  term. 

Application  for  an  extension. 

The  application  was  made  by  the  assignee  for  an  exten- 
sion of  the  term  of  letters  patent,  granted  October  10,  1826, 
numbered  5,415,  to  T.  Jones,  for  ''a  certain  improvement 
or  improvements  in  wheels  for  carriages." 

Camphell^  Attarney-Oeneral^  said  that  he  did  not  intend 
to  make  any  objection  to  the  extension  on  the  ground  of  any 
supposed  want  of  validity,  which  he  had  reason  to  believe 
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could  be  satisfactorily  established,  having  been  proved  on 
a  trial  at  law  [in  Jones  v.  Pearce,  1  aTde^  473.  The  grounds 
of  the  rule  nisi  for  a  new  trial  in  that  case  do  not  appear  in 
that  report,  but  in  the  course  of  these  proceedings  they 
were  stated  to  be :  1.  No  sufficient  evidence  of  infringe- 
ment, the  defendant  not  having  sold  any  wheel,  and  having 
one  only  in  his  possession ;  2.  Misdirection,  the  jury  hav- 
ing been  directed  that  an  abortive  attempt  to  bring  a  prin- 
ciple into  use  did  not  prevent  another  from  taking  out  a 
patent  for  aa  invention  on  the  same  principle,  and  bringing 
it  into  successful  use. — Ed.]';  but  he  felt  it  his  duty  to 
submit  that  there  was  no  reasonable  prospect  of  its  being 
beneficial  to  the  patentee  or  his  assignee,  in  which  case  the 
public  ought  not  to  be  precluded  from  the  use  of  it. 

Pollock.  The  only  way  in  which  the  public  would  have 
an  immediate  benefit  from  the  invention  would  be  by  per- 
mitting the  assignee  to  have  the  further  use  of  the  patent ; 
for  if,  after  the  loss  he  had  sustained,  he  was  to  be  driven 
from  the  trade,  the  invention  would  probably  fail  as  far  as 
the  public  were  concerned,  for  want  of  that  support  which 
he  alone  could  give. 

The  papers  containing  the  advertisements  were  put  in, 
also  three  deeds — the  first  conveying  a  fourth  of  the  patent 
to  Riddle,  the  second  a  fourth  to  Piper,  and  the  third  the 
remaining  hall  to  Riddle  and  Pii)er,  the  petitioners. 

Mr.  Brunei  and  other  witnesses  described  the  nature  of 
the  invention,  and  explained  the  superiority  of  iron  wheels 
made  according  to  the  patent  over  other  iron  or  wooden 
^  wheels :  that  the  wheels  of  a  carriage  intended  to  move 
great  weights — as  large  blocks  of  stone — if  of  wood  must 
be  nearly  solid  ;  these  were  extremely  liable  to  get  out  of 
order  and  shrink,  and  be  unfit  for  use.  The  patent  wheels 
would  be  much  lighter  than  iron  wheels  made  on  the  old 
principle — that  is,  supporting  the  weight  from  beneath  and 
not  from  above  by  suspension.  Considerable  difficulty  was 
experienced  at  first  in  making  the  tire  of  the  wheels.  The 
machinery  had  been  repeatedly  altered,  and  great  expense 
incurred  from  that  source  and  in  experiments  for  reducing 
the  cost  of  the  wheels.     The  great  difficulty  was  with  the 
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tire,  which  did  not  attain  its  present  state  of  perfection  till 
within  about  six  years.  There  had  been  no  departure  from 
the  specification. 

The  concern  on  the  whole  had  been  a  losing  one ;  the  total 
amount  of  loss,  exclusive  of  interest  on  the  capital,  during 
the  whole  term  was  £15,389,  and  with  interest,  £28,474 ; 
during  the  last  seven  years  the  loss  has  been  £16,006.  This 
loss  has  been  principally  owing  to  the  cost  of  machinery, 
the  capital  exi)ended  in  obtaining  machinery  for  the  differ- 
ent parts  of  the  wheel ;  £7,284  had  been  expended  in  ma- 
chinery patterns,  tools,  implements,  forges  and  premises. 
About  2,600  pairs  of  wheels  had  been  made.  The  relative 
cost  of  a  pair  of  patent  iron  and  wooden  wheels  of  the  same 
size  is  £11  and  £7,  but  the  expense  of  keeping  up  the  latter 
is  greater  than  the  former  ;  the  latter  will  wear  out  in  about 
two  years,  whereas  the  former  will  last  four  years,  and 
when  worn  out  several  parts  may  be  used  again.  The  pre- 
judice against  the  wheels  among  the  makers  of  carts  and 
carriages  is  very  strong.  So  much  difficulty  had  been  expe- 
rienced in  getting  the  wheels  applied  to  carriages,  that  the 
petitioners  had  recently  taken  to  making  the  bodies  as  well 
as  wheels  of  carriages.  During  the  last  two  years  consider- 
able quantities  had  been  exported  to  the  West  Indies  and 
other  places. 

The  patentee  was  examined  as  to  his  having  any  knowl- 
edge of  Mr.  Strutt's  invention.  He  stated  that  he  had  never 
heard  of  anything  of  the  kind  until  the  trial  for  the  infringe- 
ment of  his  patent ;  the  mode  pointed  out  in  the  specifi- 
cation is  now  pursued  in  making  the  wheels  ;  the  various 
deviations  were  attempted  for  the  purpose  of  saving  expense, 
but  the  parties  had  returned  to  the  precise  mode  pointed 
out  in  the  specification ;  the  difficulty  of  rolling  the 
wrought-iron  rim  led  to  the  trial  of  cast  iron,  but  that  proved 
too  heavy ;  the  present  rim  is  of  better  dimensions  than 
those  made  at  first,  and  of  a  better  kind  of  iron  ;  there  is 
nothing  in  the  present  wheel  which  is  not  described  in  the 
si)ecification,  except  some  improvement  in  the  nave  for  the 
purpose  of  keeping  in  the  oil. 

The  Attorney-Oeneral  said  that  he  should  not  dispute 
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that  the  present  was  to  be  considered  a  valid  patent,  but  he 
submitted  that  there  was  not  a  sufficient  case  made  out  to 
call  for  an  extension  of  the  term,  there  appearing  no  reason- 
able ground  to  suppose  that  a  benefit  would  accrue  to  the 
I)etitioner  which  would  counterbalance  the  loss  to  the  pub- 
lic from  the  continuance  of  the  monopoly. 

Pollock.  It  has  been  made  out  that  a  very  considerable 
part  of  the  loss  has  arisen  from  the  necessity  of  the 
patentees  making  their  own  machinery.  The  demand  was 
not  such  as  to  induce  the  manufacturers  to  comply  with 
their  wishes,  and  they  were  obliged  to  make  their  own  ex- 
periments, and  get  premises,  and  erect  a  forge  for  them- 
selves. The  proprietors  of  the  patent,  perceiving  the  great 
expense,  and  expecting  that,  by  diminishing  the  cost  or  by 
having  a  more  perfect  article  to  seU,  they  would  be  more 
successful,  went  on  making  exi)eriments,  but  eventually  re- 
turned to  the  si)ecification,  and  expect  that  by  an  extension 
of  the  term  they  shall  be  enabled  to  retrieve  a  part  of  their 
loss. 

Lord  Brougham.  It  is  perfectly  true,  as  has  been  stated, 
not  only  vcgon  this  but  upon  former  occasions,  that  these 
applications  are  anything  rather  than  matters  of  course. 
This  is  a  very  extraordinary  jurisdiction  which  has  been 
conferred  on  the  Judicial  Committee  by  the  Legislature, 
and  is  to  be  exercised  only  on  the  most  8i)ecial  grounds 
alleged  and  proved  in  reference  to  each  case.  Their  lord- 
ships are  of  opinion  that  in  this  case  the  grounds  are  most 
decisive,  and  have  been  proved  in  a  most  satisfactory  man- 
ner. Prom  the  nature  of  the  invention  it  appears  to  be 
hardly  possible  that,  within  the  ordinary  period  of  time, 
ten,  twelve  or  fourteen  years,  a  remuneration  could  be  ex- 
I)ected.  In  this  case  it  is  clearly  proved,  not  only  that  there 
was  no  remuneration,  but  that  every  year  a  very  heavy  loss 
has  been  sustained.  Under  these  circumstances  their  lord- 
8hii)S  are  of  opinion  that  unless  they  give  the  whole  term  of 
seven  years,  there  is  no  reasonable  chance  of  that  loss  being 
counteracted  by  the  profit  to  the  parties  now  in  possession 
of  the  patent.    Their  lordships  are  therefore  of  opinion  that 
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in  the  circumstances  of  the  case,  and  regard  being  had  to 
the  merits  of  the  invention  and  its  usef  cdness  to  the  public, 
the   whole   i)eriod  of    seven  years'   extension  should  be 
granted. 
Report  accordingly. 

Extension. — 1.  Mode  of  proceeding  in  case  of  applicaUon  for  extension  is 
given  by  the  Statute  5  and  6  Will.  IV.,  c.  88,  which  statute  is  cited  generally  in 
2  ante,  pp.  185,  229,  419,  454,  480,  490,  501,  582  and  585.  2.  Grounds  far  ex- 
tension  are  indicated  clearly  by  the  decisions  in  the  following  cases  :  A  very 
strong  hardship  should  be  made  out  as  well  as  a  strong  case  upon  the  utility 
of  the  invention  (Be  Erard's  Patent,  2  ante,  182).  In  Ez-parte  Russell  (2  ante, 
532),  extension  was  granted  on  ground  of  great  merit  and  utility  and  inade- 
quate remuneration  occasioned  in  great  measure  by  expenses  of  litigation  which 
assignee  had  been  involved  in  for  the  protection  of  his  patent  rights.  In 
Swaine's  Patent  (2  ante,  482),  invention  being  very  meritorious,  result  of  much 
labor,  care  and  science,  and  extremely  useful,  and  patentee  having  sustained 
loss  in  introducing  same  to  public  use,  it  was  held,  that  patent  should  be  ex- 
tended for  seven  years.  In  Be  Southworth's  Patent  (2  ante,  404),  the  misfor- 
tunes of  the  patentee  and  those  connected  with  him  in  the  management  of  the 
patent,  together  with  the  nature  of  the  invention  being  such  that  it  would  not 
be  likely  to  come  into  immediate  use,  were  Jield  grounds  for  an  extension.  In 
Be  Stafford's  Patent  (2  ante,  512),  extension  was  recommended,  patentee  having 
experienced  great  opposition  from  existing  interests,  and  being  a  loser  by  the 
invention. 


MUNTZ  V.  VIVIAN. 
Chancery,  V.  C,  Nov.,  1840. 

(2  Web.  P.  C.  87.) 

Evidence  of  Infrijigement    Injunction, 

Injunction  refused  where  there  appeared  to  be  a  material  difference  between 
the  process  used  by  the  defendants  and  that  claimed  by  the  plaintiff. 

Suit  for  injunction. 

The  patent  in  question  was  granted  to  G.  P.  Muntz,  dated 
October  22,  1832,  numbered  6,325,  for  an  *'  improved  manu- 
facture of  metal  plates  for  sheathing  the  bottoms  of  ships." 

The  specification  stated  :  * '  I  declare  my  invention  to  con- 
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sist  in  making  plates  for  sheathing  of  an  alloy  of  zinc  and 
copper  in  such  proportions  and  of  such  qualities  as,  while 
it  enables  the  manufacturer  to  roll  the  metal  into  sheets  less 
difficult  to  work,  renders  the  sheathing  less  liable  to  oxida- 
tion than  ordinary  copper,  though  it  oxidates  sufficiently 
to  keep  the  bottom  of  the  vessel  clean. 

''I  take  that  quality  of  copper  known  in  the  trade  by 
the  appellation  of  '  best  selected  copi)er,'  and  that  quality 
of  zinc  known  in  England  as  '  foreign  zinc,'  and  melt  them 
together  in  the  usual  manner,  in  any  proportions  between 
fifty  per  cent,  of  copper  to  fifty  per  cent,  of  zinc,  and  sixty - 
three  per  cent,  of  copi)er  to  thirty-seven  per  cent,  of  zinc, 
both  of  which  extremes  and  aU  intermediate  proportions 
will  roll  at  a  red  heat ;  but  as  too  large  a  proportion  of 
copper  increases  the  difficulty  of  working  the  metal,  and  too 
large  a  proportion  of  zinc  renders  the  metal  too  hard  when 
cold,  and  not  sufficiently  liable  to  oxidation  to  effect  in  the 
best  manner  the  intended  purpose,  I  prefer  the  alloy  to 
consist  of  about  sixty  per  cent,  of  copi)er  to  forty  per  cent, 
of  zinc.  This  compound  I  cast  into  ingots  of  any  convenient 
weight,  and  then  heat  them  to  a  red  heat,  and  roll  them  in 
the  same  manner  as  copper  is  rolled  hot,  only  taking  care 
not  to  overheat  the  metal  so  as  to  produce  fusion,  and  not 
to  put  it  through  the  rollers  after  the  heat  has  left  it  too 
much,  say,  when  the  red  heat  goes  off,  otherwise  it  will 
split.  If  the  surface  of  the  sheet  when  brought  from  the 
hot  rollers  should  not  be  thought  fine  or  smooth  enough,  I 
leave  the  sheets  from  the  hot  rollers  rather  stronger  than 
required,  and  afterward  roll  them  cold  to  the  proper  size. 
After  the  sheets  are  finished  they  must  be  well  annealed, 
and  then  cleaned  with  a  mixture  of  sulphuric  acid  and 
water,  from  which  they  should  be  well  washed  in  clean 
water,  and  then  dried. 

' '  Now,  whereas  it  is  evident  that  the  said  alloy  may  also 
be  made  from  a  compound  of  copper  and  calamine  by 
cementation,  taking  care  that  the  quantity  of  calamine  shall 
be  such  that  the  zinc  extracted  from  it  will  be  in  some  of 
the  same  proportions  to  the  copper  as  before  mentioned ; 
but  as  it  is  very  difficult  to  make  the  copi)er  take  up  the 
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necessary  qnantity  of  zinc  by  this  process,  it  is  more  ex- 
IJensive.  It  is  equally  evident  that  brass  of  very  good 
quality,  with  the  addition  of  zinc  requisite  to  make  the 
proper  proportion  of  copper  and  zinc,  will  likewise  roll 
hot,  and  answer  the  purpose,  but  is  again  a  more  expensive 
mode, 

"  But,  whereas  I  claim  as  my  invention  the  manufacture 
of  metal  plates  or  sheets,  for  the  purpose  aforesaid,  of  an 
iiUoy  of  copper  and  zinc  in  such  proportions  as  will  enable 
the  manufacturer  to  roll  the  said  alloy  while  at  a  red  heat 
into  sheets  fit  for  the  sheathing  of  ships  or  other  such  ves- 
sels, and  which  wiU  be  sufficiently  ductile  to  dress  close  to 
the  bottoms  of  the  said  vessels,  at  the  same  time  that  it  is 
more  durable  than  the  copper  sheathing  now  in  use,  and 
oxidates  sufficiently  to  keep  the  said  bottoms  clean." 

The  bill  filed  October  25, 1840,  by  the  plaintiff  and  Messrs. 
Grenfell,  prayed  for  an  injunction  to  restrain  the  defend- 
ants from  infringing  the  plaintiff  s  patent. 

The  plaintiffs  charged  "  that  the  invention  for  which 
the  said  letters  patent  were  granted  does  not  consist  in  the 
mere  manufacture  of  metal  or  brass  in  the  ordinary  mode 
by  the  alloy  of  zinc  and  copper  in  such  proportions  as  will 
alone  effect  such  purpose  of  metal  plates  which  may  be 
roUed  into  sheets  at  a  red  heat,  and  thereby  rendered  appli- 
cable for  the  sheathing  of  ships  and  vessels."     And  further, 
"  that  brass  made  in  the  ordinary  mode,  or  in  any  other 
mode  than  by  an  alloy  in  the  proportions  stated  in  the  said 
specification,  is  not  and  cannot  be  made  applicable  to  the 
sheathing  of  ships  and  vessels,  inasmuch  as  the  same  can- 
not be  rolled  excepting  when  cold,  which,  added  to  its  oxi- 
^ves  it  no  advantage  over  copper." 
injunction  was  now  made,  supported  by  an 
r.  Muntz  as  to  the  originality  of  the  patent, 
lied  affidavits  in  opposition,  in  which  they 
had  long  before  the  patent  manufactured 
lin  the  proportions  specified  in  the  patent, 
led  them  cold.     Mr.  Muntz,  in  his  affidavit 
'  that  he  did  not  claim,  nor  ever  pretended 
nufacture  of  brass  or  pinchbeck  in  the  pro- 
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portion  of  sixty  per  cent,  of  copi)er  to  forty  per  cent,  of  zinc 
appUed  to  ordinary  purposes,  or  aay  proportions  otherwise 
than  and  except  the  application  for  the  sheathing  of  ships." 

Shadwell,  V.  C,  said  that  although  he  would  not  then 
put  any  construction  on  the  patent,  it  was  impossible  not 
to  see  that  the  rolling  hot  was  a  material  feature  in  the 
invention  ;  and  as  the  defendants  did  not  roll  hot,  he  would 
not  grant  the  injunction,  but  would  leave  the  plaintiff  to 
his  action. 

Lijunction  refused. 


PERRY  V.  MITCHELL. 
Exchequer,  Iffioh.  T.,  1840. 

(1  Web.  P.  C.  269.) 
In  what  Cases  Particulars  of  Infringement  wiU  be  ordered. 

Motion  to  require  plaintifl  to  deliver  particulars  of  in- 
fringement. 

This  was  an  action  for  the  infringement  of  two  letters 
patent,  of  January  28,  1832,  and  November  19,  1833,  for 
improvement  in  pens,  and  the  specification  set  forth  and 
described  thirteen  different  pens,  containing  an  indefinite 
number  of  slits  and  adjustments.  The  declaration  assigned 
as  breaches  the  making,  etc.,  pens  and  nibs,  in  imitation  of 
parts  of  the  said  invention,  with  divers  additions  thereto 
and  subtractions  therefrom. 

Petersdorff^  for  the  defendant,  on  affidavit  of  the  above 
circumstances,  and  that  inasmuch  as  neither  the  parts  nor 
the  additions  or  subtractions  were  mentioned,  it  would  be 
impossible  to  prepare  the  notice  of  objections  to  be  delivered 
with  the  pleas,  or  to  know  what  evidence  to  adduce,  ob- 
tained a  rule  calling  on  the  plaintiff  to  show  cause  why  the 
plaintiff  should  not  deliver  particulars  in  writing  of  the  in- 
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fringements  on  which  it  was  intended  to  rely,  and  specify 
and  point  out  the  particular  pens  shown  in  the  drawings 
annexed  to  the  si)ecification,  in  respect  of  which  such  in- 
fringements had  taken  place. 

Pollock  showed  cause,  and  cited  Crofts  v.  Peach  (2  antCj 
p.  247). 

The  court  made  the  rule  absolute,  and  ordered  the  plain- 
tiflP  to  give  particulars  by  the  number  of  the  pens  on  which 
infringements  were  alleged.  The  following  notice  was  given 
accordingly  :  *'  The  pens  to  which  the  declaration  in  this 
cause  refers,  and  the  numbers  of  such  pens  in  the  si)ecifica- 
tions  referred  to  in  the  declaration,  are  as  follows"  (set- 
ting forth  the  numbers  and  figures  of  the  diagrams). 

Mr.  Webster,  commenting  upon  this  and  the  preceding  cases,  says  (1  Web. 
P.  C.  269,  note) :  "  It  should  be  remarked  that  the  applications  are  not  in  pur- 
Buiwce  of  any  statute,  but  to  the  general  jurisdiction  of  the  court." 


Re  SHARPS  PATENT. 
Chancery^  M.  R.,  Dec.  22,  1840. 

(I  Web.  P.  C.  641.) 

Memorandum  of  Alterations  under  5  and  6  WUZ.  IV.  c  83, 
8.  1,   Jurisdiction  to  amend  Memorandum'. 

The  Master  of  the  Rolls  has  no  jurisdiction  to  remove  from  the  records  of 
the  Court  of  Chancery  a  memorandum  of  alterations  of  the  spedflcation,  en- 
rolled under  5  and  6  Will.  IV.,  c.  83,  s.  1. 

Except  for  the  purpose  of  correcting  mere  verbal  or  clerical  errors  proved  to 
have  arisen  from  mistake  or  inadvertence,  the  Master  of  the  Rolls  has  no  au- 
thority to  make  any  alteration  in  the  enrolment  of  the  patent  or  of  the  specifi- 
cation. 

If  the  memorandum  goes  beyond  the  act  (above)  it  is  void,  and  cannot  be 
given  in  evidence  or  made  any  use  of. 

Petition  to  correct  a  memorandum  of  alterations  of  a 
specification  enrolled  under  5  and  6  Will.  IV.,  c.  83,  s.  1, 
by  J.  Sharp. 
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This  was  an  application  on  behalf  of  J.  Wordsworth, 
made  to  the  Master  of  the  Rolls,  as  Keeper  of  the  Records 
of  the  Court  of  Chancery,  to  remove  from  the  rolls  of  that 
court  a  memorandum  of  alteration,  which  had  been  duly 
enrolled  under  the  authority  of  the  fiat  of  the  Solicitor- 
General,  according  to  the  provisions  of  the  statute  5  and 
6  Will.  IV.,  c.  83,  s.  1. 

Letters  patent,  dated  October  8, 1836,  had  been  granted  to 
John  Sharp,  of  Dundee,  for  "certain  machinery  for  con- 
verting roj)es  into  tow,  and  certain  improvements  in  certain 
machinery  for  preparing  hemp  or  flax  for  spinning ",  parts 
of  which  improvements  are  also  applicable  to  the  preparing 
of  cotton,  wool  and  silk  for  spinning."  The  specification 
was  duly  enrolled  April  8, 1837.  In  the  same  year  Mr.  Sharp 
obtained  letters  patent  for  Scotland  for  the  same  invention. 
On  May  31,  1838,  letters  patent  were  granted  to  the  peti- 
tioner Joshua  Wordsworth  for  ''  improvements  in  machin- 
ery for  heckling  and  dressing  flax,  hemp  and  other  fibrous 
materials,"  the  specification  under  which  was  duly  en- 
rolled November  30,  1838. 

On  August  18, 1838,  a  petition  was  presented  to  Sir  R.  M. 
Rolfe,  Her  Majesty's  Solicitor-Gteneral,  for  leave  to  enter  a 
memorandum  of  alteration  in  the  specification  of  Mr. 
Sharp's  English  patent.  The  Solicitor-Greneral  ordered  ad- 
vertisements to  be  inserted  in  the  Gazette  and  two  London 
papers,  and  in  a  Scotch  newspaper  circulating  in  the  neigh- 
borhood of  the  residence  of  the  patentee ;  which,  having 
been  done  on  September  8,  he  granted  the  fiat  for  enrolling 
the  said  memorandum  of  alteration,  which  was  enrolled  ac- 
cordingly on  September  20,  1838. 

The  petitioner  alleged  that  certain  portions  of  the  said 
memorandum  of  alteration  described  a  new  machine  or  ar- 
rangement of  machinery,  and  extended  the  exclusive  right 
granted  by  the  letters  patent,  and  was  in  substance  the  same 
machinery  as  had  been  invented  by  the  petitioner  and  de- 
scribed in  the  specification  of  his  patent ;  and  prayed  that 
such  portions  might  be  expunged  from  the  said  memoran- 
dum of  alteration  and  the  rolls  of  the  court. 

Russell  applied  for  an  order  exparte,  as  on  the  default 
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of  the  respondent,  and  tendered  an  affidavit  of  service  of  a 
copy  of  the  petition  on  the  respondent  in  Scotland,  and 
submitted  that  this  being  a  case  under  the  new  act  was 
without  precedent ;  and  unless  such  service  were  accepted, 
there  could  be  no  means  of  serving  parties  out  of  the  juris- 
diction of  the  court. 

Lord  Langdale,  M.  R.  That  might  be  a  very  good 
ground  for  an  application  for  substituted  service,  but  not 
for  such  service  as  has  been  made.  Have  the  resiK)ndents 
employed  no  agent  in  London,  in  preparing  and  filing  the 
memorandum,  on  whom  service  might  be  ordered  ?  Is  not 
the  memorandum  void  if,  as  the  petitioner  contends,  it  ex- 
ceeds the  limits  of  the  act ;  and  what  more  can  the  peti- 
tioner want  ? 

Russell,  The  existence  of  the  memorandum  upon  the 
rolls  of  the  court  gives  the  ^axtjo,  prima  facie  right,  which 
is  a  grievance  to  the  petitioner  and  others,  who  ought  not 
to  be  driven  to  a  more  expensive  remedy.  The  court  haa 
power  over  its  records,  and  has  been  in  the  habit  of  exer- 
cising jurisdiction  over  any  alterations  in  them  ;  the  present 
is  a  corruption  of  the  rolls  of  the  court. 

Lord  Langdale,  M.  R.  You  have  a  plain  and  easy 
remedy  elsewhere.  If  the  memorandum  goes  beyond  the 
act,  as  you  say,  it  is  void,  and  could  not  be  given  in  evi- 
dence or  made  any  use  of.  If  it  was  a  specification  under 
the  old  law,  what  jurisdiction  should  I  have  to  take  it  off 
the  roll  ?  If  I  were  to  decide  that  this  memorandum  is 
void,  and  to  order  it  to  be  taken  oflP  the  roll,  and  it  turned 
out  that  it  was  not  so,  what  situation  would  the  patentee 
be  in  ?  I  might  be  depriving  him  of  his  patent.  I  appre- 
hend I  have  no  discretion  about  receiving  a  memorandum 
when  it  has  been  sanctioned  by  the  Attorney  or  Solicitor- 
General  ;  and  therefore  how  could  I  make  an  order  which 
would  have  the  effect  of  depriving  a  patentee  of  his  rights 
under  the  act  ?  At  all  events,  I  can  make  no  order  on  the 
present  service. 

On  a  subsequent  day,  on  affidavits  stating  who  had  acted 
as  agents  in  this  country  for  the  patentee,  an  order  was  ob- 
tained for  amending  the  petition,  and  that  personal  service 
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of  the  amended  petition  on  the  patentee  and  his  agent  might 
be  deemed  good  service. 

Perriberton  and  JRicsseU  appeared  in  support  of  the 
amended  petition.  The  alteration  in  the  specification  is  one 
which  the  act  of  Parliament  does  not  warrant.  The  act  ex- 
pressly provides  that  the  alteration  shall  not  be  such  as  to 
extend  the  exclusive  right  granted  by  the  letters  patent ; 
but  in  this  case  the  right  is  extended  in  such  a  manner  as 
to  Infringe  upon  the  rights  of  the  petitioner,  and  against 
this  he  is  entitled  to  relief.  The  statute  provides  that  the 
memorandum  of  alteration  in  the  specification  shall  be  taken 
as  part  of  the  letters  patent  and  specification  in  all  courts 
whatever.  If  this  alteration,  one  unwarranted  by  the 
statute,  is  to  be  considered  as  part  of  the  records  of  the 
court,  then  this  court  has  jurisdiction  to  expunge  the  irreg- 
ular entry  on  its  rolls.  The  records  of  the  different  courts 
have  always  been  subject  to  their  jurisdiction  and  author- 
ity, and  if  the  court  finds  they  are  not  in  the  state  they 
ought  to  be,  it  will  correct  them.  This  was  done  by  Sir 
J.  Leach  in  Redmund's  Case  (1  arUey  p.  397),  where  an  error 
in  the  enrolment  of  a  specification  was  ordered  to  be  cor- 
rected. The  legislature  could  never  have  intended  that  the 
Attorney  and  Solicitor-Gteneral  should  have  an  uncontrolled 
authority  to  order  any  alteration  whatever  in  a  patent,  or 
to  direct  any  entry  they  pleased  on  the  rolls  of  the  court ; 
for  if  they  are  to  decide  conclusively  without  giving  parties, 
in  whose  absence  they  decide,  the  power  of  appealing,  and 
a  fiat  of  the  Attorney  or  Solicitor-Greneral  should  be  ob- 
tained by  fraud,  accident  or  mistake,  there  would  be  no 
means  of  correcting  the  error.  There  is  no  other  jurisdic- 
tion to  which  this  application  can  be  made,  and  if  this 
court  ever  had  jurisdiction  to  correct  its  own  records,  it  can 
only  be  taken  away  by  express  enactment.  [Attomey- 
Gteneral  v.  Aspinall,  2  Myl.  &  C.  613 ;  Attorney-General 
V.  Norwich,  id.  430 ;  Attorney  General  v.  Poole,  4  Myl. 
&  C.  17 ;  Attorney-General  v,  Wilson,  1  Cr.  &  Ph.  1.]  There 
is  no  exclusion  of  the  jurisdiction  of  this  court  in  the  statute 
in  question ;  it  must,  consequently,  stiU  remain.  The 
court,  therefore,  has  authority  to  control  the  discretion  of 
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the  Attorney  and  Solicitor-Creneral,  and  to  judge  whether, 
under  the  act  of  Parliament,  the  memorandum  is  such  as  to 
be  proper  to  be  added  to  the  record. 

Again,  the  Attorney  or  Solicitor-General  is  only  author- 
ized to  sanction  such  a  memorandum  as  does  not  extend  the 
patent.  Here  the  memorandum  does  extend  the  patent. 
The  act  of  Parliament,  therefore,  does  not  apply,  and  the 
amendment  may  be  treated  as  surreptitious,  and  as  forming 
no  part  of  the  roUs.  It  will  be  said  that,  in  this  view  of 
the  case,  the  petitioner  will  not  be  prejudiced,  as  on  the 
trial  of  an  action  at  law  the  fact  will  appear  that  the 
alteration  was  unwarranted  ;  but  the  act  expressly  provides 
that  the  alteration  "  shall  be  deemed  and  taken  to  be  part 
of  such  letters  patent  or  specification  in  aU  courts  whatever' ' 
[see  Perry  v.  Skinner,  2  aritey  p.  454,  in  which  case  it  was 
held  that  where  a  patent  is  originally  void,  but  amended 
under  6  and  6  Will.  IV.,  c.  83,  by  filing  a  disclaimer  of  part 
of  the  invention,  that  act  has  not  a  retrospective  operation, 
so  as  to  make  a  party  liable  for  an  infringement  of  the 
patent,  prior  to  the  time  of  entering  such  disclaimer] ;  the 
altered  sj)ecification  will,  therefore,  be  conclusive.  Inde- 
pendently of  this,  the  petitioner  has  a  right  to  try  an  action 
without  these  words  ;  and  as,  where  a  deed  or  other  instru- 
ment forms  a  cloud  over  the  title  of  a  party,  this  court  will 
order  it  to  be  delivered  up,  so  here  the  court  will  relieve  the 
petitioner  from  the  effects  of  an  improper  entry  on  the 
records  of  the  court  made  in  his  absence. 

mil  and  Bdcon^  for  the  respondent.  The  Master  of  the 
RoUs  has  no  jurisdiction  to  do  what  is  asked  by  the  peti- 
tion. The  alteration  is  not  even  a  record  in  its  strict  sense, 
and  if  it  were,  the  Master  of  Rolls,  sitting  as  the  Keeper  of 
the  Records,  has  no  power  to  expunge  an  alteration  sanc- 
tioned by  the  proper  authority  ;  his  jurisdiction  in  this  re- 
spect is  confined  to  the  amendment  of  clerical  errors.  The 
principle  adverted  to  as  established  by  the  decision  on  the 
Municipal  Corporation  Act,  that  an  old  jurisdiction  is  not 
excluded  by  the  erection  of  a  new  tribunal,  may  be  conceded 
to  the  petitioner,  but  before  the  statute  authorizing  the  en- 
rolment of  a  memorandum  of  alteration  this  court  had  no 
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jarisdiction  whatever  on  the  subject.  The  right  of  disclaimer, 
and  of  effecting  an  alteration  in  the  title  and  in  the  specifi- 
cation, was  anew  creation,  for  the  determination  of  the  ques- 
tions regarding  which  the  legislature  created  a  sx)ecial 
tribunal,  from  which  there  was  no  appeal  to  this  court.  If 
this  court  could  re-hear  the  decision  of  the  Attorney  or  Soli- 
citor-General, the  same  right  would  extend  to  any  decision 
of  the  Judicial  Committee  of  the  Privy  Council,  on  the 
matters  submitted  to  their  jurisdiction  by  the  statute.  The 
Master  of  the  Rolls  is  only  a  ministerial  officer  in  these 
matters  ;  as  the  Keeper  of  the  Records,  he  is  bound  to  re- 
ceive and  keep  whatever  is  duly  authorized. 

Lord  Langdale,  M.  R.  (after  stating  the  facts).  The  pe- 
titioner complains  of  this  proceeding  as  injurious  to  him,  as 
it  undoubtedly  is,  if  the  facts  be  as  alleged  ;  and  he  prays 
that  such  portions  of  the  memorandum  in  Sharp' s  specifica- 
tion as  are  set  forth  in  his  petition,  and  are  in  substance  de- 
scriptive of  the  machinery  invented  by  the  petitioner,  may 
be  expunged  from  the  memorandum  of  alterations  and  the 
rolls  of  the  court. 

The  question  now  is  whether,  supposing  the  facts  to  be 
as  alleged,  I  have  authority  to  do  what  is  asked,  and  I  am 
very  clearly  of  opinion  that  I  have  not.  Patents  for  inven- 
tions axe  granted  on  condition  of  a  specification  of  each  in- 
vention being  enrolled  in  a  limited  time,  and  except  for  the 
purpose  of  correcting  mere  verbal  or  clerical  errors,  proved 
to  have  arisen  from  mistake  or  inadvertence,  I  am  of 
opinion  that  I  have  no  authority  to  make  any  alteration  in 
the  enrolment  of  the  patent  or  of  the  specification.  The 
party  enrolling  his  specification  does  it  at  his  own  peril ; 
and  if  in  his  specification  he  expresses  something  by  which 
his  patent  is  rendered  invalid,  he  must  submit  to  all  the  legal 
consequences  ;  and  those  who  have  a  right  to  take  advan- 
tage of  any  error  of  his  must  do  so  in  a  legal  course  ;  they 
cannot  require  the  Keeper  of  the  Records  or  Rolls  to  alter 
that  which  the  patentee  has  claimed  or  disclaimed  in  his 
specification,  and  compel  him  by  such  enforced  alteration 
to  say  something  which  he  never  intended  to  say. 
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There  were  very  good  reasons  for  relieving  i)atentees  from 
some  of  the  risks  and  difficulties  to  which  they  were  liable 
from  errors  in  their  specifications  ;  and  the  statute  5  and  6 
Will.  IV.,  c.  83,  authorized  disclaimers  and  memorandums 
of  alterations  to  be  filed  and  enrolled  with  the  leave  of  the 
Attorney  and  Solicitor-General ;  and  enacted  that  when 
filed  and  enrolled  the  same  should  be  deemed  and  taken  to 
be  part  of  such  letters  patent  and  specification,  ^^^.,  as  the 
act  has  been  expounded  [in  the  case  of  Perry  v.  Skinner, 
2  ante^  p.  454],  shall  be  deemed  and  taken  to  be  part  of 
the  letters  patent  or  specification,  from  the  time  of  filing 
the  memorandum  of  alteration.  And  considering  the  memo- 
randum of  alteration  as  now  being  part  of  ^the  specifica- 
tion, I  conceive  that  it  ought  to  be  dealt  with  as  such  and 
no  otherwise.  If  it  were  alleged  that  the  enrolled  memo- 
randum of  alteration,  by  mistake  of  the  writer,  contained 
verbal  or  clerical  errors,  by  means  of  which  something  was 
enrolled  contrary  to  the  true  intent  of  the  party,  and  if  suffi- 
cient evidence  were  given  of  the  fact,  I  should  think  myself 
authorized  by  precedent  to  correct  the  error,  and  make  the 
enrolment  accord  with  the  proved  intention  of  the  party  at 
the  time  of  the  enrolment.  But  it  has  never  been  supposed 
that  the  Master  of  the  Rolls,  as  Keeper  of  the  Records,  had 
authority  to  permit  or  to  order  an  erroneous  claim  to  be  ex- 
punged or  amended.  The  party  may  have  claimed  too 
much,  and  thereby  made  his  patent  good  for  nothing,  or 
may  have  omitted  to  claim  something  which  he  was  justly 
entitled  to  ;  but  on  such  grounds  the  Keeper  of  the  Records 
could  not  interfere  on  his  behalf  or  at  his  instance  ;  and  I 
apprehend  that  no  attempt  has  ever  been  made  to  induce 
the  Keeper  of  the  Records  to  expunge  by  his  authority 
some  claim  which  the  patentee  desired  to  sustain,  and  was 
willing  to  defend  in  due  course  of  law. 

Under  the  late  statute,  the  disclaimer  is  not  to  be  such  as 
shall  extend  the  exclusive  right  granted  by  the  letters 
patent.  But  the  Keeper  of  the  Records,  as  such,  has  no 
authority  to  decide  whether  there  is  any  extension  ;  nor  has 
he,  in  that  character,  any  means  of  investigating  the  truth 
and  justice  of  th^  case.     It  is  no  part  of  his  duty,  when  he 
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receives  the  enrolment  into  Ms  custody,  to  consider  whether 
the  Attorney  or  Solicitor-General  has  improperly  given 
leave  to  iile  the  memorandum,  nor  can  he  afterward  deter- 
mine any  such  question. 

I  delayed  my  decision  in  this  case  for  the  purpose  of  in- 
quiring what  had  heretofore  been  done  in  the  amendment 
of  enrolments  in  this  court ;  and  from  the  information 
which  I  have  received  it  would  seem  that  it  has  always  been 
usual  to  amend  clerical  errors.  When  errors  have  been 
made  in  grants,  as  was  said,  "  per  incuriam  et  ex  inani  in- 
advertentia  scriptoris,"  they  have  been  amended  by  the 
Master  of  the  Rolls ;  sometimes  under  the  authority  of  a 
warrant  from  the  Crown,  .sometimes  with  the  consent  of  the 
Attorney- General,  sometimes  in  consequence  of  a  reference 
to  him  by  the  Lord  Chancellor  ;  and  there  is  an  instance  of 
an  amendment  being  made  by  an  order  of  the  Lord  Chan- 
cellor, pursuant  to  an  order  of  the  king.  The  errors  have 
been  proved  and  rectified  by  comparison  with  the  writ  of 
Privy  Seal,  or  with  the  signed  bill,  or  with  the  original 
grant. 

At  an  early  period  the  enrolment  of  the  acknowledgment 
of  a  deed  was  amended  at  the  request  of  the  grantor,  who 
had  acknowledged  it.  I  have  not  been  supplied  with  any 
early  instance  of  amending  the  specification  of  a  patent  in- 
vention, but  the  recent  instances  of  such  amendments  have 
been  of  this  kind :  In  a  case  before  Lord  Gifford  in  1824, 
the  word  *^  wire"  had  been  written  instead  of  *'  fire,"  and 
he  ordered  the  specification  to  be  amended.  JRe  White- 
house's  Patent  (1  ante^  p.  428).  In  the  case  of  He  Red- 
mund,  1  ante^  p.  398,  an  erroneous  transposition  of  numbers 
was  amended  by  order  of  Sir  John  Leach,  who,  in  a  subse- 
quent case,  ordered  to  be  amended  two  errors,  by  one  of 
which  the  word  *'  which"  was  written  instead  of  "  wheel ;" 
and  by  the  other  of  which,  the  word  "  increase"  had  been 
written  instead  of  the  word  "  inverse."  I  have  had  similar 
cases  before  me  in  which  there  have  been  errors  more  or 
less  numerous,  but  all  of  the  same  kind.  And  in  every 
case  which  has  occurred  it  has  plainly  been  intended  to 
do  no  more  than  amend  mere  slips  or  clerical  errors  made 
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by  the  parties,  or  the  agents  of  the  parties,  who,  intending 
to  make  an  accurate  enrolment,  have  by  mere  inadvertence 
made  an  enrolment  which  was  not  what  it  purported  to 
he,  a  true  statement  of  that  which  the  party  intended  at 
the  time  ;  and  not  only  has  strict  evidence  of  error  been 
required,  but  in  order  to  enable  any  third  party  to  dispute 
the  validity  of  the  amendment  and  of  the  order,  it  has  been 
directed  that  the  order  itself  should  be  endorsed  on  the 
enrolment. 

It  does  not  api)ear  that  the  Master  of  the  Kolls,  as 
Keeper  of  the  Records  in  Chancery,  has  ever  exercised  any 
greater  authority  than  I  have  stated  in  matters  of  this 
kind  ;  and  being  of  opinion  that  I  have  no  jurisdiction  to 
make  any  such  order  as  is  asked  by  this  petition,  I  must 
dismiss  the  petition  with  costs. 

Petition  dismissed. 

The  following  was  the  form  of  the  fiat  in  the  above 
case  :  "  To  the  Clerk  of  the  Patents  for  England.  This 
is  to  certify  that  John  Sharp,  of  Dundee,  in  the  county 
of  Forfar  in  Scotland,  flax-spinner,  hath  applied  to  me  for 
leave  to  enter  with  you  the  above  written  memorandum  of 
alteration  of  part  of  the  specification  of  a  certain  invention, 
for  which  letters  patent  were  duly  granted  to  him  under  the 
great  seal,  dated  at  Westminster,  October  8, 1836,  the  speci- 
fication of  which  was  duly  enrolled  on  April  8,  1837  ;  and 
on  considering  the  said  application  I  directed  him  to  adver- 
tise his  said  alterations  in  the  London  Gazette,  and  in  the 
Times  and  Morning  CJironicle,  and  the  Dundee  Courier, 
newspapers.  And  such  advertisements  have  been  duly 
made  in  the  Gazette^  Times  and  Morning  Chronicle,  on 
August  24  last  past,  and  in  the  Dundee  Courier  of  the  28th 
day  of  the  same  month,  and  no  objection  having  been  made 
to  the  said  application,  I  have  accordingly  granted  leave  to 
the  said  John  Sharp  to  file  his  said  memorandum  of  altera- 
tions, pursuant  to  the  statute  passed  in  the  sixth  year  of 
the  reign  of  his  late  Majesty,  entitled  ^  An  act  to  amend 
the  law  touching  letters  patent  for  inventions.' — Signed 

R.  M.  ROLFE." 
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In  Re  Whitehouse  (1  ante^  p.  428)  a  patent  dated  Febru- 
ary 26,  1825,  "  for  improvements  in  manufacturing  tubes 
for  gas  and  other  purposes  ;"  by  the  order,  made  January- 
IB,  1830,  of  the  Master  of  the  Rolls,  on  the  petition  of 
James  Russell,  stating  the  error  to  be  a  clerical  one,  and 
to  have  arisen  in  the  engrossment  of  the  specification,  as 
appeared  by  the  original  draft  from  which  the  engrossment 
waa  made,  and  on  the  affidavit  of  the  agent,  it  was  ordered 
^'  that  the  proper  officer  do  amend  the  original  roll  or  entry 
of  the  said  specification  remaining  of  record  in  the  Enrol- 
ment Office  of  this  court,  by  altering  the  letter  ^  w '  in  the 
said  word  *  wire '  to  the  letter  ^  f,'  so  that  the  same  may 
read  *  fire.'  "  In  ^^  Rubery's  Patent,  granted  November  14, 
1837,  for  "  certain  improvements  in  the  manufacture  of 
part  of  the  furniture  of  an  umbrella,"  the  specification 
recited  the  letters  patent  to  have  been  granted  in  ^'  Octo- 
ber" instead  of  "  November."  Lord  Langdale,  M.  R., 
ordered  the  amendment  as  prayed.  (1  Web.  P.  C.  649, 
note.)  In  both  these  cases  the  petition  stated  that  no  scire 
facias  to  repeal  the  patent,  or  other  proceedings  at  law  on 
the  patent,  had  been  instituted.  In  lie  Redmund  (1  ante^ 
p.  397)  the  petition  stated  that  within  the  last  month  the 
l>etitioner  had  discovered  that  the  copying  clerk,  in  engross- 
ing the  specification  and  the  plan  annexed  to  it,  had  by 
mistake  transposed  the  numbers  by  which  in  the  specifica- 
tion reference  was  made  to  the  plan,  and  that  no  office  copy 
of  the  specification  had  been  taken.  The  i)etition  prayed 
that  this  clerical  error  in  the  enrolment  might  be  amended. 
Ordered  as  prayed. 
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NEILSON  V.  THOMPSON. 
Ohanoeryy  V.  O.,  Deo.  24,  1840. 

(1  Web.  P.  C.  276.) 

EvideTice  of  Patentee's   Right.     Infringement.     Injunction 

Pending  Suit. 

Enjoyment  for  twelve  years,  Kdd  to  make  2k  prima  fade  case  for  injunction. 
Evidence  of  infringement. 

Bill  for  injunction  against  infringement. 

The  patent  was  granted  September  11,  1828,  numbered 
6,701,  to  J.  B.  Neilson,  "for  the  improved  application  of 
air  to  produce  heat  in  fires,  forges  and  furnaces,  where  bel- 
lows or  other  blowing  apparatus  are  required." 

The  specification  was  as  follows  :  "A  blast  or  current  of 
air  must  be  produced  by  bellows  or  other  blowing  apparatus 
in  the  ordinary  way,  to  which  mode  of  producing  the  blast 
or  current  of  air  this  patent  is  not  intended  to  extend.  The 
blast  or  current  of  air  so  produced  is  to  be  passed  from  the 
bellows  or  blowing  apparatus  into  an  air  vessel  or  recepta- 
cle made  sufliciently  strong  to  endure  the  blast,  and  through 
or  from  that  vessel  or  receptacle  by  means  of  a  tube  pipe  or 
aperture  into  the  fire,  forge  or  furnace.  The  air  vessel  or 
receptacle  must  be  air-tight,  or  nearly  so,  except  the  aper- 
tures for  the  admission  and  emission  of  the  air,  and  at  the 
commencement  and  during  the  continuance  of  the  blast  it 
must  be  kept  artificially  heated  to  a  considerable  tempera- 
ture. It  is  better  that  the  temperature  be  kept  to  a  red 
heat  or  nearly  so,  but  so  high  a  temi)erature  is  not  abso- 
lutely necessary  to  produce  a  beneficial  effect.  The  air  ves- 
sel or  receptacle  may  be  conveniently  made  of  iron,  but  as 
the  effect  does  not  depend  upon  the  nature  of  the  material, 
other  metals  or  convenient  materials  may  be  used.  The 
size  of  the  air  vessel  must  depend  upon  the  blast  and  on 
the  heat  necessary  to  be  produced.  For  an  ordinary  smith's 
fire  or  forge,  an  air  vessel  or  receptacle  capable  of  containing 
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twelve  hnndred  cubic  inches  will  be  of  proper  dimensions, 
and  for  a  cupola  of  the  usual  size  for  cast-iron  founders,  an 
air  vessel  capable  of  containing  ten  thousand  cubic  inches 
will  be  of  a  proper  size.  For  fires,  forges  or  furnaces,  upon 
a  greater  scale,  such  as  blast  furnaces  for  smelting  iron  and 
large  cast-iron  founder's  cupolas,  air  vessels  of  proportion- 
ably  increased  dimensions  and  numbers  are  to  be  employed. 
The  form  or  shape  of  the  vessel  or  receptacle  is  immaterial 
to  the  effect,  and  may  be  adapted  to  the  local  circumstances 
or  situation.  The  air  vessel  may  generally  be  conveniently 
heated  by  a  fire,  distinct  from  the  fire  to  be  affected  by  the 
blast  or  current  of  air,  and  generally  it  will  be  better  that 
the  air  vessel  and  the  fire  by  which  it  is  heated  should  be 
enclosed  in  brickwork  or  masonry,  through  which  the  pipes 
or  tubes  connected  with  the  air  vessel  should  pass ;  the 
manner  of  applying  the  heat  to  the  air  vessel  is,  however, 
immaterial  to  the  effect,  if  it  be  kept  at  a  proper  tempera- 
ture." 

In  the  subsequent  proceedings  on  the  above,  as  well  as 
on  Crane's  patent,  the  following  inventions  relating  to  the 
application  of  air  to  furnaces  are  frequently  referred  to  : 

Letters  patent,  January  2,  1828,  to  Thomas  Botfield,  for 
"  certain  improvements  in  making  iron,  or  in  the  method 
or  methods  of  smelting  and  making  iron." 

Specification.  "  I,  the  said  Thomas  Botfield,  do  hereby 
declare  that  the  following  is  a  particular  description  of  the 
nature  of  my  said  invention,  and  methods  and  improve- 
ments in  the  smelting  and  making  of  iron,  both  in  resi)ect 
to  principle,  and  the  way  and  manner  in  which  the  same 
may  be  performed — ^that  is  to  say,  the  principle  is  for  caus- 
ing or  obtaining  a  blast  of  atmospheric  air  sufficient  to 
smelt,  fuse,  run  or  make  pig,  cast  or  crude  iron,  from  iron- 
stone or  ore.  This  blast  is  to  be  produced  by  means  of  rare- 
fied air,  gas,  flame  or  heated  air,  from  an  oven  or  fireplace, 
and  is  to  be  applied  in  or  to  a  blast  furnace,  cupola  or  air 
furnace  ;  this  I  propose  to  effect  by  the  draught  of  a  pow- 
erful chimney  or  chimneys,  which  may  be  built  separate  at 
any  distance  that  may  be  most  convenient,  or  may  join  to 
or  be  made  part  of  the  blast  furnace  or  cupola,  as  may  be 
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found  most  desirable  and  best  to  answer  the  purpose  re- 
quired, and  which  is  to  be  connected  by  a  flue  or  flues  with 
the  cupola,  blast  or  air  furnace ;  but  in  case  this  draught 
should  not  prove  sufficient  for  the  purpose  of  smelting  the 
iron-stone  or  ore,  I  propose  and  intend  to  apply  and  use 
the  common  blast  from  machinery  to  assist  the  blast  from 
the  draught  of  the  chimney  ;  this  is  to  be  used  at  the  same 
or  any  other  twire.  And  I  claim  a  right  and  mean  to  use 
the  atmospheric  air,  either  separate  or  mixed  with  gas, 
flame  or  heated  air  ;  I  also  claim  as  part  of  my  patent  the 
right  to  use  and  mix  (with  other  materials)  rock  salt,  com- 
mon refuse  or  other  salt,  in  any  state  or  degree  of  refining, 
or  any  other  substance  of  which  soda  (the  mineral  alkali) 
forms  a  part ;  this  is  to  be  mixed  in  the  blast  furnace, 
cupola  or  air  furnace,  with  the  iron-stone  or  ore,  and  with 
the  other  usual  materials  of  coke,  or  charcoal  and  limestone, 
to  which  cinder  (produced  in  the  processes  of  converting 
pig,  cast  or  crude  iron  into  malleable  iron)  may  be  added. 
And  I  propose  to  mix  the  salt  or  other  substance  containing 
soda  in  such  proportions  as  I  shall  find  necessary  to  cause 
the  iron-  stone  or  ore  to  melt  or  fuse  sooner,  or  with  less 
blast,  fuel  or  heat.  Now  I  do  hereby  declare  that  the 
before-mentioned  principles  comprehend  the  real  object  of 
my  patent ;  and  in  order  for  the  better  understanding  the 
method  or  methods  in  which  the  aforesaid  may  be  reduced 
and  applied  to  practical  use,  I  wish  to  be  understood,  that 
although  I  may  vary  the  mode,  way  and  manner  by  a  vari- 
ation of  applications  to  produce  the  said  effects,  and  main- 
tain the  main  purpose  intended  as  circumstances  may 
require,  yet  I  principally  propose  to  adhere  to  the  method 
or  methods  herein  described,  which  may  be  understood 
from  the  annexed  drawing  and  description  thereof." 

The  specification  then  describes  the  drawing,  which  shows 
a  tall  chimney  on  one  side  of  the  ordinary  blast  furnace, 
and  connected  with  it  by  flues  at  the  top  and  at  the  bottom.; 
on  the  other  side  an  oven  or  fireplace,  with  a  flue  to  admit 
the  air  from  the  oven  or  fireplace  to  the  twire  ;  also  a  pas- 
sage along  the  top  of  that  flue  for  the  atmospheric  air  to  the 
twire ;  the  top  of  the  blast  furnace  was  provided  with  a 
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cover,  to  be  removed  when  the  furnace  was  charged,  and 
proceeds  as  follows : 

"  And  I  do  hereby  declare  that  the  blast  furnace,  air 
furnace,  cupola  and  oven,  with  the  chimney  or  chimneys, 
may  be  built,  erected  or  made  of  any  height,  shape,  form 
or  size  that  shall  be  found  most  suitable  to  the  materials  to 
be  used  or  smelted,  and  be  connected  by  flues  in  any  way, 
and  may  be  constructed  of  any  material  or  materials  which 
may  be  found  best  suited  for  the  purpose.  And  I  further 
declare  that  I  propose  to  use  coal,  coke,  stone,  coal  culm, 
wood,  charcoal  or  any  other  kind  of  fuel  or  fuels,  or  com- 
bination of  fuel,  in  any  proportion  or  proi)ortions,  in  the 
fireplace,  oven  or  air  furnace,  for  producing  the  gas,  flame 
or  heated  air,  and  also  to  use  all  the  materials  before  recited, 
in  any  proportion  or  proportions  that  may  be  found  suffi- 
cient and  best  adapted  to  produce  the  main  object  required. 
I  claim  as  my  patent  the  use  of  the  additional  chimney  or 
chimneys,  and  the  application  of  rarefied  air,  gas,  flame  or 
heated  air,  to,  at  or  near  the  wire  or  twires  of  the  blast 
furnace  or  cupola,  to  cause  or  assist  the  blast  of  atmospheric 
air.  And  I  also  claim,  as  part  of  my  patent,  the  use  of  salt, 
or  any  other  substance  containing  soda,  to  mix  with  the 
iron-stone  or  ore,  and  other  materials  in  the  blast,  cupola 
or  air  furnace,  to  cause  those  materials  to  melt  or  fuse 
sooner,  more  easy,  or  with  less  blast  and  fuel.  But  I  do  not 
claim  as  my  patent  the  use  of  salt  in  any  part  of  the  process 
of  making  bar,  wrought  or  manufactured  iron,  from  pig, 
cast  or  crude  iron,  but  only  claim  the  use  of  salt,  or  any 
other  substance  containing  soda,  in  making  pig,  cast  or 
crude  iron  from  iron-stone  or  ore." 

The  object  of  the  above  invention  would  api)ear  to  be  the 
obtaining,  by  means  of  the  chimney  and  the  hot  air  from 
the  oven,  such  a  draught  as  would  render  the  ordinary 
blowing  apparatus  unnecessary.  It  was  contended,  in  argu- 
ment in  the  subsequent  proceedings,  that  the  above  was  in 
fact  the  application  of  hot  air  to  a  blast  furnace,  and  that 
Neilson's  patent  would  consequently  be  void,  except  as  for 
the  particular  mode,  or  as  an  improvement  on  Botfield's. 
In  the  course  of  the  argument  Lord  Cottenham,  L.  C,  re- 
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marked,  *'  It  appears  to  me  that  Mr.  Botfield,  though  he 
certainly  use  hot  air,  uses  it  for  the  purpose  of  increasing 
the  draught,  not  for  any  chemical  purpose  the  hot  air  might 
have.  It  leads  rather  to  the  conclusion  that  at  that  time  the 
advantage  of  hot  air  was  not  known,  at  all  events  not 
known  to  him,  or  otherwise  he  would  have  specified  it." 
Upon  this  state  of  facts  the  question  arises  whether  the  user 
of  hot  air  in  a  blast  furnace  for  such  mechanical  purpose 
would  in  law  vitiate  a  subsequent  patent  for  the  invention 
of  its  use  for  a  chemical  purpose. 

Three  other  inventions  were  referred  to  as  applications  of 
heated  air.  Sadler's,  in  1798,  for  disengaging  oxygen  gas, 
and  applying  it  to  the  best  advantage.  He  remarks  that 
the  first  effect  of  bringing  cold  oxygen  in  contact  with  a 
combustible  body  at  a  high  temperature  must  be  to  reduce 
the  intensity  of  combustion  ;  and  he  proposes  an  arrange- 
ment for  heating  the  oxygen,  and  applying  it  so  heated.  It 
refers  to  experiments  in  the  laboratory,  not  to  manufactures. 

Chapman's,  in  1826,  for  consuming  the  smoke  of  steam 
boilers.  He  excludes  all  cold  air  from  the  furnace,  and 
heats  the  admitted  air  by  making  it  pass  along  the  interior 
of  the  bars  of  the  grate,  which  are  cast  hoUow  for  the 
purpose. 

Stirling's  patent,  in  1817,  for  diminishing  the  consump- 
tion of  fuel.  His  invention  relates,  1.  To  certain  arrange- 
ments for  heating  and  cooling  liquids,  airs  or  gases,  and 
other  bodies,  by  abstraction  of  heat  from  one  portion  of 
such  liquid,  etc. ,  and  communicating  it  to  another ;  and, 
2.  To  obtaining  a  new  motive  power.  He  does  not  propose 
to  blow  heated  air  into  furnaces,  but  the  air  enters  in  the 
ordinaiy  state  of  the  atmosphere. 

The  bill,  filed  December  3,  1840,  stated  the  grant  of  the 
letters  patent,  the  enrolment  of  the  specification,  the  part- 
nership of  the  plaintiff  Neilson  with  certain  persons  ;  that 
the  defendants,  carrying  on  the  business  of  iron-masters, 
in  the  year  1839  adopted  the  use  of  the  plaintiff's  inven- 
tion, and  by  and  with  the  use  of  the  same  smelted  large 
quantities  of  iron ;  the  plaintiffs  being  willing  to  permit 
them  to  make  a  trial  of  the  benefits  of  the  said  invention 
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before  they  should  be  called  upon  to  pay  for  the  use  thereof, 
allowed  the  defendants  to  try  the  said  invention  ;  that  the 
said  defendants  did  so  accordingly,  and  having  found  the 
same  to  be  advantageous  and  beneficial,  continued  the  use 
thereof  hitherto  ;  that  after  the  defendants  had  had  a  fair 
and  sufficient  trial  of  the  said  invention,  the  plaintiffs  ex- 
I)ected  the  defendants  would  make  the  plaintiffs  the  same 
payments  for  the  use  thereof  which  plaintiffs  have  demanded 
and  received  from  all  other  persons  using  the  same,  viz.,  one 
shilling  per  ton  ;  that  it  was  fully  understood  by  plaintiffs 
that  defendants  would  make  such  payments  accordingly, 
and  would  take  a  license  under  seal  from  plaintiffs,  upon 
the  terms  granted  to  other  i)ersons  ;  that  no  license  was  in 
fact  taken.  That  plaintiffs  have  called  on  defendants  for 
an  account  of  the  iron  smelted  by  the  use  of  the  said  in- 
vention, that  plaintiffs  and  defendants  might  arrange  the 
sum  payable,  and  have  frequently  requested  the  defendants 
to  pay  the  one  shilling  per  ton,  but  that  defendants,  under 
various  pretences,  have  evaded  complying  with  the  said  re- 
quest, and  have  not  paid  any  sum  in  respect  of  such  use  of 
plaintiffs'  invention ;  and  although  plaintiffs  have  given 
notice  to  defendants  to  desist  from  using  the  said  invention, 
they  persist  in  using  the  same. 

The  bill  prayed  an  injunction  to  restrain  the  defendants 
from  any  further  using  or  exercising  of  the  said  invention, 
or  from  smelting  or  causing  to  be  smelted  any  iron  what- 
ever, by  the  use  of,  or  on  the  principle  of,  the  said  inven- 
tion, or  any  part  thereof,  or  otherwise  in  infringing  the  said 
patent,  and  from  selling  and  disposing  of  any  iron  so  smelted 
during  the  term  thereof. 

There  were  affidavits  by  Mr.  Neilson,  verifying  the  state- 
ments in  the  bill  [the  affidavit  did  not  state  his  belief  at 
the  time  of  swearing  it,  that  he  was  the  true  and  first  in- 
ventor, or  that  the  invention  was  new  at  the  time  of  the 
granting  the  letters  patent.  This  omission  was  urged  as  an 
argument  against  granting  the  injunction,  but  it  was  said 
in  reply  that  this  was  not  necessary  in  applications  for  an 
injunction  upon  notice,  the  doctrine  of  Hill  v.  Thompson, 
1  ani€y  pp.  285,  299,  applying  only  to  cases  of  application 
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ex  parte  for  an  injunction] ;  by  Mr.  Mnshett,  verifying 
certain  documents,  and  as  to  the  said  invention  being  in 
use  at  defendants'  furnace ;  by  Mr.  Blunt,  the  plaintiffs' 
solicitor,  stating  the  preparation  and  granting  of  between 
fifty  and  sixty  licenses  by  plaintiffs  to  iron-masters,  and 
the  payment  of  one  shilling  per  ton  ;  also  various  infringe- 
ments by  parties  in  1832,  who  submitted  and  took  a  license 
on  proceedings  being  commenced  against  them  ;  and  among 
others  the  Dowlais  Company,  in  1836,  began  to  use  the  in- 
vention, and  an  injunction  having  been  obtained,  agreed  to 
take  a  license,  and  paid  the  license  dues  for  all  iron  made 
up  to  June,  1839,  but  refused  to  pay  the  license  dues  since 
that  period,  and  that  an  action  was  i)ending  against  them. 

Other  affidavits  set  forth  the  number  of  parties  who  were 
paying  license  money. 

For  the  defendants,  the  affidavit  of  Mr.  Thompson  stated 
his  partnership  in  the  Pendarran  Works  ;  that  in  1838  they 
began  to  erect  the  necessary  works  for  heating  one  blast 
furnace  with  hot  air,  and  in  1839  for  a  second  ;  that  Neil- 
son'  s  mode,  as  described  in  the  si)ecification,  was  a  failure, 
^  and  that  a  different  mode  was  adopted  by  most  of  the  iron- 
masters in  Scotland  ;  that  use  of  hot  air  in  blast  furnaces 
was  known  before  the  date  of  the  patent,  and  used  by  Bot- 
field  and  others  ;  that  the  patent  is  disputed  in  Scotland, 
and  that  those  persons  who  had  ta!*ien  licenses  from  the 
patentee  had  been  greatly  hampered  thereby  ;  that  he  re- 
ceived information  from  Scotland  that  Neilson's  invention 
had  been  used  by  a  smith  for  eight  fires  twenty  years  ago. 
The  affidavit  then  described  the  mode  used  by  defendants, 
and  stated  it  to  be  substantially  different  from  that  described 
by  Neilson. 

Shadwell,  V.  C.  It  seems  to  me,  on  these  affidavits, 
that  it  is  sufficiently  made  out  that  there  has  been  a  use  of 
the  patent  in  this  sense,  that  the  right  of  the  patentee  to 
the  benefit  of  the  patent  has  been  submitted  to  where  there 
has  been  a  contest,  and  it  does  not  at  all  appear  to  me  that 
the  general  way  in  which  the  defendants  on  their  affidavit 
state  the  mode  by  means  of  which  the  plaintiffs  succeeded 
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in  estarblishing  the  patent,  is  at  all  an  answer  to  the  two 
cases  which  are  stated  in  Mr.  Blunt' s  affidavit.  Then  I  have 
the  case  of  a  patent  having  been  obtained  in  the  year  1828, 
and  actually  enjoyed  by  the  patentee  for  upward  of  twelve 
years.  Prima  fdcie,  I  apprehend  that  gives  a  right  to  the 
patentee  to  come  into  court  in  a  case  in  which  he  can  show 
an  infringement ;  and  the  question  is,  has  there  been  an 
infringement  ?  Now,  I  do  not  mean  to  give  aay  opinion 
upon  the  validity  of  the  patent  in  the  abstract ;  but  it  is 
plain  to  me,  upon  the  si)ecification  and  upon  the  patent  as 
stated  in  the  plaintiffs'  affidavits,  that  the  patent  is  taken 
out  for  the  invention  of  the  application  of  hot  air  to  fur- 
naces ;  but  inasmuch  as  the  terms  of  the  patent  required 
that  there  should  be  a  specification  of  what  the  invention 
was,  and  of  the  manner  in  which  it  was  used,  thereby  the 
consequence  follows  that  the  specification  commenced  in 
these  words :  I  hereby  declare  that  the  nature  of  my  said 
invention  for  the  improved  application  of  air  to  produce 
heat  in  fires  and  forges,  and  so  on,  and  the  manner  in  which 
the  same  is  to  be  performed,  is  particularly  described ;  and 
then  he  goes  on  to  state  what  it  is,  and  the  thing  seems 
simple  enough.  The  invention,  as  I  understand  it,  is  the 
invention  of  driving  hot  air  on  the  furnace.  Now,  I  have 
attended  to  the  statement  which  is  made  in  the  defendants' 
affidavit,  and  I  must  say  that  it  really  does  appear  to  me 
that  their  affidavit  does  represent  that  what  they  are  doing 
is  the  thing  which  the  plaintiffs  claim  as  their  invention. 
I  am  not  now  entering  into  the  question  whose  invention  it 
was,  but  substantially  it  appears  to  me  that  that  which  is 
claimed  by  the  defendants  is  the  thing  which  is  in  a  gen- 
eral, simple,  inartificial  manner,  disclosed  by  the  plaintiflTs 
6i)ecification  ;  and  although  there  seems  to  be  a  vast  deal 
of  improvement,  according  to  what  the  defendants  repre- 
sent, in  the  mode  in  which  they  apply  the  air  with  respect 
to  the  mode  of  bringing  it  into  the  furnace,  and  with  respect 
to  communicating  the  greater  heat  to  it  than  it  otherwise 
would  have,  according  to  the  simple  mode  contained  in  the 
plaintiff's  specification,  my  present  opinion  is  that  their 
affidavit  does  amount  to  an  admission  that  there  has  been 
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an  infringement ;  at  least,  quite  enough  for  this  court  to 
act  upon  in  this  way — ^namely,  that  I  think  the  court  ought 
to  grant  the  injunction,  but  put  the  plaintiffs  on  the  terms 
of  trying  the  question  by  bringing  an  action,  which  I  think 
they  are  bound  to  do. 
Order  accordingly. 


A  similar  order  was  made  in  Neilson  «.  Harford,  Neilson  v.  Fothergill, 
Neilson  «.  Homfray,  the  principal  facts  of  these  cases  being  nearly  the  same  as 
in  the  preceding.  The  circumstances  peculiar  to  the  second  case  will  be  seen 
in  the  report  of  the  appeal  before  the  Lord  Chancellor  (po9t,  January  21, 
1841).  It  was  arranged  between  the  parties  that  the  defendants  undertaking 
to  keep  an  account,  the  injunction  should  not  be  put  in  force  until  an  appeal 
had  been  heard. 


GILLET  T.  GREEN. 
Ezoheqnerp  Jan.  12,  1841. 

(7  Mee.  &  W.  847.) 

Costs.    Certificate  for  increased  Costs, 

An  action  on  the  case  for  the  infVhigement  of  a  patent  is  within  the  operation 
of  the  8  and  4  Vict.,  c.  24,  s.  2 ;  and  notwithstanding  the  provisions  of  the 
5  and  6  Will.  IV.,  c.  88,  s.  8,  the  plaintiff,  recovering  only  nominal  damages, 
cannot  have  his  full  costs,  or  treble  costs,  without  a  certificate  under  the 
former  act. 

After  the  taxation  the  judge  has  no  power  to  grant  such  certificate. 

Rule  to  show  cause  why  plaintiff  in  an  action  for  infringe- 
ment should  not  have  treble  costs. 

Whately  moved  for  a  rule  calling  upon  the  defendant  to 
show  cause  why  the  Master  should  not  tax  the  plaintiff  his 
treble  costs,  pursuant  to  the  5  and  6  Will.  IV.,  c.  83,  s.  3. 
This  was  an  action  on  the  case  for  the  infringement  of  a 
patent,  and  the  affidavit  stated  that  a  prior  action  had  been 
tried  between  the  same  parties,  in  which  the  plaintiff  ob- 
tained a  verdict,  and  the  judge  certified  under  the  above 
statute  that  the  validity  of  the  patent  came  in  question  be- 
fore him.    This  certificate  was  given  in  evidence  for  the 
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plaintiff  on  the  trial  of  the  present  action,  which  was  tried 
before  Lord  Abinger,  July  13, 1840,  when  the  plaintiff  again 
obtained  a  verdict  for  nominal  damages.  Ten  days  before 
the  trial  the  3  and  4  Vict. ,  c.  24,  came  into  operation  ;  but 
no  application  was  made  to  the  Lord  Chief  Baron  at  the  trial 
to  certify  under  that  statute  that  the  action  was  brought 
to  try  a  right.  The  Master  refused  to  tax  the  plaintiff  treble 
costs  under  the  5  and  6  Will.  IV. ,  c.  83,  s.  3,  on  the  ground 
that  the  case  fell  within  the  provisions  of  the  3  and  4  Vict., 
c.  24,  s.  2,  providing  that  costs  shall  not  be  recoverable  un- 
less upon  judge's  certificate.  Whately  now  contended  that 
the  latter  act  could  not  have  been  intended  to  affect  the 
right  to  treble  costs  under  the  5  and  6  Will.  TV.,  c.  83,  and 
further,  that  it  did  not  apply  to  cases  where  it  appeared  by 
the  pleadings  in  the  cause  that  a  bona  fide  right  came  in 
question.  At  all  events,  he  urged  that  the  Lord  Chief 
Baron  might  now  grant  a  certificate  under  the  3  and  4  WilL 
IV.,  c.  24.  In  Shuttleworth  v.  Cocker  (flT  Dowl.  Pr.  Cas. 
76)  the  Court  of  Common  Pleas  held  that  a  judge  might 
alter  his  certificate  under  that  act  after  the  trial. 

Pabke,  B.  If  we  entertained  any  doubt  on  this  matter, 
we  should  think  it  right  to  grant  a  rule  to  show  cause  ;  but 
we  do  not.  This  is  certainly  an  unfortunate  case  ;  but  it  is 
clear  that  it  falls  within  the  act  of  3  and  4  Vict.,  c.  24, 
which  applies  to  *^  any  action  of  trespass  on  the  case." 
Then  it  is  said  the  Lord  Chief  Baron  has  still  the  power  of 
certifying  ;  but  that  is  not  so  ;  the  statute  expressly  directs 
that  the  plaintiff  shaU  not  recover  costs  where  the  damages 
are  under  40^.,  unless  the  judge  ^^  shall  immediately  after- 
ward certify"  that  the  action  was  brought  to  try  a  right, 
etc.  It  may  even  be  a  question  whether  the  judge  could 
grant  the  certificate  after  another  cause  had  been  called  on. 

Alderson,  B.,  Gurnet,  B.,  and  Rolfe,  B.,  concurred. 

Rule  refused. 


m  ENGLISH  PATENT  CASES.  [1841, 


NEILSON  V.  FOTHERGILK 
Ohanceryy  Jan.  21,  1841. 

(1  Web.  P.  C.  287.) 

Recount  by  Defendant  charged  ivith  Infringement. 

Payment  into  Court. 

If  a  manufacturer  can  successfully  resist  the  patent  right  of  the  party  claim- 
ing rent  for  its  use,  he  may  do  so  in  answer  to  an  action  for  the  rent. 

Defendant  sued  for  infringement,  ordered  to  keep  account  and  to  pay  into 
court  license  money  accrued  pending  action  at  law. 

Appeal  from  order  granting  injunction. 

This  case  differed  from  Neilson  v,  Thompson  (ante,  p.  136), 
and  the  bill  contained  the  following  additional  statements  : 
That  the  plaintiffs  having  called  upon  the  defendants  for 
an  account  of  the  iron  smelted  by  the  use  of  the  invention, 
in  order  to  ascertain  the  sum  due,  the  defendants  rendered 
an  account  in  writing  of  all  the  iron  smelted  by  the  defend- 
ants up  to  August  2,  1839  (from  some  time  in  1837),  and 
duly  paid  one  shilling  per  ton  on  all  the  iron  which  it  ap- 
peared that  up  to  that  period  they  had  smelted  ;  that  plain- 
tiffs had  applied  to  the  defendants  for  an  account  of  the 
iron  smelted  since  August  2,  1839,  and  for  like  payments, 
but  defendants  have  refused  such  application. 

It  appeared  that  the  draft  of  a  license  was  sent  to  the 
Aberdare  Company,  which  the  defendants  represented,  con- 
taining, among  others,  a  clause  for  revoking  the  license  on 
the  non-payment  of  the  rent,  and  that  this  license  was 
kept ;  that  the  payments  made  were  in  conformity  with  it, 
and  that  plaintiffs,  after  August,  1839,  revoked  the  license. 

Wiffram,  Richards  and  Rowpell  moved  to  discharge  the 
order  of  the  Vice-Chancellor. 

The  only  unlawful  act  was  the  refusal  to  pay,  and  a  court 
of  law  affords  the  proper  remedy  for  refusing  to  pay  under 
an  agreement.  If  the  contract  is  repudiated,  and  the  de- 
fendants are  to  be  dealt  with  as  strangers,  the  objection  to 
the  validity  of  the  patent  must  then  be  considered.      [Lord 
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CoTTENHAM,  L.  C.  The  only  question  is  whether  anything 
which  can  take  place  now  can  relieve  you  from  the  payment 
of  the  year's  rent.  You  are  liable  to  pay  that  whether  the 
patent  is  good  or  not.  I  am  not  now  ordering  you  to  pay 
the  rent ;  I  have  no  jurisdiction  to  do  that,  but  as  I  am 
called  upon  to  interfere  by  injunction,  I  give  you  that  relief 
upon  such  teiTOs  as  appear  to  me  to  be  equitable.  You 
have,  according  to  the  rule  laid  down  by  Lord  Eldon,  put 
yourselves  in  the  situation  of  invading  a  patent  right — the 
right  at  least  which  has  been  used.  I  think  that  ought  to 
be  protected  by  an  injunction  ;  then  the  question  is,  upon 
what  terms  ought  that  injunction  to  be  granted,  if  I  find 
that  you  owe  a  year's  rent,  as  to  which  you  can  have  no  de- 
fence, because  it  is  not  due  by  virtue  of  the  patent  right, 
but  by  virtue  of  the  contract.]  The  right  to  an  injunction 
is  displaced  by  showing  a  contract  to  use  the  invention. 
The  defendants  have  a  right  to  dispute  their  liability  to  pay 
the  money,  notwithstanding  the  license.  If  the  considera- 
tion totally  fails  by  the  patent  being  invalid,  our  having 
made  an  agreement  to  pay  on  the  supposition  of  the  patent 
being  valid  does  not  prevent  us  from  raising  the  question. 
A  person  taking  a  license  to  use  a  patent,  if  it  turns  out 
that  there  is  no  patent  in  law,  may  at  law  dispute  his  lia- 
bility to  pay.  He  is  not,  as  in  the  case  of  landlord  and 
tenant,  prevented  from  disputing  the  title.  [Lord  Gotten-' 
HAM,  L.  C.  If  it  were  quite  clear  that  in  whatever  way 
the  right  is  determined  that  year's  rent  would  be  payable, 
I  should  have  felt  no  difficulty.] 

Bruce^  Jacob  and  Campbell^  in  support  of  the  order  of 
the  Vice-Chancellor. 

The  defendants,  after  notice  of  revocation  of  the  license, 
were  wrong-doers  ;  they  were  previously  under  a  contract, 
and  are  by  their  own  acts  estopped  from  denying  the  va- 
lidity of  the  patent. 

The  authority  of  Bowman  v.  Taylor  (2  arde^  p.  60)  is  a 
settled  principle  of  law,  and  proceeds  on  the  same  footing 
as  that  of  landlord  and  tenant,  until  you  show  that  there 
has  been  some  such  impropriety  of  conduct  or  fraud  as  to 
prevent  the  consequence  resulting.     The  case  here  is  a  case 
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of  equitable  estoppel,  of  a  party  having  had  a  thing  de- 
mised to  him  attempting  to  dispute  his  landlord's  title, 
which  is  against  all  principle.  In  the  present  case  the 
license  has  not  been  actually  executed,  but  the  licenses  have 
all  been  granted  in  one  form,  and  a  draft  of  the  proposed 
license  was  sent  to  the  parties  and  never  returned ;  but 
having  paid  money  on  the  footing  of  it,  they  are  exactly  as 
much  bound  by  it  in  a  court  of  equity  as  if  they  had  exe- 
cuted it,  as  in  the  common  case  of  a  demise  between  land- 
lord and  tenant.  The  Aberdare  Company  have  been  let  into 
possession,  they  have  been  allowed  to  use  it,  to  set  up  ma- 
chinery, to  avail  themselves  of  the  profits  on  the  faith  of 
the  contract  they  have  continued  uninterruptedly  without 
cessation.  There  has  been  no  eviction  as  if  another  patentee 
or  alleged  patentee  claimed  the  payment,  or  as  if  the  pat- 
entees had  omitted  to  i)erf  orm  their  duty  in  securing  them 
the  enjoyment  of  the  patent.  They  have  been  let  into  i)Os- 
session,  and  by  the  use  of  it  have  made  the  contract  as  sol- 
enm  in  equity  as  if  it  were  by  deed.  It  is  a  part  of  the 
terms  of  the  contract,  as  evidenced  by  the  draft  of  the 
license,  that  if  they  did  not  pay  it  should  be  revoked.  Thus 
in  the  case  of  a  tenant  from  year  to  year,  the  landlord  can- 
not evict  him  as  long  as  he  sustains  the  character  of  tenant 
without  giving  six  months'  notice.  But  suppose  the  tenant 
says,  You  are  not  my  landlord,  and  sets  him  at  defiance. 
Upon  a  repudiation  of  the  landlord' s  title  the  landlord  has 
a  right  to  bring  ejectment  because  his  title  is  repudiated  ; 
accordingly,  this  payment  being  withheld,  and  the  right  of 
it  disputed,  the  payment  being  made  a  ground  of  continu- 
ing the  license,  we  are  restored  to  those  rights  which  we  had 
originally,  and  which  these  parties  have  distinctly  occupied. 
Lord  CoTTENiiAM,  L.  C.  The  present  case  is  deprived 
of  those  circumstances  upon  which  I  acted  in  Neilson 
V.  Thompson — ^namely,  the  party  who  claims  to  be  patentee 
permitting  them  to  incur  expense  in  the  expectation  of 
being  permitted  to  use  the  furnaces  upon  the  payment  of 
the  rent,  which  is  all  the  plaintiff-  requires.  But  here  all 
that  is  accounted  for,  because  that  was  done  under  a  con- 
tract, and  for  two  years  at  least  the  party  has  had  the  ben- 
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efit  of  the  works  which  he  has  so  erected,  and  the  patentee 
has  kept  his  contract  with  the  defendants  ;  he  has  not  in- 
terposed and  endeavored  to  deprive  them  of  the  benefit  of 
their  expenditure.  It  is  the  act  of  the  manufacturer  which 
has  put  an  end  to  this  connection  ;  he  has  therefore  exposed 
himself  to  any  degree  of  injury  that  may  arise  from  the  ex- 
penditure uix)n  these  works,  and  it  appears  that  there  is  no 
answer  to  the  claim  to  this  rent  from  August,  1839,  to 
August,  1840.  I  shall  have  to  consider,  if  your  client  de- 
clines to  escape  from  the  injunction  upon  the  terms  I  pro- 
pose to  him,  whether  the  injunction  should  not  go  in  a  case 
which  is  deprived  of  those  equitable  circumstances  which 
induced  me  to  dissolve  it  in  the  others.  [  Wigram.  Your 
lordship  will  give  me  the  benefit  of  the  supposition  that,  at 
law,  I  have  a  defence  if  the  patent  is  good  for  nothing.]  If 
you  can  show  me  that  there  is  a  real  question  to  try,  the 
money  must  be  paid  into  court  instead  of  being  paid  to  the 
parties  ;  but  at  aU  events,  I  do  not  see  how  for  that  year, 
from  August,  1839,  to  August,  1840,  when  you  went  on 
under  the  contract  without  giving  notice  to  determine,  you 
can  escape  paying  it,  either  into  court  to  abide  the  event  of 
the  trial  of  the  question  at  law,  or  paying  it  to  the  party  if 
there  is  no  question  to  try. 

Wigram.  Your  lordship  said  you  should  consider 
whether,  since  August,  1840,  we  were  to  be  considered  as 
holding  adversely,  and,  therefore,  whether  liable  or  not  to 
pay  for  what  was  gone  by ;  we  were  at  all  events  wrong- 
doers. And  then  you  put  me  to  show  whether  1  could  not 
in  law  defend  myself  for  what  was  said  to  be  due  in  August, 
1840.  The  principle  which  I  have  always  understood  to 
govern  cases  of  this  sort  is  this,  that,  excluding  the  law  of 
estoppel,  if  you  go  into  a  court  of  law,  and  can  show  a  total 
failure  of  consideration  for  the  contract,  there  you  may 
always  defend  yourself  ;  if,  on  the  other  hand,  you  cannot 
make  out  a  case  of  total  failure  of  consideration,  you  are 
liable  upon  your  contract,  and  you  may  or  may  not  have 
your  cross-action.  This  is  the  general  principle  in  these 
cases,  subject  to  the  question  whether  that  which  has  been 
done  may  or  may  not  amount  to  an  estoppel.    The  whole 
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question  in  the  case  of  Bowman  v.  Taylor,  relied  npon  for 
the  plaintiff,  was  whether  or  not  there  could  be  an  estoppel 
by  recital,  and  it  was  held  that  there  could.  In  Hayne 
7J.  Maltby  (1  ante,  p.  53)  the  question  was  whether  there 
was  any  estoppel,  there  being  no  recital  of  the  plaintilTs 
title,  but  only  an  agreement  and  a  covenant  to  pay,  and  the 
court  held  that  there  was  not.  In  that  case  Ashurst,  J., 
said  the  plaintiffs  use  this  patent  as  a  fraud  on  all  mankind, 
and  they  state  it  to  be  an  invention  of  the  patentee,  when 
in  truth  it  was  no  invention  of  his.  The  only  right  con- 
ferred on  the  defendant  by  the  agreement  was  that  of  using 
this  machine,  which  was  no  more  than  that  which  he  in 
common  with  every  other  subject  has,  without  any  grant 
from  the  plaintiff.  That  is  exactly  our  case.  We  say  that 
all  mankind  have  a  right  to  use  it,  but  that  some  people 
have  taken  licenses,  supposing  it  to  be  the  plaintiflfs  inven- 
tion. On  the  money  then  being  jxaid  into  court,  the  injunc- 
tion should  be  dissolved. 

Lord  Gotten II AM,  L.  C.  The  case  of  Hayne  v.  Malt- 
by  appears  to  me  to  come  to  this — ^that,  although  a  party 
has  dealt  with  the  patentee  and  has  carried  on  business,  yet 
that  he  may  stop,  and  then  the  party  w^ho  claims  to  be  pat- 
entee cannot  recover  without  giving  the  other  party  the 
opportunity  of  disputing  his  right,  and  that  if  the  defend- 
ant successfully  dispute  his  right,  notwithstanding  he  has 
been  dealing  under  a  contract,  it  is  competent  to  the  defend- 
ant so  to  do.  That  is  exactly  coming  to  the  point  which  I 
put,  whether,  at  law,  the  party  was  estopped  from  disputing 
the  patentee' s  right,  after  having  once  dealt  with  him  as 
the  proprietor  of  that  right ;  and  it  appears,  from  the 
authority  of  that  case  and  from  the  other  cases,  that  from 
the  time  of  the  last  payment,  if  the  manufacturer  can  suc- 
cessfully resist  the  patent  right  of  the  party  claiming  the 
rent,  he  may  do  so  in  answer  to  an  action  for  the  rent  for 
the  use  of  the  patent  during  that  year.  That  being  so,  I 
think,  upon  the  money  being  paid  into  court — that  is  to 
say,  upon  the  amount  of  the  rent  for  that  year  being  paid 
into  court  (if  required),  and  the  same  undertaking  being 
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given  to  account  for  the  subsequent  period,  the  same  order 
ought  to  be  made  in  this  case  as  in  the  others.  There  mujst 
be  an  undertaking  to  deal  with  the  amount  of  that  in  the 
same  way  as  before.  The  great  difficulty  in  this  case, 
which,  however,  is  surmounted  in  the  undertaking,  is  that 
the  said  suit  does  not  go  to  that  year's  rent. 
Order  accordingly. 

The  same  order  was  made  in  Neilson  v,  Harford  and  Neil- 
son  V.  Homfray,  the  circumstances  being  substantially  the 
same. 


NEILSON  V.  THOMPSON. 
Chancery,  Jan.  21,  1841. 

(1  Web.  P.  C.  278.) 

Effect  of  Delay  in  Applying  for  Injunction.   Account. 

An  injunction  should  not  be  granted  where  it  would  cause  irreparable  injury 
to  defendant. 

The  public  are  entitled  to  know  for  what  it  is  that  the  patentee  claims  the 
invention,  that  they  may  be  saved  inconvenience  upon  the  subject ;  therefore, 
the  specification  must  tell  the  public  for  what  it  is  that  he  claims  protection. 

Where  plaintiif  applied  for  an  injunction  against  infringement,  only  after 
several  years'  knowledge  of  the  facts,  and  irreparable  damage  to  defendants 
would  ensue  if  it  were  granted,  held,  that  an  account  merely  should  be  ordered 
to  be  kept. 

Appeal  to  discharge  injunction. 

The  proceedings  below  are  reported  at  p.  136,  where  the 
patents  in  question  appear.  Several  additional  affidavits 
were  filed  on  both  sides.  On  the  part  of  the  defendants,  it 
was  stated  that  the  apparatus  made  according  to  Neilson' s 
directions  did  not  succeed  ;  that  various  experiments  were 
made,  and  all  the  attempts  before  the  syphon  or  arch  pipes 
were  not  only  unsuccessful,  but  injurious ;  that  a  i)erson 
named  Condie  was  the  inventor  of  the  present  apparatus 
now  used  so  successfully  ;  that  the  invention  of  Neilson  is 
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substantially  the  same  as  the  prior  one  of  Botfield,  both  in 
principle  and  apparatus,  and  both  totally  useless  ;  that  the 
apparatus  of  pipes  in  use  is  altogether  diilerent  from  any- 
thing described  by  Neilson,  both  in  principle  and  constnic- 
tion  ;  that  many  parts  of  Neilson' s  specification  are  false, 
and  calculated  to  mislead ;  that  defendants  applied  the  hot 
air  to  one  furnace  in  November,  1838,  and  to  another  in 
November,  1839,  and  that  the  cost  for  each  furnace  of  the 
requisite  apparatus  is  £760. 

On  the  part  of  the  plaintiffs  were  affidavits  by  Neilson 
stating  his  belief  that  he  was  the  true  and  first  inventor  of 
that  for  which  the  letters  patent  were  granted,  and  which 
was  described  and  claimed  in  the  specification,  and  that  air 
artificially  heated  while  in  current  or  blast  had  not  been 
openly  or  publicly  used  prior  to  the  date  of  the  patent ; 
that  the  invention  was  highly  beneficial,  and  used  by  many 
iron-masters  under  licenses  ;  that  no  compromise  ever  took 
place  on  his  part  with  any  party  except  on  the  terms  of 
paying  one  shilling  per  ton. 

It  was  stated  in  other  affidavits  that  thirteen  parties  in 
Scotland  and  fifty -eight  in  England  had  taken  licenses ; 
that  the  inventions  of  Botfield  and  Neilson  were  totally  and 
essentially  distinct ;  the  former  being  mechanical,  or  a 
method  of  creating  a  blast,  by  which  the  air  was  necessarily 
rendered  unfit  to  support  combustion — ^the  latter  being 
chemical. 

Wigram,  Richards  and  Roupell  moved  to  discharge  the 
order  of  the  Vice-Chancellor. 

The  utmost  that  the  plaintiffs  can  ask  under  the  circum- 
stances of  this  case,  on  the  ground  of  the  length  of  time 
which  the  i)atent  has  been  in  existence,  is  for  an  account, 
and  this  the  defendants  have  always  been  ready  to  keep. 
The  patentee  does  not  in  this  case  make  his  profit  by  selling 
the  article,  but  by  granting  licenses  to  iron-masters  to  use 
his  patent  on  paying  one  shilling  per  ton  on  all  the  iron 
made.  The  defendants,  until  the  validity  of  the  patent  was 
tried,  ought  not  to  be  compelled  either  to  pay  the  one  shil- 
ling per  ton  or  to  take  a  license,  experience  having  shown 
that  those  persons  who  were  so  incautious  as  to  pay  the  one 
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shilling  per  ton  or  to  take  a  license  were  very  mnch  ham- 
pered in  case  of  the  patent  being  disputed.  The  action  at 
law  will  be  tried  as  soon  as  possible,  but  the  defendants 
ought  not  in  the  mean  time  to  have  any  other  terms  imposed 
than  keeping  the  account  and  undertaking  to  pay  one  shil- 
ling per  ton  in  the  event  of  the  title  to  the  patent  being 
established,  because  the  apparatus  described  by  the  specifi- 
cation did  not  come  into  use  at  all,  but  an  apparatus  essen- 
tially different  came  into  use  some  years  aftervv'ard.  If  an 
injunction  be  granted  in  the  mean  time,  and  the  patentee 
fail  in  establishing  his  title,  the  defendants  will  lose  aU  the 
expense  which  they  have  been  at  in  preparing  the  furnaces, 
whereas,  if  he  succeed,  the  plaiutiffs  will  be  paid  eventu- 
ally. 

It  appears  from  the  bill  and  the  affidavits  that  there  was 
acquiescence  for  more  than  a  year  before  the  bill  was  filed ; 
no  agreement  is  stated,  but  simply  acquiescence,  in  expec- 
tation that  the  defendants  would  pay  on  finding  it  answer. 
Supposing  the  patent  good,  there  was  no  ground  for  a  court 
of  equity  granting  an  injunction  as  the  case  stood  upon  the 
bill — ^namely,  upon  the  expectation  that  a  license  would  be 
taken.  The  case  of  a  person  making  a  patent  article  and 
selling  that  article  is  totally  different  from  the  present  case, 
in  which  the  profits  arise  entirely  from  the  granting  of 
licenses.  In  the  former  case  irreparable  mischief  may  be 
done,  the  party  losing  the  benefit  of  the  sale,  and  being 
liable  to  be  prejudiced  in  his  credit  from  the  articles  being 
of  an  inferior  quality,  so  that  the  tjourt  may  not  be  in  a 
position  to  do  complete  justice  to  the  patentee ;  but  in  the 
present  case  no  injury  can  be  done  by  requiring  the  patentee 
to  establish  his  patent,  an  account  being  kept  in  the  mean 
time,  there  being  no  doubt  as  to  the  abilities  of  the  parties 
to  pay.  An  expense  of  more  than  £5, 000  has  been  incurred 
by  the  plaintiffs'  acquiescence  in  the  erection  of  the  works, 
and  in  cases  of  acquiescence  the  court  will  say  keep  an 
account,  and  the  parties  will  be  interested  in  trying  the 
question  at  law  with  dispatch. 

The  extraordinary  relief  of  an  injunction  will  not  be 
granted  to  a  patentee  unless  he  states  distinctly  what  he 
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claims,  whether  for  a  principle  or  a  method  ;  if  the  specifi- 
cation be  obscure  in  this  respect,  the  court  wiU  not  interfere 
until  the  question  has  been  decided  at  law.  The  specifica- 
tion mentions  two  things,  the  use  of  hot  air  for  smelting 
and  the  apparatus ;  in  respect  of  both  the  patent  is  bad. 
The  use  of  hot  air  in  furnaces  was  known  to  others,  and 
Botfield's  patent  was  taken  out  for  the  express  purpose  of 
applying  hot  air  ;  so  that  the  application  of  heated  air  to  a 
furnace  was  certainly  known  at  the  time  of  Neilson's  patent, 
the  only  difference  being  that  Neilson  calls  that  a  recep- 
tacle which  Botfield  calls  an  oven.  But  supposing  Neilson's 
patent  to  be  for  an  apparatus  distinct  from  that  de- 
scribed by  Botfield,  then  the  whole  evidence  shows  the 
apparatus  to  have  been  a  complete  failure  and  perfectly  use- 
less. In  fact,  the  apparatus  used  by  defendants  and  other 
iron-masters  is  something  totally  separate  and  distinct. 
Under  these  circumstances,  the  length  of  enjoyment  will 
not  aid  the  plaintiff,  since  he  never  was  a  patentee  within 
the  sense  and  meaning  which  he  ought  to  be  as  a  plaintiff 
in  this  court.  His  right  to  possession  is  shaken,  and  what- 
ever the  number  of  licenses  granted  makes  no  difference. 
These  may  have  been  taken  in  ignorance  of  there  being  any 
other  patent  in  existence. 

The  order  of  the  Vice-ChanceUor  is  incorrect,  on  the 
ground  of  the  time  which  the  defendants  are  alleged  to 
have  used  the  invention.  It  is  quite  clear  that  if  a  party 
who  represents  himself  to  be  a  patentee  permits  an  indi- 
vidual to  go  on  for  a  certain  time  using  that  which  he 
alleges  to  be  his  patent  without  coming  to  the  court,  the 
court  will  not  give  the  patentee  an  injunction  at  once,  but 
vnR  direct  him  to  enforce  his  right  at  law.  The  parties  in 
this  case  are  found  with  notice  in  1839 — the  bill  is  not  filed 
till  December,  1840 ;  they  have  not,  therefore,  used  that 
due  diligence  which  the  court  requires,  or  which  entitles 
them  to  ask  for  an  injunction,  especially  when  no  benefit 
can  accrue  to  the  plaintiff,  and  irreparable  detriment  must 
be  occasioned  to  the  defendants. 

Bruce^  Jacob  and  Campbell^  for  the  plaintiffs,  in  support 
of  the  order  of  the  Vice  Chancellor. 
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The  questions  raised  are  the  validity  of  the  patent ;  that 
if  valid,  it  has  not  been  infringed ;  that  if  valid  and  in- 
fringed, the  plaintiffs  have  so  conducted  themselves  as  not 
to  be  entitled  to  an  injunction.  The  Vice-Chancellor  was 
of  opinion  that  there  was  an  infringement,  that  the  age  of 
the  patent  and  the  enjoyment  there  had  been  under  it  pre- 
cluded him,  according  to  the  course  of  the  court,  from  act- 
ing on  any  notion  that  it  was  invalid  ;  nor  did  he  intimate 
any  opinion  respecting  the  validity,  his  expression  being 
that  it  was  within  the  principle  laid  down  by  Lord  Eldon 
in  Harmar  «.  Playne  (1  antey  p.  166). 

The  enjojTnent  which  thei'e  has  been  under  the  patent 
and  the  circumstances  under  which  the  present  defendants 
have  used  it  are,  to  a  certain  extent,  combined  together  ;  so 
that  the  patent  must  be  taken  to  be  good  for  the  present 
purpose,  and  nothing  that  has  occurred  has  been  of  such  a 
nature  as  to  preclude  the  plaintiffs  from  the  right  to  obtain 
an  injunction.  The  defendant's  affidavit  is  perfectly  silent 
as  to  the  user  of  the  patent  at  the  other  works  with  which 
he  is  connected.  There  have  been  fifty-eight  licenses  taken 
in  England,  and  a  great  number  in  Scotland  ;  several  actions 
and  suits  by  the  patentee  against  infringers  have  been  con- 
ducted to  a  successful  issue,  and  several  injunctions  have 
been  submitted  to  ;  so  that  there  has  been  a  distinct  user 
against  the  public.  The  contractors  in  the  case  of  a  patent 
are  the  public  and  the  inventor,  and  the  use  of  it  against 
the  public  is  evidence  against  every  member  of  that  public 
of  the  patent  having  been  submitted  to  as  valid. 

Tlie  case  of  Harmar  v.  Playne,  in  which  Lord  Eldon 
recognized  the  previous  case  of  Boulton  v.  Bull  (1  ante^ 
p.  97),  and  granted  an  injunction  on  the  ground  of  long  pos- 
session, notwithstanding  the  very  great  doubt  which  he  en- 
tertained of  the  validity  of  the  specification,  very  accurately 
represents  the  law  and  practice  as  it  has  been  acted  on  from 
that  time  to  the  present.  It  is  held  that  the  patentee, 
through  the  medium  of  the  Crown,  purchases  publication 
to  the  world  by  means  of  an  enrolled  specification,  the  re- 
sult of  the  patentee's  ingenuity  and  diligence,  and  as  a  con- 
sideration  for  that  communication  his  invention  is  protected 
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during  a  certain  time.  It  is  not  for  the  general  good  or  for 
the  encouragement  of  ingenuity  and  diligence  to  displace 
or  embarrass  such  rights  on  light  and  trivial  grounds. 
When,  therefore,  a  party  has  been  in  possession  of  such  a 
right,  not  displaced  by  scire  facias,  acquiesced  in  by  the 
public  during  a  considerable  period  of  time,  the  court  says 
it  will  give  credit  to  the  validity  of  the  patent  until  its  in- 
validity is  regularly  established  by  a  proper  proceeding  in 
a  court  of  law,  and  it  shall  be  protected  in  the  mean  time. 
The  parties  are  perfectly  ready  to  bring  an  action,  and  this 
is  part  of  the  order. 

The  court  ought  not  now  to  entertain  the  question  of  va- 
lidity ;  the  unsuccessful  experiments  stated  in  the  affidavit, 
and  relied  on  by  the  opposite  side,  were  made  during  the 
interval  of  six  months  allowed  for  specifying.  It  is  quite 
immaterial  whether  these  were  successful  or  not ;  but  has 
the  invention  been  successful,  supposing  what  the  defend- 
ants are  doing  to  be  an  infringement  ? 

It  is  said  Botfield  had  a  patent  previous  to  Neilson  for 
the  application  of  hot  air  to  a  blast  furnace  ;  no  one  states 
having  heard  of  his  invention  being  applied  ;  and  the  two 
inventions,  as  disclosed  by  the  specifications,  are  quite  dis- 
tinct— Botfield' s  invention  being  purely  mechanical  to  ob- 
tain a  draught,  and  Neilson's  purely  chemical  to  obtain  a 
blast  of  improved  quality.  It  is  clear  that  no  one  at  the 
time  doubted  the  novelty  of  the  invention,  but  that  all 
doubted  its  utility ;  there  being  a  settled  conviction  that 
the  furnaces  did  better  in  winter  than  in  summer,  because 
the  air  was  colder.  The  question  of  utility  is  placed  beyond 
all  doubt,  and  the  acquiescence  of  the  trade  to  the  extent 
which  has  been  proved  is  evidence  of  the  universal  acknowl- 
edgment of  the  novelty  of  the  invention  and  of  the  suffi- 
ciency of  the  specification  by  men  at  once  most  interested 
and  most  competent  to  know  the  one  and  to  show  the  im- 
propriety or  insufficiency  of  the  other.  [Lord  Cotten- 
II AM,  L.  C.  There  is  this  question  whether,  supposing 
the  advantage  of  hot  air  instead  of  cold  to  be  a  novelty,  it 
is  claimed.  The  public  are  entitled  to  know  for  what  it  is 
that  the  patentee  claims  the  invention,  that  they  may  be 
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saved  inconvenience  upon  the  subject ;  therefore  the  speci- 
fication must  tell  the  public  for  what  it  is  that  he  claims 
protection.  If  it  be  for  a  principle,  then  if  that  be  good  it 
will  apply  to  every  mode  in  which  that  principle  can  be 
carried  into  operation.  If  for  a  machine  for  a  particular 
mode  of  carrying  into  eflfect  an  old  principle,  that  does  not 
go  beyond  the  machine.  The  question  is  whether  the  speci- 
fication does  sufficiently  inform  the  public  in  respect  of 
what  it  is  he  claims  the  privilege.] 

As  to  the  infringement.  The  defendants  use  a  number 
of  air-tight  vessels ;  it  is  not  suggested  that  there  is  any 
other  mode  of  cbmmunicating  heated  air  to  a  furnace  than 
by  enclosing  it  in  an  air-tight  vessel  or  vessels,  and  heating 
the  exterior  of  that  vessel  or  those  vessels  so  as  to  heat  the 
air,  and  then  transmitting  the  air  direct,  without  contact 
with  the  exterior  air,  from  the  vessel  or  vessels  into  the 
furnace.  It  cannot  then  be  said  that  this  specification  is 
clearly  wrong.  There  was  great  doubt  in  Lord  Eldon's 
mind  in  the  case  of  Harmar  v.  Playne,  but  he  saw  that  men 
of  science,  men  most  interested  to  contest  the  patent,  and 
most  competent  to  understand  whether  it  could  be  contested 
or  not,  had  been  submitting  to  it,  and  that  they  had  thus 
given  evidence  of  the  sufficiency  of  the  specification,  part  of 
the  conditions  of  the  validity  of  the  patent,  by  their  con- 
duct ;  and  that  it  was  unfit,  therefore,  upon  any  difficulty 
which  might  present  itself  to  his  mind,  to  hesitate  giving 
effect  to  the  protection  which  the  legislature  designed  for 
ingenious  men,  and  unfit  to  refine  away  that  protection, 
which  can  only  have  the  effect  of  discouraging  them  from 
communicating  the  result  of  their  skill  and  their  diligence 
to  the  public. 

It  is  not  necessary  in  a  patent  for  an  improved  application 
or  an  improvement  for  the  patentee  to  describe  and  eluci- 
date in  what  particular  respect  the  improvement  consists, 
to  describe  why  it  is  better.  He  describes  a  plan  by  which 
he  produces  a  certain  effect,  which  he  says  is  an  improve- 
ment, and  which  in  this  case  is  a  plan  for  heating  the  air 
while  in  transit  between  the  bellows  and  the  furnace,  and 
for  heating  it  by  passing  it  through  some  heated  vessel. 
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The  shape  of  the  vessel  is  important  only  with  regard  to 
the  locality  and  the  economy  of  fuel.  With  a  round  vessel 
a  much  larger  quantity  of  fuel  will  be  required  to  produce 
a  given  quantity  of  heat  than  with  a  flat  vessel  or  a  pipe. 
The  patentee  has  a  right  to  claim  for  heating  in  transit 
without  reference  to  the  shai)e  or  form  ;  any  shape  or  form 
will  answer  the  purpose,  though  some  8hai)es  and  forms 
%vill  be  cheaper  and  more  convenient  for  some  purposes  to 
which  the  invention  may  be  applied  than  others. 

Suppose  the  inventor  of  the  steam-engine  to  have  taken 
out  a  general  patent.  If  his  description  had  been  general 
enough,  it  might  have  included  locomotive  as  well  as 
stationary  engines,  and  those  used  for  the  purposes  of  navi- 
gation ;  but  if  he  had  made  it  an  essential  part  of  his  de- 
scription that  it  should  be  stationary,  or  fixed  to  a  house, 
he  would  be  excluded  from  some  sorts  of  engines  from 
which  he  would  not  have  been  excluded  had  he  described 
it  as  a  machine  to  be  worked  by  the  condensation  of  steam 
and  steam  power.  And  yet,  concurrently  with  that  steam- 
engine  patent,  Boulton  and  Watt  might  have  had  their 
patent ;  and  another  person  using  the  patent  engine  might 
perceive  that  a  particular  valve  would  be  a  great  improve- 
ment in  the  patent  engine,  and  might  have  a  patent  for 
that  valve. 

This  patent  being  for  an  organized  principle,  it  has  this 
advantage,  that  the  patentee  is  entitled  to  claim  any  mode 
in  which  that  principle  shall  be  applied.  Where  the  prin- 
ciple is  of  a  scientific  or  a  chemical  nature,  it  matters  noth- 
ing what  may  be  the  peculiar  arrangement  of  the  different 
apparatus,  because  the  principle  will  necessarily  be  found, 
whatever  may  be  the  form  of  apparatus  or  whatever  may 
be  the  form  of  vessel.  One  apparatus  may  produce  a 
greater  heat  than  another,  but  still  the  principle  of  the  pat- 
ent is  to  be  found,  and  the  benefit  which  is  to  be  derived 
from  the  peculiar  form  of  apparatus  is  still  a  benefit  due  to 
the  patentee,  who  has  discovered,  not  any  particular  mode 
of  applying  the  hot  air,  but  the  applicability  generally  of 
hot  air  to  furnaces. 

It  appears  from  the  evidence  on  the  other  side  that  one 
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of  the  first  modes  in  which  Mr.  Neilson  applied  his  inven- 
tion consisted  of  a  cylinder,  from  8  to  10  feet  long  and  2i 
feet  in  diameter,  and  this  was  nsed  at  the  Calder  Works. 
This  is  nothing  more  in  effect  than  a  large  pipe,  and  if  in- 
stead of  one  pipe  two  shonld  be  used,  there  would  still  be 
the  same  principle  necessarily  involved.  The  pipes  now 
used  are  not  independent  pipes,  but  a  continued  series. 

The  licenses  are  aU  in  one  form,  and  it  appears  that  the 
plaintiff  would  not  have  called  for  payment  before  the  ex- 
piration of  a  year,  and  Mr.  Thompson  was  perfectly  cog- 
nizant of  this,  having,  as  a  partner  in  several  other  works, 
acquiesced  in  this  course,  and  paid  rent  for  the  use  of  the 
plaintiff's  invention.  [Lord  Cottenham,  L.  C.  Suppose 
that  your  whole  case  is  true,  that  you  were  aware  they  had 
erected  this  machine  which  you  said  was  not  to  be  used 
without  a  license  in  the  year  1839,  and  some  communication 
took  place,  what  we  do  not  know,  but  you  know  it,  and 
you  were  willing  they  should  use  it  on  paying  a  rent ;  I  do 
not  see  how  that  entitles  you  to  an  injunction  to  prevent 
them  from  using  it.  All  you  could  insist  on  is  that  they 
should  pay  the  rent.  You  could  not,  after  having  per- 
mitted them  to  erect  their  machinery,  at  an  exi)ense  of 
£750  each  machine,  have  said.  Now  you  have  erected  this 
with  my  knowledge ;  I  will  prevent  you  from  using  the 
boiler  which  you  have  so  erected,  without  any  understand- 
ing at  aU.  "Iliis  court  might  have  given  you  the  aid  of  an 
injunction  to  secure  the  rent,  but  you  never  could  have 
come  to  the  court  and  said,  You  shall  not  use  it  at  all,  and 
that  is  the  injunction  granted.  ]  To  refuse  to  entertain  the 
suit  would  be  to  deprive  the  plaintiff  of  the  benefit  of  his 
possession  of  ten  years'  duration  in  the  face  of  the  world, 
with  the  acquiescence  of  the  trade,  and  after  several  success- 
ful actions.  In  Boulton  v.  Bull  (1  ante,  p.  97)  Lord  Rosslyn 
refused  to  dissolve  an  injunction,  although  the  Court  of 
Common  Pleas  had  been  equally  divided  upon  the  validity 
of  the  patent ;  there  had  been  long  possession  in  that  case, 
but  the  right  was  at  the  time  very  doubtful,  and  Lord 
Rosslyn  proceeded  on  the  ground  that  he  would  not  disturb 
the  possession.    In  Harmar  v.  Playne  (1  aiiie^  p.  166)  Lord 
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Eldon  acted  on  the  same  principle,  and  said  that  when  the 
l^ublic  had  permitted  enjoyment  under  a  patent  for  a  reason- 
ably long  time,  the  court  would  give  credit  to  the  patent 
until  the  legal  question  could  be  tried,  and  he  therefore 
granted  the.  injunction,  although  he  expressed  great  doubt 
as  to  the  validity  of  the  patent. 

Lord  CoTTENHAif,  L.  C.  If  you  are  willing  to  deal 
with  the  shilling  a  ton  as  the  court  may  direct,  and  to  do 
that  upon  grounds  quite  unconnected  with  the  merits  of  the 
case,  I  think  I  ought  to  deal  with  this  question  of  the  in- 
junction, because  this  is  not  like  the  case  referred  to  where 
the  party  had  been  in  possession  of  a  patent,  and  somebody 
else  had  done  that  which  was  an  infringement,  provided  the 
patent  be  good,  because  here  the  plaintaiTs  own  statement 
is,  without  raising  any  doubt  as  to  how  far  that  may  be 
correct,  assuming  the  whole  statement  to  be  true,  that  in 
the  year  1839  he  was  aware  that  these  defendants  were  at 
some  considerable  expense  in  preparing  the  apparatus  for 
the  purpose  of  using  this  hot  blast,  and  he  never  interfered 
to  stop  them,  but  permitted  them  to  ^o  en,  as  he  says, 
under  the  expectation  that  they  would  pay  him  a  shilling  a 
ton  after  a  certain  time.  That  is  the  position  in  which  he 
has  by  his  own  act  placed  the  defendants.  Nothing  that 
took  place  could  preclude  the  defendants  from  the  right  of 
disputing  the  plaintiflF  s  right  as  a  patentee,  but  they  have, 
at  very  considerable  expense,  erected  this  machinery,  and 
from  that  time  to  the  present  have  been  using  it,  the  plain- 
tiff being  aware  of  it  at  least  from  some  time  in  1839  (the 
precise  day  is  not  stated),  and  stood  by  and  permitted  them 
to  do  this.  If  he  is  entitled  as  patentee,  it  would  be  ex- 
tremely hard  for  the  court  to  do  anything  to  prevent  his 
receiving  that  which  he  is  entitled  to  receive,  and  in  expec- 
tation of  which  he  permitted  the  defendants  to  go  on  with 
their  works.  But,  on  the  other  hand,  it  would  be  ex- 
tremely hard  indeed  to  tell  the  defendants  that  they  shall 
not  use  the  works  which,  with  the  plaintiff's  knowledge, 
they  have  prepared  at  a  very  considerable  expense  ;  and  as 
to  telling  them  they  may  go  on  with  the  cold  blast  instead 
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of  the  hot  blast,  I  am  told  that  the  difference  between  the 
use  of  the  one  and  of  the  other  is  an  expense  of  nearly- 
double,  even  if  it  were  possible  ;  at  all  events  they  may  sus- 
tain that  loss  in  the  interval  until  the  right  is  tried.  It 
seems  to  me  that  stopping  the  works  by  injunction,  under 
these  circumstances,  is  just  inverting  the  purpose  for  which 
an  injunction  is  used.  An  injunction  is  used  for  the  pur- 
pose of  preventing  mischief ;  this  would  be  using  the  in- 
junction for  the  purpose  of  creating  mischief,  because  the 
plaintiff  cannot  possibly  be  injured.  All  that  he  asks,  all 
that  he  demands,  all  that  he  ever  expects  from  these  de- 
fendants, is  one  shilling  per  ton.  He  has  not  a  right  to  say 
to  them.  You  shall  not  use  this  apparatus ;  he  cannot  do 
so  after  the  course  of  conduct  he  has  adopted  ;  he  may,  no 
doubt,  say  with  success,  if  he  is  right.  You  shall  pay  me 
that  rent  which  the  others  pay,  and  in  the  exi)ectation  of 
which  I  permitted  you  to  erect  this  machinery.  Therefore, 
in  no  possible  way  can  the  plaintiff  be  prejudiced  ;  but  the 
prejudice  to  the  defendants  must  be  very  great  indeed  if 
they  are  for  a  short  period  prevented  from  using  at  their 
furnaces  that  apparatus  which,  with  the  consent  of  the 
plaintiff,  they  have  erected.  The  object  therefore  is,  pend- 
ing the  question,  which  I  do  not  mean  to  prejudice  one  way 
or  the  other  by  anything  I  now  say,  to  preserve  to  the 
parties  the  opportunity  of  trying  the  question,  with  the 
least  i)ossible  injury  to  the  one  party  or  the  other  ;  and  I 
think  the  injunction  would  be  extremely  prejudicial  to  the 
defendants,  and  do  no  possible  good  to  the  plaintiff,  for  the 
purpose  for  which  it  may  be  used.  It  may  by  operating  as 
a  pressure  upon  the  defendants  produce  a  benefit,  but  that 
is  not  the  object  of  the  court ;  that  object  is  to  preserve  to 
each  party  the  benefit  he  is  entitled  to  until  the  question  of 
right  is  tried,  and  that  may  be  entirely  secured  by  the  de- 
fendants undertaking  to  keep  an  account,  not  only  for  the 
time  to  come,  but  from  the  time  when  the  connection  first 
commenced,  and  undertaking  to  deal  with  that  account  in 
such  a  way  as  the  court  may  direct ;  and  if  the  plaintiff  is 
entitied,  the  court  will  have  an  opi)ortunity  of  putting  the 
plaintiff  precisely  in  the  situation  in  which  he  would  have 
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stood  if  this  question  had  not  arisen.    If  it  shall  tarn  out 
that  the  patent  is  not  valid,  the  court  will  deal  with  it 
accordingly ;  and  that  will,  I  think,  most  effectually  pre- 
vent all  prejudice. 
Order  accordingly. 


WALTON  V.  POTTER. 
Oommon  Fleai,  IT.  P.,  Hil.  ▼.,  1841. 

(1  Web.  P.  C.  685.) 

Ififringement,   First  Inventor.    Questions  for  the  Jury. 

Infringement  is  a  question  for  the  Jury. 

A  specious  variation  in  form  or  ingenious  alteration  in  the  mode  of  adaptation 
constitutes  an  infringement. 

Patents  may  be  taken  out  for  the  same  object  by  several  patentees,  provided 
the  subsequent  inventions  rest  upon  the  skill  of  the  inventor,  and  have  been 
made  without  reference  to  or  are  not  borrowed  from  the  former. 

Though  the  matter  may  not  have  been  used,  the  party  is  not  entitled  to  his 
patent  unless  he  is  the  first  and  true  inventor  ;  therefore,  if  the  subject-matter 
of  the  patent  has  been  discovered,  has  been  published  in  a  dictionary,  for  ex- 
ample, though  it  has  not  been  reduced  into  practice,  if  a  man  merely  adopts  it, 
the  merit  is  so  small  that  his  patent  for  it  would  be  worth  nothing. 

The  sufficiency  of  the  specification  in  matters  of  description  is  for  the  jury  to 
determine. 

A  patent  for  an  invention  of  improvements  in  cards  for  carding  wool,  cotton, 
silk  and  other  fibrous  substances,  and  for  raising  the  pile  of  woollen  and  other 
cloths  by  the  application  and  adaptation  of  caoutchouc  or  india-rubber,  as  a 
substitute  for  the  fillets  or  sheets  of  leather,  hM  a  new  invention. 

Case  for  infringement. 

The  patent  was  granted  to  James  Walton,  March  27,  1834, 
for  **  improvements  in  cards  for  carding  wool,  cotton,  silk 
and  other  fibrons  substances."    It  was  numbered  6,684. 

The  sx)eciflcation  was  as  follows  : 

"  I,  James  Walton,  do  hereby  declare  the  nature  of  my 
invention  to  consist  in  the  application  and  adaptation  of  the 
material  known  by  the  name  of  caoutchouc  or  india-rubber 
as  a  substitute  for  the  fillets  or  sheets  of  leather  which  are 
commonly  used  in  the  construction  of  ordinary  cards,  and 
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WALTON'S  SPECIFICATION. 

NOW  KNOW  TE  that  in  compliance  with  the  said  pro- 
viso I  the  said  James  Walton  do  hereby  declare  the  nature 
of  my  said  Invention  to  consist  in  the  application  and 
adaptation  of  the  material  known  by  the  name  of  caout- 
chouc or  india  rubber  as  a  substitute  for  the  fillets  or  sheets 
of  leather  which  are  commonly  used  in  the  construction  of 
oi-dinary  cards  and  thus  giving  a  superior  elasticity  and 
durability  to  such  cards.  And  in  further  compliance  with 
the  said  proviso  I  the  said  James  W^alton  do  hereby  de- 
scribe the  manner  in  which  my  said  Invention  is  to  be  per- 
formed by  the  following  statement  thereof  reference  being 
had  to  the  Drawing  annexed  and  to  the  figures  and  letters 
marked  thereon  that  is  to  say 

Description  of  the  Drawing. 

Figure  2  represents  an  elevation  of  a  card  constructed 
with  an  india  rubber  or  caoutchouc  foundation  or  fillet  as 
shewn  at  a  a  in  which  the  wire  dents  or  teeth  are  inserted 
and  the  regularity  of  distance  and  uniformity  of  the  dents 
or  teeth  of  the  cards  are  found  to  be  better  preserved  by  a 
piece  of  linen  commonly  called  brown  Holland  or  other  the 
like  cloth  well  glazed  and  cemented  on  to  the  back  of  the 
caoutchouc  or  india  rubber  as  shewn  by  a  red  line  at  6  &. 
The  cloth  6  6  when  fastened  to  the  caoutchouc  continues  to 
keep  the  dents  or  teeth  more  firmly  in  their  places  when  in 
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use  and  the  foundation  or  fillet  being  thereby  made  much 
stiffer  the  action  of  the  dents  or  teeth  is  less  uncertain  in 
their  elastic  movement.  The  cloth  so  cemented  to  the  india 
rubber  or  caoutchouc  is  to  be  affixed  to  the  cylinder  or 
board  or  the  ordinary  carding  engine  by  nails  but  if  it  is  to 
be  affixed  by  cementing  then  it  is  desirable  to  remove  the 
cloth  which  in  this  case  should  only  be  slightly  attached  to 
the  india  rubber  and  this  will  be  found  the  best  mode  of 
applying  the  cards  thereon.  When  the  cards  are  con- 
structed by  hand  it  is  essential  that  the  cloth  b  h  should  be 
first  pricked  by  an  engine  (as  is  the  pra<3tice  when  leather  is 
used)  to  regulate  the  distance  and  required  uniformity  of 
the  dents  or  teeth  and  in  cases  where  cloth  is  introduced 
between  two  layers  of  caoutchouc  or  india  rubber  as  repre- 
sented by  the  red  line  at  Figure  3.  The  india  rubber  or 
caoutchouc  is  pricked  or  pierced  in  a  similar  manner  to 
enable  the  card  maker  to  force  the  dents  or  teeth  through 
it  without  bending  or  injuring  their  form  or  shape  but  the 
pricking  of  the  holes  may  be  effected  by  the  patent  ma- 
chinery of  Mr.  Dyer  of  Manchester  now  in  use  for  that  pur- 
pose. It  may  be  as  well  here  to  observe  that  when  I  men- 
tion cement  in  this  Specification  I  always  allude  to  what  is 
now  generally  called  india-rubber  cement  and  which  as  it 
has  now  become  an  article  of  general  sale  and  may  be 
bought  by  that  name  I  do  not  think  it  necessary  further  to 
describe  the  same  but  as  the  machines  for  cutting  india 
rubber  are  not  generally  known  and  as  I  prefer  caoutchouc 
or  india  rubber  in  the  state  it  is  imported  for  my  purpose  I 
will  now  describe  the  means  which  I  use  for  cutting  the 
caoutchouc  or  india  rubber  into  layers  from  the  solid  blocks 
as  imported  and  which  I  recommend  in  preference  to  what 
is  termed  manufactured  india  rubber  or  india  rubber  first 
dissolved  by  some  known  solvent  and  then  cast  in  moulds 
to  form  blocks  the  foimer  being  most  suitable  for  the  pur- 
pose. I  first  cut  the  block  lengthwise  into  suitable  sizes 
according  to  the  nature  of  the  cards  to  be  manufactured  and 
then  place  the  fiat  or  regular  surface  of  the  block  on  a 
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metallic  surface  which  moves  freely  between  two  guides  the 
exact  thickness  of  the  sheet  of  caoutchouc  or  india  rubber 
which  it  is  designed  to  cut  off — And  it  will  be  evident  that 
by  varying  the  thickness  of  the  metallic  surface  the  proi)er 
thickness  of  caoutchouc  will  be  cut  off.  A  sharp  knife 
kept  occasionally  wet  with  water  and  supported  on  guides 
is  then  pressed  with  a  sawing  action  against  the  india 
rubber  or  caoutchouc  by  the  operator  at  the  same  time  that 
he  forces  the  india  rubber  or  caoutchouc  forwards  between 
the  guides  by  turning  the  roller  n  and  thus  severs  or  cuts 
off  a  piece  of  the  exact  thickness  required.  The  pieces 
thus  cut  off  may  be  joined  together  to  form  fillets  or  sheets 
according  to  the  nature  of  the  card  intended  to  be  made  and 
when  the  teeth  or  dents  are  set  therein  may  be  nailed  to  the 
board  in  the  usual  manner  or  cemented  on  it.  This  appa- 
ratus is  shewn  at  Figure  4  which  represents  a  side  view  and 
Figure  6  an  end  view  of  the  same.  In  these  Figures  L  rep- 
resents the  knife  and  7i  h  the  rests  on  which  it  is  suppoi-ted 
N  JSr  is  the  block  of  caoutchouc  or  india  rubber  and  n  one 
of  the  layers  which  is  cut  off  seen  in  Figure  5.  M  represents 
the  roller  pressed  upon  the  caoutchouc  or  india  rubber 
N  N  by  weights  attached  to  the  small  rods  mmorx.  each 
side.  In  cutting  the  layers  of  caoutchouc  or  india  rubber 
I  have  found  the  operation  greatly  facilitated  by  using 
water  and  keeping  the  knife  constantly  wet. 

But  I  would  here  observe  that  I  lay  no  claim  to  the 
cutting  apparatus  herein-before  described  as  I  have  only 
shewn  it  as  the  best  method  I  am  at  present  aware  of  to 
effect  the  purpose. 

The  apparatus  for  grinding  or  pointing  the  wires  forming 
the  cards  herein-before  described  as  represented  in  Figure  1 
which  is  an  elevation  of  a  portion  of  a  shaft  having  a  series 
of  cutters  or  files  placed  thereon  as  will  be  described  here- 
after this  shaft  must  be  fixed  in  suitable  bearings  and  rotary 
motion  be  communicated  thereto  from  any  first  mover. 
C  C  is  the  shaft  of  any  required  length,  ddddddddddd 
are  a  number  of  circular  steel  rings  or  discs  having  bevelled 
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edges  on  each  faxje  with  grooves  or  notches  cut  in  them  sim- 
ilar to  files  for  the  purpose  of  grinding  or  pointing  the  teeth 
or  dents  of  the  cards  when  placed  in  contact  therewith  dur- 
ing the  revolution  of  the  shaft.  A  few  only  of  these  cutters 
or  files  are  shewn  in  the  Drawing  as  their  number  will  de- 
pend upon  the  length  of  card  intended  to  be  pointed  or 
sharpened  but  when  in  use  the  whole  shaft  is  supposed  to 
be  strung  with  them.  D  D  are  two  flanges  capable  of  being 
moved  freely  on  the  shaft  and  provided  with  set  screws  for 
the  purpose  of  fixing  the  circular  files  or  cutters  firmly 
together,  ppp p  are  screws  tapped  into  the  flanges  D  D 
for  the  purpose  of  setting  the  circular  cutters  or  files  to  any 
degrees  of  obliquity  that  may  be  required  as  will  be  here- 
after explained.  This  apparatus  is  used  in  every  respect 
similarly  to  the  circular  emery  strickles  or  grinding  cyl- 
inders which  are  in  ordinary  use  but  instead  of  grinding  the 
wire  to  a  flat  face  or  chisel  edge  as  is  the  case  with  the 
ordinary  emery  grinder  it  grinds  the  wire  to  an  angular 
form  which  is  found  to  make  a  much  better  point  to  the 
dents  or  teeth.  I  also  find  it  useful  to  put  these  cutters  a 
little  out  of  truth  or  with  a  slight  obliquity  which  I  effect 
by  means  of  the  set  screws  pp  in  the  flanges  D  D  before 
mentioned  and  by  turning  the  hole  or  centre  of  each  cutter 
somewhat  larger  than  the  diameter  of  the  shaft  so  that  the 
screw  on  one  side  of  the  shaft  may  be  pressed  against  the 
face  of  the  cutter  or  file  or  cause  it  to  assume  the  oblique 
position  shewn  near  the  right-hand  flange  at  Figure  1  by 
setting  the  circular  cutters  in  this  position  the  points  of  the 
wire  which  enter  into  the  angular  spaces  between  the  re- 
spective cutters  may  be  ground  more  or  less  obtuse  as  the 
nature  of  the  work  to  which  they  may  be  applied  may  re- 
quire thus  supposing  the  cutters  to  be  set  true  th€^  points  of 
the  wire  would  correspond  with  the  angular  space  between 
each  cutter  but  if  the  cutters  be  placed  in  an  oblique  posi- 
tion and  the  point  of  the  wire  not  entering  to  the  bottom  of 
the  grooves  the  wire  will  be  impinged  on  alternately  by  the 
alternate  cutters  and  thereby  rendered  more  or  less  obtuse 
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according  to  the  obliquity  and  depth  at  which  the  cutters 
are  set  in  grinding  or  pointing  cards  placed  on  a  cylinder. 
This  arrangement  of  steel  cutters  or  files  might  extend  the 
whole  width  of  the  card  intended  to  be  ground  or  pointed  ; 
but  I  have  sometimes  effected  the  grinding  of  raising  cyl- 
inders by  removing  the  cutters  to  different  parts  of  the  sur- 
faxje  of  the  wires  bs  they  required  grinding.  In  cards  or 
implements  used  as  a  substitute  for  teasels  and  for  some 
descriptions  of  carding  I  would  further  remark  that  I  find 
it  of  importance  to  cut  the  points  of  the  dents  or  teeth  of 
the  card  in  an  oblique  or  diagonal  direction  as  shewn  at 
Figure  6  previous  to  inserting  them  in  the  caoutchouc  or 
india  rubber  which  not  only  renders  the  dents  or  teeth  more 
easily  forced  through  the  caoutchouc  or  india  rubber  but 
materially  facilitates  the  subsequent  grinding  up  by  the 
grinding  apparatus  herein-bef  ore  described  and  a  very  Uttle 
oil  used  on  the  dents  or  teeth  when  they  are  inserted  into 
the  caoutchouc  or  india  rubber  renders  this  operation  easy 
and  more  readily  performed. 

Figure  7  represents  an  end  view  of  the  shaft  carrying  the 
cutters  in  section  shewing  the  hole  in  the  cutter  larger  than 
the  shaft  on  which  it  turns  so  a^  to  admit  of  the  required 
angle  being  given  to  it. 

Figure  8  shows  an  edge  view  of  part  of  a  cylinder  for 
raising  the  pile  on  cloths  having  bearers  or  guards  intro- 
duced between  the  cards  to  prevent  them  being  pressed  on 
too  severely.  The  advantages  presented  by  cards  of  this 
construction  consists  in  the  superior  elasticity  of  the  caout- 
chouc or  india  rubber  allowing  the  dents  or  teeth  to  be 
pressed  down  without  material  injury  to  the  card  at  the 
same  time  the  teeth  or  dents  are  sufficiently  firm  to  perform 
the  carding  or  raising  operation  and  even  though  the  dents 
or  teeth  should  be  pressed  down  to  the  surface  of  the  caout- 
chouc or  india  rubber  of  the  card  they  would  not  be  bent 
but  immediately  recover  their  former  position  by  the  elastic- 
ity of  that  substance.  Again  in  substituting  cards  of  this 
construction  in  the  place  of  teasels  or  ordinary  wire  cards 
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for  the  purpose  of  raising  the  pile  of  woollen  and  other 
cloths  I  am  enabled  to  work  them  wet  withotit  any  material 
variation  of  the  elasticity  of  the  caoutchouc  or  india  rubber 
which  remains  more  uniform  in  its  action  and  effects  the 
operation  of  raising  the  pile  of  woollen  and  other  cloths 
more  regularly  and  without  that  variation  exi)erienced  in 
the  teasel  in  its  transition  from  a  dry  state  to  a  state  of 
moisture  and  by  varying  the  thickness  of  the  caoutchouc 
or  india  rubber  I  am  enabled  to  gain  a  delicacy  of  action  in 
the  card  equal  to  raise  a  nap  or  plush  on  fine  silk  fabrics  as 
well  as  in  the  ordinary  woollen  cloths  finished  by  this  pro- 
cess and  in  all  cases  when  the  cards  are  worn  out  the  caout- 
chouc or  india  rubber  is  worth  nearer  its  original  value  than 
other  material  heretofore  used  for  a  similar  purpose.  The 
thickness  of  caoutchouc  I  usually  employ  is  about  one 
eighth  of  an  inch  in  thickness  for  raising  purposes  but  this 
must  vary  according  to  the  length  of  wire  of  which  the  teeth 
are  formed  and  the  quantity  of  elasticity  required.  The 
thicker  the  india  rubber  and  the  shorter  the  wire  the  greater 
will  be  the  stiffness. 

Having  described  the  nature  of  my  Invention  of  Improve- 
ments in  Cards  for  Carding  Wool  Cotton  Silk  and  other 
Fibrous  Substances  and  for  Raising  the  Pile  of  Woollen  and 
other  Cloths  together  with  the  manner  in  which  the  same  is 
to  be  performed  and  carried  into  effect  I  hereby  declare  that 
I  do  not  claim  any  particular  method  or  means  of  setting 
or  placing  the  dents  or  teeth  of  the  cards  nor  do  I  claim  the 
means  herein  described  for  pointing  the  cards  but  have  de- 
scribed the  various  parts  as  the  means  I  have  pursued  and 
find  to  answer  in  effecting  my  improvements  in  cards. 

And  I  do  hereby  confine  my  claim  of  Invention  to  the 
ai)plication  and  adaptation  of  caoutchouc  or  india  rubber 
as  the  fillet  or  sheet  or  medium  in  which  the  dents  or  teeth 
are  to  be  set  together  in  the  manufacture  of  cards  and 
thereby  obtaining  a  superior  elasticity  and  durability  to 
cards  as  above  described.  And  such  my  Invention  being 
to  the  best  of  my  knowledge  and  belief  entirely  new  and 
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Walton*a  In^rovements  in  Cards  for  Cording  Fibrous  dubsianees, 

never  before  used  within  that  part  of  His  said  Majesty's 
United  Kingdom  of  Great  Britain  and  Ireland  called  Eng- 
land His  said  Dominion  of  Wales  and  Town  of  Berwick- 
upon-Tweed  I  do  hereby  declare  this  to  be  my  Specification 
of  the  same  and  that  I  do  verily  believe  this  my  said  Speci- 
fication doth  comply  in  all  respects  fuUy  and  without  re- 
serve or  disguise  with  the  proviso  in  the  same  herein-bef  ore 
in  part  recited  Letters  Patent  contained.  Wherefore  I  do 
hereby  claim  to  maintain  exclusive  right  and  privilege  to 
my  said  Invention. 

In  witness  whereof  I  the  said  James  Walton  have  here- 
unto set  my  hand  and  seal  this  Twenty-fifth  day  of 
September  in  the  year  of  our  Lord  One  thousand 
eight  hundred  and  thirty-four. 

.   JAMES  (L.S.)  WALTON. 
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thus  giving  a  superior  elasticity  and  durability  to  such 
cards.  And  I  do  hereby  describe  the  manner  in  which  my 
invention  is  to  be  performed  by  the  following  statement 
thereof,  reference  being  had  to  the  drawing  annexed,  ia,nd 
to  the  figures  and  letters  marked  thereon ;  that  is  to  say. 
Fig.  2  represents  an  elevation  of  a  card  constructed  with  an 
india-rubber  or  caoutchouc  foundation  or  fillet  as  shown  at 
a  a,  in  which  the  wire  dents  or  teeth  are  inserted,  and  the 
regularity  of  distance  and  uniformity  of  the  dents  or  teeth 
of  the  cards  are  found  to  be  better  preserved  by  a  piece  of 
linen,  commonly  called  brown  holland,  or  other  like  cloth, 
well  glazed  and  cemented  on  to  the  back  of  the  caoutchouc 
or  india-nibber,  as  shown  by  a  red  line  at  b  6.  The  cloth 
b  b  when  fastened  to  the  caoutchouc  continues  to  keep  the 
dents  or  teeth  more  firmly  in  their  places  when  in  use,  and 
the  foundation  or  fillets  being  thereby  made  much  stiflfer, 
the  action  of  the  dents  or  teeth  is  less  uncertain  in  their 
elastic  movements.  The  cloth  so  cemented  to  the  india- 
rubber  or  caoutchouc  is  to  be  aflixed  to  the  cylinder  or 
board  in  the  ordinary  carding  engine  by  nails,  but  if  it  is 
to  be  aflBxed  by  cementing,  then  it  is  desirable  to  remove 
the  cloth,  which  in  this  case  should  only  be  slightly  at- 
tached to  the  india-rubber  ;  and  this  will  be  found  the  best 
mode  of  applying  the  cards  thereon.  When  the  cards  are 
constructed  by  hand,  it  is  essential  that  the  cloth  b  b  should 
be  first  pricked  by  an  engine  (as  is  the  practice  when  leather 
is  used)  to  regulate  the  distance  and  required  uniformity 
of  the  dents  or  teeth,  and  in  cases  where  cloth  is  introduced 
between  two  layers  of  caoutchouc  or  india-rubber,  as  repre- 
sented by  the  red  line  at  Fig.  3,  the  india-rubber  or  caout- 
chouc is  pricked  or  pierced  in  a  similar  manner  to  enable  the 
card-maker  to  force  the  dents  or  teeth  through  it  without 
bending  or  injuring  their  form  or  shape,  but  the  pricking 
of  the  holes  may  be  effected  by  the  patent  machinery  of 
Mr.  Dyer,  of  Manchester,  now  in  use  for  that  purpose.  It 
may  be  as  well  here  to  observe  that  when  I  mention  cement 
in  this  specification  I  always  allude  to  what  is  now  gener- 
ally called  india-rubber  cement,  and  which  has  now  become 
an  article  of  general  sale,  and  may  be  bought  by  that  name  j 
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I  do  not  think  it  necessary  further  to  describe  the  same  ; 
but  as  the  machines  for  cutting  india-rubber  are  not  gener- 
ally known,  and  as  I  prefer  caoutchouc  or  india-rubber  in 
the  state  it  is  imported  for  my  purpose,  I  will  now  describe 
the  means  which  I  use  for  cutting  the  caoutchouc  or  india- 
rubber  into  layers  from  the  solid  blocks  as  imported,  and 
which  I  recommend  in  preference  to  what  is  termed  manu- 
factured india-rubber,  or  india-rubber  first  dissolved  by 
some  solvent  and  then  cast  in  moulds  to  form  blocks,  the 
former  being  most  suitable  for  the  purpose.  I  first  cut  the 
block  lengthwise  into  suitable  sizes,  according  to  the  nature 
of  the  cards  to  be  manufactured,  and  then  place  the  flat  or 
regular  surface  of  the  block  on  a  metallic  surface,  which 
moves  freely  between  two  guides,  the  exact  thickness  of 
the  sheet  of  caoutchouc  or  india-rubber  which  it  is  designed 
to  cut  oflf,  and  it  will  be  evident  that  by  varying  the  thick- 
ness of  the  metallic  surface  a  proper  thickness  of  caout- 
chouc will  be  cut  oflf ;  a  sharp  knife  kept  occasionally  wet 
with  water  and  supported  on  guides  is  then  pressed  with  a 
sawing  action  against  the  india-rubber  or  caoutchouc  by  the 
operator  at  the  same  time  that  he  forces  the  india-rubber  or 
caoutchouc  forward  between  the  guides  by  turning  the 
roller  7i,  and  thus  severs  or  cuts  oflf  a  piece  of  the  exact 
thickness  required.  The  pieces  thus  cut  oflf  may  be  joined 
together  to  form  fillets  or  sheets  according  to  the  nature  of 
the  card  intended  to  be  made,  and  when  the  teeth  or  dents 
are  set  therein,  may  be  nailed  to  the  board  in  the  usual 
manner,  or  cemented  on  it.   .   .   . 

"  The  advantages  presented  by  cards  of  this  construction 
consist  in  the  superior  elasticity  of  the  caoutchouc  or  india- 
rubber,  allowing  the  dents  or  teeth  to  be  pressed  down 
without  material  injury  to  the  card,  at  the  same  time  the 
teeth  or  dents  are  sufficiently  firm  to  perform  the  carding 
or  raising  operation,  and  even  though  the  dents  or  teeth 
should  be  pressed  down  to  the  surface  of  the  caoutchouc  or 
india-rubber  of  the  card,  they  would  not  be  bent,  but  im- 
mediately recover  their  former  position  by  the  elasticity  of 
that  substance.  Again,  in  substituting  cards  of  this  con- 
struction in  the  place  of  teasels  or  ordinary  wire  cards,  for 
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the  purpose  of  raising  the  pUe  of  woollen  and  other  cloths, 
I  am  enabled  to  work  them  wet,  without  any  material  vari- 
ation of  the  elasticity  of  the  caoutchouc  or  india-rubber, 
which  remains  more  uniform  in  its  action,  and  effects  the 
operation  of  raising  the  pile  of  woollen  and  other  cloths 
more  regularly,  and  without  that  variation  experienced  in 
the  teasel  in  its  transition  from  a  dry  state  to  a  state  of 
moisture  ;  and  by  varying  the  thickness  of  the  caoutchouc 
or  india-rubber  I  am  enabled  to  gain  a  delicacy  of  action  in 
the  card  equal  to  raise  a  nap  or  plush  on  fine  silk  fabrics, 
as  weU  as  on  the  ordinary  woollen  cloths  finished  by  this 
process  ;  and  in  aU  cases  when  the  cards  are  worn  out  the 
caoutchouc  or  india-rubber  is  worth  nearer  its  original  value 
than  other  material  heretofore  used  for  a  similar  purpose. 
The  thickness  of  caoutchouc  I  usually  employ  is  about  one 
eighth  of  an  inch  in  thickness  for  raising  purposes,  but  this 
must  vary  according  to  the  length  of  wire  of  which  the 
teeth  are  formed  and  the  quantity  of  elasticity  required ; 
the  thicker  the  india-rubber  and  the  shorter  the  wire  the 
greater  will  be  the  stiffness. 

"Having  described  the  nature  of  my  invention  of  im- 
provements in  cards  for  carding  wool,  cotton,  silk  and 
other  fibrous  substances,  and  for  raising  the  pile  of  woollen 
and  other  cloths,  together  with  the  manner  in  which  the 
same  is  to  be  performed  and  carried  into  effect,  I  hereby 
declare  that  I  do  not  claim  any  particular  method  or  means 
of  setting  or  placing  the  dents  or  teeth  of  the  cards.  Nor 
do  I  claim  the  means  herein  described  for  pointing  the 
cards,  but  have  described  the  various  parts  as  the  means  I 
have  pursued,  and  find  to  answer,  in  effecting  my  improve- 
ments in  cards.  And  I  do  hereby  confine  my  claim  of  in- 
vention  to  the  application  and  adaptation  of  caoutchouc  or 
india-rubber  as  the  fillet  or  sheet,  or  medium  in  which  the 
dents  or  teeth  are  to  be  set  together  in  the  manufacture  of 
cards,  and  thereby  obtaining  a  superior  elasticity  and  du- 
rability to  cards  as  above  described." 

The  following  letters  patent  and  inventions  are  also  re- 
ferred to  in  the  legal  proceedings  on  the  above  patent. 

Letters  patent,  November  29,  1824,  to  Thomas  Hancock, 


i 
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for  "  a  method  of  making  or  manufacturing  an  article 
which  may  be  in  many  instances  substituted  for  leather, 
and  be  applied  to  various  other  useful  purposes." 

Specification.  ''  The  nature  of  my  invention  consists 
in  combining  together  the  fabric  or  filaments  of  various 
matters,  such  as  flax,  hemp,  cotton,  wool,  hair  or  other 
matters  of  the  like  flexible  nature,  by  saturating  them  in 
connection  or  in  contact  with  each  other  with  a  liquid 
which,  when  partially  evaporated,  becomes  a  flexible  and 
adhesive  substance,  such  fibres  being  previously  arranged 
or  disposed  as  to  shape  and  dimensions  according  to  the 
purposes  to  which  they  are  afterward  to  be  applied,  so  as 
to  produce  a  uniform  combination  of  the  fibres  and  the  sub- 
stance, or  in  such  a  manner  as  that  every  individual  fibre 
may  be  so  surrounded  with  the  said  substance  as  that  the 
whole  of  the  fibres  composing  the  mass,  when  united  by  the 
substance,  may  form  a  compound  or  article  somewhat  re- 
sembling leather,  and  which  said  compound,  substance  or 
article  may  in  many  cases  be  substituted  for  leather,  more 
or  less  advantageously — ^namely,  for  harness,  straps,  belts, 
accoutrements,  boots,  shoes,  flexible  pipes,  air-tight  bags, 
and  a  variety  of  other  things  which  have  heretofore  been 
made  of  leather  ;  and  the  said  substance  or  article  may  also 
be  applied  to  various  other  useful  purposes,  such  as  parts 
of  wearing  apparel  which  it  may  be  desirable  to  have  water- 
proof, and  which  commonly  are  made  of  other  substances 
than  leather.  The  article  may  also  be  applied  for  the  roofs 
of  verandas,  awnings,  tent  coverings,  and  to  other  similar 
purposes." 

The  specification  then  describes  the  mode  of  manufactur- 
ing this  new  article ;  the  kind  of  materials  to  be  selected 
according  to  the  purposes  to  which  it  was  to  be  applied. 
The  liquid  employed  is  that  said  to  be  the  juice  of  certain 
trees  from  South  America,  and  when  inspissated  closely 
resembling  and  believed  to  be  the  same  as  caoutchouc  or 
india-rubber. 

Letters  patent  March  15,  1825,  to  Thomas  Hancock,  for 
^^  a  new  or  improved  manufacture,  which  may  in  many  in- 
stances be  used  as  a  substitute  for  leather  and  otherwise." 
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Specification.  "My  said  inyention  consists  in  filling, 
saturating  and  combining  yarious  fibrous  substances,  in 
their  manufactured  and  unmanufactured  state,  with  a  com- 
position which  leaves  to  the  fibres  sufficient  flexibility,  and 
at  the  same  time  unites  and  consolidates  them  into  one 
mass,  thereby  increasing  their  strength  and  durability,  and 
producing  by  these  means  a  manufacture  which  may  be  in 
many  instances  substituted  for  leather,  and  be  applied  to 
other  useful  purposes,  such  as  soles  for  shoes  and  boots, 
hose-pipes,  pails  and  other  articles  which  have  heretofore 
been  made  of  leather,  and  also  to  other  useful  purposes, 
such  as  the  roofs  of  verandas,  com  and  flour  sacks,  packing 
cloths  and  tarpaulins.  The  fibrous  substances  I  employ  in 
this  manufacture  are  wool,  cotton,  hair,  silk,  flax,  hemp, 
carded,  combed  or  hackled,  and  combined  with  the  same 
substances  woven  and  manufactured. 

* '  As  the  same  process  is  applicable  to  all  the  combina- 
tions, it  will  be  necessary  to  describe  the  method  I  pursue 
in  one  case  only,  as  any  variation  may  be  made  in  arranging 
the  different  substances  at  the  discretion  of  the  oi)erator. 

"  I  take  a  piece  of  cotton  cloth  of  any  convenient  size  and 
strain  it  on  a  board,  and  spread  over  it  with  a  spatula  or 
other  convenient  instrument  a  full  coating  of  one  of  the 
compounds  to  be  hereinafter  described.  I  then  spread  on 
or  over  the  compound  a  layer  of  carded  cotton  somewhat 
similar  to  the  article  known  by  the  name  of  wadding, 
spreading  over  this  again  another  piece  of  cotton  cloth  pre- 
pared as  the  first.  I  then  submit  the  whole  to  sufficient 
pressure  between  boards  or  plates  of  metal,  either  passing 
them  through  or  between  rollers  or  otherwise,  to  force  the 
composition  quite  through  the  layer  of  carded  cotton.  I 
then  carefully  remove  it  from  the  boards  or  plates,  and 
leave  it  to  dry  either  in  the  open  air  or  in  a  warm  room 
heated  to  eighty  or  ninety  degrees  of  temperature,  and  pro- 
ceed to  make  others  in  the  same  manner.  When  I  i)erceive 
that  they  are  nearly  or  quite  dry,  I  again  submit  them  to 
the  press,  or  if  one  of  these  strata  is  not  sufficient  to  make 
up  the  thickness  I  require,  I  put  two,  three,  four  or  more 
together,   spreading  the  said  compound  on  the  surfaces 
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again,  if  necessary,  and  increasing  the  pressure.  After  they 
have  been  in  the  press  some  hours  they  may  again  be  ex- 
posed to  the  air  or  return  to  the  warm  room  to  complete 
the  drying,  and  if  necessary  pressed  again.  When  I  wish 
to  have  the  carded  cotton  for  either  or  both  surfaces,  I  care; 
fully  separate,  at  the  end  of  two  or  more  pressings,  the  last 
layer  or  layers  of  cloth  from  the  cotton  below  it  soon  after 
I  take  it  out  of  the  press  (as  it  will  then  separate),  and  pro- 
ceed as  before  described.  In  this  manner  I  introduce  into 
this  manufacture  hair,  wool,  silk,  hemp  and  the  like,  or 
any  mixture  of  these  fibrous  substances,  or  any  or  all 
of  them  mixed  with  chopped  hemp  or  tow,  and  carded 
together,  or  I  heckle  or  comb  hemp  or  flax  and  lay  the 
fibres  i>araUel  with  each  other,  and  combine  any  intermix- 
ture of  these  diJfferent  materials  with  the  different  kinds  of 
manufactured  wool,  silk,  linen,  cotton  and  the  like,  accord- 
ing to  the  purpose  to  which  the  article  is  to  be  applied,  or 
as  economy  may  dictate.  For  soles  of  shoes  and  boots  I 
prefer  wool,  hair  and  cotton  in  about  equal  proportions ; 
for  hose-pipes,  pails  and  accoutrements,  chopped  hemp, 
tow  and  cotton.  I  prefer  the  woven  materials  to  be  made 
of  wool  or  cotton,  and  these  of  an  open,  loose  and  coarse 
texture,  excepting  where  it  is  intended  for  a  finer  surface  ; 
in  such  cases  I  choose  the  fabric  of  a  finer  quality.  If  the 
article  is  required  to  have  a  smooth  surface,  I  produce  it 
by  using  polished  metal  plates  the  last  time  the  article  is 
pressed.  I  make  the  compound  or  compounds  with  which 
I  unite  or  combine  the  said  substances  as  follows :  No.  1. 
I  take  two  pounds  of  caoutchouc,  dissolved  in  one  gallon 
of  equal  parts  of  oil  of  turpentine  and  highly  rectified  coal- 
tar  oil,  six  ounces  of  blabk  resin,  two  pounds  of  strong  glue 
size,  and  <Mie  pound  of  ochre,  powdered  pumice  or  whiting, 
and  mix  the  whole  together ;  or.  No.  2.  One  pound  and  a 
half  of  caoutchouc,  dissolved  as  before  stated,  one  i)ound 
of  strong  glue  size  ;  I  melt  and  mix  the  resin  and  size  in  a 
water  or  steam  bath,  and  add  the  other  ingredients,  stirring 
the  whole  until  it  is  mixed  throughout.  The  solution  of 
the  caoutchouc  is  expedited  by  a  water  or  steam  bath,  and 
the  undissolved  portions  may  be  separated  by  straining  it 
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through  a  fine  wire  or  other  sieve.  The  mixture  No.  1  is 
applicable  to  article^  where  stiffness  and  cheapness  are  re- 
quired. No.  2  is  preferable  where  pliancy  and  strength  are 
more  required.  But  I  think  it  proper  here  to  state  that  the 
proportions  above  mentioned  may  be  varied  according  to 
the  different  applications  of  the  article  to  be  manufactured.  ' 
If  varied  qualities  of  stiffness  or  cheapness  should  be  de- 
sired, the  proportions  of  size  and  whiting  may  be  increased 
till  they  make  up  one  third  of  the  mass.  If  fle3dbility  be 
requir^,  the  quantity  of  dissolved  caoutchouc  in  the  com- 
pound No.  2  may  be  increased,  and  especially  where  great 
strength  and  pliancy  are  required.  This  last  is  also  pre- 
ferable for  articles  that  are  to  be  much  exposed  to  the 
weather." 

Letters  patent  April  20, 1839,  to  John  Potter  and  William 
HorsfJEiIl,  for  "  an  improvement  or  improvements  in  cards 
for  carding  various  fibrous  substances,  part  of  which  im- 
provements  may  be  used  as  a  substitute  for  leather." 

Specification.  "  Our  invention  of,  etc.,  consists  in  the 
manufacture  of  a  new  material  or  substance  for  receiving 
the  wire  teeth  which  have  hitherto  for  the  most  part  been 
set  in  leather,  and  we  shall  now  proceed  to  describe  the 
manner  in  which  the  same  is  to  be  performed  and  carried 
into  effect.  In  the  first  place,  we  provide  a  woven  fabric  of 
a  peculiar  construction,  which  we  manufacture  as  follows  : 
We  make  the  warp  or  chain  of  a  material  possessed  of  the 
greatest  possible  strength  and  the  least  elasticity,  such  as 
yam  or  thread  made  of  flax,  hemp  or  cotton,  which  yam  or 
thread  we  prefer  to  be  made  of  two  or  three  folds  or  strands 
doubled  and  twisted  together.  The  warp  being  in  the  loom, 
it  is  to  be  made  into  cloth  by  b^ing  shot  or  wefted  into 
wooUen  weft — ^that  ifl,  with  yam  or  thread  coiaposed  of 
sheep's  wool.  ♦ 

"The  cloth  being  woven  it  is  next  to  be  cleansed  or 
scoured,  so  as  to  free  it  from  any  oil  or  other  impurities, 
and  milled,  by  which  latter  process  the  fabric  is  brought  to 
the  requisite  thickness  or  substance  by  being  milled  up  in 
width,  or  in  the  direction  of  the  thread  or  yam  of  wool. 

"  By  this  means  we  obtain  a  cloth  capable  of  resisting  a 
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very  considerable  strain  or  tension  in  the  direction  of  the 
warp,  while  the  body  of  the  cloth  itself  remains  exceedingly 
soft  and  porous.  We  find  that  for  most  kind  of  cards  cloth 
milled  up  to  such  a  thickness  as  that  one  yard  in  length  by 
twenty-seven /inches  in  width  shall  weigh  from  fourteen  to 
sixteen  ounces  avoirdupois  is  the  most  suitable,  though  it 
wiU  be  evident  that  these  proportions  may  be  varied  as  cir- 
cumstances may  I'equire. 

"  The  middle  qualities  of  sheep's  wool  we  consider  most 
suitable  for  making  this  description  of  the  cloth,  being  pre- 
ferable to  either  the  finest  or  coarsest  sorts.  To  persons 
engaged  in  the  woollen  manufacture  these  instructions  will 
be  sufficient  to  enable  them  to  make  the  cloth.  If  the  cards 
to  be  manufactured  are  intended  for  fillet  cards,  the  cloth 
is  next  to  be  torn  up  lengthwise  of  the  piece  into  strips  of 
a  suitable  width  ;  but  if  sheet  cards  are  intended,  the  cloth 
is  to  be  cut  crosswise  or  in  the  direction  of  the  weft,  making 
the  usual  allowance  as  when  using  leather  for  the  space  on 
each  side  for  the  purpose  of  affixing  the  wire  cards  to  the 
cylinder  of  the  carding  engine  ;  a  sufficient  number  of  these 
short  pieces  of  cloth  are  to  be  sewn  together  at  the  ends  so 
as  to  form  a  fillet  or  belt,  by  which  the  subsequent  opera- 
tions will  be  facilitated. 

"  The  cloth  thus  prepared  is  passed  through  a  solution 
of  india-rubber  known  to  the  trade  as  india-rubber  varnish 
or  cement,  and  in  the  passing  of  the  fabric  a  quantity  of 
the  varnish  will  adhere  to  the  surface,  and  the  fabric  in  this 
state  is  wound  tightly  up  and  allowed  to  stand  a  few  min- 
utes, then  is  unrolled  and  passed  a  second  time  through  the 
varnish,  by  which  means  a  still  further  proportion  of  the 
india-rubber  varnish  will  adhere  to  the  cloth,  and  being 
again  tightly  wound  up,  it  is  to  remain  a  sufficient  length 
of  time  to  allow  the  varnish  to  penetrate  or  become  absorbed 
by  the  cloth. 

"It  is  usually  necessary  to  pass  the  cloth  a  third  time 
through  the  varnish,  after  which  we  generally  find  that  the 
cloth  is  saturated,  and  being  again  left  as  before  in  the  coil, 
the  whole  mass  becomes  equally  and  completely  penetrated 
by  the  varnish.    Its  being  in  this  state  may  be  known  by 
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the  cloth  assuming  a  semi-transparent  appearance.  The 
coil  is  then  unwound  and  exx)osed  to  the  atmosphere,  so  as 
to  allow  the  varnish  to  dry,  after  which  it  is  to  be  drawn 
once  or  twice  through  the  varnish,  by  which  the  cloth  will 
imbibe  a  further  portion  of  it,  so  as  to  fill  up  the  pores  or 
interstices  which  the  operation  of  drying  has  left  open. 

"  If  this  process  has  been  properly  conducted  the  fabric 
wiU  now  consist  of  nearly  one  third  caoutchouc  or  india- 
rubber  and  two  thirds  cloth,  by  weight,  but  these  quantities 
may  be  varied.  The  india-rubber  or  caoutchouc  varnish  or 
cement,  being  an  article  that  may  be  freely  purchased,  and 
the  modes  of  preparation  being  well  known,  it  is  unneces- 
sary further  to  particularize  it.  The  preparation  of  our 
improved  material  being  thus  far  completed,  we  next  cover 
it  on  each  side  with  a  mixture  of  ochre  and  weak  size,  which 
by  destroying  the  adhesiveness  of  the  india-rubber  facili- 
tates the  subsequent  operation  of  inserting  the  wire  teeth, 
and  also  gives  to  the  fabric  more  of  the  appearance  of  leather. 

*  *  When  this  coating  is  dry  the  compound  fabric  produced 
by  the  operation  above  sj^ecified  is  to  be  passed  between  a 
pair  of  weighty  rollers,  or  otherwise  submitted  to  a  consid- 
erable  pressure,  by  which  means  the  fabric  becomps  firmer 
and  more  compact,  and,  in  short,  becomes  possessed  of  the 
qualities  which  persons  acquainted  with  the  card-making 
business  know  to  be  so  highly  desirable — ^namely,  that  of 
being  extremely  elastic  in  the  direction  of  the  thickness  of 
the  fabric,  so  as  to  impart,  as  it  were,  the  elasticity  to  the 
wire  teeth  when  set,  while  in  the  direction  of  its  length  or 
warp  it  is  nearly  non-elastic.  In  this  state  it  is  ready  to 
receive  the  wire  which  is  to  form  the  cards,  for  which  pur- 
pose  we  prefer  using  the  card-making  machinery,  and  the 
process  being  exactly  the  same  as  that  now  in  use  for  mak- 
ing leather  cards,  simply  substituting  the  fabric  or  cloth 
above  described  in  place  of  leather,  it  need  not  be  described 
here. 

"  Though  the  process  above  described  is  the  one  we  gener- 
ally prefer  for  carrying  out  our  invention,  we  sometimes 
vary  the  process  in  the  following  manner,  which  may  in 
some  cases  be  considered  pi'eferable  : 


m  ENGLISH  PATENT  CASES.  [i84l. 

"  Instead  of  the  fabific  above  described,  composed  of 
warp  of  flax,  hemp  or  cotton,  and  of  woollen  weft,  we  use 
in  this  case  a  fabric  composed  entirely  of  sheep's  wool,  and 
milled  to  such  an  extent  that  one  yard  in  length  by  twenty- 
seven  inches  in  width  shall  weigh  ten  or  twelve  ounces 
avoirdupois,  or  thereabouts  ;  this  cloth  is  to  be  saturated 
with  the  caoutchouc  in  the  manner  already  described,  and 
afterward  cemented  with  the  india-rubber  varnish  or  cement 
to  a  back  of  strong  cloth,  composed,  like  the  warp  in  the 
former  case,  of  flax,  hemp  or  cotton,  for  which  it  is  intended 
as  a  substitute,  in  order  to  prevent  longitudinal  stretching. 

"  The  exposed  surface  of  the  cloth  being  covered  with  a 
coating  of  ochre  and  glue  size,  and  afterward  the  whole 
fabric  being  submitted  to  considerable  pressure  from  the 
ax^tion  of  rollers  or  otherwise,  the  process  is  complete  and 
the  fabric  is  now  ready  to  receive  the  wire. 

"  Though  we  find  the  process  above  described  perfectly 
adequate  to  the  purpose  of  impregnating  the  woven  fabric 
with  caoutchouc,  yet  as  the  same  is  somewhat  slow,  we 
generally  employ  certain  machinery  or  apparatus  for  pro- 
ducing the  same  result  in  a  more  economical  manner,  which 
we  will  now  describe.     .     .     . 

*^  Having  described  the  nature  of  our  invention  and  shown 
how  it  is  to  be  carried  into  eflfe^t,  we  would  have  it  under- 
stood that  we  do  not  claim  any  of  the  machinery,  apparatus 
or  means  herein  described  which  are  incident  to  the  carry- 
ing out  our  invention,  but  we  declare  that  our  invention 
consists — 

"  First,  of  the  mode  of  producing  a  cloth  or  fabric  by 
combining  sheep's  wool  and  caoutchouc  together  with  a 
third  material,  which  third  material  may  be  either  flax, 
hemp  or  cotton,  or  a  mixture  of  the  same,  the  fabric  being 
fulled  or  milled  to  a  proper  thickness  before  applying  the 
india-rubber,  such  fabric  being  peculiarly  adapted  to  the 
making  of  wire  cards,  and  also  as  a  substitute  for  leather 
for  other  purposes. 

*'  Secondly,  we  claim  as  our  invention  the  application  and 
combination  of  the  woollen  cloth,  milled  or  fulled  to  a 
proper  thickness,  and  afterward  saturated  with  caoutchouc, 
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and  cemented  on  a  back  of  strong  cloth,  composed  of  flax, 
hemp  or  cotton,  as  a  substitute  for  leather  in  the  making  of 
wire  cards. 

"  And  lastly,  we  would  have  it  understood  that  we  are 
aware  that  various  descriptions  of  fabrics  have  been  coated 
with  india-rubber,  and  have  or  may  have  been  used  as  a 
substitute  for  leather,  and  have  or  may  have  been  employed 
in  making  wire  cards  ;  we  do  not,  therefore,  claim  the  coat- 
ing fabrics  in  general  with  india-rubber,  but  only  the  pecu- 
liar fabric  above  described." 

The  defendants  pleaded  :  1.  Not  guilty.  2.  That  plain- 
tiff was  not  the  true  and  first  inventor.  3.  That  the  inven- 
tion was  not  at  the  time  the  patent  was  granted  a  new  one 
as  to  public  use  in  England.  4.  That  the  invention  was 
unfitted  for  the  purposes  described  in  the  specification. 
5.  That  the  specification  did  not  particularly  describe  the 
nature  of  the  invention  and  the  manner  of  its  application. 

The  notice  of  objections  also  stated  the  grant  of  letters 
patent  to  Thomas  Hancock,  November  24,  1824,  and  March 
15,  1825,  for  the  invention  of  a  substitute  for  leather,  and 
alleged  that  large  quantities  of  such  artificial  leather  had 
been  made  into  and  used  as  cards  before  the  date  of  the 
plaintiffs  patent.  The  notice  also  stated  that  the  invention 
was  not  a  new  manufacture,  that  the  mode  of  using  the 
cloth  was  not  sufficiently  described  and  was  calculated  to 
mislead,  and  that  the  invention  was  useless  as  to  some  of 
the  purposes  named. 

Wilde,  Bompas  and  Addison  were  counsel  for  the  plain- 
tiffs ;  FoUett,  CJiannell  and  Cowling  for  the  defendants. 
The  nature  of  the  evidence  wiU  sufficiently  appear  from  the 
summing  up  of  the  judge. 

TiNDAL,  C.  J.  Gentlemen  of  the  jury,  this  is  an  action 
brought  by  Mr.  Walton  against  Messrs.  Potter  and  Horsf  all 
for  the  invasion  of  a  patent  which  was  granted  to  the  plain- 
tiff for  certain  improvements  in  cards  for  carding  wool, 
cotton,  silks  and  other  cloths,  and  which  patent  was  granted 
to  the  plaintiflf  on  March  27,  1834 ;  and  in  answer  to  the 
charge  which  is  made  by  the  plaintiflf  against  the  defend- 
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ants,  several  pleas  have  been  pnt  in  on  the  record.  There 
is  one  plea  upon  which  no  evidence  at  all  has  been  given 
before  you — namely,  that  whatever  the  defendants  did, 
they  did  by  the  leave  and  license  of  the  plaintiflf ;  therefore, 
you  may  leave  that  out  of  your  consideration,  and  find 
your  verdict  on  the  last  plea  at  once  for  the  plaintiff. 

The  first  plea  the  defendants  have  put  upon  the  record  is 
that  they  are  not  guilty,  and  by  that  they  mean  to  say,  as 
indeed  the  course  of  the  evidence  has  sufficiently  shown, 
that  they  have  not  infringed  the  patent  which  has  been 
granted  to  the  plaintiff.  It  is  not  so  common  an  occurrence 
to  dispute  the  infringement  of  the  patent  aa  its  validity. 
In  the  causes  which  ordinarily  come  before  us  the  question 
is  whether  the  patent  is  a  good  one  or  not ;  but  here  there 
is  a  double  inquiry  to  be  made,  and  the  defendants  have  a 
fuU  right  to  avail  themselves  of  it.  It  is,  therefore,  upon 
the  present  occasion  a  most  important  part  of  this  inquiry 
to  ascertain  whether  the  plaintiflfs  patent  has  been  infringed 
or  not. 

Now,  according  to  the  general  rule  upon  this  subject, 
that  is  a  mere  question  of  fact,  and  peculiarly  for  the  con- 
sideration of  the  jury  ;  and  it  will  be  for  you  to  say  under 
the  circumstances  that  have  been  brought  in  review  before 
you  whether  that  which  has  been  done  by  the  defendants 
amounts  to  such  an  infringement  or  not.  Where  a  party 
haa  obtained  a  patent  for  a  new  invention  or  a  discovery  he 
has  made  by  his  own  ingenuity,  it  is  not  in  the  power  of 
any  other  person,  simply  by  varying  in  form  or  in  imma- 
terial circumstances  the  nature  or  subject-matter  of  that 
discovery,  to  obtain  either  a  patent  for  it  himself  or  to  use 
it  without  the  leave  of  the  patentee,  because  that  would  be 
in  effect  and  in  substance  an  invasion  of  the  right ;  and 
therefore  what  you  have  to  look  at  upon  the  present  occa- 
sion is  not  simply  whether  in  form  or  in  circumstances 
what  has  been  done  by  the  defendants  varies  from  the 
specification  of  the  plaintiffs  patent,  but  to  see  whether  in 
reality,  in  substance  and  in  effect  the  defendants  have 
availed  themselves  of  the  plaintiffs  invention  in  order  to 
make  that  fabric,  or  to  make  that  article  which  they  have 
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sold  in  the  way  of  their  trade  ;  whether,  in  order  to  make 
that,  they  have  availed  themselves  of  the  invention  of  the 
plaintiff.  The  course  which  the  evidence  has  taken  has 
made  it  not  an  immaterial,  biit,  on  the  contrary,  a  very 
necessary  inquiry  for  you  upon  this  first  head  of  investiga- 
tion to  determine  whether  the  defendants'  patent,  which 
they  have  taken  out,  is  in  effect  borrowed  from  the  plain- 
tiff's  or  not,  because  there  can  be  no  doubt  whatever  that 
in  all  the  defendants  have  done  they  have  endeavored  to 
clothe  themselves  with  the  right  of  doing  by  taking  out  the 
subsequent  patent  of  1839.  The  only  evidence  of  infringe- 
ment we  have  had  before  us  is  the  purchase  at  the  manu- 
factory of  the  defendants  of  that  little  piece  of  card  which 
was  marked  with  the  initials  S.  G.,  and  there  can  be  no 
doubt  but  that  the  fabric  which  was  so  produced  in  evi- 
dence before  us  is  made  upon  the  plan  and  according  to 
the  specification  of  their  own  patent,  and  therefore  it  will 
be  not  immaterial  to  call  to  your  attention  upon  this  first 
head  of  inquiry  the  specification  of  the  plaintiff's,  and  next 
that  of  the  defendants'  x>^tent,  in  order  that  we  may  com- 
pare them  together  and  see  whether  there  really  is  that 
variation  in  substance  so  as  to  give  the  denomination  of  a 
new  discovery  to  what  the  defendants  have  done,  or  whether 
they  are  not  following  out  the  invention  of  the  plaintiff, 
with  some  variation  in  the  description,  which  may  not  allow 
it  the  name  of  a  new  discovery. 

The  plaintiff  in  his  specification  says,  "  I  declare  the 
nature  of  my  invention  to  consist  in  the  application  and 
adaptation  of  the  material  known  by  the  name  of  caout- 
chouc or  india-rubber  as  a  substitute  for  the  fillets  or  sheets 
of  leather  which  are  commonly  used  in  the  construction  of 
ordinary  cards,  and  thus  giving  a  superior  elasticity  and 
durability  to  such  cards."  He  confines  the  description  of 
his  invention  to  the  application  and  adaptation  of  india- 
rubber  in  lieu  of  leather  to  the  cards  ;  that  is  the  substan- 
tial part  of  the  invention  for  which  he  claims  his  patent. 
He  describes  the  manner  in  which  this  invention  is  to  be 
I)erf  ormed,  and  the  description  he  gives  is  this  :  '  ^  The  regu- 
larity of  distance  and  uniformity  of  the  dents  or  teeth  of 
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the  cards  are  found  to  be  better  preserved  by  a  piece  of 
linen  commonly  called  brown  hoUand,  or  other  like  cloth, 
well  glazed  and  cemented  on  to  the  back  of  the  caoutchouc 
or  india-rubber,  as  shown  by  a  red  line,"  which  is  men- 
tioned in  the  plan  ;  and  then  he  says  that  "  the  cloth  when 
fastened  to  the  caoutchouc  continues  to  keep  the  dents  or 
teeth  more  firmly  in  their  places  when  in  use,  and  the 
foundation  or  fillet  being  thereby  made  much  stiffer,  the 
action  of  the  dents  or  teeth  is  less  uncertain  in  their  elastic 
movements.  The  cloth  so  cemented  to  the  india-rubber  or 
caoutchouc  is  to  be  affixed  to  the  cylinder  or  board  in  the 
ordinary  carding  engine  by  nails  ;  but  if  it  is  to  be  affixed 
by  cementing  them,  it  is  desirable  to  remove  the  cloth, 
which  in  this  case  should  only  be  slightly  attached  to  the 
india-rubber,  and  this  will  be  found  the  best  mode  of  apply- 
ing the  cards  thereon."  In  a  subsequent  part  he  talks 
about  the  mode  in  which  he  requires  the  india-rubber  to  be 
used  :  "  It  may  be  as  well  here  to  observe  that  when  I  men- 
tion cement  in  this  specification  I  always  allude  to  what  is 
now  generally  called  india-rubber  cement,  and  which,  as  it 
has  now  become  an  article  of  general  sale,  and  may  be 
bought  by  that  name,  I  do  not  think  it  necessary  further 
to  describe  the  same ;  but  as  the  machines  for  cutting 
india-rubber  are  not  generally  known,  and  as  I  prefer  caout- 
chouc or  india-rubber  in  the  state  it  is  imported  for  my  pur- 
pose, I  will  now  describe  the  means  which  I  use  for  cutting 
the  caoutchouc  or  india-rubber."  That  it  is  unnecessary 
to  trouble  you  with ;  the  only  object  is  to  show  that  he 
nsed  the  india-rubber  in  the  state  in  which  it  is  imported, 
by  cutting  a  thin  slice  of  it  and  affixing  it  to  this  fabric  of 
brown  hoUand,  or  other  such  like  cloth,  and  carrying  the 
dents  or  teeth  through  the  cloth  from  the  outside  so  as  to 
form  the  subject  of  the  patent,  which  is  the  card  at  the  end. 
Having  described  the  nature  of  his  invention  for  this  card^ 
he  says,  **  I  do  not  claim  any  particular  method  or  means 
of  setting  or  placing  the  dents  or  teeth  of  the  cards,  nor  dp 
I  claim  the  means  herein  described  for  pricking  the  cards, 
but  have  described  the  various  parts  as  the  means  I  have 
pursued  and  find  to  answer  in  effecting  my  improvements 
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in  cards.  And  I  do  hereby  confine  my  claim  of  invention 
to  the  application  and  adaptation  of  caoutchouc  or  india- 
rubber  as  the  fillet  or  sheet,  or  medium  in  which  the  dents 
or  teeth  are  to  be  set  together  in  the  manufacture  of  cards, 
and  thereby  obtaining  a  superior  elasticity  and  durability 
to  cards  as  above  described ;"  evidently  therefore,  in  the 
beginning,  the  middle  and  the  end  of  it,  limiting  the  patent 
which  he  has  solicited  and  obtained  to  the  adaptation  of 
india-rubber,  coupled  with  the  fillets  of  cloth  which  he  puts 
at  the  back  of  it,  giving  elasticity  and  durability  to  the 
card. 

This  patent  was  taken  out  in  the  year  1834,  and  it  api)ears 
that  in  the  year  1837  the  defendants  for  the  first  time  pur- 
chased some  of  these  cards  ;  and  it  appears  also,  upon  evi- 
dence given  by  the  defendants  themselves  in  the  course  of 
this  inquiry,  that  shortly  after  the  time  when  Mr.  Walton's 
cards  had  been  purchased  by  the  defendants  experiments 
began  to  be  made  by  one  of  the  defendants  at  their  manu- 
factory ;  and  some  time  after  that — namely,  in  the  month 
of  April,  1839 — a  patent  was  granted  to  the  defendants  for 
an  improvement  in  cards  for  carding  various  fibrous  sub- 
stances. 

Now,  what  you  have  to  say  is  whether  you  are  satisfied 
that  the  card  produced  before  you  in  evidence,  and  which 
you  may  assume  I  think  upon  the  evidence  to  have  been 
Lde  in  accordance  with  the  specification,  is  a  specious 
variation  in  form  only,  an  ingenious  alteration  in  the  mode 
of  adaptation,  or  whether  it  is  really  and  substantially  a 
new  discovery  on  the  part  of  the  defendants.  In  the  one 
case  it  would  be  an  infringement  of  the  patent,  in  the  other 
it  would  not.  Now,  the  account  they  give  in  their  specifi- 
cation is,  "  We  do  declare  the  nature  of  our  invention  of  an 
improvement  or  improvements  in  cards  for  carding  various 
fibrous  substances,  part  of  which  improvements  may  be  used 
as  a  substitute  for  leather,  to  consist  in  the  manufacture  of 
a  new  material  or  substance  for  receiving  the  wire  teeth, 
which  have  hitherto  for  the  most  part  been  set  in  leather, 
and  we  shall  now  proceed  to  describe  the  manner  in  which 
the  same  is  to  be  performed  and  carried  into  effect."    Now, 
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they  make  it  to  consist  of  two  parts — ^first,  in  the  prepara- 
tion of  the  cloth  in  the  way  I  shall  mention  to  you,  and 
then  saturating  the  cloth  with  dissolved  india-rubber.  They 
say,  ^*  In  the  first  place,  we  provide  a  woven  fabric  of  a 
peculiar  construction,  which  we  manufacture  as  follows: 
We  make  the  warp  or  chain  of  a  material  possessed  of  the 
greatest  possible  strength  and  the  least  elasticity,  such  as 
yam  or  thread  made  of  flax,  hemp  or  cotton,  which  yam 
or  thread  we  prefer  to  be  made  of  two  or  three  folds  or 
strands  doubled  and  twisted  together,  the  warp  being  in  the 
loom  ;  it  is  to  be  made  into  cloth  by  being  shot  or  wef ted 
with  woollen  weft ;  that  is,  with  yam  or  thread  comi)osed 
of  sheep's  wool.  The  cloth  being  woven,  it  is  next  to  be 
cleansed  or  scoured,  so  as  to  free  it  from  any  oil  or  other 
impurities,  and  milled,  by  which  latter  process  the  fabric  is 
Js^rought  to  the  requisite  thickness  or  substance  by  being 
mlQed  up  in  width  or  in  the  direction  of  the  thread  or  yam 
of  wool.  By  this  means  we  obtain  a  cloth  capable  of  resist- 
ing a  very  considerable  strain  or  tension  in  the  direction  of 
the  warp,  while  the  body  of  the  cloth  itself  remains  exceed- 
ingly soft  and  porous  ;  we  find  that  for  most  kinds  of  cards 
clotk  milled  up  to  such  a  thickness  as  that  one  yard  in 
length  by  twenty-seven  inches  in  width  shall  weigh  from 
fourteen  to  sixteen  ounces  avoirdupois  is  the  most  suitable, 
though  it  will  be  evident  that  these  proportions  may  be 
Taned  as  circumstances  may  require."  Then,  having  got 
this  cloth,  this  is  what  they  proceed  to  do  with  it.  ^'  The 
cloth  thus  prepared  Is  passed  through  a  solution  of  india- 
ruVber  tnown  to  the  trade  as  india-rubber  vamish  or 
cement,  and  in  the  passing  of  the  fabric  a  quantity  of  the 
vamish  will  adhere  to  the  surfaces,  and  the  fabric  in  this 
state  is  wound  tightly  up  and  allowed  to  stand  a  few  min- 
utes, then  is  unrolled  and  passed  a  second  time  through  the 
vamish,  by  which  means  a  still  further  portion  of  the  india- 
rubber  vamish  will  adhere  to  the  cloth,  and  being  again 
tightly  wound  up,  it  is  to  remain  a  sufficient  length  of 
time  to  allow  the  vamish  to  penetrate  or  become  absorbed 
by  the  cloth.  It  is  usually  necessary  to  pass  the  cloth  a 
third  time  through  the  vamish,  after  which  we  generally 
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find  that  the  cloth  is  saturated,  and  being  again  left  as 
before  in  the  coil,  the  whole  mass  becomes  equally  and  com- 
pletely penetrated  by  the  varnish.  Its  being  in  this  state 
may  be  known  by  the  cloth  assuming  a  semi-transparent 
appearance.  The  coil  of  cloth  is  then  unwound  and  ex- 
posed to  the  atmosphere,  so  as  to  allow  the  varnish  to  dry, 
after  which  it  is  to  be  drawn  once  or  twice  through  the  var- 
nish, by  which  the  cloth  will  imbibe  a  further  portion  of  it, 
so  as  to  fill  up  the  pores  or  interstices  which  the  oi)eration 
of  drying  has  left  open.  If  this  process  has  been  properly 
conducted  the  fabric  wiU  now  cx)nsist  of  nearly  one  third 
caoutchouc  or  india-rubber  and  two  thirds  cloth,  by  weight ; 
but  these  quantities  may  be  varied.  The  india-rubber  or 
caoutchouc  varnish  or  cement  being  an  article  that  may  be 
freely  purchased,  and  the  modes  of  preparation  being  well 
known,  it  is  unnecessary  further  to  particularize  it.  The 
preparation  of  our  improved  material  being  thus  far  com- 
pleted, we  next  cover  it  on  each  side  with  a  mixture  of  ochre 
and  weak  size,  which  by  destroying  the  adhesiveness  of  the 
india-rubber  facilitates  the  subsequent  operation  of  insert- 
ing the  wire  teeth,  and^  also  gives  to  the  fabric  more  of  the 
appearance  of  leatfier."  That,  in  substance,  is  the  descrip- 
tion which  they  give,  concluding  by  saying,  *^  Though  we 
find  the  process  above  described  perfectly  adequate  to  the 
purpose  of  impregnating  the  woven  fabric  with  caoutchouc, 
yet  as  the  same  is  somewhat  slow,  we  generally  employ  cer- 
tain machinery  or  apparatus  for  producing  the  same  result 
in  a  more  economical  manner,  which  we  will  now  describe.'' 
Therefore,  the  principle  of  the  discovery  for  which  they 
obtain  their  patent  they  profess  to  be  the  manufacturing  of 
cloth  of  a  particular  fabric,  and  the  saturating  every  fibre 
of  this  cloth  with  the  dissolved  caoutchouc  or  india-rubber, 
through  which  they  afterward  insert  or  force  the  dents  or 
teeth. 

Now,  there  can  be  no  doubt  whatever  that,  although  one       ^ 
man  has  obtained  a  patent  for  a  given  object,  there  are      /\ 
many  modes  still  open  for  other  men  of  ingenuity  to  obtain 
a  patent  for  the  same  object ;  there  may  be  many  roads 
leading  to  one  place,  and  if  a  man  has,  by  dint  of  his  own 
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genius  and  discovery  after  a  patent  has  been  obtained,  been 
able  to  give  to  the  public,  without  reference  to  the  former 
one,  or  borrowing  from  the  former  one,  a  new  and  sui)erior 
mode  of  arriving  at  the  same  end,  there  can  be  no  objection 
to  his  taking  out  a  patent  for  that  purpose.  But  he  has  no 
right  whatever  to  take  a  leaf  out  of  his  neighbor's  book, 
for  he  must  be  contented  to  rest  upon  his  own  skill  and 
labor  for  the  discovery,  and  he  must  not  avail  himself  of 
that  which  had  before  been  granted  exclusively  to  another  j 
r-  and  therefore  the  question  again  comes  to  this — whether 
\  you  are  of  opinion  that  the  subject-matter  of  this  second 

patent  is  perfectly  distinct  from  the  former,  or  whether  it 
is  virtually  bottomed  upon  the  former,  varying  only  in  cer- 
tain  circumstances,  which  are  not  material  to  the  principle 
and  substance  of  the  invention. 

Upon  this  part  of  the  inquiry  there  have  been  various 
witnesses  called  on  both  sides,  and  you  will  judge  of  the 
value  of  what  they  have  stated  by  weighing  against  each 
other  certain  contradictory  testimonies,  which  cannot  well 
be  reconciled.  On  the  part  of  the  plaintiflf  there  is  the  evi- 
dence of  Mr.  Brande,  Mr.  Daniell,  Mr.  Edward  Cowper  and 
Mr.  Carpmael — ^all  of  them  asserting,  and  the  two  gentle- 
men who  were  skiUed  in  chemistry  giving  their  reasons  for 
it,  that  in  their  opinion,  according  to  the  best  of  their  judg- 
ment, the  discovery  so  called  by  the  defendants  is  really 
not  in  any  material  circumstance  different  from  that  of  the 
plaintiff's,  and  that  it  is  really  bottomed  upon  the  same 
principle.  On  the  other  hand,  you  have  the  evidence  of 
Mr.  Parey,  Dr.  Ure  and  Mr.  John  Thomas  Cooper,  who 
have  given  their  testimony  to  it  to-day  to  a  contrary  effect ; 
Mr.  Farey  said  that  in  his  judgment  and  opinion  there  is  a 
perfect  dissimilarity  between  the  one  and  the  other.  You 
must  weigh  one  against  the  other ;  the  value  of  their  re- 
spective testimonies  will  much  depend,  not  only  upon  the 
reasons  they  assign  for  the  diversity  of  their  judgment,  but 
a  good  deal  also  upon  the  manner  in  which  they  gave  their 
testimony  and  approved  themselves  as  witnesses  before  you. 

That,  then,  is  the  first  point.  You  will  have  first  to  say, 
Has  the  patent  been  infringed  or  not?    Then  comes  the 
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second  inqtdry,  in  which  the  defendants  allege  that  the 
plaintiff  is  not  the  first  and  true  inventor  of  the  discovery  ; 
and  they  then  go  on  to  say,  thirdly,  what  for  the  purposes 
of  this  cause  will  be  very  much  connected  with  the  second 
plea,  viz. ,  that  the  invention  was  not  new  in  England,  but 
that  it  was  publicly  in  use  at  the  time  the  patent  was 
granted.  You  are  quite  aware  the  granting  of  patents  was 
limited  by  a  statute  so  early  as  the  time  of  James  I.,  and 
patents  were  granted  only  to  those  persons  who  were  the 
first  and  true  inventors  of  the  subject-matter  for  which  the 
exclusive  privilege  was  given.  That  was  to  secure  the  sole 
right  of  using  their  inventions  to  sagacious  and  ingenious 
persons,  who  often  spent  their  lives  in  study,  and  who  were 
ill  requited  without  it ;  but  it  was  meant  only  as  a  reward 
to  the  first  and  true  inventor,  and  though  the  matter  may 
not  have  \ieen  used,  the  party  is  not  entitled  to  his  patent 
(and  this  plea  expressly  raises  that  question  for  your  de- 
termination) unless  he  is  the  first  and  true  inventor ;  there- 
fore, if  the  subject-matter  of  the  patent  has  been  discovered 
— ^has  been  published  in  a  dictionary,  for  example — ^though 
it  has  not  been  reduced  into  practice,  if  a  man  merely 
adopts  it,  the  merit  is  so  small  that  his  patent  for  it  would 
be  worth  nothing  ;  and  upon  the  present  occasion  the  plea 
I  now  call  your  attention  to,  whether  the  plaintiff  is  the 
true  and  first  inventor,  wiU  turn  upon  the  inquiry  whether 
he  borrowed  his  invention  from  a  former  patent,  which  was 
taken  out  by  Mr.  Hancock  ;  because,  on  the  part  of  the  de- 
fendants, it  is  alleged  that  virtually  and  substantially  the 
discovery,  as  it  is  called,  of  the  plaintiff  is  no  more  than  an 
alteration  of  a  discovery  of  Mr.  Hancock's  ;  that  you  will 
have  to  consider,  applying  the  kind  of  inquiry  and  investi- 
gation which  you  had  before  submitted  to  your  minds  with 
respect  to  the  comparison  of  the  plaintiff's  and  the  defend- 
ants' specification,  to  this  new  investigation  as  ±o  the 
specification  of  Mr.  Hancock  and  the  specification  of  the 
plaintiff  ;  and  that,  in  effect,  is  the  same  inquiry  as  the  next 
plea,  which  says  the  subject-matter  of  this  invention  was 
publicly  known  in  England  at  the  time,  or  before  the  time 
(1834)  of  the  date  of  the  plaintiff's  patent.     It  is  not  alleged, 
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and,  indeed,  there  is  no  evidence  at  all  that  there  were  any 
cards  which  were  made  with  any  sabstance  except  leather, 
with  the  single  exception  of  those  which  were  made  by  Mr. 
Hancock,  or  by  persons  under  his  directions,  and  therefore 
it  really,  with  respect  to  the  two  pleas,  brings  the  question 
identically  to  this — whether  the  one  patent  is  distinct  in 
principle  from  the  other,  or  whether  it  is  merely  the  raising 
up  again,  after  the  expiring  of  the  old  patent,  of  a  new  one 
in  substance  the  same  as  the  plaintiffs.  I  have  already 
read  to  you  what  the  specification  of  the  plaintiff's  x>^tent 
is.  Let  us  see  what  says  the  specification  of  Mr.  Hancock, 
and  then  call  to  mind  the  evidence  which  has  been  given 
on  each  side  with  respect  to  that  part  of  the  case.  Mr. 
Hancock  took  out  his  patent  in  the  year  1825,  and  he  calls 
it  a  patent  ^^  for  a  method  of  making  or  manufacturing  an 
article  which  may  be,  in  many  instances,  substituted  for 
leather,  and  be  applied  to  various  other  useful  purposes." 
He  does  not  particularly  apply  his  patent  to  the  making 
of  cards,  but  he  applies  it  generally,  as  you  will  lind  by  the 
instances  which  he  gives,  to  a  substitution  for  leather  for 
nearly  all  the  purposes  to  which  leather  could  be  used.  He 
says,  "  My  said  invention  consists  in  filling,  saturating  and 
combining  various  fibrous  substances  in  their  manufactured 
and  unmanufactured  state,  with  a  comx)osition  which  leaves 
the  fibres  sufficient  flexibility,  and  at  the  same  time  unites 
and  consolidates  them  into  one  mass,  thereby  increasing 
their  strength  and  durability,  and  producing  by  these 
means  a  manufacture  which  may  be  in  many  instances  sub- 
stituted for  leather  and  be  applied  to  other  useful  purposes, 
such  as  soles  for  shoes  and  boots,  hose-pipes,  pails  and 
other  articles  which  have  heretofore  been  made  of  leather, 
and  also  to  other  useful  purposes,  such  as  the  roofs  of  veran- 
das, com  and  flour  sacks,  packing  cloths  and  tarpaulins.'^ 
And  he  goes  on  to  give  an  account  of  the  mode  in  which  he 
makes  this  new  article.  He  says,  "  As  the  same  process  is 
applicable  to  all  the  combinations,  it  will  be  necessary  to 
describe  the  method  I  pursue  in  one  case  only,  as  any  vari- 
ation may  be  made  in  arranging  the  different  substances  at 
the  discretion  of  the  oi)erator.    I  take  a  piece  of  cotton 
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cloth  of  any  Gonvenient  size,  and  strain  it  on  a  board,  and 
spread  over  it  with  a  spatula  or  other  convenient  instru- 
ment a  full  coating  of  one  of  the  compounds  to  be  hereafter 
described.  I  then  spread  on  or  over  the  compound  a  layer 
of  carded  cotton  somewhat  similar  to  the  article  known  by 
the  name  of  wadding,  spreading  over  this  again  another 
piece  of  cotton  cloth  prepared  as  the  first ;  I  then  submit 
the  whole  to  suflBcient  pressure  between  boards  or  plates  of 
metal,  either  passing  them  through  or  between  rollers  or 
otherwise,  to  force  the  composition  quite  through  the  layer 
of  carded  cotton.  I  then  carefully  remove  it  from  the 
boards  or  plates  and  leave  it  to  dry,  either  in  the  open  air 
or  in  a  warm  room  heated  to  80  or  90  degrees  of  tempera- 
ture, and  proceed  to  make  others  in  the  same  manner. 
When  I  perceive  that  they  are  nearly  or  quite  dry  I  again 
submit  them  to  the  press  ;  or,  if  one  of  these  strata  is  not 
sufficient  to  make  up  the  thickness  I  require,  I  put  two, 
three  or  four  more  together,  spreading  the  said  compound 
on  the  surfaces  again,  if  necessary,  and  increasing  the  pres- 
sure." The  next  account  he  gives  us  of  the  article  is  of  the 
compound  in  which  this  is  immersed,  and  that  is  very  ma- 
terial for  your  consideration.  He  says,  "  I  make  the  com- 
pound or  compounds  with  which  I  unite  or  combine  the 
said  substances  as  follows :  No.  1.  I  take  two  pounds  of 
caoutchouc  dissolved  in  one  gallon  of  equal  parts  of  oil  of 
turpentine  and  highly  rectified  coal-tar  oil,  six  ounces  of 
black  resin,  two  pounds  of  strong  glue  size,  and  one  pound 
of  ochre,  powdered  pumice,  or  whiting,  and  mix  the  whole 
together."  He  goes  on  to  No.  2,  which  is  "  one  and  a  half 
pound  of  caoutchouc,  dissolved  as  before  stated,  and  one 
pound  of  strong  glue  size."  Then  he  mixes  these  together, 
and  he  immerses  -  the  fabric  which  he  has  before  described 
to  you  in  it  until  it  is  thoroughly  saturated. 

That  is  the  account  he  gives  of  his  discovery  ;  that  of  the 
plaintiff  being  the  simple  cutting  of  a  slice  of  native  india- 
rubber  and  fixing  it  by  a  cement  which  is  well  known  to  a 
piece  of  linen  cloth,  and  then  miming  the  teeth  of  the  card 
through  it.  Now,  whether  upon  reading  of  it  you  think 
there  is  a  concurrence  of  invention  in  the  man  who  comed 
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second,  and  describes  that  second  mode  of  producing  that 
eflEect,  or  whether,  when  you  weigh  the  mode  by  which  the 
first  is  to  be  done  by  various  steps,  you  see  there  is  a  real 
substantial  distinction  between  that  and  the  mode  which  is 
adopted  by  the  successor,  will  be  the  question  for  you  to 
determine.  That,  again,  is  not  left  without  evidence  on 
both  sides,  for  here  you  have  very  strong  evidence.  On  the 
part  of  the  plaintiff  you  have  Mr.  Carpmael,  who  states 
himself  to  be  a  person  familiar  with  these  subjects,  and 
having  been  long  versed  in  them,  and  saying  it  is  a  matter 
perfectly  distinct.  Then  you  have  Mr.  Smith,  a  cotton- 
spinner,  who  is  called  for  the  purpose  of  saying  that  he  had 
never  heard  of  anything  of  the  sort  until  the  period  of  time 
when  Mr.  Walton  took  out  his  patent ;  and  you  have  the 
witness,  Abraham  Crowder,  who  was  caUed  on  the  part  of 
the  defendants,  who  states  that  until  this  was  known  he 
never  knew  anything  of  the  sort  in  use  before ;  and  you 
have  the  evidence  of  numerous  witnesses  who  have  been 
called  from  different  quarters,  to  show  that  they  were 
acquainted  with  the  trade  both  in  Scotland  and  in  the  west 
of  England  many  of  them,  and  in  the  north,  where  princi- 
pally these  matters  are  carried  on,  and  who  were  much  con- 
versant with  them,  and  they  all  state  they  never  heard  of 
cards  being  made  of  any  other  material  but  leather  until 
Mr.  Walton's  were  produced.  On  the  other  side  you  have 
the  evidence  of  Mr.  Farey,  who  states  that,  in  his  judg- 
ment, the  two  are  perfectly  similar — ^the  principle  upon 
which  they  are  both  made  is  the  same.  Then  you  have  the 
evidence  of  Mr.  Whiteby,  and  you  have  then  the  evidence 
of  Mr.  Hemmingway,  who  is  the  person  who  had  adopted 
and  used  Mr.  Hancock's  invention,  and  several  other  wit- 
nesses, who  have  received  cards  made  by  him,  to  show  they 
had  put  in  use  this  invention  of  Mr.  Hancock's,  arid  not 
any  other ;  and  last  of  all  you  have  the  evidence  of  Mr. 
Hancock,  the  inventor  himself,  who  certainly  says  his  pat- 
ent is  not  the  same  as  Mr.  Walton's  ;  that  he  never  under- 
stood it  to  be  the  same  ;  nor,  says  he,  is  it  the  same  as  that 
which  is  made  by  the  defendants ;  and  that  is  stated  in 
opposition  to  Mr.  Farey,  who,  we  understand,  speaks  as  a 
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man  of  science  on  the  subject.  Yon  have,  on  the  other 
side,  the  evidence  of  Mr.  Cottam  and  Mr.  Brande,  and  what 
those  gentlemen  state  is  in  contradiction  or  in  opposition, 
as  far  as  the  scientific  evidence  is  concerned,  to  Mr.  Farey 
in  the  opinion  he  gives.  That  will  be  the  question  for  yon 
upon  the  second  and  third  pleas. 

Now  we  come  to  the  fourth  answer,  which  is  that  the 
specification  does  not  i)articularly  describe  the  nature  of  the 
invention.  Gtenerally  speaking,  the  rule  which  is  laid  down 
upon  occasions  when  the  sufficiency  of  the  specification  is 
called  in  question  is  this — that  as  these  specifications  are 
drawn  by  men  who  are  more  conversant  with  the  particular 
article  than  juries,  who  are  selected  indiscriminately  from 
the  public,  and  certainly  much  more  than  judges,  whose 
knowledge  is  confined  to  one  particular  department,  credit 
is  given  to  witnesses,  if  they  are  conversant  with  the  sub- 
ject-matter of  the  invention,  and  are  able  to  tell  you,  and 
you  believe  it,  that  they  see  enough  on  the  face  of  the 
specification  to  enable  them  to  make  the  article  without 
difficulty.  You  know  the  object  of  the  specification  is  that 
it  is  the  price  which  the  party  who  obtains  the  patent  pays 
for  it,  and  it  would  be  -a  hard  bargain  on  the  part  of  the 
public  if  he  were  allowed  to  clothe  his  discovery  and  his 
description  in  characters  so  dark  and  so  ambiguous  that  no 
one  could  make  from  it  when  the  fourteen  years  have  ex- 
pired, and  he  should  not  have  paid  the  price  for  which  he 
enjoyed  the  exclusive  privilege,  but  that  he  should  have  it 
in  his  own  hands  still  for  as  long  a  period  as  he  chooses  ; 
and  therefore  it  is  always  a  proper  answer  when  a  patent  is 
set  up  to  say  that  you  have  not  so  described  it,  that  it  may 
be  understood.  Now,  then,  upon  that  you  have  the  evi- 
dence, in  the  first  place,  on  the  part  of  the  plaintiflF  of  Mr. 
Carpmael  and  Mr.  Cottam  ;  and  on  the  part  of  the  defend- 
ant, Mr.  Farey  says  the  description  in  the  specification  is 
not  intelligible ;  the  part  upon  which  the  particular  diffi- 
culty has  arisen  is  the  sentence  to  which  I  will  call  your 
attention.  It  is  said  that  the  part  which  is  principally 
found  fault  with  on  the  part  of  the  defendants  is  the  de- 
scription as  to  the  mode  in  which  the  teeth  are  to  be  affixed 
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in  the  card,  and  also  the  way  in  which  the  card,  under  cer- 
tain circumstances,  is  to  be  affixed  to  the  engine  itself.  It 
is  said,  ''  The  cloth,  when  fastened  to  the  caoutchouc,  con- 
tinues to  keep  the  dents  or  teeth  more  firmly  in  their  places 
when  in  use,  and  the  foundation  or  fillet  being  thereby 
made  much  stiffer,  the  action  of  the  dents  or  teeth  is  less 
uncertain  in  their  elastic  movement."  It  is  alleged  and 
stated,  this  leaves  it  in  doubt — whether  the  teeth  under  all 
the  circumstances  are  to  be  affixed  in  the  card,  while  the 
fabric  of  cotton  or  brown  hoUand  is  on  the  back,  or  not. 
Some  of  the  gentlemen  who  have  read  this  before  you  state 
they  feel  no  difficulty,  upon  looldng  at  the  whole  of  it,  in 
understanding  what  was  intended — ^whether  the  card  was 
to  be  used  as  a  fillet  c^rd,  or  whether  it  was  to  be  used  by 
being  fixed  closely  to  the  top  or  the  back  or  any  part  of  the 
cylinder ;  they  understand  that  in  either  case  the  teeth 
were  never  intended  to  be  put  in  until  after  the  brown  hol- 
land,  whether  it  was  to  be  lasting  or  temporary,  only  the 
brown  hoUand  was  to  be  put  on  the  top  of  it.  You  will 
say  for  yourselves  whether  that  is  made  intelligible  or  not. 

Then  there  is  another  difficulty  pointed  out,  that  *'  the 
cloth  cemented  to  the  india-rubber  or  caoutchouc  is  to  be 
affixed  to  the  cylinder  or  board  or  the  ordinary  carding 
engine  by  nails,  but  if  it  is  to  be  affixed  by  cementing,  then 
it  is  desirable  to  remove  the  cloth."  It  is  said,  "  What  is 
meant  by  this  ?"  According  to  the  evidence  that  was  given 
by  one  person  who  read  it,  he  says  it  is  to  be  affixed  ;  that 
is,  that  the  card  is  to  be  affixed,  and  then  you  are  to  take 
away  and  remove  the  brown  holland,  which  is  only  meant 
for  a  temporary  covering,  and  fix  it  close  to  the  machine 
itself — the  back  of  the  engine  having  the  same  effect  as  to 
the  elasticity  which  is  afforded,  or,  rather,  with  a  view  to 
resistance,  as  if  there  were  a  fabric  of  brown  holland.  How- 
ever, you  have  artificers  who  state  they  should  feel  no  diffi- 
culty in  making  from  the  description  that  which  is  intended 
to  be  made  ;  you  must  say  how  far  they  si>eak  correctly  or 
not. 

It  is  also  said  it  is  not  useful  for  some  of  the  purposes, 
viz.,  top  and  sheet  cards,  specified,  and  that  is  the  last  plea 
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you  need  consider.  Now,  there  has  been  certainly  no  evi- 
dence called  before  us,  that  I  am  aware  of,  in  which  any 
experiment  has  actually  been  made  with  a  top  card  or  a 
sheet  card  aiid  has  failed.  A  great  many  witnesses  have 
been  called,  who  have  stated  their  judgment  and  opinions 
that  it  would  not  succeed — one  is  surprised  that  the  experi- 
ment has  not  actually  been  tried.  The  mode  in  which  they 
state  that  the  sheet  card  would  not  succeed  is  because  the 
sheet  card  requires,  as  I  understand,  a  very  great  lateral 
pressure,  for  the  purpose  of  fixing  it  upon  the  cylinder; 
and  if  you  give  it  that  great  lateral  pressure,  it  seems, 
according  to  the  judgment  of  some  of  them,  it  would  have 
the  effect  of  loosening  or  altering  the  position  of  the  teeth 
of  the  different  cards — that  they  would  tear  off  if  you  put 
nails  in  on  the  sides  of  the  sheets — ^and  such  would  be  the 
violence  of  the  pull  in  order  to  bring  them  together,  that  it 
would  tear  off  the  edges  through  which  the  nails  went,  and 
then  they  would  become  damaged  and  altogether  useless. 
However,  you  have  the  opinions  of  those  persons,  of  whom 
Mr.  Bohannan  is  one  and  Mr.  Whiteby  is  the  other,  and 
have  on  the  part  of  the  plaintiff  Mr.  Cottam,  and  I  think 
one  or  two  more,  who  state  they  see  no  reason  why  one 
should  not  be  as  useful  as  the  other.  Now,  this  question 
the  fifth  plea  raises,  and  whatever  the  value  of  it  is,  it  will 
be  necessary  for  you  to  determine  it  on  the  one  side  or  the 
other. 

Gentlemen,  that  is  in  effect  the  whole  of  the  case  for  your 
inquiry.  I  can  fill  up  that  by  going  through  the  whole  of 
my  notes  of  the  evidence  on  the  one  side  and  the  other  if 
you  wish  it ;  if  not,  i)erhaps  it  is  better  to  leave  it  to  you 
with  this  general,  view. 

Verdict  for  the  plaintiff. 

Subsequent  proceedings  to  set  aside  the  above  veidict 
appear  ^o«<,  under  date  November  18,  1841. 


f 
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Re  WOODCROPT'S  PATENT. 
Privy  Council,  Feb.  11,  1841. 

(1  Web.  P.  C.  740.) 

Extension.    Practice  on  Hearing  of  Application, 

Prolongation  of  patent  refused  on  the  ground  of  want  of  merits. 
Practice  respecting  hearing  of  counsel  where  several  parties  enter  caveatB. 

Application  for  an  extension. 

This  was  an  application  for  an  extension  of  the  terms  of 
the  letters  patent  granted,  1827-28,  to  Bennet  Woodcroft 
for  **  certain  processes  and  apparatus  for  printing  and  pre- 
paring for  manufacturers  yams  of  linen,  cotton,  silk,  wool- 
len or  any  other  fibrous  material." 

It  appeared  that  during  the  first  four  years  of  the  patent 
printed  cotton  yams  and  goods  manufactured  from  them 
were  in  great  demand,  and  that  a  considerable  profit  (£7,000) 
was  realized,  but  that  from  the  removal  of  the  duty  on 
printed  calicoes  and  other  causes  a  large  capital  invested  in 
working  the  patent  ceased  to  be  profitable  and  the  inven- 
tion to  be  little  used,  so  much  so  that  in  1835  the  patent 
right,  on  a  certain  valuation  of  partnership  effects,  was  not 
estimated  at  more  than  £600.  In  1839,  in  consequence  of 
the  importation  of  French  sUks,  manufactured  of  printed 
yams,  the  invention  under  a  somewhat  improved  form 
became  very  valuable.  It  appeared  that  the  method  de- 
scribed in  the  specification  answered  perfectly  well  for 
simple  patterns,  but  that  it  failed  for  the  more  elaborate 
patterns  and  the  brighter  colors,  which  required  the  yams 
to  be  washed  after  printing. 

The  application  was  opposed  on  the  ground  (among 
others)  that  the  invention  in  its  present  improved  form  was 
introduced  from  France  in  1839  by  other  persons  than  the 
petitioner. 

Application  refused. 

An  application  having  been  made  to  fix  the  day  for  the 
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hearing  of  the  petition,  the  counsel  for  the  i)etitioner  ap- 
plied to  the  court  to  know  the  rule  respecting  the  api)ear- 
ance  by  counsel  of  the  parties  entering  caveats,  and  whether 
each  party  opposing  would  be  entitled  to  be  heard  by  two 
counsel. 

Lord  Brougham  observed  that  the  rule  respecting  the 
number  of  counsel  entitled  to  be  heard,  being  the  same  here 
as  in  the  House  of  Lords,  viz.,  two  only  on  either  side,  two 
counsel  only  would  be  heard  to  opi)ose  the  petition,  unless 
the  parties  had  independent  and  distinct  grounds  of  oppo- 
sition, founded  on  separate  and  independent  interests. 


Me  COATES'S  PATENT. 
Chancery,  March  19,  1841. 

(10  L.  J.  Eq.  248.) 

Where  a  caveat  had  been  lodged  against  the  sealing  of  a  imtent,  and  the 
patentee  succeeded  in  a  petition,  opposed,  that  it  be  sealed  forthwith,  AeM,  that 
the  Lord  Chancellor  had  jurisdiction  to  give  the  costs  only,  and  not  the  costs, 
charges  and  expenses  occasioned  by  the  caveat  and  opposition. 

Petition  for  extension  of  order  giving  costs. 

A  caveat  had  been  lodged  at  the  Great  Seal  Patent  (Mce 
to  prevent  the  petitioner's  patent  for  **  improvements  in  the 
forging  of  bolts,  spikes  and  nails"  being  sealed.  The 
ground  of  objection  was  want  of  novelty.  In  August,  1840, 
Coates  petitioned  the  Lord  Chancellor  to  discharge  the 
caveat  and  seal  the  patent  forthwith,  and  order  the  ob- 
jectors to  pay  the  costs,  charges  and  expenses  of  and  occa- 
sioned by  the  application.  The  matter  was  referred  back 
to  the  Attomey-Greneral  to  report  whether  certain  machines 
in  dispute  in  a  certain  suit  were  included  in  the  petitioner's 
patent,  and  report  having  been  returned  that  they  were,  the 
petitioner  thereupon  asked  an  order  that  the  patent  be 
forthwith  sealed,  and  that  the  respondents  pay  the  costs 
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occasioned  by  the  caveat  and  petition  and  contsequent 
thereon. 

Counsel  for  applicant  cited  an  order  made  by  the  Lord 
Chancellor  in  Jie  Cutler*  s  Patent  (not  reported),  in  which, 
doubts  having  been  expressed  whether  the  Lord  Chancellor 
had  jurisdiction  to  order  the  payment  of  costs,  after  investi- 
gation, costs  occasioned  by  the  caveat,  etc.,  were  given  to 
the  petitioner,  the  patentee. 

Upon  March  19,  1841,  an  order  for  the  payment  of  coste, 
charges  and  expenses,  as  prayed,  was  drawn.  It  then  ap- 
peared that  costs  only  and  not  expenses  were  given  in  He 
Cutler*  s  Patent,  a  petition  for  an  extension  of  the  order 
therein  having  been  denied,  with  costs. 

Lord  CoTTEKHAM,  L.  C.  In  the  present  case,  as  in  all 
litigated  cases,  the  successful  i)arty  can  only  have  such 
costs  as  the  law  allows.  There  is  no  ground  shown  in  the 
present  case  for  enlarging  the  costs  ordinarily  given  to 
costs,  charges  and  expenses,  any  more  than  in  any  other 
case. 


NEILSON  V.  HARFORD. 
Ezchequery  N.  P.,  May  6,  1841. 

(1  Web.  P.  C.  296.) 

Presumptions  as  to  Patents,   Improvement  as  Infringement, 
Constrtuction  of  SpeciflcaMon.   TiUe.    Utility.  Experiment. 

Patent  rights  are  not  to  be  tried  with  a  view  to  their  defeat. 

Where  the  invention  consisted,  as  claimed  by  the  plaintiff,  in  applying  air, 
heated  while  in  transit,  heldy  that  however  great  the  improvement  which  the 
defendant's  apparatus  for  aocompUshing  that  object  might  be  oa  that  described 
in  the  specification,  it  was  no  less  an  infringement. 

Specification  and  patent  should  be  construed  together,  in  determining  validity. 

The  title  need  not  give  any  idea  of  the  invention  ;  it  is  sufficient  if  the  speci- 
fication is  consistent  with  it. 

The  amount  of  benefit  effected  by  the  invention  is  immaterial. 

Ordinary  skill  and  knowledge  such  as  practical  workmen  possess  is  the  test 
of  the  sufficiency  of  the  specification  in  disclosing  the  invention. 

It  is  not  necessary  that  each  part  of  an  invention  should  have  been  actually 
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tried,  and  proyed  to  answer ;  the  evidence  of  scientific  persons  that  U  would 
answer  may  be  sufBcient. 

The  intelligibility  of  the  specification  is  a  question  for  the  jury. 

The  omission  to  mention  in  a  specification  anything  which  may  be  necessary 
for  the  beneficial  enjoyment  of  the  invention  is  a  fatal  defect. 

Otherwise  if  such  omission  goes  only  to  the  degree  of  the  benefit. 

If  the  apparatus  described  can  be  used  beneficially  in  its  simplest  form,  it  is 
no  objection  that  great  improvements  may  have  been  made. 

If  experiments  are  necessary  for  the  production  of  any  beneficial  effect,  the 
patent  is  void. 

The  omission  to  mention  in  the  specification  anything  which  the  patentee 
knows  to  be  useful  is  a  fatal  defect. 

If  the  apparatus  described  in  a  specification  can  bo  used  beneficially  in  its 
simplest  form,  it  is  no  objection  that  great  improvements  may  have  been  made. 

Action  for  infringement. 

The  patent  in  snit,  granted  to  J.  B.  Neilson,  September 
11,  1828,  **  for  the  improved  application  of  air  to  produce 
heat  in  fires,  forges  and  furnaces  where  bellows  or  other 
blowing  apparatus  are  required,"  is  set  forth  in  connection 
with  Neilson  v,  Thompson,  reported  under  date  December 
34,  1840  {ante,  p.  136). 

The  other  facts  appear  in  the  summing  up  of  the  court. 

The  declaration,  which  was  in  the  usual  form,  assigned 
as  breaches :  1.  That  the  defendants  did  use  and  put  in 
practice  the  invention  by  smelting,  manufacturing  and 
making  divers,  etc.,  tons  of  iron,  on  the  improved  plan  and 
principle  of  the  invention,  and  in  imitation  of  the  invention. 
2.  Bid  smelt.,  manufacture  and  make  divers,  etc.,  tons  of 
iron  on  the  improved  plan  and  principle.  3.  Did  counter- 
feit, imitate  and  resemble  the  invention,  and  did  make 
divers  colorable  additions  thereto  and  subtractions  there- 
from, whereby  to  pretend  themselves  to  be  the  inventors 
and  devisers  thereof,  and  did  put  in  practice  the  imitations, 
additions  and  alterations,  as  aforesaid,  and  pretend  them- 
selves to  be  the  inventors  of  the  invention.  4.  Did  smelt, 
manufacture  and  make  divers,  etc.,  tons  of  iron,  with  cer- 
tain other  improvements  in  the  process  of  such  smelting, 
manufacturing  and  making,  which  were  intended  to  imitate 
and  resemble,  and  did  imitate  and  resemble,  the  invention, 
and  thereby  counterfeited  the  same. 
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The  defendants  pleaded  :  1.  Not  guilty,  2.  ThatNeilson 
was  not  the  true  and  first  inventor  of  any  invention  for  the 
improved  application.  3.  That  the  invention  was  not  new 
as  to  the  public  uBe  and  exercise  thereof,  within.  4.  Setting 
out  the  specification,  and  averring  that  Neilson  did  not  by 
any  instrument  in  writing  particularly  describe  and  ascer- 
tain the  nature  of  his  supposed  invention,  and  in  what 
manner  the  same  was  to  be  performed.  6.  That  the  inven- 
tion was  not,  at  the  time  of  making  the  letters  2)atent,  nor 
has  been,  of  any  public  or  general  use,  benefit  or  advantage 
whatsoever.     On  these  pleas  issues  were  joined. 

The  defendants  delivered  with  their  pleas  the  following 
objections.  The  defendants  in  this  action,  besides  denying 
that  they  have  infringed  the  patent  in  the  declaration  men- 
tioned, intend  at  the  trial  of  this  cause  to  rely  on  the  follow- 
ing objections  :  that  the  said  patent  is  void,  as  being  for  a 
principle  ;  that  the  terms  in  which  the  subject  of  the  patent 
is  described,  viz.,  an  invention  for  the  improved  application 
of  air  to  produce  heat  in  fires,  forges  and  furnaces,  where 
bellows  and  other  blowing  apparatus  are  required,  are  am- . 
biguous,  and  it  is  doubtful  whether  the  patent  is  for  the  in- 
vention of  the  application  of  hot  air  or  only  for  an  improved 
mode  of  applying  hot  air.  That  Neilson  is  not  the  first  and 
true  inventor  of  the  supi)osed  invention.  That  the  sup- 
posed invention  was  publicly  used  and  put  in  practice 
before  the  granting  of  the  letters  patent.  That  the  inven- 
tion, before  the  date  of  the  letters  patent,  had  been  publicly 
disclosed  and  printed  in  divers  philosophical  and  other 
books,  and  among  others  in  a  certain  treatise  or  paper  pub- 
lished by  Mr.  James  Sadler,  in  JSTicholson^  s  Journal  of  Nat- 
•  ural  PJdlosophy^  April,  1798.  (See  Neilson  v.  Thompson, 
above.)  That  the  introduction  and  application  of  heated 
air  into  furnaces  for  the  purpose  of  producing  an  intenser 
heat  was  in  1825,  and  before  the  date  of  the  letters  patent, 
made  known  by  the  invention  of  Mr.  Chapman' s  process  for 
creating  combustion  and  consuming  smoke  (i6.).  That  the 
application  of  atmospheric  air  beyond  its  ordinary  temper- 
ature, to  facilitate  the  smelting  of  iron  and  other  ores,  is 
claimed  generally  by  the  patent,  whereas  that  application 
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was  known  and  practised  both  in  England  and  Scotland 
prior  to  the  date  of  the  letters  patent,  and  among  other 
places  at  Glasgow  and  Irvine,  in  Scotland,  and  at  Liverpool 
and  in  London  by  various  iron-founders,  anchor-smiths  and 
other  persons  engaged  in  the  manufacture  of  iron ;  and 
prior  to  the  date  of  the  letters  patent  the  principle  of  the 
application  of  heated  atmospheric  air  to  fires,  forges  and 
furnaces  had  been  disclosed  in  the  specifications  of  two 
several  patents  which  had  been  obtained — ^the  one  in  De- 
cember, 1816,  by  the  Rev.  R.  Stirling,  for  his  invention  for 
diminishing  the  consumption  of  fuel  (ib.) ;  the  other  by 
Mr.  T.  Botfield,  in  the  month  of  January,  1828,  for  his  in- 
vention of  certain  improvements  in  making  of  iron,  or  in 
the  method  of  smelting  and  making  of  iron  {ib.) ;  and  also 
the  principle  of  the  application  of  heated  air  to  furnaces,  in 
1826,  and  prior  to  the  date  of  the  letters  patent  in  the  dec- 
laration mentioned,  had  been  made  known  and  put  into 
practice  by  one  Mr.  John  Jeffries  and  Mr.  F.  Patten,  of  the 
Grove  Court  Foundry,  Soiyfchwark. 

The  defendants  further  contend  that  if  the  invention 
claimed  is  an  improved  mode  o^  applying  heated  air  to  fires, 
forges  and  furnaces,  then  the  patent  is  void,  because  no 
sufficient  specification  of  the  invention  has  been  enrolled  in 
conformity  with  the  provisions  of  the  letters  patent  in  that 
behalf  ;•  that  the  description  of  the  apparatus  to  be  em- 
ployed is  so  defective  that  no  workman  of  ordinary  skill 
would  be  able  to  manufacture  the  apparatus  merely  by 
reading  the  specification  ;  that  the  specification  is  calculated 
to  deceive.  That  th*^  mode  of  applying  hot  air  by  means 
of  an  air  vessel  or  receptacle,  which  is  vaguely  described  in 
the  specification,  is  substantially  the  mode  or  apparatus  for 
which  Mr.  Botfield  had  previously  obtained  his  patent. 
That  the  specification,  so  far  as  it  can  be  understood  as  de- 
scriptive of  a  particular  apparatus  for  forming  and  supply- 
ing hot  air,  describes  an  apparatus  which  does  not  answer 
the  purpose.  That  the  specification  is  invalid  on  account 
of  its  general  vagueness.  That  the  specification  is  defective, 
inasmuch  as  it  does  not  describe  the  kind  of  furnace  to 
which  the  invention  is  applicable,  and  it  is  not  applicable 
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to  all  kinds  of  furnaces.  That  the  apparatus  described  in 
the  si)ecification  to  be  employed  for  the  purpose  of  heatiDg 
air  is  so  defective  that  it  is  incapable  of  producing  any- 
beneficial  effect  in  the  blast  furnace.  That  the  apparatus 
used  by  the  defendants  is  wholly  different  from  that  de- 
scribed in  the  specification,  and  upon  a  different  principle, 
and  it  was  invented  at  the  Calder  Iron  Works,  and  other 
iron  works  near  Glasgow,  in  Scotland,  and  by  Mr.  J.  Jef- 
fries and  T.  Patten,  at  Southwark,  and  not  by  the  said 
Neilson. 

That  if  the  apparatus  described  by  Neilson  in  his  specifi- 
cation could  be  made  to  raise  the  atmospheric  air  to  a  suffi- 
cient degree  of  heat,  it  could  not  be  used  without  a  water 
twire  for  introducing  the  hot  air  into  the  blast  furnace. 
That  the  apparatus  which  the  defendants  do  use,  and  any 
other  apparatus  which  would  be  capable  of  raising  the 
atmosphere  to  a  sufficient  degree  of  heat,  could  not  be 
applied  to  the  blast  furnace  without  the  use  of  a  water 
twire. 

That  it  is  alleged  in  the  specification  that  the  size  of  the 
air  vessel  must  depend  upon  the  blast,  and  on  the  heat 
necessary  to  be  produced  ;  that  for  an  ordinary  smith' s  fire 
or  forge  an  air  vessel  or  receptacle  capable  of  containing 
1,200  cubic  inches  will  be  of  proper  dimensions,  and  for  a 
cupola  of  the  usual  size  for  cast-iron  founders,  an  air  vessel 
capable  of  containing  10,000  cubic  inches  will  be  of  a  proper 
size.  For  fires,  forges  and  furnaces  upon  a  greater  scale, 
such  as  blast  furnaces  for  smelting  iron,  large  cast-iron 
founders'  cupolas,  air  vessels  of  proportionally  increased 
dimensions  and  numbers  will  be  required ;  whereas,  in 
order  to  produce  the  effect  required,  the  heating  apparatus 
ought  to  be  made  of  such  a  construction  that  the  surface 
exposed  to  the  action  of  the  heat  should  be  in  proportion 
to  the  quantity  of  air  required  to  be  heated,  and  that  in- 
stead of  the  vessel  or  receptacle  being  enlarged  when  a 
greater  quantity  of  heat  is  required,  the  heating  apparatus 
must  be  reduced  in  size  and  the  surface  increased  in  extent, 
so  as  to  obtain  the  maximum  of  heating  surface  in  propor- 
tion to  the  quantity  of  heated  air  required. 
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That  it  is  therein  alleged  that  the  air  vessel  or  receptacle 
may  be  conveniently  made  of  iron,  but  as  the  effect  does 
not  depend  upon  the  nature  of  the  material,  other  metal  or 
materials  may  be  used ;  whereas,  in  fact,  no  other  metal 
can  be  used  which  will  effect  the  desired  object  so  well  and 
at  such  small  expense  as  iron.  Also,  that  the  sizes  and 
proportions  of  the  air  vessels  mentioned  in  the  specification 
rendered  the  alleged  invention  inoperative  and  useless. 
The  defendants  further  object  that  the  invention,  as  de- 
scribed in  the  specification,  is  of  no  public  use  or  benefit ; 
that  the  heated  air  cannot  be  introduced  into  smelting  fur- 
naces by  a  simple  pipe,  as  mentioned  in  the  said  sj)ecifica- 
tion. 

FoUett^  for  the  plaintiffs.  The  plaintiffs  are  proprietors 
of  a  patent  for  a  discovery  of  the  greatest  importance.  It 
has  brought  into  operation  fields  of  iron  and  coal  before 
supposed  impossible  to  apply  to  the  smelting  of  iron.  It 
ha«  been  in  use  now  for  many  years,  and  up  to  this  time,  I 
believe,  Mr.  Neilson  has  always  been  considered,  both  in 
this  country  and  on  the  Continent,  as  the  inventor  and  the 
discoverer  of  the  process.  He  has  had  the  advantage  of  the 
patent,  and  it  has  been  and  is  now  a  most  valuable  one.  It 
will  expire  in  September,  1842.  Although  it  has  a  short 
time  to  run,  it  is  of  importance  to  the  proprietors  that  it 
should  not  be  infringed  during  that  time. 

Before  this  invention  the  blast  was  produced  by  a  blow- 
ing power,  as  a  pair  of  bellows  ;  it  then  passed  through  the 
regulator  and  entered  in  a  cold  stream  into  the  furnace ; 
and  at  that  time  there  was  a  very  strong  opinion  enter- 
tained, not  only  by  iron  manufacturers,  but  by  persons  who 
had  scientific  knowledge  on  this  subject,  that  it  was  better 
for  the  purpose  of  smelting  iron  that  the  stream  of  air 
which  was  so  produced  by  the  blowing  apparatus  should 
enter  the  furnace  cold.  It  had  been  observed  that  the  fur- 
naces for  the  smelting  of  iron  worked  very  much  better  in 
the  winter  than  in  the  summer  months,  and  parties  had 
thence  concluded  that  it  was  better  that  the  air  should  enter 
the  furnace  cold  ^  and  so  far  had  that  notion  spread  that 
one  of  the  great  iron  manufacturers,  who  in  the  course  of 
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this  cause  will  be  called  before  you  as  a  witness,  had  thought 
it  to  be  of  so  much  importance  that  he  was  at  considerable 
expense  to  prevent  any  heat  being  communicated  to  the  air 
passing  into  the  furnace.  The  air,  then,  at  this  time  was 
always  introduced  into  the  furnace  cold. 

Mr.  Neilson  was  led  to  conceive  a  contrary  notion,  which, 
I  believe,  originated  from  observations  that  he  had  made  in 
the  common  forge  of  a  blacksmith  ;  from  these  and  various 
experiments  he  conceived  that  the  eflPect  upon  the  furnace 
for  the  smelting  of  iron  would  be  very  considerably  in- 
creased by  introducing  the  air  into  the  furnace  hot  instead 
of  cold.  Previous  to  this  discovery  coal  could  not  be  used 
in  its  primitive  state,  but  now  you  may  use  the  coal  in 
Scotland,  which  is  a  great  deal  worse  than  the  coal  in 
Wales.  The  iron  ore  which  was  sent  away  from  the  places 
producing  it  in  consequence  of  the  expense  of  converting 
the  fuel  into  coke  is  now  manufactured  into  iron  at  those 
spots.  And  there  has  lately  been  a  still  further  advantage 
in  consequence  of  this  discovery,  which  is  the  subject  also 
of  a  patent,  which  is  now  in  litigation  in  another  court,  but 
which  has  shown  the  extraordinary  effect  at  least  of  this 
patent  of  Mr.  Neilson's.  In  Wales  there  is  a  coal  called 
stone  coal,  or  anthracite,  which  could  not  be  used  at  all  for 
the  smelting  of  iron.  Since  this  discovery  of  Mr.  Neilson's 
it  has  been  found  that  the  anthracite  may  be  used  as  weU 
as  other  species  of  coal.  This  was  discovered  by  a  gentle- 
man of  the  name  of  Crane,  who  has  taken  out  a  patent  for 
it ;  but  he  cannot  use  the  hot  blast  without  a  license  from 
Mr.  Neilson,  and  under  that  license  he  is  now  working  his 
patent. 

In  applying  to  practice  the  principle  which  may  be  so 
advantageously  used  in  the  smelting  of  iron,  he  does  not  at 
all  interfere  with  the  blast  apparatus,  nor  with  the  old  fur- 
nace, or  the  mode  of  filling  the  furnace,  or  of  applying  the 
fire,  or  any  of  the  old  processes  of  smelting  iron ;  but  his 
plan  is  to  have  between  the  blowing  apparatus — that  is, 
between  the  regulator,  which  was  a  part  of  the  blowing 
apparatus  in  the  old  system,  an  air  vessel  or  vessels,  which 
shall  be  air-ti^ht,  or  tight  enough  to  receive  the  air ;  that 
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those  vessels  shall  be  subject  to  heat ;  that  they  shall  be 
placed  over  the  fire  and  heated,  and  that  the  air  from  the 
blowing  power  should  pass  into  those  air  vessels  so  subject 
to  heat  so  as  very  materially  and  considerably  to  increase 
the  temperature  of  the  siiij  and  then  that  from  those  air 
vessels  it  shall  pass  along  the  tubes  in  the  usual  way 
through  the  arches  or  twires  into  the  furnace.  The  conse- 
quence, therefore,  will  be  that  by  adopting  this  mode  of 
placing  the  vessel  or  vessels  between  the  blowing  power  and 
the  furnace,  and  heating  those  vessels,  the  air  will  pass 
through  vessels  which  are  subject  to  the  fire,  which  will 
become  hot,  and  then  enter  the  ftlmace  in  a  heated  state. 

There  is  no  doubt  this  is  a  simple  process,  and,  like 
most  other  discoveries  when  once  made,  appears  to  be  very 
easy  to  be  carried  into  effect.  But  the  smelting  of  iron  had 
been  conducted  in  this  country  and  on  the  Continent  for  a 
great  number  of  years,  and  nobody  had  ever  thought  of,  or, 
rather,  applied  the  invention,  until  Mr.  Neilson  took  out 
his  patent  in  1828. 

The  defendants  say  that  they  have  not  been  guilty  under 
the  circumstances  of  an  infringement  of  this  patent.  Now, 
Mr.  Neilson  says,  I  do  not  claim  any  particular  shaped 
vessel,  I  do  not  claim  any  particular  sized  vessel ;  the  ves- 
sels may  be  of  different  dimensions,  they  may  be  of  different 
shapes,  they  may  be  different  numbers ;  that  will  depend 
on  the  furnaces  in  which  they  are  used  ;  and,  moreover,  if 
you  once  apply  this  invention  and  discovery  of  Mr.  Neil- 
son' s,  and  use  a  vessel  of  a  particular  shape,  and  in  the 
course  of  time  find  that  a  vessel  of  a  different  shape  may 
answer  better,  that  it  may  save  fuel,  for  instance,  or  in- 
crease the  heat,  you  are  perfectly  at  liberty  to  alter  the 
shape  of  the  vessel  or  the  size  of  the  vessel  through  which 
the  air  passes ;  but  the  patent  cannot  be  evaded  in  that 
way.  While  Mr.  Neilson's  patent  is  in  force,  every  vessel, 
no  matter  what  its  shape,  no  matter  what  its  size,  through 
which  the  air  passes  from  the  blowing  power  for  the  pur- 
pose of  being  heated  to  go  into  the  furnace,  would  be  pro- 
tected and  covered  by  this  patent,  because  the  patent  is  for 
that  discovery  of  applying  the  heated  air  to  the  furnace, 
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and  pointing  out  the  mode  in  whicli  that  heated  air  may 
be  applied.  Mr.  Neilson  never  could,  nor  could  any  one 
who  was  intending  that  this  should  be  of  practical  use  or 
benefit,  have  laid  down  any  particular  mode  or  shax)e  in 
which  these  vessels  were  to  be  constructed.  Any  person  of 
ordinary  skill  would  know  this,  that  the  larger  the  surface 
of  the  vessel  which  was  exposed  to  the  fire  the  greater 
would  be  the  heat,  therefore  you  would  get  the  greater  heat 
by  making  your  vessel  in  such  a  way  as  to  expose  a  larger 
surface  to  the  fire.  You  might  also  by  the  construction  of 
the  vessel  economize  the  fuel,  which  wa^i  placed,  not  in  a 
furnace  for  smelting,  but  in  a  furnace  for  heating  the  vessel 
through  which  the  air  passed.  That  may  be  done  by  alter- 
ing the  shape  or  size  of  the  vessel,  and  the  consequence  is 
that,  although  this  discovery  of  Mr.  Neilson' s  is  now  in 
general  use  in  this  country,  the  forms  and  size  of  the  vessels 
vary  at  different  times  and  places ;  but  whatever  be  the 
form,  whatever  be  the  size  of  the  air  vessel  or  vessels 
through  which  the  heated  air  passes,  I  say  on  the  part  of 
Mr.  Neilson,  and  I  am  quite  sure  I  shall  have  my  lord's 
sanction  for  it,  that  this  patent  covers  any  attempt  to  pass 
the  air  from  the  blowing  power  through  an  air  vessel  which 
is  heated,  and  then  conducting  that  air  in  a  heated  state 
into  the  furnace. 

Now,  with  respect  to  the  vessel  used  not  being  an  in- 
fringement, I  cannot  conceive  for  one  moment  that  any 
question  or  doubt  can  arise  on  the  subject  at  all.  I  would 
concede,  if  it  were  necessary  for  the  purpose  of  this  argu- 
ment, that  this  mode  of  constructing  the  vessel  is  an  im- 
provement upon  the  old.  It  may  be  such  an  improvement, 
for  aught  I  know,  as  would  have  entitled  the  party  who 
discovered  it  to  a  patent ;  but  that  was  not  the  defendants  ; 
they  did  not  invent  it  or  discover  it,  because  it  was  in  com- 
mon use,  and  in  use  by  a  i)erson  who  had  a  license  from  the 
I)laintiflfs  ;  this  may  be  a  great  improvement  upon  the  old 
vessel  or  the  vessels  that  were  first  used ;  but  this  would 
not  the  least  interfere  with  Mr.  Neilson' s  patent. 

If  Mr.  Neilson  has  discovered  the  principle  of  applying 
the  air  heated  to  the  furnace,  and  shown  the  mode  in  which 
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that  can  be  practically  carried  into  effect  by  passing  air 
through  a  vessel  heated,  and  subjecting  the  air  to  the  action 
of  heat  in  that  vessel  before  it  enters  the  furnace,  that  is 
the  essence  of  his  discovery,  and  that  it  is  which  he  is  en- 
titled to  be  protected  in  ;  and  no  one  who  makes  a  discovery 
of  this  sort  could  be  entitled  to  any  advantage  from  it  what- 
ever, except  so  far  as  he  had  permission  of  Mr.  NeUson,  or 
as  he  derived  authority  from  Mr.  Neilson,  to  use  the  prin- 
ciple of  Mr.  Neilson' s  patent.  For  if  it  were  otherwise  you 
will  observe  in  one  moment  that  Mr.  Neilson,  notwithstand- 
ing  the  great  advantage  of  this  discovery,  the  great  national 
benefit  that  it  is  now  conferring  upon  the  country,  may  be 
totally  deprived  of  all  remuneration  of  every  sort  or  Mnd, 
because  it  would  be  only  for  the  parties  to  say,  I  will  use  a 
vessel  of  a  different  sort,  or  I  will  use  tubes  or  pipes  which 
pass  in  this  way  ;  I  do  not  use  a  square  vessel,  I  do  not  use 
around  vessel,  I  use  a  vessel  of  this  sort ;  they  will  have  a 
right  to  say  at  once,  Mr.  Neilson  is  not  entitled  to  protec- 
tion for  his  patent  at  all.  I  believe  no  doubt  can  be  en- 
tertained upon  it ;  I  say  so  unf eignedly,  and  I  am  quite 
satisfied  that  my  lord  will  tell  you  so,  and  that  under  this 
specification  Mr.  Neilson  is  entitled  to  the  full  protection 
of  the  principle  which  he  has  discovered,  and  which  he  has 
practically  found  the  means  of  carrying  into  eflPect ;  and 
that  so  long  as  his  patent  is  in  force  he  is  entitled  to  the  ad- 
vantage of  that  principle  and  the  practical  application  of  it. 

Lastly,  the  invention  is  said  not  to  be  of  any  public  use  ; 
what  can  be  the  meaning  of  such  a  plea  I  know  not,  because 
if  any  invention  that  ever  was  discovered  was  of  public  use, 
this  is  one ;  there  is  none  which  has  produced  so  great  a 
revolution  or  so  great  a  saving  in  the  manufacture  of  iron, 
and  occasioned  such  great  changes  both  in  England  and 
Wales. 

Oampbelly  Attorney-General^  for  the  defendants.  The 
question  that  you  will  have  to  determine  is  whether  the 
defendants  have  infringed  a  valid  patent  of  Mr.  Neilson' s. 
There  has  been  read  to  you  an  admission  which  they  were 
at  all  times  ready  to  make  ;  there  has  been  here  no  disguise, 
no  concealment ;  they  have  openly  done  and  proclaimed  to 
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the  world  what  they  have  done,  which  is  making  use  of  the 
apparatos  that  now  is  before  yon  ;  and  what  is  that  appa- 
ratus ?  It  consists  of  a  series  of  pipes,  two  of  them  hori- 
zontal and  the  others  vertical,  and  by  this  apparatus  the  air 
being  introduced  into  one  of  the  horizontal  pipes,  there  is  a 
stop  hereabouts  which  prevents  it  from  going  farther  in 
that  horizontal  pipe.  It  is  then  obliged  to  cross  over  to  the 
other  horizontal  pii)e.  It  then  makes  a  progress  in  that 
horizontal  pipe  until  there  is  another  stop  that  makes  it 
cross  over  again  to  the  other  side  ;  and  so  it  traverses  from 
side  to  side^  until  at  last,  passing  through  a  great  number 
of  these  heated  tubes,  it  reaches  a  temperature  of  600  or  700 
degrees,  and  at  that  temperature  it  is  introduced  into  the 
blast  furnace  by  means  of  the  water  twire.  That  is  our 
process,  and  you  are  to  say,  under  my  lord's  direction, 
whether  there  is  anything  in  point  of  law  to  prevent  the 
defendants  from  manufacturing  iron  by  the  assistance  of 
that  apparatus. 

There  is  no  doubt  that  the  application  of  the  hot  blast  to 
the  making  of  iron,  according  to  the  present  practice,  is  an 
improvement ;  but  why  was  the  patent  a  dead  letter  for 
nearly  half  its  term?  My  learned  friend,  Sir  W.  Follett, 
said  that  the  greatest  discoveries  shock  old  habits  and 
notions ;  that  reason  and  experience  and  time  are  necessary 
for  overcoming  the  prejudices.  But  the  fact  is  that  the  in- 
vention was  a  failure  until  the  pipes  or  tubular  form  of 
vessel  was  introduced.  The  specification  gives  no  informa- 
tion by  which  the  invention  could  be  successful.  And  is  it 
to  be  endured  that  if  there  is  a  new  mode  which  is  dis- 
covered of  which  Mr.  Neilson  had  no  notion — ^if  there  is  a 
new  mode  discovered  by  which  hot  air  may  be  advantage- 
ously employed  in  the  smelting  of  iron,  that  all  attempts 
to  put  that  in  force  are  to  be  treated  as  illegal  and  wrong  i 
That  is  not  the  law.  The  law  of  England  respecting  inven- 
tions is  founded  on  reason  and  justice  and  public  policy. 
It  is  this — that  when  there  has  been  an  important  discovery 
in  the  arts  and  manufactures,  the  discoverer  is  to  be  re- 
warded by  having  the  exclusive  use  of  it  for  a  certain  period 
of  years  ;  but  then  there  is  a  condition  imposed  upon  him 
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— ^there  is  a  bargain ;  in  consideration  of  Ms  having  this 
monopoly,  he  must  point  out  to  all  mankind  how  the  inven- 
tion may  be  used,  and  he  must  do  that  in  a  manner  which 
admits  of  no  doubt,  which  any  person  can  understand, 
which  any  person  can  put  in  practice.  There  is  not  the 
smallest  ground  for  saying  that  Mr.  Neilson  has  made  the 
supposed  discovery  of  this  apparatus  which  lies  before  me, 
and  that  he  has  described  it  in  his  specification  ;  for  unless 
he  has  described  what  substantially  amounts  to  this  in  his 
specificd^tion,  then  either  his  specification  is  bad  or  there 
has  been  no  infringement  of  the  patent  on  the  part  of  the 
defendants. 

The  title  of  the  patent  has  not  the  most  distant  allusion 
to  the  hot  blast ;  it  will  apply  as  weU  to  the  cold  blast. 
My  lord  will  see  that  this  is  not  at  all  for  any  alteration  in 
the  temperature  of  the  air  ;  it  is  for  an  improved  mode  of 
applying  air,  not  altering  the  quality  of  the  air.  This  was 
a  clear  deceit  ui)on  the  Crown  in  the  granting  of  this  patent 
if  Mr.  Neilson  had  had  in  his  mind  that  it  was  the  air  that 
was  to  be  heated  ;  and  having  in  his  mind  that  the  air  was 
to  be  heated,  he  says  that  he  has  found  out  merely  an  im- 
proved mode  of  applying  air  to  produce  heat  in  furnaces  ; 
would  not  that  apply  equally  to  the  cold  blast  as  the  hot 
blast,  because  in  the  cold  blast  you  do  apply  atr  for  pro- 
ducing heat  in  furnaces  ?  Then  why,  if  he  knew  at  the 
time  he  took  out  this  patent,  if  he  intended  that  the  air 
was  to  be  heated  before  it  was  introduced  into  the  furnace 
— that  is  the  principle  upon  which  he  relies— why  did  he 
not  say  so  ?  I  say  that  under  such  a  title  he  had  no  right 
at  aU  to  specify  what  we  caU  the  hot  blast.  That  is  not  an 
improved  mode  of  applying  air.  What  comes  within  the 
scope  of  that  title  is  an  improved  mode  of  merely  making 
the  common  atmospheric  air  as  it  comes  from  the  open  air 
pass  into  the  blast  furnace.  And  if  he  had  made  any  im- 
provement of  that  sort,  which  well  he  might,  then  such  an 
improvement  might  be  specified  under  the  title. 

But  supposing  him  to  be  at  liberty  to  specify  a  mode  of 
using  the  hot  blast,  is  a  specification  for  the  beneficial  use 
of  a  hot  blast  sufficient  ?    I  wiU  state  what  I  understand  to 
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be  the  principle  on  the  subject.  There  is  a  bargain  between 
the  patentee  and  the  Crown,  representing  the  public.  In 
consideration  of  the  patentee  enabling  any  person  of  com- 
mon skill  and  experience  to  make  use  of  his  invention,  the 
Crown  gives  him  the  exclusive  right  to  make  use  of  it  for 
the  period  of  fourteen  years.  But.  not  only  in  point  of  law 
impliedly,  but  expressly  by  the  very  terms  of  the  patent,  a 
condition  is  imposed  that  he  shall  specify  the  invention ; 
that  is,  that  he  shall  describe  how  it  is  to  be  carried  into 
effect.  The  proviso  obliges  the  patentee,  by  an  instrument 
in  writing  under  his  hand,  particularly  to  describe  and  as- 
certain the  nature  of  the  invention,  and  in  what  manner  the 
same  is  to  be  performed.  Now,  these  things  are  prescribed 
upon  the  face  of  the  patent  itself  as  conditional.  He  must 
not  only  state  the  nature  of  the  invention,  but  he  must 
state  in  what  manner  the  same  is  to  be  performed  ;  and  he 
is  to  cause  the  same  to  be  enrolled  in  the  High  Court  of 
Chancery  within  six  months  next  and  immediately  after 
the  date  of  the  said  recited  letters  patent.  This  period  of 
six  months  is  given  for  the  express  purpose  of  enabling  the 
patentee  in  the  intermediate  time  to  perfect  his  exi)eri- 
ments  ;  to  draw  up  a  complete  specification  ;  to  disclose  to 
the  world,  not  only  the  nature  of  his  invention,  but  how  it 
is  to  be  carried  into  effect.  The  motive  for  giving  six 
months  to  prepare  the  specification  is  that  he  may  have 
ample  time  to  prepare  such  an  instrument  as  will  effectually 
answer  the  purpose  that  is  intended. 

Now,  what  ought  that  instrument  to  contain «  I  appre- 
hend that  this  is  the  rule  upon  the  subject.  It  is  a  funda- 
mental rule,  on  which  all  others  for  making  and  judging  of 
a  specification  depend,  that  the  secret  must  be  disclosed  in 
such  a  manner  that  men  of  common  understanding,  with  a 
moderate  knowledge  of  the  art,  may  be  enabled  to  make 
the  subject  of  the  patent.  Nothing  to  invention,  nothing 
to  experiment.  Extraneous  matter,  however  learned,  must 
not  be  introduced  to  darken  it.  Though  it  is  addressed  to 
the  public  in  general,  it  need  not  be  so  circumstantial  or  so 
explanatory  that  persons  entirely  ignorant  of  the  elements 
of  the  science  from  which  the  subject  is  taken  may  thereby 
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alone  be  able  to  learn  and  use  the  invention.  Nor,  on  the 
other  hand,  should  the  description  be  so  concise  as  to 
become  obscure.  But  it  must  be  intelligible  and  useful  to 
I)ersons  of  moderate  knowledge,  not  entirely  ignorant,  but 
of  moderate  knowledge  of  that  art  to  which  it  relates.  Tlie 
clearness  of  the  description  will  of  course  depend  upon  the 
matter  of  the  invention  ;  but  upon  the  whole  it  may  be  ob- 
served that  if  a  person  of  moderate  capacity,  having  a  little 
knowledge  of  the  science  which  led  to  the  invention,  can 
immediately  see  the  method  pointed  out,  and  easily  appre- 
hend the  purport  for  which  the  subject  was  invented,  with- 
out study,  without  any  invention  of  his  own  and  without 
experiments,  the  disclosure  is  fully  and  fairly  made. 

There  are  no  diagrams,  plans  and  nothing  whatever  in  the 
specification  to  fix  him  to  what  the  invention  is.  And 
before  I  proceed  to  the  terms  of  the  specification  I  must 
draw  my  lord' s  attention  to  this  other  additional  objection, 
that  it  is  utterly  impossible  for  any  person  who  reads  the 
title  of  the  specification  to  say  for  what  the  claim  h  made  ; 
whether  it  is  the  application  of  hot  air  to  the  smelting  of 
iron,  or  whether  it  is  for  some  pretended  general  vague 
method  which  he  supposes  he  has  discovered.  Gfentlemen, 
if  that  were  so,  that  again  would  be  a  fatal  objection,  be- 
cause, although  this  is  not  an  odious  monopoly,  it  is  a  mo- 
nopoly during  the  currency  of  the  patent,  the  public  are 
entirely  excluded  from  the  use  of  the  process  that  is  legally 
covered  and  protected  by  the  monopoly.  Therefore  the  law 
requires  that  confines  shall  be  distinctly  and  broadly  marked 
out,  so  that  the  public  may  know  whether  they  are  exer- 
cising a  legal  right  or  whether  they  are  infringing  the 
property  of  another.  It  is,  therefore,  indispensably  neces- 
sary that  the  sx)ecification,  taken  together  with  the  title, 
should  distinctly  denote  what  it  is  that  the  patentee  claims 
as  his  invention,  and  of  which  he  says  that  he  is  to  be  en- 
titled to  the  exclusive  use  during  a  period  of  fourteen  years. 
Now,  looking  at  his  title  and  specification,  what  is  it  that 
Mr.  Neilson  says  he  is  to  have  the  exclusive  use  of  ?  His 
title  is  "  improved  application  of  air  to  produce  heat  in 
fires,  forges  and  furnaces  ;"  then  during  fourteen  years  are 
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all  mankind  to  be  debarred  from  making  any  attempt  at. 
improving  the  application  of  air  to  produce  heat  in  fires, 
forges  and  furnaces  ?  Well,  then,  when  you  come  down  to 
what  he  specifies,  what  does  he  specify  ?  Does  he  specitj 
a  principle  i  Does  he  claim  all  modes  by  which  heat  is  to 
be  communicated  to  the  air  between  the  blowing  apparatus 
and  the  furnace  ?  I  think  my  learned  friend  says  that  he 
does.  He  says  that  any  mode  whatsoever  by  which,  in  the 
intermediate  space  between  the  regulator  (which  is  taken 
to  be  part  of  the  blowing  apparatus)  and  the  blast  furnace, 
heat  is  communicated,  by  whatever  means,  whether  it  be  in 
a  sphere,  or  in  a  cube,  or  in  an  enclosed  vessel — of  course  it 
must  be  an  enclosed  vessel —  [Parke,  B.  It  is  not  neces- 
sary, because  Mr.  Botfield's  patent  is  one  in  which  it  is  not. 
If  it  is  the  application  of  heat  to  a  furnace  in  Mr.  Botfield's 
patent,  it  is  not  by  heating  the  air  in  an  enclosed  vessel.  ] 
Not  in  that  part  to  which  your  lordship  refers.  [Parke,  B. 
Therefore  I  suppose  what  he  claims  is  every  method  of  heat- 
ing the  air  in  an  enclosed  vessel  of  any  shai)e  or  description 
between  the  blowing  apparatus  and  the  furnace.]  I  sup- 
pose 80.  Quod  valeat  non  divert — ^if  he  did  mean  to  say  so, 
he  has  not  said  so ;  and  that  is  one  of  my  objections,  be- 
cause he  has  said  no  such  thing,  and  one  of  the  uncertainties 
and  one  of  the  ambiguities  of  which  I  complain  is  that  he 
has  said  no  such  thing ;  and  then,  I  say,  that  if  he  had 
said  so,  without  more  particularly  designating  the  method 
by  which  his  process  was  to  be  carried  into  effect,  he  would 
only  have  rendered  his  specification  more  vicious. 

But  now  let  us  examine  the  terms  of  the  specification, 
which,  as  you  observe,  is  without  any  drawing  whatever. 
I  believe  that  the  almost  invariable  practice  now  is  to  ac- 
company a  specification  with  drawings — and  why  ?  Why, 
the  specification  should  be  a  working  plan,  it  should  enable 
the  mechanic  to  carry  the  invention  into  effect.  The  rule, 
my  lord  will  remember,  in  Mr.  Watt's  famous  case  was 
this,  that  a  mechanic  acquainted  with  the  steam-engine 
before  Watt's  invention  should  be  able  to  perfect  Mr.  Watt's 
invention.  Mr.  Watt's  invention  was  held  to  be  properly 
specified,  because  a  common  itiechanic — the  word  mechanic 
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is  used — ^because  a  mechanic  acquainted  with  the  old  engine 
before  Mr.  Watt's  improvements,  looking  to  Mr.  Watt's 
specification  and  to  nothing  else,  could  make  aU  Mr.  Watt's 
improvements  ;  and  it  was  proved  that  they  did  make  them. 
Here  not  a  single  instance  is  given  of  any  person  who,  not 
having  seen  the  apparatus  before  looking  to  the  specifica- 
tion, made  the  apparatus  and  applied  it  to  the  smelting  of 
iron.  Notwithstanding  all  the  pains  that  have  been  exerted 
— you  see,  you  have  had  witnesses  called  from  Wales,  from 
aU  parts  of  England,  and  from  all  the  coal  country  and  the 
iron  country  in  Scotland — ^you  have  had  scientific  witnesses 
called  merely  to  give  speculative  opinions — ^but  you  have 
had  no  one  single  instance  brought  before  you  of  any  person 
who,  taking  this  specification  in  his  hand,  and  not  being 
previously  instructed  with  the  mode  in  which  the  hot  blast 
was  to  be  applied,  constructed  an  apparatus  whereby  the 
hot  blast  was  beneficially  applied  to  the  smelting  of  iron. 
Upon  that  ground,  I  say,  the  plaintiffs'  case  entirely  fails. 
We  have  been  told  that  this  is  a  vessel  where  you  have  one 
horizontal  tube,  another  horizontal  tube,  and  a  great  series 
of  vertical  tubes  communicating  with  the  horizontal  tube, 
and  stops  in  the  horizontal  tube  whereby  the  air  is  propelled 
and  made  to  cross  from  side  to  side  so  that  it  may  be  prop- 
erly heated  ;  and  this  is  called  a  vessel.  Why,  in  one  sense 
it  may  be  a  vessel,  as  if  it  were  twenty  miles  long  and  con- 
sisted of  five  thousand  pieces.  Why,  you  may  call  it  a 
vessel  if  you  like,  but  the  specification  is  to  speak  the  com- 
mon language  of  mankind ;  that  is,  a  vessel  which  would 
be  imderstood  to  be  a  vessel  in  common  parlance,  or  at  all 
events  by  a  person  of  moderate  skill  in  the  department  of 
art  to  which  the  discovery  belongs.  Throughout  there  not 
only  is  no  suggestion  of  a  succession  of  diflferent  pipes,  but 
that  is  clearly  excluded,  because  it  is  supposed  that  there 
is  to  be  one  vessel.  Just  observe.  It  is  admitted  that  there 
is  only  to  be  one  vessel  as  to  the  smith's  forge ;  it  is  ad- 
mitted that  there  is  only  to  be  one  vessel  as  to  the  cupola. 
It  is  quite  clear  that  the  patentee  contemplated  that  the 
same  process  was  to  be  adopted  in  the  blast  furnace,  only 
increasing  the  dimensions  of  the  vessel  or  having  two  ;  that 
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is,  two  to  go  in  at  different  tunes.  [Pakke,  B.  "  Dimen- 
sions and  numbers."]  That  is  not  multiplying  the  pijjes  ; 
that  is  numbers  eQUsdem  generis^  vessels  as  before  described, 
of  the  same  construction  and  on  the  same  principle.  The 
specification  shows  that  Mr.  Neilson  contemplated  that  the 
air  was  to  pass  through  his  vessel  without  interruption, 
without  any  disk  or  anything  to  detain  it  against  the  heat- 
ing surface  ;  it  was  to  go  through  in  a  current.  Then  as  to 
size  ;  this  is  to  depend  on  the  blast,  and  on  the  heat  neces- 
sary to  be  produced.  Thus,  as  the  blast  and  heat  to  be  pro- 
duced are  increased,  so  the  size  is  to  be  increased.  That  is 
utterly  false,  for  if  you  were  to  increase  the  size  in  that  pro- 
portion you  would  utterly  fail ;  you  would  have  a  form 
which  would  not  give  the  heating  surface.  This,  then,  is 
an  entire  misdirection ;  instructions  are  given  which,  if 
followed,  must  produce  an  inevitable  failure. 

Further,  the  following  passage,  *  *  the  form  or  shape  of 
the  air  vessel  or  receptacle  is  immaterial  to  the  effect,  and 
may  be  adapted  to  the  local  circumstances  and  situation," 
is  totally  false.  The  effect  is  producing  heat  in  the  air  con- 
tained in  the  vessel ;  now,  it  is  perfectly  well  known  that, 
although  the  air  may  be  heated  in  a  cube  of  a  foot,  yet  if 
the  cube  be  increased  the  air  will  not  be  heated  at  all.  How, 
then,  can  the  form  be  said  to  be  immaterial  ? 

There  is  another  point,  the  omission  in  the  specification 
of  all  mention  of  the  water  twire,  which  is  entirely  fatal. 
It  is  admitted  that  without  the  use  of  the  water  twire  the 
hot  blast  cannot  be  beneficially  used  ;  the  heat  of  the  air  is 
so  great  on  entering  the  furnace  that  unless  there  be  some 
contrivance  for  cooling  tjie  pipe  by  which  the  heated  air  is 
injected  the  application  must  fail. 

For  these  reasons  the  specification  is  bad,  and  the  patent 
cannot  be  supported.  The  legitimate  object  of  the  patent 
was  the  smith's  forge  and  smelting  cuix)la ;  for  these  Mr. 
Neilson  might  have  had  a  valid  patent,  if  he  had  entitled  it 
properly  and  given  a  proper  specification  ;  but  he  has  ex- 
tended his  patent  beyond  its  proper  limit,  and  endeavored 
to  embrace  a  subject  for  which  he  merely  throws  out  a  hint ; 
in  resi)ect  of  the  smelting  of  iron,  it  is  a  patent  for  an  idea 
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not  so  much  as  a  principle,  and  cannot  therefore  be  sup- 
ported. 

[No  witnesses  being  called  on  the  part  of  the  defendants, 
Follett  directed  attention  to  the  terms  of  the  statute  5  and 
6  Will.  IV.,  c.  83,  8.  5,  respecting  the  notice  of  objections, 
and  required  them  to  be  read.  The  question  was  then 
raised  whether  such  reading  at  this  stage  of  the  cause 
would  not  give  a  right  of  reply. 

Parke,  B.  The  words  of  the  statute  are,  no  objection 
shall  •be  allowed  to  be  made  on  behalf  of  the  defendant 
unless  he  prove  the  objections  stated  in  such  notice,  not 
unless  he  prove  the  notice.  I  think  it  must  be  considered 
as  a  kind  of  notice  appended  to  the  pleas  as  a  notice  of  set- 
off, and  that  therefore,  in  truth,  the  attention  of  the  court 
should  be  called  to  it  as  part  of  the  plaintiffs'  case.  Let 
them  be  simply  read.  The  proper  course  would  have  been, 
I  think,  that  they  should  have  been  read  at  the  time  of  the 
pleadings  being  opened. 

The  objections  were  then  read.] 

Parke,  B.  [having  stated  the  pleadings].  Now,  there  is 
no  question  whatever  in  this  case  but  that  this  invention  of 
the  hot  blast,  as  used  at  the  time  this  action  was  brought 
and  some  time  before,  is  not  simply  beneficial,  but  highly 
valuable  to  the  arts,  and  a  very  important  discovery  has 
been  either  made  by  Mr.  Neilson,  or  he  has  led  to  a  most 
imi)ortant  discovery,  and  there  is  no  doubt  that  the  inven- 
tion he  made  was  an  invention  which  turned  out  to  be  ulti- 
mately an  invention  of  the  greatest  utility,  and  I  entertain 
no  doubt  or  difficulty  myself  in  adopting  the  observation 
that  has  been  made  by  Sir  William  Follett  as  to  the  mode 
in  which  these  questions  of  patent  right  are  to  be  decided. 
Half  a  century  ago,  or  even  less,  within  fifteen  or  twenty 
years,  there  seems  to  have  been  very  much  a  practice  with 
both  judges  and  juries  to  destroy  the  patent  right,  even  of 
beneficial  patents,  by  exercising  great  astuteness  in  taking 
objections,  either  as  to  the  title  of  the  patent,  but  more 
particularly  as  to  the  specification,  and  many  valuable  pat- 
ent rights  have  been  destroyed  in  consequence  of  the  objec- 
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tions  so  taken.  Within  the  last  ten  years  or  more  the 
courts  have  not  been  so  strict  in  taking  objections  to  the 
specification  ;  and  they  have  endeavored  to  hold  a  fair  hand 
between  the  patentee  and  the  public,  willing  to  give  the 
patentee,  on  his  part,  the  reward  of  a  valuable  patent,  but 
taking  care  to  secure  to  the  public,  on  the  other  hand,  the 
benefit  of  that  proviso  which  is  introduced  into  the  patent 
for  their  advantage,  so  that  the  right  to  the  patent  may  be 
fairly  and  properly  expressed  in  the  sx)ecification.  Upon 
this  occasion  I  have  only  to  invite  your  attention  to  the 
evidence,  and  to  desire  you  to  decide  all  questions  arising 
upon  the  specification,  without  any  bias  on  either  side,  with 
no  desire  to  give  the  public  the  benefit  of  this  patent  by 
tripping  it  up,  but  fairly  to  exercise  your  judgment  between 
the  patentee  and  the  public. 

Now,  the  best  way  of  disposing  of  this  case,  I  think,  will 
be  to  take  those  questions  in  order  upon  which  you  are  to 
pronounce  your  opinion  ;  and  the  first  is  whether  the  de- 
fendants have  been  guilty  of  infringing  the  patent ;  and  I 
apprehend  that  there  is  no  doubt  they  have,  if  the  patent 
be  a  good  patent,  and  if  the  specification  be  free  from  the 
objections  that  are  raised  to  it ;  and  if  the  specification  is 
to  be  understood  in  the  sense  claimed  by  the  plaintiffs,  the 
invention  of  heating  the  air  between  its  leaving  the  blowing 
apparatus  and  its  introduction  into  the  furnace,  in  any 
way,  in  any  close  vessel,  which  is  exposed  to  the  action  of 
heat,  there  is  no  doubt  that  the  defendants'  machinery 
is  an  infringement  of  that  patent,  because  it  is  the  use  of 
air  which  is  heated  much  more  beneficially,  and  a  great  im- 
provement upon  what  would  probably  be  the  machine  con- 
structed by  looking  at  the  specification  alone  ;  but  still  it 
is  the  application  of  heated  air,  heated  in  one  or  more  ves- 
sels between  the  blowing  apparatus  and  the  furnace,  and 
therefore  if  it  should  turn  out  that  the  patent  is  good,  and 
the  specification  is  good,  though  unquestionably  what  the 
defendants  have  done  is  a  great  improvement  upon  what 
would  be  the  species  of  machinery  or  apparatus  constructed 
under  this  patent,  it  appears  to  me  that  it  would  be  an  in- 
fringement of  it ;  therefore  your  verdict  upon  that  issue 
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would  be  for  the  plaintiff,  provided  it  is  for  the  plaintiff  on 
the  other  issues.  In  case  it  should  not  be,  there  may  be 
some  little  difficulty  in  disjwsing  of  that  issue ;  possibly 
that  difficulty  may  not  arise.  If  it  becomes  necessary,  I 
wiU  give  you  directions  on  that  part  of  the  case. 

The  second  objection  is  that  the  said  Neilson  was  not,  at 
the  time  of  the  making  the  said  letters  patent,  the  true  and 
first  inventor  of  any  invention  for  the  improved  application 
of  air  to  produce  heat  in  fires,  forges  and  furnaces  where 
beUows  and  other  blowing  apparatus  are  required.  Now, 
upon  the  evidence  in  the  case,  none  of  the  witnesses  who 
have  been  called  on  the  part  of  the  plaintiff  are  aware  of 
any  invention  similar  to  this  ;  but  there  has  been  an  account 
given  by  them — ^by  two — of  a  discovery  made  by  a  Mr.  Bot 
field,  who  is  said  to  have  taken  out  a  patent,  though  we  d<\ 
not  know  exactly  what  it  was.  Botfield'  s  discovery  was 
never  carried  into  effect ;  they  say  it  was  unlike  the  present 
mode  of  heating  air,  and  according  to  the  account  that  waa 
given  by  those  gentlemen  who  are  acquainted  with  Bot. 
field's  process,  it  appears  to  be  different,  because  the  main 
principle  of  that  discovery,  according  to  their  account,  was 
the  application  of  gas  and  flame  to  the  easier  smelting  of 
iron  stone  in  the  furnace,  and  the  introduction  of  hot  air 
was  only  in  addition,  and  that  hot  air  came  over  the  stove 
which  was  introduced  into  the  twire  hole,  without  being 
kept  in  an  enclosed  vessel.  (See  Neilson  v.  Thompson, 
above.)  And  it  would  appear  that  Botfield's  invention  was 
not  the  plaintiff's  invention  ;  therefore,  that  would  dispose 
of  the  issue  that  the  plaintiff  was  not  the  sole  inventor,  and 
also  dispose  of  the  issue  that  this  invention  had  been  used 
before.  The  defendants  say  in  one  plea  that  he  was  not  the 
inventor,  and  in  another  plea  they  say  it  was  used  before  ; 
but  there  is  no  evidence  of  any  such  use,  except  in  the  case 
of  Botfield,  which  appears  to  me,  if  you  believe  the  wit- 
nesses, not  to  apply  to  the  present  case ;  therefore,  prob- 
ably you  will  have  no  difficulty  in  disposing  of  the  second 
and  third  pleas. 

But  now  comes  the  important  plea  in  the  case,  as  to  the 
specification.    And  it  wiU  be  necessary  for  me  to  draw  your 
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attention  to  that  specification,  and  then  apply  the  evidence 
to  it ;  and  first  of  all  I  will  say  a  word  upon  the  subject  of 
the  title  to  the  patent,  which  objection  the  Attorney-General 
has  taken  to-day,  and  which  api)ears  to  be  included  in  the 
objections  which  have  been  read,  though  not  very  distinctly 
pointed  out  in  those  objections.  It  is  said  that  the  titie  of 
the  patent  renders  the  patent  void,  because  no  one  would 
conclude  from  that  titie  that  the  invention  was  the  discovery 
of  a  process  for  introducing  hot  air  into  the  furnace.  The 
title  to  the  patent  is,  a  patent  for  the  improved  application 
of  air  to  produce  heat  in  fires,  forges  and  furnaces.  In  my 
judgment,  this  question  does  not  arise  either  for  your  de- 
cision or  for  mine,  if  there  be  any  objection  upon  it ;  and  I 
rather  apprehend  it  is  an  objection  on  the  record,  there 
being  no  pleas  especially  directed  to  the  objection  of  the 
title  to  the  patent.  However,  my  present  opinion  certainly 
is  very  strong  that  the  title  to  the  patent  is  not  defective  ; 
that  it  is  capable  of  embracing  an  alteration  by  introducing 
hot  air.  It  will  suit  either  one  or  the  other,  and  the  8i)eci- 
fication  and  patent  together  make  it  clear  what  the  dis- 
covery was  ;  it  was  the  introduction  of  hot  air  by  means  of 
heating  it  before  it  was  introduced  into  the  furnace,  between 
the  blowing  apparatus  and  the  furnace ;  and  unless  this  title 
had  been  really  meant  to  be  applied  to  some  other  discovery 
quite  of  a  different  nature,  and  afterward  by  the  specifica- 
tion applied  to  this,  it  does  not  appear  to  me  that  that  gen- 
erality of  the  title  of  the  patent  would  make  it  void.  It 
is  quite  different  from  the  case  (King  v.  Wheeler,  1  ante^ 
p.  317)  which  has  been  referred  to,  where  the  patent  was  for 
preparing  malt ;  and  upon  looking  at  the  specification  (as 
anybody  would  infer  from  the  title  that  it  was  malt  to  be 
used  in  the  brewing  of  beer,  ale  or  porter) — upon  looking  at 
the  specification  itself,  it  was  not  in  truth  a  preparation  of 
malt  for  the  purpose  of  brewing,  but  a  preparation  of  malt 
for  the  purpose  of  coloring  ;  and  therefore  entirely  distinct 
from  the  title  of  the  patent.  Upon  that  ground  that  patent 
was  held  to  be  void.  But  in  this  case  the  description  seems 
to  me  to  suit  the  subject  which  is  detailed,  to  the  extent 
that  it  is  detailed  in  the  specification,  and  to  be  applicable 
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to  that ;  and  there  is  no  evidence  in  the  case  to  indnce  you 
to  believe  that  that  was  not  the  plaintiffs  real  discovery, 
which  he  meant  to  cover  by  the  patent.  Therefore  it  seems 
to  me  that,  whether  this  question  arises  upon  the  record  or 
whether  it  is  one  that  can  be  disposed  of  by  us  (I  think  it 
arises  on  the  record),  that  objection,  I  think,  cannot  prevail. 

We  now  come  to  the  specification  (the  learned  judge  then 
read  the  si)ecification).  The  questions  arising  upon  it  are 
some  of  them  for  my  decision  alone,  and  some  for  my  de- 
cision with  your  assistance.  Now,  my  impression  of  the 
meaning  of  this  specification  is  that  the  patentee  claims  this 
invention  ;  he  claims  the  discovery  of  heating  air  in  any 
vessel  of  any  size,  provided  it  is  a  close  vessel,  and  exposed 
to  heat  between  the  blowing  apparatus  and  the  furnace. 
He  states  the  size  of  the  vessel  and  the  form  of  the  vessel 
to  be  immaterial.  Now,  with  respect  to  that  clause,  I  own 
my  strong  opinion  is  that  that  clause  is  an  incorrect 
statement,  and  an  untrue  one ;  and  therefore  my  opinion 
certainly  is,  as  at  present  advised,  that  that  being  clearly  un- 
true vitiates  this  specification  and  prevents  the  patent  from 
being  a  good  patent.  Nevertheless  I  shall  ask  your  opinion 
whether,  notwithstanding  the  introduction  of  that  clause 
into  the  specification,  such  i)ersons  as  would  be  likely  to 
work  under  the  patent  would,  by  their  own  judgment  and 
good  sense,  correct  that  error  in  the  patent.  I  am  afraid 
you  cannot  allow  the  experience  of  competent  workmen,  to 
which  I  shall  direct  your  attention  afterward,  to  explain  or 
alter  the  precise  worfs  of  the  specification  or  to  correct  the 
mistake  in  it ;  therefore,  certainly  my  judgment  would  be, 
that  that  is  a  defect  in  the  specification  which  is  not  cured  ; 
but  whether  it  may  be  cured  or  not  by  the  application  of 
science,  which  is  proper  to  be  taken  into  consideration  upon 
questions  of  this  kind,  is  a  matter  which  will  be  disjwsed 
of  by  the  court  hereafter.  My  present  impression  is  that 
it  is  not ;  and  therefore  that  the  present  specification  is  in- 
valid. However,  it  will  be  necessary  for  you  to  pronounce 
your  opinion  upon  other  questions  which  arise  upon  the 
specification,  which  questions  I  will  put  to  you. 

Now,  then,  understanding  the  meaning  of  this  si)ecifica- 


313  ENGLISH  PATENT  CASES-  [1841. 

tion  to  be  the  sense  I  hare  given  to  it,  tliat  he  claims  as  his 
invention  a  mode  of  heating  the  blast  between  the  blowing 
apparatus  and  the  furnace,  in  a  vessel  exposed  to  the  fire 
and  kept  to  a  red  heat,  or  nearly  (and  which  description  I 
think  sufficient)  of  the  size  of  a  cubic  foot  for  a  smithes 
forge,  or  the  other  size  mentioned,  or  of  any  shape,  these 
questions  will  arise  for  your  decision.  It  is  said  that, 
understanding  it  in  that  sense,  the  patent  is  void,  because 
there  are  no  directions  given  for  any  mode  of  constructing 
the  instrument.  But  understanding  the  patent  in  that 
sense,  it  seems  to  me  that  if  you  should  be  of  opinion  that 
a  person  of  competent  skill  (and  I  will  explain  to  you  what 
I  mean  by  that)  would  nevertheless  construct  such  a  vessel 
as  would  be  productive  of  some  useful  and  beneficial  pur- 
pose in  the  working  of  iron,  that  the  patent  nevertheless  is 
good,  though  no  particular  form  of  vessel  is  given.  Then 
it  is  to  be  recollected  that  this  claim  is  a  patent  right — a 
right  of  heating  in  any  description  of  vessel ;  and  in  order 
to  maintain  that  right,  it  is  essential  that  the  heating  in  any 
description  of  vessel,  either  the  common  form,  the  smith's 
forge,  the  cupola  or  the  blast  furnace,  that  it  should  be 
beneficial  in  any  shape  you  may  choose  for  all  those  three 
purposes.  Now,  then,  I  think,  therefore,  that  this  is  cor- 
rectly described  in  the  patent ;  and  if  any  man  of  common 
understanding  and  ordinary  skill  and  knowledge  of  the 
subject,  and  I  should  say  in  this  case  that  the  subject  is  the 
construction  of  the  blowing  apparatus ;  such  a  person  as 
that  is  the  person  you  would  most  naturally  apply  to  in 
order  to  make  an  alteration  of  this  kind ;  if  you  are  of 
opinion  on  the  evidence  that  such  a  person  as  that,  of 
ordinary  skill  and  knowledge  of  the  subject  (that  is,  the 
construction  of  the  old  blowing  apparatus),  would  be  able 
to  construct,  according  to  the  specification  alone,  such  an 
apparatus  as  would  be  an  improvement — that  is,  would  be 
productive  practically  of  some  beneficial  result,  no  matter 
how  great,  provided  it  is  sufficient  to  make  it  worth  while 
(the  expense  being  taken  into  consideration)  to  adopt  such 
an  apparatus  to  the  ordinary  machinery  in  all  cases  of 
forges,  cupolas  and  furnaces  where  the  blast  is  used ;  in 
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that  case  I  think  the  specification  sufficiently  describes  the 
invention,  leaving  out  the  other  objection  (to  which  I  need 
not  any  further  direct  your  attention)  that  there  is  not 
merely  a  defective  statement  in  the  specification,  unless 
those  conditions  were  complied  with,  but  there  is  a  wrong 
statement.  But  leaving  out  the  wrong  statement  for  the 
present,  and  supposing  that  it  was  not  introduced,  then  if, 
in  your  opinion,  such  a  person  as  I  have  described — ^a  man 
of  ordinary  and  competent  skill — would  erect  a  machine 
which  would  be  beneficial  in  all  those  cases,  and  be  worth 
while  to  erect ;  in  that  case  it  seems  to  me  that  this  specifi- 
cation is  good,  and  the  patent,  so  far  as  relates  to  this  ob- 
jection, will  be  good.  It  is  to  be  a  person  only  of  ordinary 
skill  and  ordinary  knowledge.  You  are  not  to  ask  your- 
selves the  question  whether  persons  of  great  skill — a  first- 
rate  engineer  or  a  second-class  engineer,  as  described  by 
Mr.  Farey — whether  they  would  do  it ;  because  generally 
those  persons  are  men  of  great  science  and  philosophical 
knowledge,  and  they  would  upon  a  mere  hint  in  the  specifi- 
cation probably  invent  a  machine  which  should  answer  the 
purpose  extremely  weU  ;  but  that  is  not  the  description  of 
persons  to  whom  this  si)ecification  may  be  supposed  to  be 
addressed — it  is  supposed  to  be  addressed  to  a  practical 
workman,  who  brings  the  ordinary  degree  of  knowledge 
and  the  ordinary  degree  of  capacity  to  the  subject ;  and  if 
such  a  person  would  construct  an  apparatus  that  would 
answer  some  beneficial  purpose,  whatever  its  shape  was, 
according  to  the  terms  of  this  specification,  then  I  think 
that  this  specification  is  good,  and  the  patent  may  be  sup- 
ported so  far  as  relates  to  that. 

At  first  sight  it  would  appear  that  the  patentee  had  sup- 
posed that,  in  order  to  adapt  what  would  answer  in  the  case 
of  a  common  forge,  and  would  answer  in  the  case  of  a 
cupola,  to  a  larger  description  of  furnace,  it  was  only  neces- 
sary to  increase  the  size  and  dimensions  of  the  vessel.  It 
would  at  first  appear  to  be  so,  but  there  are  qualifying 
terms  introduced  into  the  specification  itself,  because  it  is 
said  they  are  to  be  varied  according  to  the  blast  and  the 
heat  necessary  to  be  produced ;  and  then,  if  you  are  of 
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opinion  that  sach  a  person  as  I  have  already  described 
would  make  an  alteration  and  qualify  the  patent  in  such  a 
way,  because  here  there  is  a  qualification  in  the  i)atent 
itself,  so  as  to  make  the  vessels  applicable  to  the  smelting 
furnace,  as  well  as  they  are  applicable  to  a  common  iron 
forge  or  a  cupola  ;  in  that  case  also  I  think  the  specification 
will  be  good,  and  you  are  to  say  whether  you  are  satisfied 
that  that  would  be  the  case  upon  the  evidence  which  has 
been  adduced  in  the  cause.  It  will  be  necessary,  therefore, 
for  me  to  draw  your  attention  to  that  evidence.  I  do  not 
proi)ose  to  read  the  whole  over  to  you,  but  the  main  points 
of  that  evidence ;  and  with  reference  to  the  question 
whether  or  no  you  think  the  specification  could  have  been 
worked  upon  to  a  beneficial  effect,  so  as  that  a  vessel  of  any 
size  would  answer,  according  to  the  opinions  of  some  of  the 
gentlemen  who  have  been  called,  there  is  no  difficulty  as  to 
constructing  a  vessel  of  a  particular  shai)e ;  there  is  no 
doubt  that  a  man  of  very  little  capacity  or  information  on 
this  subject  would,  according  to  the  terms  of  the  patent 
alone,  construct  a  vessel — ^we  will  say  a  long  box  or  a  tube 
— there  is  no  great  science  required  to  do  that  according  to 
the  terms  of  the  specification ;  and  if  upon  the  evidence 
you  are  of  opinion  that  that  would  answer  a  beneficial  pur- 
pose, so  as  to  make  it  worth  while  to  introduce  that  altera- 
tion into  the  blowing  apparatus — ^that  is,  that  the  saving  in 
fuel  and  the  advantages  to  be  derived  would  compensate 
the  additional  expense — ^if  that  be  the  case,  then  there  is 
no  doubt  that  the  patent  is  good  so  far  as  it  relates  to  this. 
You  will  have  to  say  whether  you  think  upon  the  evidence 
that  is  the  fact. 

Now,  with  reference  to  that  part  of  the  case,  I  may  ob- 
serve that  I  believe  you  will  find  there  is  no  person  who  has 
practically  tried  the  cube  or  the  oblong  square  without 
some  addition  to  it.  It  appears  that  Mr.  Neilson,  when  he 
was  employed,  before  the  specification  was  taken  out,  at 
the  Calder  Iron  Works,  supplied  them,  not  with  a  square 
box,  but  with  a  cylinder ;  first  of  all  with  partitions,  and 
afterward  without,  about  which  I  will  say  a  word  by  and 
by  ;  but  there  is  no  evidence  in  the  case  of  any  person  hav- 
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ing  actually  tried  a  square  box,  and  of  a  square  boK  actually 
answering.  There  is  this  opinion  of  a  man  of  science  upon 
the  subject — that  it  would  answer ;  but  there  is  no  evidence 
that  that  square  box  has  been  tried  and  has  answered ; 
nevertheless  you  may  be  so  well  satisfied  with  the  opinion 
of  these  men  of  science  as  to  entertain  no  doubt  that  it 
would  answer.  There  was,  it  appears  by  Mr.  Russell's 
evidence,  at  Wednesbury,  something  that  looked  like  a 
square  box  ;  but  upon  looking  at  that  there  were  other  con- 
ditions ;  it  was  not  a  square,  but  a  square  with  a  hole  in 
the  centre  of  it  to  admit  the  flame,  so  that  it  did  not  exactly 
answer  the  description  of  a  square  box,  and  a  larger  surface 
was  exposed  to  the  flame  there  than  would  have  been  in  the 
square  box  or  oblong  square.  You  will  say  whether  you 
are  satisfied  of  that.  The  square  box  seems  to  be  the  most 
simple,  and  seems  to  be  also  the  most  objectionable  form 
that  could  be  used ;  for  one  gentleman  has  said  that  no 
person  would  think  of  introducing  it — ^perhaps  it  might  re- 
quire some  science  to  discover  that ;  but  supposing  you  are 
of  opinion  that  a  square  box  would  answer  a  beneficial  pur- 
pose, and  that  it  was  a  description  of  apparatus  which  could 
be  made  pursuant  to  this  general  description  of  evidence, 
and  would  really  answer,  then  I  think  there  can  be  no 
doubt  that  the  specification  would  be  good. 

Before,  however,  I  draw  your  attention  to  what  the  wit- 
nesses have  spoken  in  detail,  as  to  the  mode  of  operating 
under  the  specification,  it  may  be  as  well  that  I  should  call 
your  attention  to  one  other  objection  which  is  raised  ;  and 
that  is  with  respect  to  a  question  which  arises  from  an 
answer  given  by  one  of  the  first  gentlemen  who  were  called, 
who  gave  it  as  his  opinion  that  in  order  to  adapt  the  hot- 
air-blast  process  to  the  furnace,  it  was  necessary  to  intro- 
duce a  different  description  of  twire.  You  will  find  that 
some  of  the  witnesses  gave  it  as  their  opinion,  in  the  early 
part  of  the  case,  that  this  apparatus  could  not  be  usefully 
employed  unless  there  was  an  alteration  of  the  common 
twire,  and  some  other  was  substituted.  It  appears  that  in 
the  ordinary  mode  of  supplying  the  furnace  with  the  cold 
blast,  these  twires,  being  metallic  cases  of  the  holes  in 
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which  the  pipes  are  introduced  to  supply  the  blast,  are  by 
the  great  action  of  the  heat  burned  or  melted,  and  it  be- 
comes frequently  necessary  to  renew  them.  But  it  is  agreed 
on  all  hands  that  the  introducing  hot  air,  especially  at  a 
temperature  of  600  degrees,  at  a  place  where  the  heat  is  very 
great,  would  have  a  great  tendency  to  melt  those  twires 
much  more  than  if  the  hot  air  was  not  continually  going 
through  them  ;  and  according  to  the  opinion  of  two  of  the 
gentlemen  who  were  called  on  the  part  of  the  plaintiffs, 
they  say  that  the  process  could  not  be  beneficially  employed 
unless  there  was  either  a  water  twire  in  which  the  water 
cmjulates  and  is  constantly  kept  cool  by  the  circulation,  or 
some  other  equivalent  protection  for  the  entry  of  the  pipe 
into  the  furnace.  Now,  if  that  should  be  your  opinion, 
another  objection  to  the  specification  is  open— it  omits  to 
make  all  mention  of  water  twires  or  other  protection  ;  for 
if  this  apparatus  would  not  be  beneficial  without  them, 
then  in  that  case  it  is  of  no  use  to  the  public  as  it  is  de- 
scribed in  the  specification,  and  the  specification  would  be 
bad.  That,  I  think,  would  be  clear.  Then  the  question  of 
fact  arises,  whether  you  are  satisfied  upon  the  evidence  of 
those  gentlemen,  one  of  them  a  practical  gentleman  ;  and  I 
call  your  attention  to  what  has  been  spoken  by  Mr.  Penrice, 
who  says  that  in  point  of  fact  they  did  use  at  the  Calder 
Iron  Works  twires  of  the  ordinary  description,  dry  twires, 
and  that  they  continued  to  use  them  for  two  years,  and  also 
continued  to  use  this  process  beneficially.  Therefore  that 
is  evidence  to  be  set  off  against  the  other.  Whether  they 
could  use  the  process  in  the  simplest  form  beneficially  is 
left  in  matter  of  doubt ;  but  unless  they  could  use  the  pro- 
cess in  the  simplest  form  in  which  a  man  would  make  this 
according  to  the  specification,  it  appears  to  me  that  the  ob- 
jection as  to  the  twires  is  also  a  good  objection  to  it,  because 
then  that  ought  to  have  been  introduced,  and  it  is  not  bene- 
ficial unless  it  is  introduced.  Therefore  it  is  not  a  good 
subject  of  patent  unless  those  twires  are  added  to  the  ap- 
paratus as  described  in  this  specification ;  and  on  that 
ground  it  would  appear  to  me  that  the  specification  was 
defective.    Then  you  will  have  the  goodness  to  attend  to 
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that  evidence  ;  and  if  you  come  to  the  conclusion  that  with- 
out the  water  twires,  though  more  beneficial  with  them, 
there  still  would  have  been  an  apparatus  which  would  work 
beneficially  and  be  worth  while  to  set  up,  the  objection 
founded  on  the  water  twires  vanishes. 

Now,  with  respect  to  the  evidence :  Mr.  Russell  (the  first 
witness)  says  that,  looking  at  the  generality  of  the  specifi- 
cation and  the  complicated  form  of  the  arrangements  in 
such  a  case  {semble^  present  improved  state),  a  workman 
would  not  be  able,  directed  and  instructed  by  the  specifica- 
tion alone,  to  complete  such  an  apparatus  as  would  be  most 
efficaciously  used.  That,  however,  is  not  the  exact  i)oint. 
The  point  is  whether  it  can  be  used  beneficially,  taking  it  in 
the  simplest  form.  K,  in  order  to  use  it  beneficially  at  all, 
experiments  were  necessary,  about  which  a  good  deal  was 
said  by  the  Attomey-Gteneral,  then  the  si)ecification  would 
be  void.  If  it  were  necessary  to  use  experiments  in  order 
to  have  the  benefit  of  the  invention  in  which  it  is  claimed 
by  the  specification,  in  that  case  it  would  be  void  ;  but  if  in 
this  case  it  is  only  necessary  to  have  recourse  to  experiments 
in  order  to  have  the  full  benefit  that  the  subject  is  capable 
of,  it  appears  to  me  that  it  would  not  void  the  patent,  be- 
cause, though  it  is  a  subject  beneficial  in  its  simplest  form 
of  application,  it  is  a  vast  deal  more  useful  when  the  im- 
provement takes  place  ;  and  in  order  to  make  the  greatest 
improvement,  unquestionably  many  experiments  are  neces- 
sary ;  and  even  at  this  very  moment,  notwithstanding  the 
great  improvements  that  have  taken  place,  there  is  no 
doubt  that  the  matter  is  not  in  that  state  of  improvement 
which  in  all  probability  it  will  be  in  the  course  of  a  few 
years.  It  does  not  appear  to  me,  therefore,  that  what  the 
Attorney-General  has  dwelt  upon  with  reference  to  the  evi- 
dence, all  the  evidence  in  the  case,  that  that  affects  the 
patent.  If  experiments  were  necessary  to  produce  any  de- 
gree of  benefit  under  the  patent,  then  in  that  case  I  think 
the  si)ecification  is  void,  for  it  does  not  give  the  requisite 
degree  of  temperature  ;  but  if  the  simplest  form  would  be 
productive  of  benefit,  it  appears  to  me  that  the  specification 
is  good. 
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Mr.  Jessop,  who  has  been  for  forty  yBars  in  the  iron 
trade,  describes  the  cold  blast,  and  the  impression  he  was 
under,  that  inasmuch  as  the  works  operated  better  in  winter 
than  in  summer,  it  was  a  good  thing  to  have  the  pipe  con- 
veying the  cold  blast  protected  from  heat  by  means  of  being 
enclosed ;  and  the  next  witness,  also  practically  well  ac- 
quainted with  the  subject,  was  of  the  same  opinion,  and 
painted  white  a  portion  of  the  regulator  in  order  that  the 
air  might  come  in  a  cool  state.  This  turned  out  to  be  a 
porfbct  mistake,  as  subsequent  experience  has  shown,  and 
that  the  cold  has  nothing  to  do  with  it ;  that  it  was  only 
from  the  dryness  of  the  atmosphere  ;  but  there  is  no  ques- 
tion about  the  hot  blast  being  a  great  improvement.  Mr. 
Jessop  describes  the  saving  consequent  on  the  adoption  of 
the  hot  blast,  and  says,  ' '  I  have  read  the  specification,  and 
I  do  not  think  that  any  one  practically  acquainted  with  the 
subject  would  have  the  least  difficulty  in  constructing  the 
apparatus."  Now,  this  is  the  opinion  of  a  gentleman  well 
acquainted  with  both  the  principle  and  the  practice  :  "  We 
used  the  water  twire«i  with  the  cold  blast,  and  I  heard  of  it 
in  other  places  ;  we  used  it  occasionally  when  the  blast  did 
not  enter  the  furnace  properly ;  when  the  heat  was  of  a 
nature  to  injure  it,  we  used  it  with  the  hot  blast  regularly. 
It  is  possible  to  use  it  without,  the  effect  being  that  the 
twire  would  be  soon  destroyed,  and  it  increases  the  ex- 
pense." But,  on  cross-examination,  he  says  it  is  possible 
to  do  without  the  twire,  but  not  without  some  substitute. 
^'  I  think  we  could  not  use  the  hot  blast  without  either  the 
water  twire  or  some  other  protection  different  from  that 
\vhich  was  used  in  the  cold  blast."  If  that  is  right,  the 
specification  is  defective  ;  but  whether  it  is  right  or  not  you 
are  to  decide.  ''  I  have  not  tried  myself  experiments  at 
any  temperature  below  200  degrees  Fahrenheit  to  ascertain 
whether  it  is  worth  the  expense ;  but  if  a  less  degree  of 
heat  is  required,  there  would  be  less  fuel,  and  any  degree 
of  heat  would  make  it  worth  while  to  adopt  the  alteration, 
therefore  any  description  of  vessel  will  produce  some  degree 
of  heat."  Then  he  describes  what  the  water  t wires  are. 
''  I  believe  they  have  alwj^ys  been  used  in  refineries.    I 
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have  known  them  some  years ;  but  not  the  same  sort  of 
water  twire  has  been  used.  There  was  water  at  the  sides 
and  the  top  on  those,  but  not  at  the  bottom.  We  employ 
improved  twires  in  our  refineries.  We  never  used  the  water 
twire  for  the  hot  blast.  For  the  cold  blast  we  used  the 
water  twire.  The  sides  of  the  furnace  began  to  burn,  then 
we  applied  the  water  twire.  Sometimes  a  twire  would  last 
only  a  night,  sometimes  it  would  last  for  six  months.  It 
would  not  be  prudent,  but  it  is  not  impossible  to  do  with 
the  common  twire  when  the  furnace  is  hot.  If  the  supply 
of  water  were  cut  off  and  the  twire  melted,  then  the  incon- 
venience would  be  that  the  works  •  would  stop  for  two  or 
three  hours — that  is,  the  blast  would  not  go  on.  Of  course 
the  iron  ore  would  be  made  in  the  furnace.  The  blast 
would  not  go  on  for  two  or  three  hours,  until  that  was  re- 
paired." That  is  an  inconvenience  which  he  thinks  would 
prevent  the  adoption  of  the  hot-air  process.  "  Even  water 
twires,"  he  says,  *^ would  sometimes  melt;  with  the  cold 
blast  we  did  not  use  it."  Then  the  question  is,  "  Is  it  not 
indispensable  to  have  the  twires  when  you  use  the  hot 
blast  ?"  The  answer  is,  ^'  I  do  not  know  that  it  is  indis- 
pensable, but  it  is  desirable."  He  has  not  yet  come  to  his 
final  answer.  "  I  think  we  could  carry  on  our  works  bene- 
ficially without  the  water  twire,  but  not  so  beneficially  as 
with  it.  I  think  we  could  use  the  hot  blast  profitably  with- 
out the  water  twire,  but  we  should  use  fire-clay.  I  think 
that  we  could  not  beneficially  use  the  hot  blast  without  the 
water  twire,  or  some  other  protection  different  from  that 
which  we  use  in  the  cold  blast."  He  speaks  of  the  Low 
Moor  Works  having  gone  on  for  a  time  ;  that  they  used  the 
hot  blast,  and  afterward  discontinued  it.  Then  he  had  a 
retort  plan  ;  in  fact,  a  tubular  form.  He  is  asked,  "  If  you 
have  a  vessel  with  a  sufficient  heating  surface,  and  bring 
the  heat  in  contact  with  it,  it  will  answer  with  a  vessel  of 
any  shape  ?  A  box  would  not  answer  so  well,  because  there 
is  a  large  interior  space  which  you  do  not  bring  in  contact. 
You  may  accomplish  the  object  by  having  the  interior  ves- 
sel or  interior  plates."  Then  he  says,  upon  re-examination, 
"  Any  one  who  knows  the  process  of  smelting  would  know 
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that  if  heat  were  increased  you  must  have  recourse  to  some 
method  of  guarding  the  pipe  ;  and  he  would  naturally  have 
recourse  to  a  water  twire,  which  was  well  known  before." 
Now,  I  asked  him  that  question  ultimately ;  because  no 
doubt  this  will  be  put  in  a  different  shai)e  hereafter,  to  take 
the  opinion  of  the  court  upon,  whether  that  circumstance 
would  cure  this  omission  in  the  patent. 

Mr.  Mushett  says,  *'  I  have  been  connected  with  iron 
works  since  1792.  I  always  used  the  cold  blast,  and  never 
until  this  patent  heard  of  the  hot  blast ;  there  is  no  iron- 
master who  would  not,  with  his  workmen,  arrange  an  ap- 
paratus for  heating  the  air  sufficiently,  so  as  to  produce  a 
,  beneficial  effect  in  the  blast  furnace.  The  water  t wires 
were  sometimes  used  with  the  cold  blast.  It  has  been 
known  for  forty  years  that  if  in  the  ai)erture  the  twires 
melted  the  water  twires  would  relieve  that,"  He  says  that 
one  effect  produced  has  been  the  manufacture  of  iron  from 
ore  which  would  not  produce  it  before.  He  speaks  also 
with  respect  to  Botfield'  s  patent^  and  he  says  that  does  not 
in  the  slightest  degree  represent  the  present  invention. 
Then  he  says,  "  There  is  a  feeling  on  the  x>art  of  the  iron 
trade  that  the  friction  of  the  air  in  passing  through  is  a  bad 
thing.  An  iron-master  would  not  use  a  vessel  of  this  sort 
which  produced  friction.  The  advantages  of  heating  the 
air  are  counterbalanced  by  the  friction."  It  appeared 
afterward,  from  Mr.  Farey's  evidence,  that  there  are  two 
things  to  be  attended  to — the  current  of  air,  and  also 
the  heat,  one  being  rather  contrary  to  the  other ;  and  ex- 
perience alone,  and  probably  experiment,  would  ascertain 
what  was  the  best.  He  says,  **  I  have  never  seen  any  ap- 
paratus except  in  a  tubular  form ;  I  never  saw  it  in  the 
shape  of  a  square ;  and  I  never  saw  it  in  the  shape  of  a 
box."  He  says,  **  In  my  opinion  a  workman  would  form 
a  straight  vessel ;  that  is  from  the  prejudice  he  has  to  the 
tortuous  form  for  the  passage  of  air."  He  says,  ''  I  should 
have  tried  that  which  produced  the  greatest  heat  on  the 
surface.  I  might  have  tried  a  cylinder,  or  long  box,  with 
a  blowing  apparatus,  without  anything  to  direct  the  current 
of  the  air  in  the  first  instance.     I  should  have  made  experi- 
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ments  in  the  first  instance.  I  should  at  first  make  it  ten  or 
fifteen  feet  long."  I  have  told  you  that  if  experiments  are 
necessary  in  order  to  construct  a  machine  to  produce  some 
beneficial  effect,  no  doubt  this  specification  is  defective.  If 
experiments  are  only  necessary  in  order  to  produce  the 
greatest  beneficial  effect,  in  that  case,  I  think,  the  patent  is 
not  void.  *^  I  should  at  first  make  it  ten  or  fifteen  feet 
long.  The  air  would  have  been  heated  there,  and  carried 
into  the  blast  furnace.  It  would  have  succeeded  to  a  cer- 
tain extent,  which  would  give  me  grounds  for  j)ersevering. 
I  should  have  gone  on  with  my  experiments  if  I  had  grounds 
for  proceeding  with  my  experiments."  He  says,  '^  I  have 
never  tried  the  experiment,  but  I  have  no  doubt  the  advan- 
tage arising  from  a  .heating  vessel  ten  or  fifteen  feet  long, 
supposing  there  was  no  further  improvement,  would  have 
counterbalanced  the  expense  of  setting  it  up."  He  is  of 
opinion  that  in  the  simplest  form  that  would  suggest  itself 
to  any  one  there  would  be  a  beneficial  result.  "  I  have 
never  seen  the  process  so  conducted.  The  next  experiment 
would  be  to  lay  another  horizontal  pipe  next  to  that.  The 
next  thing  to  try  would  be  a  communication  pipe.  I  have 
heard  the  term  condy  pipe,  but' can  attach  no  meaning  to 
it.  I  should  have  come  to  the  result  of  using  pipes  from 
the  specification  alone,  with  experiments,  in  perhaps  five 
or  six  months,  if  I  had  gone  on  with  vigor  and  persever- 
ance. The  quality,"  he  says,  ''may  be  deteriorated  from 
overcharging  the  furnace.  Hot-blast  iron  is  sold  at  an  in- 
ferior price."  He  says,  ''It  is  compensated  on  the  whole 
by  the  greater  production  from  ores  which  were  stubborn 
before,  and  upon  the  whole  the  iron  is  improved  ;  and  look- 
ing at  the  specification,  and  seeing  what  is  there  mentioned 
as  to  ten  thousand  cubic  inches  being  required  for  the  cast- 
iron  form  of  cupola,  and  applying  it  to  a  smelting  furnace, 
I  should  have  increased,  not  the  dimensions,  but  I  should 
have  increased  the  heating  surface  particularly ;  I  should 
not  have  increased  the  dimensions  solely.  I  do  not  know 
exactly  the  shape,  but  I  should  have  tried  to  have  got  the 
greatest  heating  surface  possible."  That  is  looking  at  the 
specification.    He  says  there  is  no  reference  to  the  heating 
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surface  in  the  specification.  The  vessel  may  be  of  any 
form,  provided  it  contains  ten  thousand  cnbic  inches.  It 
speaks  of  capacity,  not  form  ;  it  leaves  the  form,  as  to  the 
heating  the  surface,  to  the  convenience  of  the  manufacturer. 
Mr.  Penrice,  a  mining  engineer,  was  in  the  employ  of  the 
Calder  Company,  and  superintended  the  apparatus  used  in 
1826.  The  cold  blast  was  then  used  ;  he  had  never  heard 
of  the  hot  blast,  and  he  believes  it  was  first  used  in  Jan- 
uary, 1829.  He  describes  that  it  was  first  used  with  a  mal- 
leable iron  vessel,  seven  feet  long  and  thirty-six  inches 
diameter,  being  a  cylinder,  that  was  interposed  between  the 
blowing  apparatus  and  the  furnace  with  internal  partitions. 
That  was  enclosed  in  brick- work.  There  was  only  one  of 
them  at  first,  and  then  there  was  another  introduced,  which 
had  not  these  partitions  in  it.  If  ow,  if  you  should  think 
the  patentee  knew  that  these  partitions  were  useful  and 
omitted  to  state  that  in  this  specification,  that  would  make 
the  specification  void.  You  will  consider  whether  that  was 
so.  He  does  not  seem  to  be  fully  aware  of  the  nature  of  his 
own  invention,  for  he  tried  another  cylinder  without  any 
of  these  partitions  in  it,  seeming  to  think  that  no  advantage 
was  derived  from  those  partitions,  because  he  sent  another 
cylinder  to  the  place  without  any  partitions  in  it  at  all.  It 
is  plain  which  of  the  two  would  be  most  likely  to  answer, 
but  that  does  not  appear,  I  think,  on  the  evidence.  And, 
of  course,  if  the  introduction  of  these  were  necessary  to 
make  the  square  box  or  the  round  box  operate  beneficially, 
in  that  case  also  the  patent  would  be  void,  because  that  is 
not  introduced  as  a  necessary  circumstance  into  the  specifi- 
cation. Then  he  says  with  respect  to  the  twires,  **  At  first 
we  had  dry  twires,  and  we  continued  to  manage  with  them 
for  two  or  three  years.  Then  we  got  the  water  twires  after- 
ward." Therefore,  according  to  his  account,  they  used  two 
cylinders,  not  a  very  improved  apparatus,  but  a  tolerably 
simple  one.  They  succeeded  in  producing,  if  you  believe 
him,  a  very  great  degree  of  heat,  probably  at  least  400  de- 
grees ;  and  also  they  contrived  to  get  on  with  dry  twires, 
without  introducing  water  twires  at  all,  or  any  other  sub- 
stitute for  ordinary  dry  twires,  more  capable  of  resisting 
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the  heat  than  they  are.  If  you  believe  that  evidence,  and 
place  entire  reliance  upon  it,  it  would  show  that  the  omis- 
sion of  introducing  twires  into  the  specification  was  a 
circumstance  that  was  not  material  to  the  validity  of  the 
patent.  ' '  They  used  this  method, ' '  he  says,  ' '  without  inter- 
mission in  1837,  when  I  left."  He  says,  '*  I  have  read  the 
specification.  I  think  that  no  one  acquainted  with  the 
making  of  iron  would  have  any  diflSiculty  in  constructing 
an  apparatus  from  it."  Then  he  says,  "  Mr.  Neilson  sent 
a  man  and  a  plan.  The  first  apparatus  was  erected  with 
the  assistance  of  the  man.  The  vessel  which  was  put  up 
was  a  cylinder  made  of  maUeable  iron,  thirty-four  feet  in 
its  cubical  contents.  It  was  heated  by  a  fire  under  it.  The 
flame  passed  round  it.  It  was  enclosed  in  brick-work.  It 
had  four  half  partitions  in  it  to  drive  the  air  against  the 
sides.  The  partitions  were  connected  with  the  outside,  the 
object  being  to  retard  it  and  drive  it  on  the  sides.  That 
box  was  sent  from  Glasgow.  We  then  put  up  a  second 
machine  in  two  or  three  days  ;  I  cannot  say  whether  it  was 
part  of  the  original  plan  or  whether  it  was  sent  for  to  Glas- 
gow." Probably  it  was  a  part  of  the  original  plan,  because 
it  was  sent  in  two  or  three  days ;  he  could  not  tell,  how- 
ever, how  long  such  an  instrument  would  be  in  constructing. 
He  says,  "  The  second  plan  was  a  cylinder,  made  bottle- 
necked  at  the  end,  without  partitions."  So  far  as  we  learn 
from  this  evidence,  it  appears  pretty  clearly  that  he  was 
not  acquainted  by  any  means  with  the  full  benefit  of  his  in- 
vention. If  he  had  known  that  the  tubular  form  would 
answer  best,  he  ought  to  have  introduced  it,  and  the  speci- 
fication would  have  been  bad,  upon  the  ground  that  he  con- 
cealed the  best  mode  of  working  out  his  own  discovery. 
However,  I  think  one  may  very  well  collect  from  the 
evidence  as  to  Mr.  Neilson' s  own  acts,  that  he  really  was  not 
fuUy  aware  either  of  the  great  value  of  his  patent,  and  still 
more,  was  not  fully  aware  of  the  most  beneficial  mode  of 
carrying  it  into  effect.  That  was  discovered  by  persons 
more  acquainted  than  he  himself  was  with  the  science  of 
heating  air.  Still,  however,  I  think,  if  you  are  of  opinion 
that  the  specification  does  disclose  such  an  apparatus  as  to 
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enable  an  ordinary  workman  acquainted  with  the  subject 
of  making  blowing  apparatus  and  fitting  up  apparatus  for 
forges  to  construct  an  apparatus  of  some  value,  so  as  to 
make  it  worth  while,  it  seems  to  me,  that  so  far  as  this 
objection  goes,  the  specification  would  not  be  insufficient. 
He  says,  "  The  next  was  a  serpentine  pipe,  twelve  feet  long, 
nine  and  a  half  feet  in  a  straight  line."  I  need  not  go 
through  the  various  variations  that  took  place  afterward  in 
the  progress  of  the  improvements.  Ultimately  they  got  to 
small  tubes,  then  there  was  some  gridiron  j>vpe  used  in 
1832,  and  the  tubular  form  was  adopted  ;  and  there  can  be 
no  question  that  that  was  the  most  beneficial  form  as  far  as 
experience  goes  to  this  time.  He  says,  "  We  found  the  old 
dry  twires  answer  to  a  certain  extent.  Sometimes  they 
lasted  a  week  or  more,  or  a  few  days  ;  sometimes  a  few 
hours."  He  says,  ^'  They  were  removed  oftener  than  with 
the  cold  blast.  It  frequently  happened  that  they  lasted 
only  a  few  hours.  They  were  changed  oftener  than  once  a 
week,  sometimes  two  or  three  times  a  week.  They  were 
not  changed  in  the  furnace  ;  not  once  a  day.  I  should  say 
there  might  be  one  a  day  in  both  furnaces.  Sometimes  the 
blast  stopped  for  a  quarter  of  an  hour,  sometimes  half  an 
hour  or  an  hour.  It  generally  takes  two  or  three  people  to 
do  it.  In  some  cases  two  twires  have  been  put  in  in  one 
day.  I  cannot  say  it  has  not  happened  that  four  or  five 
twires  have  not  been  put  in  in  one  day.  Before  I  went 
there,  I  had  no  experience  in  smelting  iron.  I  was  the 
underground  surveyor  and  made  the  plans  for  the  works, 
and  had  free  access  to  the  works  and  the  books.  I  made 
myself  well  acquainted  with  what  was  going  on  so  as  to  be 
enabled  to  say  that  it  was  worked  to  a  profit.  In  1831,"  he 
says,  '^  a  range  of  horizontal  pipes  were  introduced  ;  there 
was  a  continual  flow  of  air  from  the  pii)es  ;  that  raised  the 
temperature  to  as  great  a  degree  of  heat  as  ever  has  been 
acquired  since."  He  says,  ''  We  used  a  variety  of  forms  of 
vessels  in  different  furnaces  at  the  same  time." 

Mr.  Parey  says,  "  I  have  investigated  the  subject  of  iron- 
smelting.  I  have  known  the  mode  in  which  iron  is  smelted 
f  jv  thirty  or  forty  years.     Cold  blast  was  used  for  smelting 
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iron  before  the  hot  blast  was  employed.  It  is  a  new  inven- 
tion of  Mr.  Neilson's,  and  contrary  to  the  opinion  which 
was  universally  entertained,  that  the  colder  the  air  the 
better.  The  heat  was  considered  as  inimical.  I  consider 
this  as  an  invention  of  very  great  magnitude  indeed,  appli- 
cable to  all  smelting  operations  where  the  blast  is  used.  It 
will  soon,"  he  says,  *^  in  all  probability,  be  used  as  a  sub- 
stitution for  reverberating  furnaces."  He  says,  "  A  person 
acquainted  with  a  blowing  apparatus  as  it  existed  before 
the  discovery  and  as  it  exists  still  would  have  no  difficulty 
in  constructing  an  apparatus  for  the  improved  application 
of  air  to  a  beneficial  extent — I  mean,  accustomed  to  the 
construction  of  blowing  machinery.  Those  are  of  a  high 
class,  and  have  all  the  requisite  knowledge  for  adopting 
this  improvement."  Now,  what  he  goes  on  to  state  after- 
ward seems  to  render  it  doubtful  whether  an  ordinary  per- 
son would  be  able  to  do  it ;  but  if  the  simplest  form  would 
be  a  benefit,  one  should  not  feel  much  difficulty  in  saying 
that  he  would  be  able  to  work  out  a  beneficial  apparatus 
from  this  specification.  "I  am  acquainted,"  he  says, 
"  with  the  mode  of  constructing  vessels  for  heating  air. 
The  object  is  to  get  the  largest  surface  exposed  to  the  fire. 
There  are  two  qualifications  ;  the  first  is,  that  there  should 
be  a  sufficient  passage  in  the  vessel,  so  as  to  allow  the  cur- 
rent of  air  to  pass  without  obstruction  ;  and  the  other  is, 
that  the  air  in  its  passage  shall  be  compelled  to  pass  in  con- 
tact with  the  heated  surface  ;  and  with  these  two  conditions 
the  form  and  shai)e  are  immaterial."  That  part  will  be 
material  for  you  to  attend  to.  [FolUtt^  on  the  part  of  the 
plaintiffs,  called  the  learned  judge's  attention  to  the  notice 
of  objections,  and  contended  that  the  supposed  misstate- 
ment contained  in  the  words  "  the  form  or  shape  of  the 
vessel  is  immaterial  to  the  effect,"  was  not  pointed  out  in 
the  notice  of  objections.  Bat  the  learned  judge  being  of 
opinion,  though  not  specifically  pointed  out,  it  was  included 
in  the  general  words  of  the  notice  "  that  the  specification  is 
calculated  to  deceive,"  leave  was  given  to  move  upon  that 
point.]  "  The  size  depends  upon  the  quantity  of  blast  re- 
quired, and  the  temperature  to  which  it  is  heated.     These 
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principles  were  well  known  at  the  date  of  the  patent.  I 
knew  of  water  twires  in  1800."  Then  he  describes  the  three 
descriptions  of  water  twires  which  have  been  used  and  are 
now  used.  And  on  cross-examination,  in  order  to  ascertain 
what  he  meant  by  a  high  class  of  engineers,  he  said,  "  He 
considered  Watt  and  all  manufacturers  of  steam-engines 
and  blowing  engines  of  the  first  class."  He  says,  "  They 
have  very  scientific  men  in  their  employ.  I  think  an  en- 
gineer of  the  second  class  would  construct  an  apparatus 
which  would  be  beneficial ;  but  not  to  the  extent  to  which 
it  has  now  reached  or  would  reach  in  the  hands  of  that 
class  exclusively  employed  in  making  blowing  apparatus." 
He  says,  "  The  third  class  are  iron-masters,  making  their 
own  apparatus  ;  they  would  do  it,"  he  says,  "  beneficially  ; 
not  so  good  as  the  second,  and  not  near  so  good  as  the  first. 
An  ordinary  workman  would  not  be  employed  by  an  en- 
gineer of  the  first  or  third  class.  A  man  must  bring  the 
ordinary  information  which  is  current  among  those  who  are 
employed  to  design  and  construct  blowing  apparatus.  One 
of  the  i)oints  is  to  provide  an  adequate  passage  for  the  air. 
The  rules  and  proportions  for  such  passages  are  well  known 
and  habitually  practised  ;  he  must  also  possess  and  exercise 
that  knowledge  in  the  application  of  fire  to  heat  boilers, 
which  is  equally  well  known  and  habitually  practised  in 
the  making  of  steam-engines.  He  must  also  pay  attention 
to  the  circumstance  that  the  contact  of  the  air  must  be  kept 
pretty  constant  to  the  surface  of  the  vessel,  and  upon  that 
subject  the  specification  contains  very  useful  information, 
stating  the  capacity  for  a  common  cupola."  Then  there  is 
a  question  as  to  the  rules  and  proportions.  "  The  passage 
of  the  pipe  to  contain  the  air  should  not  be  less  than  one 
sixteenth  of  the  blowing  piston,  or  one  fourth  of  the  diam- 
eter ;  he  may  make  it  larger  if  he  pleases — that  is  the 
ordinary  rule  for  blowing  apparatus,  so  that  the  air  would 
pass  sixteen  times  as  fast  as  the  piston  travels.  If  the  pas- 
sages are  made  larger,  it  goes  slower,  with  less  obstruction. 
There  is  no  objection  to  make  it  larger ;  but  it  ought  not 
to  be  smaller  ;  that  is  all  I  have  to  say  as  to  the  passage  of 
air."     Then  he  says,  "  It  might  be  made  so  Ikrge  that  the 
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heating  of  air  would  not  take  place.  As  to  the  steam  vessel, 
the  great  object  is  to  distribute  the  heat  all  over  the  sur- 
face, so  that  it  would  not  be  too  vehement  in  a  particular 
part  and  destroy  the  boiler.  The  object  ought  to  be  that 
the  heat  should  be  retained  in  contact  with  the  boiler  so 
long  that  there  is  no  extravagant  waste  of  heat  passing  up 
the  chimney."  That  is  sx)eaking  of  the  steam  apparatus. 
These  are  the  two  points  to  be  accomplished.  He  says, 
**  An  engineer  of  the  third  class  would  not  be  so  competent 
by  i^aaon  of  want  of  science  and  the  inferior  work  which 
they  copy.  An  engineer  of  the  third  class  would  have  no 
difficulty  if  the  thing  was  described  to  him  ;  he  would  be 
in  a  situation  of  having  a  copy  to  go  by,  and  without  that 
he  thinks  that  he  still  could  make  an  apparatus  which 
would  be  useful."  He  says,  "Assuming  the  size  to  be 
given,  the  form  and  shape  are  immaterial,  provided  you 
attend  to  the  two  conditions."  It  was  a  long  while  before 
we  could  get  him  to  state  the  exact  fact  as  to  that.  This 
question  was  put  to  him  :  "  Supposing  ten  thousand  cubic 
inches  are  required,  is  it  immaterial  whether  it  is  a  tube,  a 
globe,  a  cylinder,  a  pii)e  or  an  elongated  cylinder?"  He 
says,  "  No  ;  it  is  very  material — ^the  variance  of  the  shai)e 
is  very  material,  unless  my  conditions  are  attended  to,  the 
conditions  under  which  the  air  is  to  be  supplied."  This 
specification  says  that  the  shape  is  immaterial  to  the  effect, 
whereas  all  the  effect  depends  upon  the  shape  of  the  vessel ; 
and  unless  that  can  be  controlled  by  the  admission  of  the 
evidence  of  a  person  acquainted  with  the  subject,  and  that 
evidence  is  to  you  satisfactory,  I  am  afraid,  according  to 
my  present  opinion  (it  may  be  possibly  wrong),  that  the 
patent  has  failed. 

Mr.  Holdsworth,  an  iron-master,  says,  "  A  person  ac- 
quainted with  the  mode  of  constructing  a  blowing  ap- 
paratus would  have  no  difficulty  in  constructing  a  proi)er 
apparatus  from  the  specification.  We  have  only  three  fur^ 
naces  in  operation.  We  have  at  several  times  varied  the 
form.  The  new  plan  is  to  make  the  pipes  longer,  with  an 
oven  over  them,  so  as  to  make  the  temperature  more  uni- 
form."   He  says,  "  I  read  the  specification  to  see  whether 
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it  was  a  good  patent.  I  am  a  cotton-spinner,  a  nuichine- 
maker,  and  an  iron-founder.  The  box  or  cylinder  would 
no  doubt  heat  the  air  to  a  certain  temperature — ^what  tem- 
perature I  cannot  say.  I  diflfer  with  Mr.  Farey  as  to  some 
parts  of  his  evidence.  I  consider  that  any  form  of  vessel 
would  heat  the  air.  I  think  it  might  be  heated  in  a  cubical 
box  without  partitions  in  it  quite  easily.  Any  one  would 
try  the  simplest  and  easiest  plan  to  see  how  it  would  an- 
swer." That  would  be  experiment ;  and  if  experiment 
were  necessary  in  order  to  make  it  answer  in  all  the  three 
cases,  then  it  would  not  be  a  good  si>ecification.  If  experi- 
ments were  necessary,  and  a  man  could  not  do  it  with  the 
means  and  knowledge  which  he  possessed,  and  it  were 
necessary  to  make  experiments  in  order  that  the  plan 
should  answer  in  all  the  three  cases,  if  that  were  the  case, 
the  patent  would  be  void  upon  the  substantial  ground.  "  I 
agree  that  to  a  great  heat  the  shape  is  material,  but  to  heat 
the  air  it  is  immaterial.  The  form  and  shape  are  imma- 
terial in  this,  that  any  vessel  will  produce  a  result ;  the 
form  and  shape  are  material  as  to  the  extent  of  the  bene- 
ficial result.  The  last  shape  is  the  horse-shoe  form,  which 
gives  600  degrees.  The  last  improvement  is  increasing  the 
heated  surface  in  proportion  to  the  air  to  be  heated." 

Then  Mr.  Kirkman,  an  engineer,  says,  ^'  I  had  the  specific 
cation  put  into  my  hands.  I  was  requested  to  make  ex- 
periments, so  as  to  speak  to  it.  I  prepared  no  apparatus. 
Finding  two  gas  retorts  about  the  works,  I  put  them  up. 
They  were  thirteen  inches  and  a  half  in  diameter,  and  in 
length  four  feet  nine  inches,  and  the  contents  were  18,000 
cubic  inches.  I  found  upon  an  experiment  it  was  beneficial 
to  this  extent,  that  with  cold  air  we  required  298  lbs.  of 
coke  to  melt  a  ton  of  iron,  and  that  with  this  apparatus  and 
the  hot  blast  I  found  it  was  reduced  to  113  lbs.,  which  is  a 
saving  of  one  half  in  the  fuel."  He  says,  "  I  required  no 
other  directions  than  those  in  the  si)ecification,  added  to 
my  own  practical  knowledge.  I  employed  one  cylinder, 
which  we  worked  up  to  315  and  480  degrees.  There  was  a 
very  considerable  saving.  Any  person  accustomed  to  manu- 
facture apparatus  of  this  kind  would  find  no  difficulty." 
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Then  Professor  Daniel  says,  "  I  am  acquainted  with  the 
specification.  I  never  knew  of  the  hot  blast  before.  A 
person  accustomed  to  the  manufacture  of  blowing  appa- 
ratus would  be  able  to  make  a  beneficial  apparatus  accord- 
ing to  the  si)ecification,  and  most  clearly  a  person  accustomed 
to  the  process  of  heating  air,  and  better  acquainted  with 
the  principle  and  nature  of  the  invention,  would  construct 
a  beneficial  apparatus.  The  principle  is  entirely  new ;  I 
never  saw  the  process  in  actual  operation.  The  shape  de- 
pends upon  circumstances — the  situation,  the  heat  required, 
and  the  power  of  the  blowing  apparatus." 

Mr.  Cooi)er  says,  "  Looking  at  the  specification,  there 
would  be  no  difficulty  in  heating  the  air  to  a  certain  extent, 
so  as  to  use  it  beneficially,  but  there  would  be  some  diffi- 
culty as  to  obtaining  the  best  mode.  I  do  not  believe  that 
has  yet  been  done."  And  he  thinks  it  probable  that  im- 
provements will  take  place  to  heat  the  air  to  a  still  higher 
degree  of  temperature.  Upon  cross-examination  he  says, 
"  To  some  extent  one  form  of  vessel  would  be  better  than 
another,  but  everybody  could  get  some  beneficial  result  so 
as  to  make  it  worth  while  to  employ  it." 

That,  gentlemen,  is  the  evidence,  and  will  you  have  the 
goodness  to  answer  me  the  questions  in  the  form  in  which 
I  put  them  i 

The  jury  found  as  follows  : 

1.  We  aU  agree  that  shape  and  form  are  material  to  the 
effect  simply — ^that  is,  to  the  extent  of  beneficial  effect  pro- 
duced, not  to  producing  some  effect,  for  some  l)eneficial 
result  would  be  produced  from  any  shape,  and  as  to  pro- 
ducing the  extent  of  beneficial  effect,  the  form  and  shape 
are  material. 

2.  We  think  a  man  of  common  understanding,  of  ordinary 
skill  and  knowledge  of  the  subject — ^that  is,  of  the  construc- 
tion of  the  old  blowing  apparatus,  would  be  enabled  to  con- 
struct, according  to  the  specification  alone,  looking  at  it 
altogether,  such  an  apparatus  as  would  be  an  improvement ; 
that  is,  would  be  productive  of  some  beneficial  result,  suffi- 
cient to  make  it  worth  while,  expense  being  taken  into 
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consideration,  to  adapt  it  to  the  ordinary  machinery  in  all 
cases  of  forges,  cupolas  and  furnaces  where  the  blast  is 
used. 

3.  We  think  a  person  of  competent  understanding,  and 
ordinary  skill  and  knowledge  of  the  subject  of  the  construc- 
tion of  the  air-heating  process,  would  be  enabled  to  con- 
struct, according  to  the  specification  alone,  in  the  same  way, 
looking  at  it  altogether,  such  an  apparatus  as  would  be  an 
improvement ;  that  is,  would  be  productive  of  some  bene- 
ficial result,  sufficient  to  make  it  worth  while,  expense  being 
taken  into  consideration,  to  adapt  it  to  the  ordinary  ma- 
chinery in  all  cases  of  forges,  cupolas  and  furnaces  where 
the  blast  is  used. 

4.  We  think  a  person  of  common  understanding,  and 
ordinary  skill  and  knowledge  of  the  air-heating  process, 
would  not  be  misled  by  the  description  of  the  immateriality 
of  the  form  and  size  of  the  vessel  in  producing  the  eflfect. 

5.  No  person,  we  think,  nor  a  person  of  common  under- 
standing, and  ordinary  skill  and  knowledge  of  the  blowing 
process,  afiyrtiori,  would  be  misled. 

Parke,  B.,  then  directed  the  verdict  to  be  entered  on  the 
issues  as  follows :  On  the  first,  second  and  third  for  the 
plaintiflfs  ;  on  the  fourth  for  the  defendants,  upon  the  con- 
struction of  the  specification,  with  liberty  to  move,  think- 
ing that,  according  to  the  grammatical  construction  of  it, 
there  was  an  averment  that  the  form  and  shai)e  were  imma- 
terial to  the  extent  of  the  effect — that  it  was  a  misdirection  ; 
that  there  being  a  misdirection  in  the  instrument  itself,  it 
could  not  be  corrected  by  parol  evidence,  with  liberty  to 
move  to  enter  that  verdict  for  the  plaintiffs  on  that  issue  ; 
and  for  the  defendants  to  take  the  objection  in  answer  con- 
tingently, that  the  patent  is  void  for  *the  bad  title  if  it  be 
open  upon  the  issue,  in  answer  to  that  application,  and  to 
move  in  arrest  of  judgment  if  the  verdict  is  entered  for  the 
plaintiffs. 

The  proceedings  on  motion  for  a  new  trial  are  reported 
below. 


1841J  NEILSON  V.  HAEFOBD.  231 


/ 


NEILSON  V.  HARFORD. 
Exchequer,  June  9,  1841. 

(1  Web.  P.  C.  838.) 

Requisites  of  Jfobioe  of  Objections  to  SpeoifloaMon.   Mistake  in 
Specification.    Construction.    Questions  of  Law  and  Fact. 

An  improvement  may  constitute  an  infringement. 

A  statement  in  the  notice  of  objections,  that  the  specification  is  calculated  to, 
deceive,  is  sufficient  to  let  in  evidence  as  to  any  particular  passage  being  false. 

Where  the  objection  simply  states  the  specifiction  to  be  insufficient,  if  the 
plaintiff  is  contented  to  take  that  as  notice,  any  objection  may  be  made  at  the 
trial  to.  show  that  the  specification  is  insufficient. 

If  the  objections  are  not  sufficiently  specific,  the  plaintiff's  course  is  to  apply 
to  a  judge  for  an  order  for  the  delivery  of  a  more  specific  notice. 

As  a  rule,  the  objection  must  be  more  specific  than  the  plea ;  but  if  latter  sets 
out  the  objection  in  full,  an  objection  in  similar  terms  is  sufficient. 

Though  the  title  of  the  patent  be  ambiguous,  if  it  is  explained  by  the  specifi- 
cation, and  is  not'  at  variance  with  it,  it  may  be  sufficient. 

The  patentee  is  bound  to  disclose  in  his  specification  the  most  beneficial  mode 
with  which  he  is  acquainted. 

A  principle,  to  be  the  subject  of  a  patent,  must  be  embodied. 

A  patent  is  not  vitiated  by  a  mistake  in  the  specification,  as  where  air  is  called 
an  imponderable  substance,  or  sulphur  a  mineral ;  nor  by  a  mistake  in  a  mat- 
ter foreign  to  the  invention,  which  cannot  mislead  ;  nor  by  the  inaccurate  use 
of  words  which  are  explained  by  the  context. 

The  construction  of  tlie  specification  is  for  the  court,  the  meaning  of  the 
words  and  surrounding  circumstances  having  been  ascertained  by  the  jury. 

Motion  to  enter  verdict  for  the  plaintiflf,  or  for  a  new  trial. 

The  proceedings  at  the  trial  are  reported  in  the  preceding 
case. 

Follett^  for  the  plaintiffs.  I  move  to  enter  a  verdict  for 
the  plaintiffs  in  pursuance  of  leave  reserved,  or,  in  case  it 
should  be  supposed  that  there  was  any  matter  not  submitted 
to  the  jury  in  the  alternative,  for  a  new  trial.  There  were 
five  pleas,  four  of  which  were  found  for  the  plaintiflfs,  and 
the  other,  as  I  submit,  was  also  found  for  the  plaintiflfs ; 
but  the  learned  judge  directed  that  the  verdict  should  be 
entered  for  the  defendants  on  that  issue,  with  liberty  to  the 
plaintiffs  to  move  to  enter  a  verdict  for  them.    I  submit 
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that  this  is  emphatically  and  exclusively  a  question  for  the 
jury  ;  that  it  tvas  not  a  question  of  law,  but  of  fact,  and  the 
jury  have  distinctly  found  that  the  plaintiffs  did  describe 
the  invention  and  did  point  the  mode  of  its  use. 

The  patent  was  substantially  for  a  mode  of  heating  the 
air  between  the  blowing  apparatus  and  the  furnace  in  a 
closed  vessel.  It  was  contended,  therefore,  that  every 
mode  of  heating  the  air  in  a  closed  vessel  between  the  blow- 
ing power  and  the  blast  furnace  was  an  infringement  of  the 
patent,  and  the  learned  judge  was  of  that  opinion,  and  no 
question  arises  upon  that  now.  The  defendants  in  this  case 
use  a  vessel  consisting  of  various  pii)es,  and  since  the  pat- 
ent was  taken  out  it  has  been  discovered,  by  various  experi- 
ments and  improvements,  that  the  higher  the  air  is  heated 
the  more  beneficial  its  effects  on  the  furnace.  That  does 
not  seem  to  have  been  in  the  contemplation  of  the  inventor  ; 
in  the  pipes  used  by  the  defendants  there  was  greater  sur- 
face exposed  to  the  fire ;  it  was  more  economical  of  fuel, 
and  that  vessel  consequently  produced  a  higher  tempera- 
ture than  vessels  of  a  different  kind.  The  learned  judge 
was  clearly  of  the  opinion  that  it  was  an  infringement — 
[Parke,  B.  That  it  was  an  improvement,  but  an  infringe- 
ment]— so  long  as  the  patent  remained  in  force. 

The  question  now  turns  mainly  on  the  fact  whether  or 
not  the  jury  did  not  find  the  fourth  issue  in  favor  of  the 
plaintiffs — and  two  points  were  made.  The  objections  to 
be  delivered  under  the  statute  (5  and  6  WUl.  IV.,  c.  83) 
must  distinctly  point  the  attention  of  the  plaintiffs  to  the 
precise  nature  of  the  objection  to  be  raised.  The  objection 
raised  was  not  ojmi  to  the  defendants.  The  construction 
put  on  the  plea  was  not  a  right  construction ;  but  the  ques- 
tion is  not  open  because  it  was  for  the  jury.  The  finding 
of  the  jury  that  upon  the  specification  alone  a  person  of 
ordinary  skill  would  construct  the  apparatus  required,  dis- 
posed of  every  other  question.  [Parke,  B.  My  doubt 
was  whether  the  evidence  of  a  person  of  ordinary  skill 
would  do,  or  could  be  allowed  to  contradict  the  grammatical 
construction  of  one  part  of  the  specification.]  The  learned 
judge  considered  it  unnecessary  to  leave  to  the  jury  whether 
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the  particular  passage,  that  the  form  or  shape  of  the  vessel 
or  receptacle  was  immaterial  to  the  effect,  was  inaccurate, 
but  he  left  it  to  the  jury  whether  it  was  calculated  to  mis- 
lead, and  they  found  that  it  was  not.  The  learned  judge 
took  that  sentence  alone  from  the  rest  of  the  specification 
and  stated  his  opinion  to  the  jury  that,  in  point  of  law,  that 
was  a  misstatement,  and  that  it  would  affect  the  patent. 
[Parke,  B.  Provided  it  was  untrue  in  fact.]  We  have 
had  no  opportunity  of  presenting  what  has  been  the  im- 
pression produced  on  other  minds  as  to  the  meaning  of  the 
passage.  This  is  not  a  patent  taken  out  for  heating  air  ; 
that  was  perfectly  well  known  ;  and  everybody  knew  that 
for  the  purpose  of  increasing  the  temperature  the  larger  the 
surface  that  was  extended  to  the  fire  the  greater  the  effect 
which  would  be  produced  on  the  air  within  it.  The  pas- 
sage does  not  profess  to  say  that  the  form  and  shape  of  the 
vessel  for  heating  air  is  not  material  as  regards  the  air  in 
those  vessels,  but  that  was  the  construction  adopted  by  the 
learned  judge  ;  and  it  was  in  that  view  that  he  put  it  to  the 
jury.  I  submit  that  is  not  the  meaning  of  the  passage  at 
all,  but  that  the  meaning  of  the  passage  is  this — I  do  not 
make  any  claim  for  vessels  for  heating  air.  Everybody 
knows  how  to  heat  air,  and  everybody  knows  the  principle 
of  it.  There  are  various  vessels  for  heating  air,  of  different 
forms  and  different  8hai)es,  now  in  use  ;  I  say  that,  as  re- 
gards the  effect  on  my  furnace,  the  form  or  shape  is  imma- 
terial, and  may  be  adapted  to  local  circumstances  ;  and  so 
it  is  entirely  immaterial.  It  is  not  immaterial  to  the  heat 
of  the  air ;  and  if,  upon  subsequent  discovery,  you  have 
found  out  that  by  raising  the  temperature  to  a  higher  de- 
gree you  may  improve  upon  the  patent,  that  is  another 
question  ;  but  this  patent  was  never  taken  out  for  heating 
the  air,  nor  has  it  any  reference  to  the  form  or  shape  of  the 
vessel  for  heating.  It  is,  that  when  you  have  heated  the 
air,  and  heated  it  for  the  purpose  of  raising  a  stream  proper 
to  convey  it  into  the  furnace,  then  the  form  and  shape  of 
the  vessel  is  immaterial  as  far  as  regards  the  working  of  the 
blast  furnace. 
The  question  as  to  this  passage  is  for  the  jury,  not  for  the 
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court ;  the  specification  is  not  one  of  those  written  instru- 
ments which  it  is  the  province  of  the  court  to  decide  on. 
It  is  stated  that  the  specification  did  not  sufficiently  de- 
scribe the  manner  of  carrying  the  invention  into  practice. 
The  jury  have  found  that  the  passage  could  not  mislead, 
that  the  specification  alone  is  sufficient,  and  that  any  per- 
son, upon  the  specification  alone,  might  carry  the  patent 
into  effect.  The  verdict  should  be  entered  for  the  plaintifFs, 
unless  the  court  are  to  lay  down  that  it  is  not  a  question 
for  the  jury  at  all,  but  for  the  court,  and  that  the  court 
have  a  right  to  say,  upon  our  construction  of  it,  that  this  is 
calculated  to  mislead.  But  this  is  matter  of  evidence  ;  it 
is  not  for  the  court  to  construe  a  written  instrument  inde- 
pendent of  parol  evidence.  I  am  not  speaking  of  defects  in 
the  title,  or  of  the  patent  claiming  more  than  it  ought  to 
do ;  but  of  the  intelligibility,  to  use  Lord  Eldon's  words, 
when  he  says  that  every  question  of  that  sort  is  for  the  jury 
— ^the  intelligibility  of  the  specification,  and  the  way  in 
which  the  work  is  to  be  constructed,  and  whether  ordinary 
persons  would  or  not  understand  it  (Hill  v.  Thompson, 
1  ante,  p.  299). 
Rule  granted. 

Campbell,  Attorney-Oeneral.  I  move  for  a  rule  to  show 
cause  why  there  ought  not  to  be  a  new  trial  on  accotint  of 
the  finding  of  the  jury,  as  being  not  only  without  evidence, 
but  entirely  contrary  to  the  evidence  adduced.  The  plain- 
tiffs' patent  is  for  three  things  :  for  the  smith's  forge,  the 
melting  cupola  and  the  larger  furnace  for  smelting  iron. 
No  evidence  is  given  as  to  how  the  invention  is  to  be  ap- 
plied to  either  of  the  two  first,  and  the  matter  is  discuss^ 
as  if  the  plaintiff  had  made  a  great  discovery  of  how  iron 
was  to  be  smelted  in  a  superior  manner  by  means  of  a  hot 
blast.  The  only  mode  in  which  the  patent  can  be  worked 
to  advantage  is  when  the  air  is  heated  in  a  long  i^uccession 
of  tubes ;  but  Mr.  Neilson  was  so  ignorant  of  the  manner  in 
which  his  invention  was  to  be  used  that  at  first  he  tried  a 
vessel  of  a  cylindrical  form,  seven  feet  long,  with  partitions, 
for  the  purpose  of  obstructing  the  rapid  passage  of  the  air. 
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The  passage  in  the  specification  as  to  increasing  the  dimen- 
sions of  the  air  vessel  is  an  entire  misrepresentation.  No 
bad  faith  or  concealment  is  imputed  to  the  plaintiff ;  he 
states  that  which  is  untrue  from  ignorance.  Another  objec- 
tion is  open  to  us  in  showing  cause  or  in  arrest  of  judgment 
— ^that  the  specification  does  not  at  all  follow  up  the  title  of 
the  patent. 
Rule  granted. 

Campbelly  Attorney-General  {Pollock^  Monteith  and  Hill 
with  him).  My  learned  friend,  Sir  W.  Pollett,  has  obtained 
a  rule  to  show  cause  why  the  verdict  entered  for  the  defend- 
ants upon  the  fourth  issue  should  not  be  entered  for  the 
plaintiffs,  raising  the  question  upon  the  answers  returned 
by  the  jury  to  the  five  questions  submitted  to  them  upon 
that  fourth  issue.  In  point  of  law  the  verdict  ought  to  be 
for  the  plaintiffs  or  for  the  defendants  ;  those  five  findings 
all  respect  the  fourth  issue — ^the  fourth  being  ^^  that  there 
was  not  a  sufficient  specification."  The  specification  is 
directed  to  three  things — to  common  furnaces,  smelting 
cupolas  and  blast  furnaces — and  may  be  sufficient  with  re- 
gard to  common  fires  or  furnaces  and  to  cupolas  ;  but  if  it 
is  not  sufficient  with  regard  to  blast  furnaces,  the  patent  is 
void. 

It  is  first  objected  that  we  have  not  complied  with  section 
6  of  5  and  6  Will.  IV.,  c.  83,  and  that  we  are  not  entitled 
to  make  the  objection  on  which  we  rely.  That  act  was 
framed  with  a  view  to  the  former  mode  of  pleading  in  such 
an  action,  according  to  which  the  defendant  was  at  liberty 
to  give  everjrthing  in  evidence.  He  might  say  that  it  was 
not  new,  that  it  was  not  useful,  that  there  had  been  no  in- 
fraction, that  the  specification  was  defective.  That  was  a 
great  hardship  on  patentees,  for  they  did  not  know  exactly 
what  objections  to  be  prepared  to  meet.  To  remedy  this 
the  fifth  section  of  the  act  was  passed.  Now,  I  admit  that 
it  has  been  held  by  the  Court  of  Common  Pleas  that  upon 
an  application  before  trial  the  court  or  judge  has  power  to 
order  a  particular  of  the  objections,  which  shall  be  more 
specific  than  the  plea— it  shall  not  be  a  mere  echo  of  the 
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plea ;  but  the  question  is  not  now  what  might  have  been 
done  if  there  had  been  any  application  as  to  the  reforming 
or  amending  the  particular  of  objections,  but  you  are  now 
cx)nsidering  the  effect  of  the  objections  of  which  notice  was 
given,  no  objection  having  been  made  to  them,  and  whether 
the  whole  is  not  clearly  open  to  us.  The  result  of  the  de- 
cision in  Bulnois  v.  Mackenzie  (2  ante,  p.  480),  where  the 
objections  were  a  mere  echo  of  the  pleas,  is  that  the  court, 
under  their  general  jurisdiction,  have  a  right,  if  they  think 
fit,  to  order  the  notice  to  be  more  specific  before  trial,  in 
analogy  to  what  is  done  with  regard  to  particulars  of  the 
causes  of  action,  which  the  plaintiff  means  to  give  in  evi- 
dence at  the  trial ;  or  where  there  is  a  notice  of  set-oflf, 
or  a  plea  of  set-oflf,  a  particular  of  the  grounds  on  which 
that  plea  or  notice  of  set-off  may  be  substantiated  at  the 
trial. 

The  result  of  the  decision  in  Fisher  v.  Dewick  (2  ante, 
p.  490)  is,  that  the  court  had  jurisdiction  to  order  a  particu- 
lar that  should  disclose  more  than  was  to  be  gathered 
merely  from  the  pleas.  But  no  case  has  occurred  when, 
after  trial  or  at  the  trial,  the  objection  arose  that  the  notice 
was  insufficient,  and  I  apprehend  that  if  the  defendant  gives 
us  notice  of  objections  in  which  he  simply  stated  that  he 
objected  to  the  specification,  that  would  enable  him  to 
make  any  objection  to  the  specification  at  the  trial,  the 
plaintiflf  being  contented  with  that,  and  not  applying  to  the 
judge  or  the  court  for  a  better  particular  of  the  objection. 
[Lord  Abinger,  C.  B.  You  say  the  notice  was  large 
enough  to  embrace  the  objection  made  at  the  trial,  and  that 
if  it  did  not  comprehend  that,  if  anything  more  specific  was 
required,  they  should  have  applied  for  it  before  the  trial.] 
[Alderson,  B.  The  question  at  the  trial  is  only  whether 
the  words  of  the  notice  ai*e  sufficiently  large  to  include  the 
objection.]  Yes  ;  if  they  had  wished  to  know  in  what  re- 
spects we  said  the  specification  was  void  ;  then  I  do  not  dis- 
pute your  lordships'  authority  to  have  ordered  us  to  state 
in  what  respect,  and  then  we  might  have  gone  to  the  dimen- 
sions, to  the  shape  of  the  vessel,  and  so  on.  [Rolfe,  B. 
The  statute  is  very  strangely  worded.     If  you  prove  the  ob- 
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jections  in  the  notice,  the  language  of  the  statute  would  go 
to  show  that  you  may  prove  any  others  beside.]  [Alder- 
son,  B.  Suppose  it  was  simply,  the  specification  is  insuffi- 
cient. If  the  plaintiff  is  contented  to  take  that  as  notice, 
surely  any  objection  may  be  made  at  the  trial  to  show  that 
the  specification  is  insufficient.]  The  title  is  "improved 
application  of  air  to  produce  heat  in  fires,  forges  and  fur- 
naces where  bellows  or  other  blowing  apparatus  are  re- 
quired." Well,  then,  it  is  merely  an  improved  application 
of  air  to  produce  heat.  It  is  not  the  heated  air.  [Lord 
Abinger,  C.  B.  It  might  just  as  well  be  air  rendered 
colder.]  Yes  ;  because  if  the  vulgar  notion  had  turned  out 
to  be  true,  "  that  the  colder  the  air  the  better,"  then  this 
might  have  been  a  refrigerating  apparatus,  if  it  may  be  for 
a  heating  apparatus  ;  and  I  submit  that  one  objection  which 
is  oi)en  to  me,  and  which  was  reserved  at  the  trial,  is,  that 
under  a  title  "  improved  application  of  air,"  etc.,  he  cannot 
specify  an  invention  which  is  entirely  confined  to  the  tem- 
perature of  the  air  when  it  is  to  be  applied.  Such  of  your 
lordships  as  have  served  the  office  of  law  officer  to  the 
Crown  must  be  fully  aware  of  the  constant  attempts  that 
are  made  by  those  who  apply  for  patents  to  produce  a  title 
that  may  entirely  mislead — that  may  give  not  the  remotest 
notion  of  what  they  intend,  and  which  may  enable  them  for 
six  months,  or  whatever  period  it  may  be,  to  gather  together 
whatever  they  can  collect,  and  to  specify  it  at  the  end  of 
that  period.  Great  frauds  have  been  committed  on  that 
subject ;  and  it  would  be  a  most  salutary  decision,  and 
most  wholesome  and  beneficial,  if  your  lordships  were  to 
lay  down  a  rule  that  the  title  of  a  patent  should  at  least 
convey  some  idea  of  the  invention  for  which  the  patent  is 
supposed  to  be  granted.  Until  there  is  a  judicial  decision 
on  that  subject,  I  am  afraid  that  all  the  efforts  that^may  be 
made  to  resist  these  attempts  will  be  entirely  ineffectual. 
[Lord  Abinger,  C.  B.  I  am  afraid  it  is  too  late  to  agitate 
that.  If  the  specification  is  consistent  with  the  title,  that 
would  be  sufficient.  I  have  known  persons  who  had  great 
difficulty  in  finding  a  name  for  their  patent  invention.  I 
knew  a  very  useful  invention  set  aside  because  an  ingenious 
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person  at  the  bar  had  suggested  to  a  gentleman  to  take  as  a 
title  to  his  patent  **  a  tapering  brush  ;"  it  did  not  taper ;  it 
exi)anded]  (Rex  v.  Metcalfe,  1  ante,  p.  297).  I  never  would 
suggest  that  it  should  be  necessary  at  all  to  disclose  the 
mode  in  which  the  invention  is  to  be  carried  into  eflfect. 
For  if  you  required  that  the  title  of  the  patent,  which  im- 
mediately becomes  public,  should  at  all  disclose  the  inven- 
tion, fraudulent  persons  who  have  intents  in  progress  would 
specify  those  inventions ;  but  still  that  there  should  be 
some  general  notion  given  of  that  for  which  a  patent  is 
sought  would  be  most  salutary  and  highly  desirable. 
[Parke,  B.  It  would  be  for  the  Crown  to  adopt  that  by 
requiring  the  specification  to  be  enrolled  within  a  less  time 
than  six  months.  ]  I  may  mention  that  to  guard  against 
that  the  practice  now  generally  adopted  is  to  require  that 
there  shall  be  de  bene  esse  a  specification  lodged  with  the  At- 
torney and  Solicitor-General,  whigh  certainly  guards  against 
frauds  that  might  otherwise  be  practised  to  a  certain  de- 
gree. [Alderson,  B.  You  interpret  the  word  *^air"  as 
air  in  its  natural  state,  and  the  application  is  merely  the 
mode  in  which  it  is  brought  to  the  furnace.  This  title 
would  apply  to  a  tube  coming  perpendicularly  down  on  the 
furnace,  or  a  tube  coming  perpendicularly  up.  ]  Any  change 
in  the  blowing  apparatus.  It  certainly  tends  to  mislead  ; 
because,  supi)ose  that  a  person  had  a  patent  for  a  blowing 
apparatus,  he  would  suppose  that  this  might  be  an  infringe- 
ment upon  that  patent,  and  I  dare  say  there  were  attend- 
ances before  the  law  oflBicer  of  the  Crown  by  persons  who 
had  a  blowing  apparatus,  for  which  a  patent  was  granted, 
or  who  had  it  in  contemplation  to  solicit  a  patent  for  a 
blowing  apparatus.  But  this  excludes  the  notion  of  its 
being  at  all  a  mode  of  cooking  the  air,  of  dealing  with  the 
air  before  it  is  applied  ;  it  is  not  a  dealing  with  the  air,  but 
it  is  the  application  of  the  air.  [Lord  Abinger,  C.  B.  It 
certainly  does  not  suggest  heated  air  any  more  than  cold 
air.]  It  has  no  reference  to  the  temperature  of  the  air.  It 
is  supposed  to  be  atmospheric  air  of  the  ordinary  tempera- 
ture. [Lord  Abinger,  C.  B.  You  see,  if  he  had  put  ^^  an 
improved  mode  of  applying  air,"  that  might  have  involved 
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a  process  he  did  not  mean.  It  is  an  ^^  improved  application 
of  air."]  I  submit  that  under  this  title  for  which  the  pat- 
ent is  granted  there  is  no  specification  of  the  invention  for 
which  the  patent  is  granted,  for  the  patent  is  granted  for 
an  "improved  application  of  air  to  produce  heat,"  and 
what  is  specified  is  not  an  improved  application  of  air,  but 
an  alteration  in  the  quality  of  the  air,  not  in  the  application 
of  it.  [RoLFE,  B.  The  application  of  improved  air  instead 
of  an  improved  application.]  It  is  not  an  improvement  of 
the  application,  but  it  is  an  improvement  of  the  air.  The 
title  is  for  an  improved  mode  of  applying,  but  the  specifica- 
tion is  not  an  improved  mode  of  applying,  but  it  is  for  an 
improvement  of  that  which  is  to  be  applied  ;  and  although 
you  may  say  that  hot  air  is  air,  and  that  cold  air  is  air,  still 
this  not  only  does  not  contemplate  any  alteration  in  the  air 
to  be  applied,  but  I  say  that  it  excludes  it.  It  is  a  mode  of 
applying ;  it  is  not  a  mode  of  dealing  with  the  air ;  it  is 
not  what  the  air  shall  be — ^whether  the  air  shall  be  hot  or 
cold,  whether  it  shall  be  a  mixture  of  some  other  gas,  or 
what  it  shall  be  ;  but  it  is  merely  for  the  application  of  it, 
which  properly  looks  to  some  improvement  on  the  blowing 
apparatus,  and  does  not  at  all  contemplate  any  improve- 
ment by  which  the  temperature  of  the  air  shall  be  altered, 
either  by  heating  or  cooling.  [Lord  Abinoer,  C.  B.  It  is 
to  a  certain  extent  an  improvement  in  the  application,  and 
it  proposes  to  apply  the  air  by  making  it  pass  through  some 
medium  by  which  it  will  acquire  heat  before  it  enters  the 
furnace.  A  particular  form  or  shape  or  medium  is  no  part 
of  the  patent,  but  it  is  that  air  shall  pass  through  a  heating 
process  before  it  enters  the  furnace.  Would  it  not  be 
hypercriticism  to  say  that  it  was  not  an  improved  mode  of 
heating  air?  The  mere  discovery  of  hot  air  or  cold  air 
would  be  nothing.  Suppose  it  was  a  patent  in  these  words  : 
"  A  patent  for  an  invention  by  which  air  shall  be  heated 
before  it  enters  the  furnace.  I  do  not  claim  a  patent  either 
for  the  material  or  for  the  shape,  but  the  air  must  pass 
through  a  process  of  heating  before  it  enters  the  furnace."] 
If  the  patent  had  been  in  those  words,  it  certainly  would 
not  have  been  liable  to  this  objection,  because  that  would 
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have  been  a  mode  of  heating  the  air  before  it  enters  the  fur- 
nace, and  then  he  might  have  specified  the  mode  in  which 
the  air  is  to  be  heated ;  but  this  is  not  for  a  mode  of  heating 
the  air  before  it  enters  the  furnace,  but  a  mode  of  applying 
the  air.  [Lord  Abingeb,  C.  B.  No,  it  is  that  the  air  shall 
be  heated.  *'  The  particular  mode  in  which  it  is  to  be 
heated  I  leave  to  you,"  he  says.  "  My  discovery  is,  that 
it  shall  be  heated  by  passing  through  a  heating  process 
before  it  comes  to  the  furnace."] 

Next,  as  to  the  directions  which  are  given.  He  first 
merely  describes  the  common  blowing  apparatus,  etc.  Now, 
I  may  observe  that  there  can  be  no  doubt  that  some  direc- 
tions must  be  given  as  to  the  size  and  shape.  It  would  not 
do  merely  to  give  an  idea  that  the  air  shall  be  hot  instead 
of  cold.  I  think  one  of  the  witnesses  said  that  he  would 
dismiss  the  specification  ;  another,  that  he  would  make  ex- 
periments ;  some,  that  they  would  begin  with  a  cubical 
form  ;  others,  that  they  would  begin  with  a  tubular  form. 
But  I  apprehend  that  this  si)ecification  would  be  bad  unless 
it  gave  some  directions  with  regard  to  the  size  and  the 
shape  of  the  vessel  in  which  this  process  of  heating  is  to  be 
conducted.  You  cannot  have  a  specification  for  a  mere 
notion  ;  you  cannot  have  a'  patent  for  a  notion  or  a  prin- 
ciple ;  you  must  show,  according  to  the  terms  of  the  con- 
ditions, you  must  describe  and  ascertain  the  nature  of  the 
invention,  and  in  what  manner  the  same  is  to  be  performed. 
Is  not  this  a  most  material  part  of  the  specification  ?  The 
whole  novelty  consists  in  this  heating  vessel,  and  he  is  to 
tell  you  how  the  process  of  heating  is  to  be  conducted. 
Then,  after  stating  with  regard  to  size  what  is  clearly  incor- 
rect, he  tells  you,  in  the  most  absolute  and  unqualified 
manner,  that  the  form  or  shape  of  the  vessel  which  is  to  be 
so  employed  is  immaterial  to  the  effect.  It  is  said  there  are 
different  meanings  which  may  be  ascribed  to  the  word 
effect ;  that  it  is  the  result  of  the  operation,  the  beneficial 
effect  of  making  the  iron.  You  are  told  in  the  most  ex- 
press manner  that  you  may  adapt  the  form  of  the  vessel 
according  to  circumstances,  and  that  the  shape  is  wholly 
immaterial,  be  it  sphere,  cube  or  cylinder,  whether  a  series 
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of  spaces  or  a  'pertect  cube  or  cylinder,  long  or  short.  But 
the  fact  turns  out  just  the  contrary,  and  the  jury  have 
found  it  so.  One  witness  said  there  would  be  some  good 
effect  produced  even  from  a  cube,  but  it  was  quite  clear 
that  until  the  tubular  form  was  adopted  it  did  no  good  at 
all.  [Alderson,  B.  The  word  **  effect"  may  mean  one  of 
two  things.  It  may  either  mean  the  effect  which  hot  air 
will  produce  on  the  blast  furnace,  or  it  may  mean  the  effect 
which  fire  applied  to  the  vessel  would  have  in  heating  the 
air ;  which  of  those  does  it  mean  ?]  So  that  your  air  is 
heated,  it  is  very  immaterial  how  it  is  heated,  whether  it  be 
heated  in  a  sphere  or  in  a  cylinder.  It  will  not  do  for  a 
person  to  say  you  are  to  introduce  hot  air  into  the  blast 
furnace ;  he  must  show  the  Toodus  operandi.  [Alder- 
son,  B.  It  wiU  come  very  close  upon  Boulton  v.  Bull 
(1  a?ife,  p.  69),  the  only  Toodus  operandi  of  which  was  the 
condensing  in  a  separate  vessel ;  so  here  it  is  the  application 
of  heated  air,  the  air  being  heated  in  an  intermediate  sepa- 
rate vessel.  That  is  a  modus  operandi  sufficient  to  save  the 
patent.]  But  he  teUs  you  what  that  intermediate  vessel  is 
to  be,  and  he  professes  to  do  that.  [Alderson,  B.  He 
says  no  matter  how  you  do  it,  provided  in  an  intermediate 
vessel  you  bring  it  to  a  certain  temperature.  Then  the 
effect  will  be  the  same  on  the  blast  furnace.  My  invention 
is  hot  instead  of  cold  air.]  He  professes  to  tell  you  what 
is  to  be  the  size  of  the  heating  vessel,  and  he  tells  you  that 
the  form  is  immaterial.  Everything  depends  on  the  degree 
of  heat.  Then  what  is  the  effect  ?  It  is  to  heat.  These 
various  shapes  of  vessels  are  all  material  with  regard  to  the 
degree  of  heat,  the  effect  depending  entirely  on  the  degree  of 
heat,  and  therefore  the  effect  is  the  degree  of  heat.  It  was 
admitted  at  the  trial  that  this  must  be  erroneous  and  false, 
unless  you  can  engraft  upon  the  assertion  two  conditions — 
that  you  have  a  sufficient  degree  of  heat,  and  that  there 
shall  be  a  sufficient  current  of  air  to  propel  the  air  from  the 
regulator  to  the  blast  furnace.  [Lord  Abinger,  C.  B.  I 
suppose,  in  making  the  specification,  he  considered  that  it 
was  proper  to  propose  some  mechanical  illustration  of  his 
principle.    But  suppose  he  had  said  this :  My  invention 
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consists  in  the  application  of  heated  air  to  the  furnace  by 
means  of  any  of  the  methods  by  which  air  is  now  heated, 
or  any  other  method,  and  allowing  air  so  heated  to  pass 
through  a  tube  or  aperture  to  the  furnace.  Probably  he 
apprehended  that  if  he  stated  specifically  any  form  of  heat- 
ing air,  he  might  then  have  infringed  on  some  other  patent ; 
therefore,  suppose  he  had  said  simply.  My  invention  con- 
sists in  the  application  of  heated  air  by  making  the  air  pass 
through  a  heating  process  before  it  arrives  at  the  furnace, 
but  I  do  not  intend  to  describe  the  form  of  the  receptacle  ; 
I  leave  that  to  the  local  circumstances  and  Judgment  of  the 
parties  to  deal  with  such  matter,  stating  only  that  the 
hotter  you  get  the  air  the  better.  ]  If  at  the  time  he  knew 
what  was  the  proper  form  of  vessel,  and  he  had  specified  as 
your  lordship  suggests,  the  patent  clearly  would  have  been 
void.  [Lord  Abinger,  C.  B.  Yes,  if  he  had  known  it  at 
the  time.]  Because  he  was  bound  to  disclose  to  the  public 
the  most  beneficial  mode  he  was  aware  of  for  carrying  it 
into  operation.  I  should  doubt  whether  such  a  specifica- 
tion would  be  sufficient,  at  all  events  it  would  not  be 
untrue ;  it  might  be  defective,  it  would  not  be  false. 
[Parke,  B.  I  left  the  question  to  the  jury  whether  he  had 
improi)erly  concealed  the  discovery  he  made  that  the  vessel 
would  be  better  with  divisions  in  it,  because  he  had  clearly 
tried  that  before  the  specification.  The  jury  were  of  opinion 
that  he  had  not  been  guilty  of  a  fraud  in  that  respect.] 
There  was  no  fraud  imputed  to  him  ;  it  was  pure  ignorance. 
[Aldeeson,  B.  The  blowing  apparatus  was  perfectly  well 
known  ;  the  heating  of  air  was  perfectly  well  known ;  the 
twire  was  perfectly  well  known  as  applicable  to  blast  fur- 
naces ;  then,  what  he  really  discovered  is  that  it  would  be 
better  for  you  to  apply  air  heated  up  to  red  heat,  or  nearly 
so,  instead  of  cold  air  as  you  have  hitherto  done.  That  is 
the  principle  ;  that  is  the  real  discovery  ;  but,  in  order  to 
take  out  a  patent,  you  must  have  an  embodiment  of  the 
principle,  and  his  embodiment  of  the  principle  is  the  heat- 
ing of  air  in  a  separate  vessel,  intermediately  between  the 
blowing  apparatus  and  the  point  where  it  enters  the  fur- 
nace.   Then  he  says,  "  I  do  not  mean  to  claim  any  shape 
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in  which  it  is  done ;  it  may  be  done  in  a  vessel  of  any 
shape,  provided  only  you  have  such  a  vessel  of  such  a 
shape,  and  fire  so  applied  as  that,  in  the  intermediate  space 
between  the  blowing  apparatus  and  the  furnace,  the  air 
arrives  at  the  red  heat."]  And  to  gain  that  object  the  size 
is  to  be  always  increased  in  proportion  to  the  effect  that 
you  wish  to  gain,  and  the  form  and  shape  of  the  vessel  are 
altogether  immaterial ;  this  is  what  he  tells  you.  [Alder- 
son,  B.  Immaterial  to  the  effect  in  the  furnace,  but  not 
immaterial  as  to  the  mode  of  obtaining  heated  air.  That 
is  the  point  of  my  difficulty.  ]  It  being  the  true  l^gal  con- 
struction to  be  put  upon  it,  that  the  effect  is  the  degree  of 
heat  to  be  produced,  and  the  jury  having  found  that  the 
shape  of  the  vessel  is  most  material  as  to  the  degree  of  heat 
that  is  to  be  produced,  here  is  a  false  description  which  at 
least  has  a  tendency  to  mislead.  The  jury  have  found,  in 
answer  to  questions  that  were  submitted  to  them,  that  a 
person  skilled  in  the  blowing  apparatus  and  a  person  skilled 
in  the  heating  apparatus  would  not  be  misled  by  this  false 
statement  to  be  found  in  the  specification.  Is  it  to  be  a 
cure  for  a  false  statement,  in  a  material  part  of  the  specifi- 
cation, that  it  is  so  very  false  that  persons  of  skill  could 
see  that  it  was  false,  and  instead  of  going  by  the  specifica- 
tion, that  they  would  throw  the  specification  aside  and 
enter  on  a  course  directly  different  from  that  which  is 
recommended  i  A  specification  must  be  a  f  uU  communica- 
tion of  what  is  to  be  done  and  how  it  is  to  be  done,  and  it 
has  been  rei)eatedly  laid  down  that  a  specification  which 
requires  experiments  is  bad.  Most  of  the  witnesses  in  this 
case  said  they  would  make  exi)eriments  as  to  what  was  the 
best  8hai)e.  If  a  specification  is  bad  without  pointing  out 
the  modus  operandi^  if  it  points  out  a  viodus  operandi 
which,  if  followed,  would  defeat  the  object,  must  it  not, 
a  fortiori^  be  bad  %  and  it  is  not  enough  to  say  that  a  skil- 
ful and  scientific  person  would  find  out  that  there  was  a 
gross  blunder.  A  i)erson  who  is  to  follow  a  specification  is 
not  to  draw  on  his  own  resources  ;  he  is  to  follow  implicitly 
the  directions  he  receives,  and  if  those  directions  would 
mislead  him  the  specification  is  bad,  although  a  person  of 
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skill  and  science,  canvassing  it  and  reasoning  ui>on  it,  would 
discover  that  there  was  a  blunder,  and  the  jury  have  gone 
so  far  as  to  say  that  a  workman  of  ordinary  skill  would  dis- 
cover that  it  was  wrong.  [Parke,  B.  Is  there  any  case 
(the  impression  I  had  at  the  trial  was,  that  there  was  no 
case)  which  went  so  far  as  to  say  that  you  might  correct  a 
blunder  in  the  specification  by  the  testimony  of  ordinary 
workmen  only ;  that  they  were  to  read  expressions  that 
were  obscure  to  ordinary  meni  Is  there  any  case,  sup- 
posing this  to  be  a  blunder,  in  which  it  has  been  allowed  to 
correct  that  blunder  by  means  of  the  testimony  of  men  of 
ordinary  knowledge  on  the  subject  ?]  We  can  find  no  such 
case.  What,  then,  does  the  case  turn  out  to  be  ?  That  Mr. 
Neilson  had  a  notion  that  hot  air  might  be  used  benefi- 
cially. He  supposes  that  the  form  and  shape  of  the  vessel 
are  immaterial.  It  is  said  that  some  benefit  will  arise  what- 
ever the  form  or  shape  of  the  vessel  may  be  ;  he  either  does 
not  teU  you  what  is  the  proper  form  of  the  vessel,  or  he 
misleads  you  entirely  by  saying  the  form  and  shape  of  the 
vessel  are  immaterial.  If  they  are  material,  he  has  stated 
in  an  important  part  of  the  specification  what  is  false,  what 
will  mislead  a  workman  in  carrying  his  specification  into 
eflfect ;  and  after  that  how  can  it  be  said  that  he  has  truly 
ascertained  and  described  the  manner  in  which  his  inven- 
tion is  to  be  performed  ?  On  these  grounds  I  submit  that 
the  defendants  are  entitled  to  retain  the  verdict  on  the 
fourth  issue. 

Pollock^  against  the  rule.  An  expression  which  f eU  from 
Alderson,  B.,  appears  to  be  the  key  of  the  intention  of  the 
patentee,  that  he  confounded  the  heat  of  the  air  vessel  with 
the  heat  of  the  contained  air.  The  directions  given  through- 
out the  specification  do  not  apply  to  the  air,  but  to  the 
vessel  which  is  to  contain  the  air. 

I  entirely  agree  with  what  fell  from  one  of  your  lord- 
ships, that  if  it  had  been  distinctly  stated  in  terms  like 
these — a  blowing  apparatus  is  old,  methods  of  heating  air 
are  as  various  as  any  other  processes  in  the  arts,  and  my  in- 
vention consists  in  raising  the  temperature  of  the  air  to  600 
degrees  Fahrenheit  or  thereabouts,  by  any  process  known. 
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to  the  scientific  or  to  the  mechanical  world,  and  then  apply- 
ing the  air  so  heated — that  might  have  been  an  exceedingly- 
good  patent  for  aught  I  know.  But  that  is  not  the  patent 
which  Mr.  Neilson  has  taken  out.  He  had  never  made  any 
experiment  as  to  what  was  the  proper  temperature  ;  he  had 
some  vague  notion  that  the  heating  of  air  was  beneficial, 
without  ever  having  reduced  that  notion  sufficiently  into 
practice,  or  made  it  the  subject  of  experiment,  so  as  to  give 
it  to  the  world.  He  appears  to  have  made  some  experi- 
ments upon  a  small  scale  with  smith's  forges — ^where  you 
would  use  a  vessel  so  smaU  that  it  would  not  present  the 
difficulty  of  heating  the  air,  on  account  of  the  surface  to 
which  the  air  was  exposed  being  very  considerable  in  com- 
parison with  the  volume — ^and  to  have  succeeded  ;  and  then, 
by  a  process  of  induction,  to  have  come  to  the  conclusion 
that  the  multiplication  of  that  process  on  a  larger  scale 
would  be  attended  with  beneficial  results,  without  ever 
attending  to  the  important  element  in  enlarging  these  ves- 
sels advantageously,  that  you  must  take  care,  as  vessels  in 
point  of  capacity  increase  as  the  cube,  and  in  point  of  sur- 
face increase  only  as  the  square,  you  must  take  care  to  alter 
your  shape  when  you  come  to  increase  the  size  ;  you  must 
alter  your  shape  if  you  enlarge  your  dimensions,  so  that  the 
surface,  which  increases  as  the  square,  shall  be  in  the  same 
proportion  to  the  volume,  which  increases  as  the  cube,  in 
order  to  produce  the  same  effect  on  a  large  scale  that  you 
would  on  a  small  one.  You  will  see,  both  from  the  evi- 
dence at  the  trial  and  from  the  specification,  that  this  is  the 
true  solution  of  the  difficulty  into  which  Mr.  Neilson  ulti- 
mately got  when  he  came  to  specify  the  invention.  It  is 
never  mentioned  that  the  air  is  to  be  heated,  except  as  a 
sort  of  general  conclusion.  Air  is  never  the  nominative 
case  at  all.  The  heating  the  air  vessel  is  the  only  one. 
[Alderson,  B.  It  is  so  throughout.  I  I  contend  that  the 
vice  of  the  specification  is,  that  it  directs  nothing  but  the 
heating  of  the  vessel,  and  assumes  the  heating  of  the  air  as 
a  consequence,  and  yet  tells  you  that  the  shape  and  form 
of  the  vessel  which  is  to  be  heated  for  the  purpose  of  pro- 
ducing the  result  are  quite  immaterial  to  the  effect  to  be 
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produced.  I  have  no  doubt  that  Mr.  Neilson  thought  so  ; 
that  the  experiments  he  had  performed,  the  progress  he  had 
made  in  this  discovery,  were  such  only  as  to  induce  him  to 
form  that  opinion  ;  he  had  not  the  least  idea  of  the  impor- 
tant principles  that  are  involved  in  the  extension  of  this  dis- 
covery to  larger  and  other  matters,  and  therefore  he  gave  a 
statement  which  was,  so  far  as  he  was  then  concerned,  per- 
fectly candid  ;  that  was,  as  far  as  he  knew,  perfectly  true  ; 
but  when  it  comes  to  be  applied  to  the  larger  and  to  the 
greater  and  more  important  objects,  of  which  he  had  some 
notion,  there  is  no  doubt  the  information  he  communicated, 
that  the  shai)e  and  form  are  immaterial,  turned  out  to  be 
without  foundation.  Every  witness  was  obliged  to  admit 
it  was  not  true,  and  ultimately  the  jury  found  it  was  not 
true  ;  and  then  we  come  to  this — ^is  this  to  be  corrected  by 
the  jury  saying  that  a  workman  of  experience  would  not  be 
misled  by  it  ?  because  that  is,  after  all,  the  only  point  my 
friends  can  rest  on  as  getting  rid  of  the  objection.  It  ap- 
I)ears  to  me,  looking  at  all  the  cases,  that  the  rule  laid  down 
is  something  of  this  sort.  If  you  make  a  mistake,  as  by 
calling  air  an  imponderable  substance,  where  you  have  de- 
scribed what  you  mean — you  have  described  air — ^and  it  is 
manifest  from  the  rest  of  the  specification  that  what  you 
mean  is  the  atmospheric  air  which  we  breathe — ^it  is  of  no 
importance  whatever  whether  you  have  made  the  blunder 
of  calling  it  an  imponderable  substance ;  and  the  way  in 
which  that  objection  was  put  was  this — ^that  it  might  mis- 
lead the  public  to  apply  other  imponderable  substances ; 
but  as  the  only  imponderable  substances  which  the  phil- 
osophers admit  are  light  and  electricity —  [Alderson,  B. 
That  is  only  a  question  whether  it  is  imponderable  because 
they  cannot  weigh  them,  or  because  they  are  not  to  be 
weighed  at  all.]  [Rolfe,  B.  So  you  say  that  a  fixed  star 
is  at  an  immeasurable  distance,  because  there  is  no  means 
of  computing  it.]  Your  lordships  are  aware  that  if  the 
modem  and  apparently  the  more  correct  theory  concerning 
light  be  true,  that  it  is  the  vibration  of  a  medium,  and  not 
the  transmission  of  the  particles — ^then  light  can  no  more  be 
weighed  than  sound.     I  believe  most  persons  who  are  com- 
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petent  to  entertain  the  opinion  at  all  are  now  of  opinion 
that  it  is  a  vibration  and  not  the  transmission  of  an  actual 
substance.  I  think,  also,  there  was  a  case,  which  is  not  re- 
ported, where  sulphur  was  spoken  of  as  a  metal. 

Where,  therefore,  by  referring  to  another  part  of  the  speci- 
fication, suppose  to  the  drawing,  an  obvious  mistake  made 
is  corrected — there  are  several  cases  of  this  sort  not  reported 
where  it  was  left  to  the  jury — where,  for  instance,  two  parts 
in  a  drawing  appeared  to  be  connected,  but  in  the  descrip- 
tion it  was  quite  obvious  that  by  some  incaution  a  connec- 
tion was  left  which  ought  to  have  been  cut  oflf — ^you  are  to 
take  the  whole  together,  and  if  you  may  correct  the  state- 
ment by  the  drawing,  you  may  correct  the  drawing  by  the 
statement.  You  have  no  right  to  fix  on  a  particular  blunder 
and  say,  This  is  what  the  man  meant.  No,  he  says,  I  do 
not  mean  that ;  here  is  a  mistake ;  you  must  collect  my 
meaning  from  the  whole.  But  is  there  any  case  which  says 
this— that  if  a  man  in  the  manipulation,  or  in  the  statement 
of  the  machine  that  is  made,  deliberately  states  something, 
not  by  mistake,  but  deliberately  states  it,  and  it  turns  out 
to  be  wrong  and  to  be  material — ^that  in  the  very  operation 
itself  he  makes  a  mistake — ^is  there  any  case  which  will 
justify  this  doctrine  that  a  skilful  person  coming  in  will 
see  this,  though  an  ingenious  man  did  not  thoroughly 
understand  the  subject ;  it  is  a  pity  he  did  not  make  him- 
self better  acquainted  with  certain  jyarts  of  it ;  but  I,  coming 
in,  can  correct  that,  and  I  will  do  so  ?  Is  there  any  pre- 
tence for  saying  that  any  case  decides  anything  like  that 
doctrine  for  your  lordships  ?  It  would  place  the  whole  law 
of  patents  altogether  at  the  mercy  of  a  jury.  [  Alderson,  B. 
Lord  Eldon  lays  down  the  principle  so  long  ago  as  1800. 
He  says  patents  are  to  be  considered  as  bargains  between 
the  inventor  and  the  public,  to  be  judged  of  on  the  prin- 
ciples of  good  faith,  by  making  a  fair  disclosure  of  the  in- 
vention, and  to  be  construed  as  other  bargains.  That  is  the 
principle  which  must  be  taken  to  be  the  sound  principle.] 
Exactly.  [Lord  Abinger,  C.  B.  I  take  the  true  distinc- 
tion between  a  specification  that  a  man  of  science  may  con- 
strue, and  another  man  may  not  understand,  is  this  :  Where 
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the  specification  uses  scientific  terms,  which  are  not  under- 
stood except  by  persons  acquainted  with  the  nature  of  the 
business,  the  specification  is  not  bad  because  an  ordinary 
man  does  not  understand  it,  provided  a  scientific  man  does  ; 
but  where  the  si)ecification  does  not  make  use  of  technical 
terms,  where  it  uses  common  language,  and  where  it  states 
that  by  which  a  common  man  may  be  misled,  though  a 
scientific  man  would  not — when  it  does  not  profess  to  use 
scientific  terms  and  an  ordinary  man  reading  the  specifica- 
tion is  misled  by  it — ^it  would  not  be  good.] 

The  judgment  in  Rex  v.  Wheeler  (1  ayUe,  p.  317)  is  con- 
clusive. "  A  specification  which  casts  upon  the  public  the 
expense  and  labor  of  experiments  and  trial  is  undoubtedly 
bad.  If  it  be  said  that  all  these  matters  will  be  well  or 
easily  known  to  a  person  of  competent  skill  (and  to  such 
only  the  patentee  may  be  allowed  to  address  himself),  then 
the  invention  will  not  in  reality  have  given  any  useful  or 
valuable  information  to  the  public  ;  so  that,  in  either  way 
of  viewing  the  case,  there  is  either  no  certain  and  clear  pro- 
cess described,  or  the  process  described  is  such  as  might  be 
practised  without  the  assistance  of  the  patentee."  If  a 
person  of  skill  is  to  come  in,  and  by  means  of  his  skill  and 
experience  without  experiment  is  to  correct  the  blunder, 
and  not  to  follow  the  directions,  because  he  says  that  the 
writer  of  those  directions  did  not  understand  the  subject 
upon  which  he  was  writing  and  had  not  sufficiently  matured 
his  discovery,  or  performed  his  experiments  so  as  to  give 
the  world  the  information  they  had  a  right  to  ask,  and  in 
consequence  of  that  has  fallen  into  that  error,  then,  I  say, 
this  doctrine  of  Rex  v.  Wheeler  applies.  [Aldebsods^,  B. 
I  take  the  distinction  between  a  patent  for  a  principle  and 
a  patent  which  can  be  supported  is,  that  you  must  have  an 
embodiment  of  the  principle  in  some  practical  mode  de- 
scribed in  the  specification  of  carrying  the  principle  into 
actual  effect,  and  then  you  take  out  your  patent,  not  for 
the  principle,  bat  for  the  mode  of  carrying  the  principle 
into  effect.  In  Watt's  patent,  which  comes  the  nearest  to 
the  present  of  any  you  can  suggest,  the  real  invention  of 
Watt  was,  that  he  discovered  that  by  condensing  steam  in 
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a  separate  vessel  a  great  saving  of  fuel  would  be  effected  by 
keeping  the  steam  cylinder  as  hot  as  possible,  and  applying 
the  cooling  process  to  the  separate  vessel  and  keeping  it  as 
cool  as  i)ossible,  whereas  before  the  steam  was  condensed  in 
the  same  vessel ;  but  then  Mr.  Watt  carried  that  practically 
into  effect  by  describing  a  mode  which  would  effect  the  ob- 
ject. The  dMculty  which  presses  on  my  mind  here  is,  that 
this  party  has  taken  out  a  patent,  in  substance  like  Watt's, 
for  a  principle — ^that  is,  the  application  of  hot  air  to  fur- 
naces ;  but  he  has  not  practically  described  any  mode  of 
carrying  it  into  effect.  If  he  had,  perhaps  he  might  have 
covered  all  other  modes  as  being  a  variation.] 

[At  a  subsequent  part  of  the  case  the  following  remarks, 
closely  connected  with  the  preceding,  occurred  : 

Alderson,  B.  It  is  very  difficult  to  see  why  Watt's  pat- 
ent was  not  for  a  principle. 

JFoUett.    It  was  not  for  the  principle  alone. 

Alderson,  B.  It  is  very  difficult  to  see  what  is  a  patent 
for  a  principle  and  for  a  principle  embodied  in  a  machine, 
because  a  patent  can  only  be  for  a  principle  embodied  in  a 
machine. 

Follett  Your  lordship  sees,  if  any  strict  rule  is  laid 
down  on  such  a  subject,  what  effect  that  would  operate, 
because  all  great  discoveries  are,  in  fact,  discoveries  of 
principles  ;  and,  therefore,  if  the  principle  is  at  all  capable 
of  being  canied  into  effect,  it  seems  extremely  hard  that  a 
party  who  has  made  a  most  valuable  discovery  should  not 
be  protected. 

Aldbrson,  B.  Only  you  cannot  take  out  a  patent  for  a 
principle. 

Follett.  Unless  you  point  out  a  mode  of  carrying  the 
principle  into  effect. 

Parke,  B.    It  must  be  for  a  manufacture. 

Alderson,  B.  I  have  always  thought  that  the  real  test 
was  this  :  that  in  order  to  discover  whether  it  is  a  good  or 
a  bad  patent,  you  should  consider  that  what  you  cannot 
take  out  a  jmtent  for  must  be  considered  to  have  been  in- 
vented pro  bono  publico — ^that  is  to  say,  the  principle  must 
be  considered  as  having  had  an  anterior  existence  before 


290  ENGLISH  PATENT  CASES.  [i84l. 

the  patent.  Now,  supposing  in  Watt's  case  it  had  been 
known  that  to  condense  in  a  separate  vessel  was  a  mode  of 
saving  fuel,  then  Watt  certainly  would  have  taken  out  a 
patent  for  carrying  into  effect  that  principle  by  a  particular 
machine ;  but  then  his  patent  would  have  been  for  a  ma- 
chine ;  and  if  I  invented  a  better  machine  for  carrying  out 
the  principle,  I  do  not  infringe  his  patent  unless  my  ma- 
chine is  a  colorable  imitation. 

Follett.  That  would  dex)end  on  the  nature  of  the  ma- 
chine. 

Alderson,  B.  But  you  must  embody  the  principle  in 
the  machine,  and  you  stop  all  possible  improvements,  be- 
cause you  infringe  the  principle,  which  you  have  no  right 
to  do  ;  it  is  the  principle  of  the  machine.  It  is  very  diffi- 
cult for  a  jury  to  distinguish  that,  but  it  is  the  most  essen- 
tial thing  possible.  Now,  here,  supposing  it  had  been 
known  that  hot  air  applied  to  a  furnace  was  a  great  im- 
provement on  cold  air,  and  that  this  person  had  taken  out 
his  patent,  and  this  patent  was  a  patent  for  the  application 
of  a  well-known  thing,  the  hot  air  to  furnaces ;  then  he 
takes  out  a  patent  for  applying  it,  by  means  of  an  inter- 
mediate reservoir  between  the  blast  furnace  and  the  bellows  ; 
then  surely  anybody  else  may  apply  the  same  principle, 
provided  he  does  not  do  it  by  a  reservoir  intermediately 
between  the  blast  furnace  and  the  bellows,  and  the  question 
for  a  jury  is  whether  or  not  a  long  spiral  pipe  is  a  reservoir  ; 
if  it  be  not  a  reservoir,  or  a  colorable  imitation  of  a  reser- 
voir, it  is  no  infringement.] 

With  respect  to  what  has  f aUen  from  your  lordship  about 
taking  out  a  patent  for  a  principle,  it  is  theoretically  true, 
but  practically  it  is  not  true.  Practically,  you  can  have  a 
patent  for  a  principle — that  is,  if  you  embody  your  prin- 
ciple in  any  clear,  definite  and  distinct  form,  no  other  i)er- 
son  shall  be  allowed  to  take  that  principle  and  embody  it 
in  some  other  form  merely  copied  from  yours.  [Alder- 
son,  B.  But  then  you  must  perform  the  previous  con- 
ditions, and  embody  it  in  some  practical  form.]  Yes,  you 
must  develop  your  principle,  and  you  must  correctly  de- 
velop it,  and  you  must  put  it  in  some  shape,  and  when  you 
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put  it  in  that  shape  no  i)erson  can  be  allowed  to  come  and 
steal  the  spirit  of  the  invention,  and  put  it  into  some  other 
shape  different  from  yours,  provided  the  jury  think  that 
that  other  shape  is  an  imitation  of  your  shape.  Here  the 
party  states  that  the  shape  and  form  are  immaterial,  where- 
as not  only  the  witnesses  did  prove  the  fact,  but  without 
proof  it  is  abundantly  obvious,  and  it  is  quite  clear  that  the 
shape  and  the  form  are  of  the  very  essence  of  carrying  it 
out  to  the  extent  of  which  Mr.  Neilson  complains  ;  that  is, 
an  imitation  or  an  infringement  of  his  patent.  [Alder- 
SOX,  B.  You  see,  you  do  not  interfere  with  any  benefit 
which  the  inventor  has,  if  the  inventor  knows  of  no  particu- 
lar mode  of  carrying  his  principle  into  effect ;  you  do  not 
interfere  with  any  benefit  which  he  ever  had,  if  he  never 
had  a  practical  mode  of  carrying  it  into  effect.  Your  prac- 
tical mode  of  carrying  it  into  effect  does  not  interfere  with 
him.  Then  the  question  is  whether  that  is  so.]  I  trust 
that  the  direction  of  the  learned  judge  who  presided  at  the 
trial  will  be  considered  as  perfectly  correct,  that  the  speci- 
fication  contains  an  important  statement  with  reference  to 
carrying  into  effect  the  supposed  invention,  which  state- 
ment is  not  true  ;  and  that  it  is  contrary  to  the  first  prin- 
ciples of  law  that  with  reference  to  an  instrument  of  this 
description  a  jury  might  be  i)ermitted  to  say  that  because 
a  i)erBon  coming  with  skill  adapted  to  the  subject  might 
correct  that  blunder  or  misstatement,  that,  therefore,  the 
si>ecification  is  in  compliance  with  the  proviso  contained  in 
the  letters  patent. 

Follett^  in  support  of  the  rule  to  enter  a  verdict  for  the 
plaintiffs.  It  is  necessary  that  we  should  understand  the 
position  in  which  the  parties  were  at  the  time  this  patent 
was  taken  out,  what  it  was  taken  out  for,  and  what  it  is 
that  has  been  done  under  it ;  for  I  do  not  deny  that  im- 
provements may  have  been  made  on  the  patent  of  Mr.  Neil- 
son — ^that  parties  may,  by  experiment,  have  improved  on 
what  he  discovered.  It  may  or  may  not  be  so.  The  form 
of  vessel  used  by  the  defendants  may  be  the  best  adapted, 
or  it  may  not  be,  for  heating  the  blast  furnace.  If  it  be  an 
improvement,  or  if  there  be  anything  in  that  invention  or 
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in  that  mode  of  carrjring  it  into  eflfect  which  is  an  improve- 
ment on  the  patent  of  Mr.  Neilson,  it  may  be  that  the 
'  parties  might  have  been  entitled  to  a  patent  for  that  im- 
provement ;  but  I  deny  their  right  to  use  that  vessel  or  to 
use  that  mode  of  heating  the  furnace  during  the  existence  of 
Mr.  Neilson' s  patent.  Now,  I  would  pray  of  your  lord- 
ships to  consider  the  position  in  which  the  parties  stood  at 
the  time  the  patent  was  taken  out.  It  is  said  to  be  a  patent 
for  a  principle.  The  real  discovery  in  truth  was  this,  that 
inasmuch  as  prior  to  Mr.  Neilson' s  discovery  the  iron- 
masters and  smelters  of  iron  had  used  the  blast  for  the 
blast  furnaces  cold,  that  they  had  considered  the  cold  blast 
the  best  adapted  for  the  purpose  of  the  furnaces  for  smelt- 
ing iron — that  was  the  course  adopted  prior  to  this  patent 
— the  principle  of  this  discovery,  and  the  principle  for 
which  the  patent  is  taken  out,  accompanied  with  the  mode 
of  carrying  it  into  effect,  is,  that  instead  of  using  cold  air  it 
will  be  an  improvement  in  the  smelting  of  iron  to  use  heated 
air  in  the  furnace.  That  is  the  valuable  discovery.  I  agree 
that  that  in  itself  is  a  mere  principle  ;  it  is,  that  you  are  to 
use  hot  air  instead  of  cold — ^a  very  valuable  discovery,  and 
a  most  important  one.  Then  it  is  necessary  that  the  pat- 
entee should  not  only  have  discovered  that  principle,  which 
is  in  itself  so  valuable,  but  that  he  should  find  out  a  mode 
by  which  air  may  be  introduced  in  a  heated  state  into  the 
furnace  ;  and  if  he  finds  out  a  mode  by  which  air  may  be 
introduced  in  a  heated  state  into  the  furnace,  then  I  appre- 
hend he  is  entitled  to  take  out  a  patent  for  the  valuable  dis- 
covery he  has  made,  accompanied  with  the  mode  of  carrying 
it  into  effect.  That  is  the  position  in  which  Mr.  Neilson 
stood. 

It  has  been  said  that  Mr.  Neilson  was  not  aware  of  the 
nature  and  principle  of  his  discovery.  It  arose  from  the 
knowledge  of  the  fact  that,  if  you  poured  the  air  in  a  cold 
state  into  the  furnace,  the  operation  of  the  heat  would  be 
employed  to  heat  that  cold  air,  and  that  if  you  put  it  in  a 
hot  state  that  degree  of  heat  would  not  be  taken  from  the 
combustible  materials  in  the  furnace.  That  was  a  discovery 
partly  from  knowledge  and  partly  from  experience  in  the 


1841.]  NEILSON  V.  HARFORD.  363 

heating  of  furnaces.  Now,  that  is  to  be  carried  into  effect. 
The  way  of  heating  air  was  not  a  discovery  of  Mr.  Neil- 
son's,  and  I  cannot  help  thinking  that  a  great  part  of  the 
argument  on  the  other  side  and  a  great  part  of  this  discus- 
sion have  arisen  from  confounding  the  heating  of  air  with 
the  application  of  heated  air  to  the  furnace.  The  mode  of 
heating  air  was  perfectly  well  known  ;  it  was  no  discovery 
of  Mr.  Neilson'  s  ;  everybody  knew  it.  Air  had  been  heated, 
and  there  had  been-  different  shaped  vessels  employed  for 
heating  the  air ;  for  heating  the  air  economically,  and  for 
heating  it  to  a  higher  or  lesser  degree  of  temperature  ;  all 
that  was  perfectly  well  known.  Mr.  Neilson,  therefore, 
does  not  profess  to  take  out  a  patent  for  heating  air,  nor 
does  he  profess  to  give  any  instructions  or  give  any  direc- 
tions as  to  the  mode  in  which  air  can  be  heated,  because 
that  was  a  matter  perfectly  well  known  before  ;  and  I  ap- 
prehend that  if  he  had  made  as  a  part  of  his  patent  any 
statement  with  respect  to  the  principle  of  heating  air,  as 
that  of  giving  a  more  extended  surface  for  heating,  or  de- 
scribed any  mode  by  which  the  temperature  might  be  in- 
creased, and  had  inserted  that  as  a  part  of  the  specification 
of  his  patent,  the  patent  would  have  been  altogether  bad, 
because  that  was  perfectly  well  known  and  practised  at  the 
time.  The  mode  of  heating  air  being  known,  and  the  prin- 
ciple of  Mr.  Neilson' s  discovery  being  that  it  would  be 
better  to  apply  air  heated  to  a  furnace,  what  is  it  he  claims 
by  his  patent  ?  Does  he  give  any  mode  of  carrying  that 
principle  into  effect  ?  Now,  I  will  read,  without  any  state- 
ments of  my  own,  the  observations  of  one  of  your  lordships 
on  that  point,  because  it  puts  the  matter  in  a  very  clear 
light.  I  do  not  read  it  in  the  way  of  a  judgment,  but  as  a 
suggestion  coming  in  as  to  what  really  was  done  by  Mr. 
Neilson  with  regard  to  this  patent.  The  learned  judge  at 
the  trial  stated  the  ground  thus  :  '*  If  the  specification  is  to 
be  understood  in  the  sense  claimed  by  the  plaintiffs,  the  in- 
vention of  heating  air  between  the  time  it  leaves  the  blow- 
ing apparatus  and  is  introduced  into  the  furnace  in  any 
way  in  any  close  vessel  which  is  exposed  to  the  action  of 
heat,  there  is  no  doubt  that  the  defendants'  machinery-  is 
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an  infringement  of  that  patent/'  What  the  learned  judge 
there  referred  to  was  the  question  upon  this  passage  bi  the 
specification,  which  has  been  the  subject  of  discussion  be- 
fore your  lordships,  not  that  the  patent  was  not  good, 
because  it  was  only  for  a  principle,  because  here  there  is  a 
mode  of  carrying  that  principle  into  effect,  and  the  mode 
of  carrying  that  principle  into  effect  is  this — that  you  shall 
heat  the  air  in  a  closed  vessel,  between  the  blowing  appa- 
ratus and  the  furnace,  and  the  air  is  to  pass  from  the  com- 
mon blowing  apparatus  into  a  closed  vessel ;  and  in  that 
closed  vessel  it  is  to  be  heated,  and  then  to  pass  from  that 
closed  vessel  into  the  furnace.  Now,  there  may  be  many 
other  modes  suggested,  for  aught  I  know,  in  which  heated 
air  may  be  introduced  into  blast  furnaces.  It  may  be  so  ; 
but  the  patent  of  Mr.  NeiLson  is  for  introducing  heated  air 
into  blast  furnaces,  by  means  of  a  vessel  which  is  to  heat 
the  air  between  the  blowing  apparatus  and  the  furnace. 
Now,  that  is  the  patent  which  Mr.  Neilson  takes  out. 
There  is,  therefore,  a  distinct  mode  of  carrying  the  principle 
into  effect.  Now,  one  of  your  lordships  observed  that  the 
blowing  apparatus  was  perfectly  well  known  before ;  the 
heating  of  air  was  perfectly  well  known  before  ;  you  there- 
fore have  a  blowing  apparatus  well  known,  you  have  the 
heating  of  air  well  known,  and  you  have  the  mode  of  smelt- 
ing iron  in  a  furnace  well  known.  What  is  this  patent 
taken  out  for  ?  Why,  the  patent  is  taken  out  for  passing 
the  air  hot  instead  of  cold,  and  by  doing  it  in  this  mode — 
namely,  by  having  one  close  vessel  between  the  blowing 
apparatus  and  the  furnace.  What  is  there,  therefore,  to 
find  fault  with  in  the  patent  as  regards  the  discovery  of  the 
plaintiff,  no  doubt  a  most  valuable  principle  ;  though  I  do 
not  deny  that  my  friend  may  be  perfectly  right  in  this,  that 
since  Mr.  Neilson' s  discovery  a  mode  has  been  found  out 
by  which  there  may  be  a  great  economy  of  fuel.  I  do  not 
mean  fuel  in  the  furnace,  because  there  is  no  evidence  of 
that  at  all ;  the  great  advantage  of  the  different  shaped 
vessel  is  that  you  save  the  fuel  in  the  heating  of  the  vessel, 
and  which  becomes  less  expensive  by  having  a  particular 
construction  of  vessel  to  save  the  fuel  there.     [Parke,  B. 
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You  save  the  fuel  in  the  furnace  also  by  introducing  hot 
air.]  Yes,  my  lord,  by  introducing  hot  air.  [Alderson,  B. 
They  only  save  fuel  in  the  operation  of  heating  the  air.] 
That  is  to  say,  by  making  the  heating  vessel  of  the  con- 
struction which  they  say  they  now  do,  those  vessels  require 
less  fuel  to  heat  them  in  the  furnace  between  the  blowing 
apparatus  and  the  smelting  furnace  than  they  would  if 
made  of  the  shape  which  Mr.  Jessop,  who  was  the  first  wit- 
ness, an  iron-master,  used  ;  he  used  the  bottle-shape.  They 
save  fuel,  and  therefore  they  are  more  advantageous.  And, 
my  lords,  they  may  also  do  this — they  may  raise  the  air  to 
a  higher  temperature  by  being  of  that  shape.  [Parke,  B. 
And  that  saves  fuel  in  the  furnace.]  That  there  was  no 
evidence  of,  because  there  seems  a  discrepancy  of  opinion 
on  the  subject  whether  the  heating  of  the  air  carried  be- 
yond a  certain  point  is  or  is  not  beneficial.  [Parke,  B. 
There  is  no  difference  of  opinion  upon  the  evidence  as  to 
that  the  greater  the  heat  of  the  air  the  better.  But  the 
difficulty  of  that  is,  that  it  renders  greater  expense  neces- 
sary in  constructing  the  furnace  of  such  materials  as  to  re- 
sist great  increased  heat.]  There  is  a  diflference  of  opinion 
as  to  whether  the  carrying  the  air  above  a  certain  tempera- 
ture may  be  beneficial  or  not ;  but  the  question  on  this  rule 
is  whether  upon  the  specification  and  evidence  there  is  any- 
thing to  render  the  patent  wholly  void.  It  has  been  said, 
**  Is  it  right  that,  after  the  iron-masters  have  brought  this 
to  such  perfection,  Mr.  Neilson  shall  come  and  say  this  is 
an  infringement  of  my  patent?"  Why  may  I  not  retort, 
whether  after  Mr.  Neilson  has  made  this  most  invaluable 
discovery,  that  the  application  of  heated  air  to  a  furnace  is 
so  great  an  improvement,  and  has  taken  out  a  patent  for 
that  purpose,  and  the  mode  of  carrying  it  into  effect — that 
pending  the  existence  of  that  patent,  is  it  right  to  avail 
themselves  of  Mr.  Neilson' s  discovery  and  turn  that  dis- 
covery to  their  own  profit  and  advantage  without  any  com- 
I)ensation  to  him  ?  It  may  be  perfectly  true,  for  aught  I 
know,  that  their  mode  of  doing  it  is  the  best  mode  that  can 
be  adopted ;  but  it  does  not  at  all  follow,  therefore,  that 
they  have  a  right  to  infringe  on  the  patent  of  Mr.  Neilson, 
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who  discovered  that  principle  and  the  mode  of  applying  it. 
It  may  be  that  they  have  made  an  improvement,  and,  as  I 
said  before,  it  may  be  the  subject  of  a  patent,  yet  the  de- 
fendants are  not  the  persons  who  did  that.  Other  parties 
who  have  used  this  thing  for  years  have  paid  Mr.  NeUson 
regularly  for  a  license,  and  your  lordships  wiU  observe  we 
are  now  approximating  almost  to  the  close  of  this  patent, 
when  these  defendants  have  thought  it  right  to  set  up  this 
question,  on  the  form  in  which  they  are  using  the  vessel, 
as  an  answer  to  the  claim  of  the  plaintiff. 

But  on  what  grounds  is  it  this  specification  is  defective  ? 
Your  lordships  will  observe  that  it  is  not  taken  out  even  for 
the  most  effectual  mode  of  smelting  iron  in  a  furnace — ^it  is 
taken  out  for  an  improvement  on  the  old  method  of  smelt- 
ing ;  it  is  said  this  is  an  improved  mode  of  introducing  the 
air  into  the  furnace  for  the  purpose  of  smelting  iron  ;  that 
is  aU  that  the  patent  is  for.  And  I  apprehend  that  if  that 
specification  had  described  an  improved  method — if  it  had 
shown  an  improved  method  of  introducing  the  air  into  the 
furnace — there  would  have  been  no  objection  to  the  validity 
of  the  patent,  although  it  might  tarn  out  that  other  im- 
provements and  other  discoveries  may  show  that  the  dis- 
covery of  the  patentee  himself  might  be  carried  into  still 
more  beneficial  effect ;  it  would  not  make  his  patent  void, 
because  he  has  taken  out  his  patent  for  an  improvement  on 
the  old  mode,  and  the  question  is  whether  his  patent  be  or 
not  an  improvement  on  the  old  mode,  whether  it  can  be  car- 
ried into  effect  beneficially  so  as  to  be  a  benefit  on  the  old 
mode. 

In  this  case  all  the  witnesses  stated  distinctly  that  no  ex- 
periment was  necessary,  but  that  any  i)erson  of  ordinary 
skill —  [Parke,  B.  That  no  experiment  was  necessary  to 
produce  a  beneficial  effect.]  That  is  what  I  am  stating  ;  I 
am  not  stating  that  experiments  might  not  be  necessary  to 
make  improvements  on  the  discovery ;  but  I  say  the  dis- 
covery is  for  an  improvement  in  the  mode  of  heating  the 
furnace,  and  I  say  that  no  exi)eriments  whatever  were 
necessary  for  that.  Then  I  say,  you  have  here  upon  the 
evidence  a  patent  taken  out  for  an  improvement ;  you  have 
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a  patent  taken  out  for  a  principle  carried  into  effect,  which 
is  said  to  be  an  improvement  on  the  old  course  of  proceed- 
ing, and  every  witness  in  the  case  states  that,  without  any 
experiment  of  any  sort  or  kind,  no  i)erson  of  the  most 
ordinary  skill  could  fail  in  carrying  it  into  Effect.  The 
patent  says,  I  have  discovered  a  valuable  improvement  in 
the  smelting  of  iron ;  I  tell  you  my  improvement  is,  you 
are  to  introduce  the  air  heated  ;  I  tell  you  how  to  do  that, 
by  placing  the  heating  vessel  in  one  part  of  this  apparatus, 
pass  your  air  through  it  and  into  the  furnace  ;  there  is  no 
witness  who  does  not  say  that  that  is  an  improvement — ^that 
it  is  a  great  improvement ;  that  it  is  worth  while  for  any 
I)erson  to  adopt  it.  Taking  the  words  which  the  learned 
judge  thought  it  right  to  put  to  the  jury,  taking  everything 
into  consideration  relating  to  the  expense,  that  it  is  an  im- 
provement that  no  one  would  hesitate  to  adopt ;  that  there 
is  no  one  who  could  not  carry  it  into  effect,  and  that  it  is  a 
great  improvement,  I  ask,  where  is  the  objection  to  the  pat- 
ent i  And  if  any  one  tells  me  that  since  the  patent  was 
taken  out  I  have  discovered  other  modes  of  applying  this 
which  are  more  beneficial,  that  is  no  answer  to  the  patent, 
because  the  patent  does  not  profess  this  to  be  the  most 
beneficial  mode  ;  it  professes  to  be  an  improvement,  and  it 
points  out  the  mode  in  which  that  improvement  can  be 
effected. 

The  whole  question  upon  the  specification,  supposing  we 
are  at  liberty  to  enter  into  a  discussion  upon  the  meaning 
of  words  here  (which  I  apprehend  after  the  finding  of  the 
jury  we  are  not),  is  on  the  meaning  of  the  word  ^'  effect." 
It  means  the  form  or  shape  of  the  vessel  is  immaterial  to 
the  effect  to  pass  hot  air  into  the  furnace  ;  that  it  is  entirely 
immaterial  as  to  the  effect  produced — that  is,  the  passing 
of  heated  air  into  the  furnace  ;  it  does  not  mean  it  is  imma- 
terial to  the  degree  of  heat  to  be  given  to  the  air  in  the  ves- 
sel, but  that  it  is  entirely  immaterial  to  the  effect  of  my 
patent,  that  being  for  passing  heated  air  into  the  blast  fur- 
na«e,  and  you  may  heat  the  air  in  a  vessel  of  any  shape  you 
like.  You  may  adapt  your  vessel  to  the  local  circum- 
stances ;  you  may  heat  your  air  by  means  of  a  vessel  of  a 
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tubular  shape,  square  shape,  pipe  shape,  or  any  other  shape 
you  like — ^it  is  still  entirely  immaterial  to  the  effect  for 
which  my  patent  is  taken  out,  for  the  air  will  pass  from 
that  vessel  so  heated  into  the  blast  furnace  in  a  heated 
state.  [Alderson,  B.  There  is  another  sense  to  the  word 
'^  effect,"  which  would  equally  answer  your  purpose,  which 
is  this :  if  the  vessel  contain  a  certain  number  of  cubic 
inches  of  air  heated  up  to  a  certain  point,  the  form  or  shape 
of  the  vessel  is  immaterial^  because  the  access  to  the  cold 
air,  which  is  supplied  from  the  blowing  apparatus  at  a  given 
rate,  itself  produces  no  effect,  the  effect  depending  upon  the 
quantity  and  not  on  the  shape  ;  that  will  give  full  effect  to 
the  word.]  Yes  ;  but  in  this  way  of  looking  at  it  what  I 
submit  is,  that  the  word  "effect"  does  not  mean  the  effect 
of  the  air  in  the  vessel  which  is  heating  it,  and  that  was  the 
assumption  which  the  learned  judge  made  at  the  trial,  and 
upon  which  the  jury  held  it  to  be  inaccurate. 

It  was  not  the  intention  of  Mr.  Neilson  in  this  case  to 
give  any  direction  or  to  make  any  observation  at  all  on  the 
effect  of  heating  air  according  to  the  shape  or  form  of  the 
vessel ;  and  I  say  so  for  this  reason,  that  your  lordships  are 
aware,  and  it  is  proved,  indeed,  by  the  evidence,  that  there 
were  many  patents  at  that  time  in  existence  for  particular 
shaped  vessels  for  heating  the  air.  Now,  supposing  that 
one  of  those  vessels  for  heating  the  air  had  been  made 
adapted  to  a  furnace  in  one  particular  place  or  situation, 
why,  the  party  might  use  that  vessel  without  any  altera- 
tion of  effect  as  regards  the  object  of  the  patent — ^namely, 
the  passing  of  heated  air  into  a  furnace ;  but  it  may  so 
happen  that  another  form  of  patented  vessel  for  heating  air 
might  be  used  with  much  more  economy  of  fuel,  or  might 
in  fact  produce  a  higher  temperature  with  a  less  degree  of 
expense,  but  still  it  would  be  perfectly  immaterial  to  the 
effect  on  the  furnace  ;  the  form  or  shape  of  the  vessel  would 
be  wholly  immaterial  for  that  purpose,  the  purpose  for 
which  the  patent  was  taken  out.  Therefore  the  word 
"  effect"  here,  I  apprehend,  does  not  mean  at  all  to  apply 
— ^it  was  never  considered  by  the  jury  to  apply  at  all — ^to  the 
degree  of  heat  to  be  given  to  the  air.    And  if  you  were  to 
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take  it  even  in  the  way  Sir  P.  Pollock  has,  for  the  first 
time,  suggested  (for  we  never  heard  of  this  way  of  reading 
it  at  the  trial),  that  the  words  in  the  other  part  apply  to 
the  vessel  itself,  that  the  vessel  itself  is  to  be  heated  to  a 
certain  temperature,  that  leaves  still  the  question  of  the 
specification  untouched,  because  if  the  vessel  is  to  be  heated 
to  a  proper  temperature,  no  matter  what  its  size  may  be,  if 
the  air  be  heated. 

I  submit  to  your  lordships  that  the  whole  question  upon 
the  validity  of  the  specification — ^that  is,  on  the  meaning  of 
the  specification,  and  whether  it  can  or  cannot  be  carried 
into  effect,  is  a  question  for  the  jury,  and  not  for  the  court, 
and  that  the  jury  are  to  put  their  construction  upon  the 
meaning  of  the  words,  and  that  the  jury  are  to  say  whether 
the  words  are  or  not  sufficient,  and  that  it  is  for  them  to  say 
whether  the  specification  does  sufficiently  show  the  mode 
of  carrying  the  invention  and  discovery, '  which  the  pat- 
entee supposed  he  had  made,  into  practical  effect.  [Lord 
Abinger,  C.  B.  Why  is  the  specification,  which  is  a 
written  instrument,  more  particularly  to  be  considered  by  a 
jury  than  any  other  instrument  ?  The  meaning  of  scientific 
words  must  be  matt;er  of  evidence.]  [Alderson,  B.  The 
construction  of  it  is  surely  for  the  court.]  I  do  not  know 
quite  the  extent  to  which  it  is  supposed  the  authorities 
have  gone  in  stating  that  certain  papers  are  for  the  court. 
In  many  cases,  undoubtedly,  written  papers  are  for  the 
court,  but  I  apprehend  that  is  by  no  means  a  general 
doctrine  of  law  ;  but  that  written  papers  which  involve  a 
question  of  fact  like  this,  whether  or  not  the  party  has  suffi- 
ciently described  the  invention,  that  that  written  paper  is 
for  the  jury  and  not  for  the  court,  because  it  is  for  the  jury 
to  say,  as  a  matter  of  fact,  whether  there  be  or  not  a  suffi- 
cient description  in  that  instrument  to  enable  the  parties  to 
carry  it  into  effect.  That  I  apprehend  to  be  a  question 
entirely  for  the  jury.  Certainly  the  whole  of  this  is  a  ques- 
tion of  evidence  and  a  question  of  fact.  It  is  a  question  of 
fact  as  relates  to  the  paper ;  it  is  a  question  of  fact  as  re- 
gards the  evidence  at  the  trial ;  it  is  not  a  question  of  law 
at  all ;  and  I  do  not  know  any  rule  which  is  to  say  that  the 
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court  is  to  construe  that  8i)ecification,  and  to  take  it  from 
the  jury,  because,  supposing  the  fact  to  be  that  evidence 
was  given  at  the  trial  on  scientific  matters,  which  evidence 
would  aid  the  meaning  or  the  construing  of  the  instrument, 
your  lordships  can  have  no  judicial  notice  of  that  at  all. 
If  it  be  a  written  paper  for  your  lordships  to  decide  upon, 
it  must  be  without  evidence.  It  is  not  that  your  lordships 
can  come  to  a  conclusion  upon  the  meaning  of  the  paper  by 
looking  at  the  evidence  at  the  trial,  but  if  it  comes  within 
the  rule  that  it  is  a  written  paper  which  the  court  is  to  act 
upon,  then  it  must  act  upon  the  written  paper  alone.  I 
think  I  can  show  your  lordships  that  in  every  single  case 
in  which  any  question  has  arisen  it  has  been  submitted  to 
the  jury,  not  decided  by  the  court.  [Lord  Abingeb,  C.  B. 
Not  consistently  ^ith  my  recollections ;  I  have  always 
thought  that  the  meaning  of  the  specification  was  to  be  de- 
termined by  the  court.  That  meaning  may  be  varied  by 
the  evidence  of  particular  words.  A  man  must  gather  as 
he  goes  along  in  order  to  construe  the  written  instrument. 
It  is  quite  new  to  me  that  it  is  not  to  be  considered  by  the 
court.]  [Alderson,  B.  Surely  the  court  is  to  teU  the  jury 
what  the  specification  has  said.  If  the  specification  con- 
tains words  of  art  the  court  is  to  say,  If  you  believe  these 
words  of  art  to  mean  so  and  so,  the  specification  has  said 
so  and  so  ;  leaving  the  question  of  words  of  art  to  the  jury. 
But  if  there  are  no  words  of  art,  what  the  specification  has 
said  is  to  be  construed  by  the  court.  Then  it  is  to  be  left 
to  the  jury  whether  the  specification  having  so  said,  it  is  or 
not  a  sufficient  description  of  the  invention  according  to 
their  judgment.]  I  do  not  mean  the  validity  of  the  specifi- 
cation as  to  questions  in  which  you  may  direct  nonsuits  in 
point  of  law  arising  out  of  objections  of  a  different  kind, 
but  that  this  question,  whether  or  not  the  si)ecification 
sufficiently  describes  the  mode  of  carrying  the  invention 
into  effect,  that  everything  relating  to  that  is  for  the  jury 
and  not  for  the  court — ^the  meaning  of  the  passages  in  the 
specification  and  everything.  I  should  submit  to  your 
lordships  that  the  whole  of  it  was  for  the  jury  and  not  for 
the  court  (Hill  v.   Thompson,   1  ante,   p.   304;   Boulton 
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V.  Bull,  id.  p.  59  ;  Minter  v.  Wells,  2  ahte^  p.  26 ;  Turner 
«.  Winter,  1  arUe^  p.  43 ;  Bickf ord  v.  Skewes,  reported 
under  June  11,  1841,  pos£).  [Alderson,  B.  That  there 
are  some  things  in  the  specification  which  are  questions  of 
fact  is  true,  and  there  are  some  things  in  the  specification 
which  are  questions  of  law  ;  the  construction  is  to  be  given 
by  the  court,  but  the  intelligibility  of  it  is  for  the  jury.] 
T^at  is  all  I  am  contending —  [Lord  Abinger,  C.  B.  Thie 
intelligibility  means  with  reference  to  words  of  science,  or 
matters  in  it  which  persons  may  explain  so  as  to  satisfy  the 
jury.  You  are  discussing  an  abstract  principle  where  it  is 
not  necessary. ;  if  you  take  an  abstract  principle,  I  must 
say  the  meaning  of  the  specification  is  a  matter  of  law,  and 
that  the  judge  must  be  informed,  by  evidence,  of  the  facts, 
and  then  he  must  leave  those  facts  to  the  jury,  for  them  to 
find  whether  they  be  true  or  not.] 

One  of  the  points  made  in  this  case  was  as  regards  the 
sufliciency  of  the  notice  of  objections.  ^^That  the  said 
specification  was  calculated  to  deceive,"  is  said  to  be  a  suffi- 
cient notice  of  objection.  Now,  for  a  moment,  suppose 
that  it  is.  The  learned  judge  was  good  enough  to  leave  to 
the  jury,  in  the  very  words,  whether  or  not  there  was  any- 
thing in  this  specification  calculated  to  deceive,  and  the 
jury  found  distinctly  that  there  was  not ;  but  in  this  act  of 
Parliament  it  is  said  that  the  plaintiff  is  entitled  to  recover, 
unless  the  defendant  prove  the  objection  at  the  trial.  The 
objection  relied  upon  is  that  the  specification  was  calculated 
to  deceive — ^the  jury  have  found  that  it  was  not  calculated 
to  deceive.  That  was  the  objection  upon  which  the  learned 
judge  said  the  defendants  are  at  liberty  to  offer  the  objec- 
tion in  evidence.  The  jury  found  all  of  the  objections — in 
fact,  they  found  that  the  specification  was  sufficient,  and 
they  found  that  the  description  of  the  apparatus  to  be  em- 
ployed was  such  that  any  workman  of  ordinary  skill  could 
make  it,  and  they  found  that  the  specification  was  not  cal- 
culated to  deceive.  The  jury  have  found  that  the  specifica- 
tion is  sufficient  to  enable  any  workman  of  ordinary  skill 
to  construct  the  apparatus.  [Paeke,  B.  A  person  ac- 
quainted either  with  the  blowing  apparatus  or  with  the 
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heating  apparatus.]  In  fact,  that  the  specification  is  sufli- 
cient  on  the  face  of  it,  without  any  other  help,  to  enable  a 
I)er8on  of  ordinary  skill,  acquainted  with  the  mode  either 
of  constructing  a  blowing  apparatus  or  of  constructing 
machines  for  heating  air,  to  carry  into  effect  this  patent 
without  any  experiment,  and  without  anything  else  than  the 
specification  itself ;  so  that  the  jury  have  distinctly  nega- 
tived the  point  so  much  insisted  on — ^namely,  of  the  neces- 
sity of  exi)eriments.  Now,  it  does  seem  extremely  difficult 
to  say,  after  this  finding  of  the  jury,  that  any  objection  can 
be  made  to  the  specification. 

But  the  notice  is  not  sufficient  to  let  in  the  objection  to 
the  particular  passage  which  is  supposed  to  vitiate  the 
specification.  The  act  of  Parliament  requiring  the  objec- 
tions received  the  royal  assent  at  the  close  of  the  session  of 
1835,  a  considerable  time  after  the  alterations  in  pleading, 
which  came  into  full  effect  in  Easter  Term,  1834.  What- 
ever, then,  the  original  intention  of  the  framers  of  that  act, 
it  was  passed  considerably  after  it  had  been  established  by 
law,  that  every  defence  of  this  nature  shall  be  specially 
pleaded,  and  we  can  only  construe  the  act  as  it  appears  in 
the  statute-book,  without  reference  to  the  presumed  inten- 
tion of  the  parties  who  brought  it  in.  It  has  been  con- 
tended, on  the  authority  of  a  case  in  the  Common  Pleas 
(Fisher  v.  Dewick,  2  ante,  p.  490),  that  application  should 
have  been  made  to  the  court  to  comi)el  the  party  to  state 
more  precisely  the  nature  of  the  objections.  But  the  ques- 
tion comes  to  this — when  a  party  has  given  notice  of  objec- 
tions, and  it  appears  at  the  trial,  whether  or  not  you  are 
not  then  to  see  whether  he  has  given  that  objection  in  the 
way  required  by  the  act  of  Parliament,  because  the  act  of 
Parliament  otherwise  throws  the  onus  and  the  burden  upon 
him,  and  whether  he  has  or  has  not  established  or  proved 
that  objection  at  the  trial.  In  this  case  the  plaintiffs  could 
not  have  applied  for  a  summons  to  have  better  particulars 
of  the  objections,  and  for  this  reason — the  defendants  do 
not  rely  upon  the  statement  that  the  specification  is  not 
enough,  but  they  state  the  principal  objection,  upon  which 
they  m.ean  to  rely,  to  the  specification ;  and,  therefore,  if 
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we  had  taken  out  any  summons  before  a  judge,  the  judge 
would  have  said,  What  objections  can  you  make  ?  The  de- 
fendants have  here  stated,  distinctly  and  precisely,  the 
various  objections  to  the  specification.  Then  we  go  to  trial 
upon  those  various  objections  to  the  specification,  and  there 
at  the  trial  one  particular  objection  is  raised  to  the  specifi- 
cation, and  that  particular  objection  is  independent  of  those 
with  regard  to  the  making  and  description  of  the  apparatus 
— ^and  it  is  this,  that  one  particular  sentence  in  the  specifi- 
cation is  incorrect.  At  the  trial  no  observation  had  been 
made  upon  this  in  the  opening  of  the  plaintiffs'  case,  but 
the  Attorney-General,  in  his  speech  for  the  defendants, 
calling  no  witnesses,  makes  these  observations  on  the  speci- 
fication. The  learned  judge  thought  that  the  objection  that 
the  specification  was  calculated  to  deceive  was  sufficient  to 
let  in  the  objection.  I  therefore  requested  the  learned 
judge  to  leave  it  in  terms  to  the  jury,  and  the  jury  found 
that  it  was  not  calculated  to  deceive.  The  same  question 
as  to  the  notice  of  objections  has  arisen  under  the  Bankrupt 
Act  since  the  alteration  in  pleading,  and  it  has  been  held 
that  notice  must  be  given  with  the  special  pleas.  And  in 
all  cases  when  an  act  of  Parliament  requires  a  notice  to  be 
given,  notice  shall  be  given  fairly  to  the  party,  and  the  ob- 
jection is  to  be  taken  at  the  trial. 

Suppose  a  party,  in  compliance  with  the  proviso  in  the 
letters  patent,  enroll  his  specification,  and  in  that  specifica- 
tion he  so  describes  the  nature  of  his  invention  that  a  prac- 
tical mechanic  can  carry  it  into  effect ;  and  suppose  there 
should  be  some  particular  part  of  that  specification  which, 
when  minutely  or  philosophically  examined,  may  turn  out 
not  to  be  a  correct  statement  and  no  part  of  the  invention  ; 
for  be  it  observed  in  this  case  it  is  not  a  question  whether 
he  has  sufficiently  or  properly  described  the  part  invented, 
but  it  is  supposed,  in  making  a  statement  with  reference  to 
a  matter  well  known  at  the  time  to  everybody,  he  has  made 
a  mistake  in  the  statement  of  a  matter  well  taiown,  not  only 
to  persons  of  science,  but  to  every  practical  person  ;  every 
practical  person  would  know  that  there  was  an  error,  if 
error  there  be  ;  then  does  it  follow  from  that  that  the  speci- 


264  ENGLISH  PATENT  CASES.  [1841. 

fication  is  void  1  On  what  ground  is  the  specification  void  2 
The  public  are  not  misled  ;  the  public  have  received  all  the 
benefit  which  was  intended  by  the  proviso  ;  nobody  is  mis- 
led. Then  why  is  the  specification  void?  Upon  what 
ground  do  you  say  that  because  I  have  made  a  mistake  in 
a  matter  which  everybody  would  correct,  the  most  common 
mechanic,  and  which  would  apply  equally  well  whether  it 
was  an  error  in  the  copying,  whether  it  was  a  mere  error  in 
writing,  any  error  of  any  sort  or  kind  in  the  specification  ? 
According  to  that  even  the  misuse  of  a  word  would  vitiate 
the  whole  specification,  although  any  person  reading  it  of 
the  commonest  skill  (because  that  the  jury  have  found) 
could  not  be  misled  by  it.  Now,  my  lords,  I  want  to  know 
why  that  should  make  the  specification  void?  You  will 
observe  that  in  this  case  it  was  no  part  of  what  he  was  com- 
municating to  the  public  ;  he  was  not  telling  the  public  of 
any  means  of  heating  air ;  he  was  not  telling  them  the  prin- 
ciple or  the  mode  in  which  air  could  be  heated  ;  that  was 
no  part  of  his  patent,  nor  was  he  bound  to  make  any  com- 
munication on  the  subject ;  it  was  no  part  of  his  invention 
or  specification  ;  and  then,  in  describing  the  mode  of  heat- 
ing air,  it  is  supposed  for  a  moment  that  he  has  misstated 
a  fact— namely,  that  the  shape  of  the  vessel  may  be  unim- 
portant as  to  the  heating  the  air  which  we  and  the  jury  say 
anybody  of  the  most  ordinary  skill  would  know  was  a  mis- 
take. I  submit  that  a  passage  of  this  sort,  assuming  it  to 
be  inaccurate,  does  not  vitiate  the  specification,  if  it  be  in- 
accuracy of  this  description,  well  known  to  the  most  or- 
dinary and  common  workman,  and  not  any  matter  on  which 
the  patent  was  taken  out.  Assuming,  then,  the  view  of  the 
learned  judge  at  the  trial  to  be  correct,  that  the  word 
*^  eflFect"  meant  eflFect  on  the  air,  that  would  not  make  the 
specification  void.  [Parke,  B.  The  doubt  I  had  was 
whether  any  case  had  gone  so  far  as  to  say  you  could  cor- 
rect a  manifest  error  in  a  specification  by  the  evidence  of 
workmen  acquainted  with  the  subject,  that  they  should  dis- 
regard the  error  and  not  act  upon  it  and  correct  the  error ; 
I  do  not  think  you  have  found  any  case  that  has  gone  so 
far  as  that.  ]    I  believe  you  will  find  no  case  in  which  any 
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specification  was  ever  held  invalid  upon  the  ground  of  any 
misstatement  of  this  sort  or  kind  in  it,  where  the  jury  have 
found  that  a  common  workman  could  carry  the  thing  into 
effect ;  and  I  will  undertake  to  say  that  there  is  no  such 
case  to  be  found,  and  that  no  specification  and  no  patent  at 
any  time  was  ever  held  invalid  if  the  specification  was  suffi- 
cient for  a  common  workman  to  carry  the  patent  into  effect, 
and  that  that  is  really  the  question  in  every  specification  of 
this  kind,  aye  or  no,  does  it  give  sufficient  information  to 
the  public,  and  is  a  workman  of  ordinaiy  skill  capable  of 
carrying  it  into  effect?  This  sort  of  objection  as  to  the 
wording  of  a  particular  passage  in  a  si)ecification  I  am  not 
aware  ever  to  have  seen  ;  it  is  not,  my  lords,  an  objection 
to  a  specification  which  I  can  trace  in  the  books  in  any 
case.  Where  the  si)ecification  is  of  itself  sufficient  to  enable 
a  common  workman  to  construct  the  apparatus,  I  am  not 
aware  myself  that  your  lordships,  with  your  greater  experi- 
ence, can  state  whether  there  is  a  case  in  which  the  jury 
have  so  found,  and  the  patent  has,  notwithstanding  that, 
been  held  to  be  invalid  on  the  ground  of  some  mistake  in 
one  particular  passage  in  the  specification.  I  am  certainly 
-not  aware  of  any  such  case,  nor  do  I  believe  such  a  case  is 
to  be  found,  and  I  think  I  can  further  venture  to  say  it  is 
contrary  to  every  principle  which  has  been  decided  ;  because 
it  appears  on  this,  that  the  proviso  in  the  patent  requiring 
a  specification  to  be  enrolled  which  shaU  give  sufficient  in- 
formation to  the  public,  upon  which  the  whole  discovery 
can  be  used  by  the  public  at  the  expiration  of  the  patent, 
without  any  experiments  by  the  parties,  has  been  complied 
with  ;  and  if  the  specification  is  sufficient  for  that  purpose 
the  pat-ent  is  good.  That,  in  truth,  is  the  issue ;  then,  if 
that  be  found  by  the  jury,  and  after  the  public  have  had 
aU  the  benefit,  is  that  patent  to  be  held  bad,  assuming  the 
finding  of  the  jury  to  be  accurate,  which  must  be  done 
here,  because  in  one  passage,  in  the  construction  put  on  it 
according  to  strict  philosophical  principles,  that  particular 
passage  may  not  be  true,  and  that  not  any  i)art  of  the  in- 
vention at  all,  but  relating  to  a  matter  which  was  perfectly 
well  known  before  ?    [Rolfe,  B.    You  say  you  are  entitled 
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to  import  into  this  that  you  are  to  use  some  of  the  ordinary 
shapes  of  heating  vessels  ;  and  then  you  say  a  person  will 
not  be  misled,  because  it  is  said  that  the  shape  is  imma- 
terial. Must  you  not  go  further  and  show  that  as  to  the 
shapes  of  vessels  in  ordinary  use  for  heating,  that  between 
one  shai)e  and  the  other  of  those  it  was  immaterial  ?]  So  I 
apprehend  it  is.  [Alderson,  B.  This  is  the  very  point 
upon  which  the  infringement  takes  place — ^the  shape  of  the 
vessel ;  it  is  the  very  point  in  the  cause.  Therefore,  if  you 
are  to  take  it  in  this  sense,  he  is  in  effect  claiming  every- 
thing ;  he  is  claiming  a  principle,  and  there  is  no  particular 
machine,  a  machine  of  any  size  or  any  shape  or  any  form.] 
That  is  the  question  upon  the  infringement ;  but  I  should 
answer  it  with  great  deference  thus :  I  say  we  do  claim 
every  vessel,  and  every  shape  of  vessel,  closed  vessel,  in 
which  air  can  be  heated  between  the  blowing  apparatus  and 
the  furnace.  [Alderson,  B.  Then  I  think  that  is  a  prin- 
ciple, if  you  claim  every  shape.  If  you  claim  a  si)ecific 
shape,  and  go  to  the  jury  and  say  that  which  the  other 
people  have  adopted  is  a  colorable  imitation,  then  I  can 
understand  it.  If  you  claim  every  shape,  you  claim  a  prin- 
ciple. There  is  no  difference  between  a  principle  to  be 
carried  into  effect  in  any  way  you  will  and  claiming  the 
principle  itself.  You  must  detail  some  sjKXJific  mode  of  do- 
ing it.  Then  the  rest  is  a  question  for  the  jury.]  Then  tho 
question  comes  as  to  what  you  mean  by  a  specific  mode. 
Is  it  or  is  it  not  the  subject-matter  of  a  patent  that  a  person 
has  discovered  a  valuable  principle — namely,  that  heated 
air  passing  into  a  blast  furnace  is  better  than  cold  air,  and 
that  he  points  out  a  mode  by  which  that  principle  can  be 
carried  into  effect?  And,  my  lords,  what  is  that  mode? 
The  mode  is  that  you  shall  heat  the  air  in  its  passage  from 
the  blowing  apparatus  to  the  furnace  ;  that  you  shall  pass 
it  into  a  closed  vessel,  under  which  a  fire  is  to  be  placed, 
between  the  blowing  apparatus  and  the  furnace  ;  and  that 
in  that  vessel  so  placed  between  the  blowing  apparatus  and 
the  furnace  the  air  is  to  be  heated  ;  and  I  say,  with  great 
deference  to  your  lordships,  that  until  this  court  decides 
otherwise  I  shall  venture  respectfully  to  submit  that  there 
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could  not  be  a  doubt  that  that  was  a  good  patent,  that  it 
was  a  good  subject-matter  of  a  patent,  and  that  the  party 
had  a  right  to  complain  of  an  infringement  against  any 
person  who  should  heat  the  air  in  its  passage  between  the 
blowing  apparatus  and  the  furnace  by  means  of  any  vessel, 
whatever  be  its  shape,  provided  that  vessel  was  a  closed 
vessel  placed  between  the  blowing  apparatus  and  the  fur- 
nace, subject  to  ^he  heat  there,  and  the  air  heated  in  its 
passage.  That  is  precisely  the  same  principle  which  is  laid 
down  in  these  other  cases,  and  what,  I  venture  to  submit 
to  your  lordships,  is  the  subject-matter  of  this  patent,  and 
I  say  the  form  and  shape  of  the  vessel  are  entirely  imma- 
terial. Let  me  suppose  for  a  moment  that  there  was  no 
such  passage  in  the  specification ;  would  your  lordships 
then  say  that  I,  having  taken  out  a  patent  to  apply  this 
valuable  principle  for  heating  the  air  in  the  vessel  between 
the  blowing  apparatus  and  the  furnace,  was  bound  to 
8i)ecify  some  particular  shaped  vessel,  or  whether  it  was 
not  sufficient  for  me  to  say  any  vessel  in  which  you  can 
heat  air  ?  [Lord  Abinger,  C.  B.  I  understood  you  to  say 
this :  *'  My  invention  is  to  apply  the  principle  of  heating 
air  in  its  passage  to  the  furnace  by  introducing  it  into  an 
intermediate  vessel  between  the  bellows  and  the  furnace,  in 
which  it  is  to  be  heated  by  fire,  no  matter  what  the  shape 
or  size  of  the  vessel  is ;  that  must  depend  upon  circum- 
stances and  the  judgment  of  the  party  ;  I  do  not  claim  a 
patent  for  the  particular  vessel."  That  brings  the  case  to 
the  same  as  Watt's  patent  for  condensing  in  another  vessel 
without  describing  the  shape  or  the  size.]  I  say  it  is  utterly 
impossible  to  distinguish  the  two  cases.  [Lord  Abinger, 
C.  B.  It  appears  to  me,  I  own,  at  present  that  a  man 
might  take  out  a  patent  for  inventing  a  mode  of  heating 
air  in  a  separate  vessel  without  stating  the  size  of  it,  but 
the  question  comes  back  to  whether,  in  the  description  of 
the  vessel,  he  does  not  mislead.  Then  you  pray  in  aid  the 
verdict  of  the  jury,  and  say  that  he  does  not.]  No  doubt, 
my  lord,  and  your  lordship  will  observe  that  in  arguing  the 
case  I  assumed  until  this  moment  that  we  were  fully  at  lib- 
erty to  say  the  patent  was  perfectly  good  in  the  manner 
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your  lordship  puts  it — ^namely,  here  is  a  valuable  principle  ; 
I  tell  you  how  to  apply  that  principle ;  heat  your  air  be- 
tween the  blowing  apparatus  and  the  furnace ;  you  can 
lieat  it  by  passing  it  through  a  closed  vessel ;  place  a  fire 
under  that  closed  vessel ;  heat  it  in  its  passage  ;  you  get  it 
from  the  blowing  power  by  means  of  a  tube  or  pipe  in  that 
receptacle,  and  out  of  it  by  means  of  a  pipe  or  aperture  into 
the  furnace.  The  form  and  shape  are  immaterial.  I  say 
that  is  a  patent  for  applying  a  principle  by  a  known  and 
given  method,  and  that  any  vessel  by  which  air  was  heated 
in  that  place  for  the  purpose  of  passing  air  heated  into  the 
furnace  would  be  a  violation  of  that  patent.  That  was  dis- 
tinctly the  opinion  held  by  the  judge,  acquiesced  in  by  my 
friend,  and  acted  upon  at  the  trial,  that  that  was  in  truth 
the  patent ;  and  the  simple  question  is  whether  the  specifi- 
cation is  sufficient  for  the  purpose.  [Lord  Abinger,  C.  B. 
Suppose  he  had  stated  in  the  specification  that  he  recom- 
mended a  particular  vessel  for  the  purpose  of  heating  air 
for  which  another  man  had  a  patent ;  but  he  says,  "  I  do 
not  take  out  my  patent  for  that ;  the  form  and  shape  of  the 
vessel  are  immaterial ;  that  appears  to  be  the  best.'']  That 
would  be  good ;  and,  I  submit,  that  is  in  substance  what 
he  does  say,  and  there  is  no  question  about  this,  that  if  he 
had  done  what  it  has  been  said  so  often  he  ought  to  have 
done — if  he  had  pointed  out  a  particular  vessel  for  heating 
the  air,  and  had  not  concluded  with  a  disclaimer  that  he 
did  not  claim  that  as  part  of  his  invention,  there  can  be  no 
doubt  the  patent  would  have  been  void.  Therefore,  sup- 
posing he  had  described,  for  instiance,  a  mode  of  heating 
the  air  through  these  pipes,  if  he  had  not  at  the  same  time 
said,  ^^  I  do  not  mean  to  claim  that  as  part  of  my  inven- 
tion,"  the  patent  would  have  been  void  for  this  reason. 
The  mode  for  heating  air  through  pipes  was  perfectly  well 
known,  therefore  I  have  no  right  to  claim  it  as  part  of  my 
invention  at  all.  I  am  not  inventing  a  mode  of  heating  air 
at  all ;  everybody  knows  it ;  but  I  do  claim  this :  I  claim 
the  principle ;  for  I  have  a  right  to  say  I  claim  the  prin- 
ciple of  applying  hot  air  to  a  blast  furnace,  and  I  show  the 
mode  in  which  you  can  carry  the  principle  into  practical 
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effect,  and  that  mode  is  by  heating  the  air  in  its  passage 
from  the  blowing  i)ower  to  the  furnace.  Therefore  I  say, 
whatever  the  form  or  shape  of  it,  that  would  be  a  perfectly 
good  patent. 

I  must  now  pray  your  lordships'  attention  for  a  moment 
to  the  meaning  of  the  passage  itself.  It  is  stated  that  '^  the 
form  or  shape  of  the  vessel  ot  receptacle,  is  immaterial  to 
the  effect,  and  may  be  adapted  to  the  local  circumstances 
or  situation."  There  is  no  question,  my  lord,  that  that  is 
not  strictly  true  if  the  word  **  effect"  means  the  effect  on 
th^  air  in  the  vessel.  If  it  means  that  the  form  or  shape  of 
the  vessel  for  heating  air  is  immaterial  for  the  purpose  of 
heating  air,  there  is  no  doubt  that  that  is  inaccurate,  be- 
cause the  form  or  shai)e  of  the  vessel  for  heating  air,  like 
the  form  or  shape  of  the  vessel  for  heating  water,  is  ma- 
terial to  the  effect  produced  on  the  water  or  the  air ;  there- 
fore, if  it  means  that  it  is  immaterial  to  the  effect  produced 
on  the  air  in  the  furnace,  there  is  no  doubt  that  it  is  inac- 
curate.  But  is  that  the  meaning  of  it  i  Does  it  mean  that 
the  form  or  shape  is  immaterial  to  the  effect  produced  on 
the  air  in  the  vessel,  or  does  it  mean  that  you  may  use  any 
vessel  you  like  for  the  purpose  of  heating  your  air  1  Now, 
I  conceive  that  the  view  taken  of  it  by  my  lord  at  the  trial 
— who  stated  the  way  in  which  the  jury  were  to  look  at  it 
was,  that  it  had  reference  to  the  heating  of  the  air  in  the 
vessel — cannot  be  said  to  be  strictly  or  philosophically  true, 
because  the  shape  of  the  vessel  for  heating  the  air,  or  the 
way  in  which  the  air  is  heated,  may  very  materially  affect 
the  air  so  heated.  I  apprehend  that  is  not  what  was  in- 
tended to  be  expressed  by  this  passage,  and  that  the  pat- 
entee here  meant  to  say  nothing  and  to  give  no  directions 
whatever  with  respect  to  the  air.  I  mean,  as  to  the  prin- 
ciple of  heating  it,  he  intended  to  give  no  description  upon 
that  as  any  part  of  his  invention.  But  what  is  the  meaning 
of  this  passage  ?  It  is  that  you,  the  proprietor  of  a  blast 
furnace,  may,  if  you  please,  select  any  form  of  vessel  now 
used  for  heating  air — you  may  use  any  form  of  it  that  you 
like — and  it  would  be  just  the  same  as  regards  the  effect 
upon  the  blast  furnace,  provided  it  be  kept  at  a  proper 


870  ENGLISH  PATENT  CASES.  [i84h 

temperature  ;  the  effect  of  pouring  heated  air  into  the  fur- 
nace will  be  the  same,  no  matter  what  be  the  form  or  shape 
of  the  vessel  which  you  use.  The  degree  of  heat  to  which 
you  would  raise  the  air  may  or  may  not  be  beneficial,  or 
may  or  may  not  be  increased  beneficially ;  but  as  to  the 
effect — ^namely,  the  effect  of  passing  heated  air  into  the 
furnace,  it  is  unimportant  what  be  the  form  or  shape  of  the 
vessel  you  use.  I  apprehend  this  was  not  intended  to  lay 
down  as  an  axiom  what  was  contrary  to  all  ordinary  prin- 
ciples of  heating  air— namely,  that  if  you  poured  air  into  a 
vessel,  it  was  immaterial  whether  the  air  was  exposed  to  a 
larger  or  smaller  quantity  of  heated  surface.  That  was 
never  intended  to  be  said,  but  it  was,  that  having  heated 
your  air  properly,  having  used  a  proper  vessel  for  heating 
your  air,  it  is  unimportant,  as  regards  the  effect  produced 
upon  the  furnace,  whether  you  use  one  description  of  vessel 
or  whether  you  use  another.  You  may  adapt  it  to  the  local 
circumstances,  you  may  use  anything  you  like ;  it  will  be 
immaterial  to  the  effect  produced. 

The  word  "  effect"  occurs  several  times  in  the  course  of 
the  specification,  and  in  all  cases  it  applies  to  the  smelting 
furnaces  or  the  forge,  and  it  does  not  apply  to  the  air  in  the 
furnaces  ;  and  what  I  apprehend  it  means  is  this,  that  the 
air  will  come  into  the  furnace  without  any  mischief  arising 
from  the  nature  of  the  metal  you  use  ;  it  will  not  alter  the 
effect  of  the  air  on  the  furnace,  nor  the  strength  of  the  blast 
by  its  passing  through  a  tube,  nor  the  mode  in  which  the 
air  enters  the  furnace  ;  you  can  do  what  you  please  as  re- 
gards heating  the  air.  If  you  can  only  communicate  with 
a  tube  or  pipe  with  the  furnace,  it  w^ill  produce  the  desired 
effect  on  the  furnace.  [Lord  Abinger,  C.  B.  You  do  not 
construe  the  word  "  effect"  as  effect  on  the  air,  but  effect 
on  the  furnace.]  Yes,  my  lord,  and  I  say  that  is  the  fair 
meaning  of  it  throughout ;  it  makes  no  difference  to  the 
effect  provided  it  be  properly  heated,  which  the  whole  thing 
assumes.  [Alderson,  B.  The  difficulty  about  that  is  that 
your  view  of  the  word  "  effect"  in  that  particular  sentence 
makes  it  almost  nonsense,  because  it  is  utterly  idle,  surely, 
to  say,  if  I  have  discovered  that  hot  air  produces  an  effect 
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on  blast  furnaces,  everybody  would  agi*ee  that  it  would  be 
immaterial,  if  heated  to  a  proper  temperature,  what  is  the 
shape  of  the  vessel.]  Your  lordship  will  find  that  persons 
acquainted  with  this  manufacture  were  of  opinion  that  it 
produced  a  very  different  effect  on  the  furnace,  according 
to  the  mode  in  which  it  was  passed  through  for  the  purpose 
of  getting  to  the  furnace  ;  and  as  to  the  question  whether 
or  not  they  would  use  pipes  for  heating  the  air,  one  of  the 
witnesses  stated  that  it  was  the  opinion  that  by  using  the 
pipes  the  air  passed  too  rapidly,  and  that  the  consequence 
of  that  was  that  the  effect  produced  on  the  furnace  was  not 
so  beneficial ;  and  therefore  the  way  in  which  the  air  passes 
into  the  furnace  may  be  very  material  in  the  notion  of  some 
persons  ;  it  was  because,  as  the  witnesses  distinctly  stated, 
the  air  may  be  materially  affected  by  the  mode  of  construct- 
ing the  vessel  through  which  you  passed  it.  It  was  with- 
out reference  to  heat.  The  question  was  whether  parties  in 
applying  this  principle  would  use  the  pipes  for  the  purpose 
of  heating  the  air,  and  it  was  with  reference  to  that — 
[Parke,  B.  There  was  a  prejudice  against  the  use  of  stops 
in  the  pipe,  because  they  thought  it  might  destroy  the 
proper  force  with  which  the  blast  came.]  There  was  an 
impression  of  that  sort  in  the  iron  manufacturers  beyond 
all  question,  which  rendered  it  necessary  for  the  parties 
drawing  the  specification  to  point  out  to  them  that  it  was 
unfounded,  and  that  the  effect  produced  on  the  air  in  the 
furnace  would  be  exactly  the  same  whether  you  passed  it 
through  one  form  or  another.  That  was  distinctly  stated 
in  the  evidence.  There  was  that  feeling,  and  that  was  one 
reason  why  they  did  not  use  the  pipes  to  heat  the  air. 
Then,  I  say,  this  statement  in  the  si)ecification  is — no  matter 
how  you  heat  your  air ;  heat  it  if  you  please  with  iron ; 
heat  it  with  copper  ;  heat  it  with  any  other  metal  you  like, 
it  will  not  make  any  difference  in  the  effect  on  the  furnace  ; 
heat  it  in  any  vessel  you  like — ^that  is,  pass  it  through 
pipes  with  rapidity,  pass  it  if  you  please  into  a  reservoir, 
as  one  of  your  lordships  has  stated ;  use  any  mode  you 
like,  still  the  effect  on  the  furnace  will  be  the  same  ;  there- 
fore it  is  unimportant  what  metal  you  use  for  heating  it ; 
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it  is  unimportant  what  shaped  vessel  you  pass  it  through, 
and  I  apprehend,  beyond  all  question,  that  is  the  meaning 
of  it.  Keep  your  air  at  the  temperature  you  require  for 
the  furnace  in  which  you  mean  to  use  it,  and  then  it  is 
utterly  unimportant  what  metal  or  what  form  or  shape  you 
use  for  the  purpose.  If  that  be  so  there  is  an  end  of  any 
question  as  to  the  effect  of  the  finding  of  the  jury.  Surely, 
giving  the  other  construction  is  a  mere  absurdity,  because 
that  is  a  statement  of  a  matter  which  it  was  unnecessary  to 
make  a  statement  upon  at  all,  because  it  was  a  matter  hav- 
ing no  reference  to  the  subject-matter  of  the  patent,  and  it 
was  a  statement  notoriously  untrue  to  every  person  ac- 
quainted with  the  ordinary  principle  of  heating  air ;  there- 
fore I  cannot  conceive  why,  in  a  patent  taken  out  evidently 
for  a  great  chemical  discovery,  by  a  person  well  acquainted 
with  chemistry,  and  the  way  in  which  that  could  be  ap- 
plied, why  your  lordships  are  to  assume  that  the  sentence 
in  the  si)ecification  necessarily  meant  what  was  an  ab- 
surdity, and  untrue  in  point  of  philosophical  and  chemical 
knowledge.  Therefore  I  submit,  upon  the  face  of  this 
specification,  the  point  does  not  arise  as  to  what  the  effect 
of  the  finding  of  the  jury  is,  for  there  is  nothing  inaccurate 
and  there  is  nothing  untrue  in  the  statement  of  the  specifi- 
cation from  beginning  to  end.  I  believe  that  is  the  only 
passage  in  the  specification  upon  which  any  question  or 
doubt  could  have  been  entertained  at  any  time.  Then  we 
come  simply  and  entirely  to  this,  is  that  one  passage  inaccu- 
rate ?  That  is  the  first  question  which  your  lordships  have 
to  decide  ;  and  then,  if  it  be  inaccurate,  has  not  the  finding 
of  the  jury  cured  it  ?  I  first  of  all  submit  that  it  is  clearly 
not  inaccurate  ;  I  do  not  know  why  the  court,  where  there 
are  two  constructions,  should  lean  to  that  construction 
which  will  vitiate  the  patent,  and,  above  all,  should  lean  to 
a  construction  which  is  evidently  absurd  and  false  on  the 
face  of  it.  There  are  two  constructions  which  at  least  it 
will  bear,  and  I  do  hope  and  venture  to  submit  that  the 
court  will  adopt  that  construction  which  will  support  this 
patent.  This  is  a  patent  on  the  eve  of  expiring,  to  which 
no  objection  has  been  raised,  which  the  patentee  has  had 
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the  benefit  of,  wMch  will  expire  in  one  year  from  this  time 
— ^namely,  in  1842,  and  now  the  patentee  is  likely  to  derive 
the  greatest  benefit  and  the  greatest  profit  from  that  dis- 
covery, which,  as  your  lordships  have  heard  from  the  other 
side,  is  one  of  the  most  valuable  discoveries  of  modem 
times.  This  is  surely  not  a  case  in  which  the  court  would 
be  astute  to  be  construing  words  of  the  English  language 
in  a  sense  which  may  vitiate  the  patent,  when  it  is  plain 
they  may  bear  a  meaning  which  will  support  the  patent  to 
the  fullest  extent.  Upon  that  first  ground  I  submit  that 
no  question  arises  ;  but  if  it  did,  here  is  the  finding  of  the 
jury — the  point  on  the  objections  has  been  distinctly  put, 
and  found  that  no  one  could  be  misled,  no  one  could  mis- 
take it ;  I  cannot  conceive  how,  after  that  finding  of  the 
jury,  your  lordships  can  hold  this  patent  void.  The  pat- 
entee has  given  to  the  public  all  that  he  was  required  to  do 
— namely,  a  mode  by  which  this  most  valuable  principle 
and  discovery  could  be  carried  into  effect ;  that  he  has 
pointed  out  minutely.  Therefore  I  do  submit  to  your  lord- 
ships that  the  verdict  of  the  jury  ought  to  be  entered  for 
the  plaintiffs. 

Kelly y  in  support  of  plaintiffs'  rule.  I  feel  bound  to  call 
the  attention  of  the  court  to  the  preliminary  question 
whether  it  is  open  to  the  defendants  to  make  the  objection 
which  is  the  subject  of  the  present  argument ;  and  I  think 
your  lordships  will  find  that  if  upon  the  notice  which  the 
defendant  has  given  in  it  is  competent  to  him  to  raise  that 
objection,  the  provisions  of  the  statute  to  which  reference 
has  been  made  will  be  found  to  be  wholly  nugatory.  Here 
is  an  act  of  Parliament  passed  after  the  rules  of  court,  re- 
quiring all  defences  to  be  specially  pleaded,  under  which 
act  the  defendant  in  an  action  of  this  nature  is  bound  to 
give  notice  of  all  objections  to  the  patent  or  specification  on 
which  he  means  to  rely,  and  he  is  at  liberty  (that  is  an  ad- 
vantage given  to  him),  even  after  he  has  delivered  in  a 
notice  of  his  objections,  to  apply  to  a  court  or  a  judge  to 
be  at  liberty  to  add  further  objections  and  to  deliver  a 
further  notice  of  objections.  What  has  he  done  in  this 
case  ?    He  has  delivered  in  a  notice  of  objections  which  con- 
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tains  at  the  commencement  an  objection  in  this  form  :  *'  The 
defendants  further  contend  that  the  said  patent  is  void, 
because  no  suflBcient  6i)ecifieation  has  been  enrolled  in  con- 
formity with  the  said  letters  patent  in  that  behalf."  Then 
follow  several  particular  and  si)ecific  objections  ;  that  "  the 
description  of  the  apparatus  to  be  employed  is  so  defective 
that  no  workman  of  ordinary  skill  would  be  able  to  manu- 
facture the  said  apparatus  merely  by  reading  the  said  speci- 
fication ;"  and  then,  that  "  the  said  specification  is  calcu- 
lated to  deceive ;"  and  further  on,  that  *^  the  specification 
is  invalid  on  account  of  its  general  vagueness."  Now,  with 
regard  to  all  these  specific  objections,  on  which  reliance 
was  made  at  the  trial,  the  jury  have  disaflirmed  them.  They 
have  found  against  the  defendants  on  all  these  specific  ob- 
jections. But  then  it  is  said,  * '  I  will  point  out  a  particular 
passage  in  the  specification  which,  being  inaccurate  in  point 
of  fa<5t,  renders  the  specification  insufficient,  and  so  renders 
the  patent  void  ;  and  when  it  is  objected  that  I  have  given 
no  notice  of  that  particular  objection,  I  say  that  I  have. 
And  why  ?  Because  I  have  said  at  the  head  of  the  objec- 
tions that  I  make  this  general  objection  :  that  no  sufficient 
specification  of  the  said  invention  has  been  enrolled  in  con- 
formity with  the  provisions  of  the  said  letters  patent  in 
that  behalf ;  and  under  that  I  may  give  every  objection  to 
the  specification  in  evidence,  which  counsel  can  raise  at  the 
triaL"  Now,  let  us  see  what  the  effect  of  that  is  when  we 
contend  that  the  construction  to  be  put  upon  this  notice  is 
that  all  the  particular  objections  which  are  enumerated  are 
those  on  which  alone  the  defendants  are  at  liberty  to  rely  ; 
that,  in  truth,  the  notice  ought  to  be  read  as  if  it  were  in 
this  form  :  ^'  I  shall  object  that  the  specification  is  insuffi- 
cient in  this,  to  wit,  that  it  is  not  sufficient  to  enable  a 
workman  to  construct  a  machine ;  that  it  is  calculated  to 
deceive ;"  with  other  objections ;  we  contending  that  he 
says,  "  No  ;  I  have  a  right  at  the  trial  to  reject  all  the  par- 
ticular objections  of  which  I  have  given  notice,  and  to  insist 
on  any  other  objection  which  will  come  within  the  general 
form  that  the  specification  itself  is  insufficient ;"  and  when 
we  contend  that  the  objections  would  only  tend  to  mislead 
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the  plaintiffs,  the  answer  is  this :  that  if  the  plaintiffs  find 
the  notice  of  objections  too  general  or  insufficient,  they  may- 
call  on  the  defendants  before  a  judge,  on  summons,  to  de- 
liver further  notice  of  objections ;  and  that  is  an  answer 
which  I  apprehend  seemed  to  weigh  with  your  lordships 
when  you  were  addressed  by  the  Attorney-General.  It 
seemed  to  be  considered  for  a  moment  by  the  court  that  it 
is  too  late  at  the  trial  to  object  to  the  generality  of  this 
notice  of  objections,  that  the  plaintiffs  ought  to  have  taken 
out  a  summons  for  a  more  specific  notice.  Now,  let  us  see 
practically  whether  that  is  an  answer  to  the  objection 
which  we  made.  Supi)ose  we  had  taken  out  a  summons 
before  a  judge  that  this  was  too  general,  and  called  for 
more  specific  notice  of  objections ;  supposing  on  that  the 
defendants  had  added  twenty  other  different  objections  in 
addition  to  the  three  or  four  they  had  made  before,  and  we 
then  go  down  to  trial.  Why,  my  lords,  they  may  stiU  re- 
ject every  one  of  which  they  have  given  specific  notice,  and 
fall  back  on  the  expression  that  the  specification  is  insufii- 
cient.  Why,  then,  if  the  notice  of  an  objection  of  this  kind 
is  to  be  held  to  mean  this,  you  need  not  trouble  yourself 
about  the  specific  objections  ;  they  may  be  raised  or  not  by 
the  defendant  at  the  trial  as  he  thinks  proper,  but  you 
must  be  prepared  to  support  your  whole  8})ecification  and 
your  whole  patent,  not  on  the  specific  objections  of  which 
notice  has  been  given,  but  upon  any  other  objection  that 
can  be  possibly  made,  of  what  use  is  the  statute  ?  In  every 
case  a  defendant,  who  has  been  clever  enough  to  discover 
some  nice  and  critical  objection  in  point  of  law  to  a  specifi- 
cation, or  in  point  of  fact,  as  it  may  be,  wiU  introduce  into 
his  notice  of  objections  a  general  objection — that  is,  that 
the  specification  is  void,  and  he  may  then  follow  it  up  by 
twenty,  twenty-five  or  thirty  specific  objections,  to  which, 
of  course,  the  attention  of  the  opposite  imrty  will  be  called, 
to  which  he  will  adapt  his  evidence  when  he  comes  to  the 
trial ;  they  are  treated  as  of  no  consequence  by  the  jury 
disaffirming  them,  and  then  he  goes  back  to  some  specific 
objection,  which  ought  to  have  been  specified,  under  the 
general  terms  he  has  given,  and  I  know  of  no  escape  for  that. 
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The  Court  of  Common  Pleas  (Fisher  7).  Dewick,  2  ante^ 
p.  490)  have  held  that  it  is  not  a  sufficient  compliance  with 
the  statute  to  give  a  notice,  which  is  a  mere  echo  or  a  mere 
reiteration  of  the  plea.  Now,  if  that  be  once  settled,  I  do 
think  your  lordships  will  find  that  to  hold  that  this  notice 
is  in  the  present  case  sufficient  to  admit  the  raising  of  this 
question  would  be  to  render  the  statute  entirely  nugatory. 
There  is  a  plea  that  the  si)ecification  is  insufficient,  not 
stating  in  w^hat  it  is  insufficient.  Here  is  a  notice  given  of 
the  objections  on  which  the  defendants  mean  to  rely  for 
proving  that  the  specification  is  insufficient.  They  go  on 
with  the  particular  objections,  and  it  is  now  to  be  contended 
that  all  those  particular  objections  are  perfectly  immaterial, 
no  evidence  may  be  offered  upon  them,  or  the  jury  may 
negative  them ;  they  may  fall  back  upon  the  original 
notice  ;  and  upon  that  they  may  raise  any  objections  they 
may  think  proper.  [Paeke,  B.  It  is  not  exactly  so  ;  they 
fall  back  on  the  objection  that  the  si)ecification  is  calculated 
to  mislead.]  If  they  do  that  the  jury  have  negatived  it ;  if 
that  is  what  they  rely  on,  I  am  perfectly  content,  and  then 
I  say  the  jury  have  negatived  that.  [Parke,  B.  That 
would  be  open  to  the  question  whether  it  was  competent  to 
me  to  leave  such  a  matter  to  the  jury  ;  whether  the  court 
is  not  to  consid!er  the  instrument  itself,  and  if  they  find  it 
such  as  in  their  judgment  would  be  likely  to  mislead, 
whether  the  patent  is  not  void,  although  the  jury  were  of  a 
different  opinion.]  That  may  perhaps  embrace  the  general 
question.  [Parke,  B.  It  is  obvious  if  there  is  not  some 
such  control  over  juries,  it  would  leave  it  to  juries — I  should 
rather  say  to  skilful  engineers  and  scientific  men  on  the 
part  of  the  plaintiff — ^to  make  any  patent  void  or  not  accord- 
ing as  they  please.]  I  do  not  think  there  would  be  any 
great  evil  in  that  if  your  lordships  just  consider —  [Parke, 
B.  Whatever  the  terms  of  the  specification  may  be,  you 
may  say  it  would  be  corrected  by  the  evidence  of  practical 
men.]  [Lord  Abinger,  C.  B.  Your  argument  is  this: 
that  if  you  had  taken  out  a  summons  to  have  better  par- 
ticulars, and  they  had  given  you  more  particulars,  but  still 
had  left  the  general  objection,  that  they  might  have  aban- 
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doned  all  the  objections  at  the  trial,  and  given  evidence 
under  the  general  head  of  objections,  which  would  have 
been  a  mere  delusion.]  [Parke,  B.  The  question  is 
whether  this  court  is  of  opinion,  comparing  the  specifica- 
tion with  the  fact,  that  there  is  a  clear  misrepresentation  in 
any  part  of  it.  The  question  is  whether  that  can  be  cor- 
rected by  the  evidence  of  men  acquainted  with  the  subject, 
who  say  they  would  be  themselves  able  to  correct  that  error 
by  their  knowledge  of  the  subject — whether  that  is  per- 
mitted.] That  may  be  a  question  arising  in  the  cause. 
[Parke,  B.  That  is  the  question  which  I  reserved  for  the 
opinion  of  the  court.  First,  what  is  the  true  construction 
of  the  specification ;  and  if  it  was  as  it  struck  me  at  the 
trial,  whether  it  was  competent  to  correct  such  an  error  as 
that  by  the  evidence  of  men  acquainted  with  the  subject ; 
I  do  not  find  any  case  that  has  gone  so  far.  ]  That  is,  of 
course,  one  important  question  for  your  lordships'  consider- 
ation on  the  argument,  but  that  is  not  the  question  which 
arises  on  this  notice  of  objections  ;  I  am  on  that  point  only, 
which  is  a  minor  j)oint,  as  to  whether  under  this  notice  of 
objections,  looking  to  the  terms  and  the  intent  of  the 
statute,  it  is  competent  to  the  Attorney-General  to  raise 
the  question  on  this  particular  passage  containing  the  word 
* '  effect' '  in  the  specification.  This  expression,  ' '  that  the 
said  specification  is.  calculated  to  deceive,"  must  betaken 
with  what  precedes  it.  Ajid  what  is  that  ?  That  the  de- 
scription of  the  apparatus  to  be  employed  is  so  defective 
that  no  workman  of  ordinary  skill  would  be  able  to  manu- 
facture the  said  apparatus  merely  by  reading  the  specifi- 
cation. That  the  said  specification  is  calculated  * '  to 
deceive."  It  is  almost  a  corollary  or  conclusion  from  that 
which  has  preceded  it.  He  says  this  (and  this  is  a  mere 
question  of  fact  for  the  jury) :  "  Why,  your  specification  is 
such  that  no  workman  could  make  the  machine  in  question 
from  that  specification  alone,  and  so  the  said  specification 
is  calculated  to  deceive  or  to  mislead."  Now,  that  very 
question,  in  fact,  was  put  by  your  lordship  to  the  jury. 
The  jury  have  found  in  every  way  in  which  it  was  put, 
under  eveiy  modification  of  language,  that  the  specification 
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waa  sufficient  to  enable  any  workman  to  construct  the  ma- 
chine in  question,  and  that  it  was  not  calculated  to  mislead 
or  to  deceive  at  aU.  So  that,  my  lords,  as  a  question  of 
fact,  and  on  these  specific  objections,  I  conceive  that  the 
jury  have  concluded  the  question  ;  they  have  found  that 
the  specification  is  not  calculated  to  mislead  or  to  deceive. 
The  question  is  whether,  if  the  finding  of  the  jury  has  at 
once  defeated  this  objection,  of  which  specific  notice  haa 
been  given,  the  defendants  can  fall  back  on  the  general 
notice  in  the  form  in  which  it  here  appears  ;  that  is,  that 
there  has  been  no  sufficient  specification  vnthin  the  statute  ? 
If  they  can,  it  seems  to  me  that  the  consequence  will  follow 
which  I  have  suggested,  and  for  this  reason  the  answer 
given  is  that  you  may  take  out  a  summons  before  a  judge, 
and  the  judge  will  order  them  to  specify  ;  that  is,  to  give 
you  more  specific  objections.  If  we  had  done  so,  and  they 
had  given  us  more  specific  objections,  they  would  only  have 
multiplied  the  specific  objections  which  they  had  already 
given ;  they  might  have  given  twenty  instead  of  three. 
[Lord  Abinger,  C.  B.  Suppose  the  judge  made  an  order 
on  that,  that  they  should  deliver  particular  objections  and 
strike  out  the  general  ones.]  If  there  be  any  power  at  all 
in  the  plaintiff  to  defeat  such  a  general  objection  as  this,  it 
must  be  because  the  judge  might  have  power  to  order  that 
this  should  be  struck  out,  for  that  is  what  it  would  come 
to  ;  the  judge  must  have  power  to  order,  not  that  the  objec- 
tion should  be  specified,  but  that  the  general  form  of  ob- 
jection should  be  struck  out ;  and  that,  with  submission,  I 
apprehend  the  judge  has  no  power  to  do.  [Aldersok,  B. 
I  take  it  he  has  ;  he  has  a  general  power  of  regulating  those 
matters.  Suppose  you  take  the  decision  of  the  Court  of 
Common  Pleas,  that  that  means  objections  differing  flrom 
the  plea  itself,  then  any  objection  delivered  in  the  words  of 
the  plea  itself  would  not  be  an  objection  delivered  under 
the  statute.  I  do  not  know  that  I  go  that  length,  because 
I  think  that  if  the  objection  in  the  pleading  is  sufficiently 
specific,  as  stated  in  the  words  of  the  plea,  I  am  not  pre- 
pared to  say  that  you  need  give  a  more  specific  objection. 
I  do  not  know  that  you  must  necessarily.     It  may  be  that 
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the  plea  itself  is  quite  sufficiently  explicit,  therefore  it 
would  be  enough  that  it  should  be  the  words  of  the  plea. 
It  may  be  that  the  words  of  the  plea  are  not  sufficiently  ex- 
plicit ;  in  that  case  they  must  be  more  specific.  I  am  not 
aware  that  the  Court  of  Common  Pleas  have  laid  that 
down.]  I  look  on  it  that  it  really  comes  round  to  this  ques- 
tion, whether  upon  the  notice  given,  begiuning  certainly  in 
the  general  form,  and  then  being  followed  up  by  a  number 
of  very  specific  objections,  whether  the  fair  construction  of 
that  notice  is  not  that  it  is  the  specific  objections,  and  those 
alone,  that  are  to  be  relied  on  ;  because,  my  lords,  certainly 
one  does  not  see  how,  if  that  be  not  the  fair  construction 
of  a  notice  of  objections  of  this  kind,  the  statute  can  be  of 
any  use  to  a  plaintiff ;  on  the  contrary,  one  would  be  led 
to  infer  that  the  statute  would  be  mischievous,  because  it 
directed  the  attention  of  parties  to  some  specific  objections, 
leaving  those  perhaps  on  which  the  party  means  to  rely 
entirely  unnoticed,  so  that  they  are  brought  upon  him  by 
surprise. 

With  regard  to  the  great  question  which  is  raised  here, 
assuming  that  it  is  the  province  of  the  court  to  put  a  con- 
struction on  the  specification,  it  really  turns  on  the  mean- 
ing of  the  word  ^'  effect,"  and  the  meaning  is  this.  We 
propose  to  attain  a  certain  end,  to  bring  about  a  certain 
effect  by  our  patent ;  that  is,  beneficially  to  use  hot  instead 
of  cold  air  in  feeding  furnaces,  and  we  are  giving  you  a  de- 
scription of  apparatus  and  the  means  by  which  this  may 
be  done.  One  part  of  the  apparatus  is  a  vessel  intermediate 
between  the  blowing  apparatus  and  the  furnace,  in  which 
air  is  to  be  heated,  and  we  say,  in  order  to  attain  the  end 
sought  by  our  patent,  the  form  and  shai)e  of  the  vessel  are 
immaterial.  [Alderson,  B.  The  end  of  the  patent,  as 
you  say,  I  suppose  is  the  application  of  heated  air  to  the 
furnace.  ]  That  is  the  end  and  object,  and  I  would  take  the 
very  words  appearing  in  the  specification.  The  effect 
sought  by  the  patent  is  the  introduction  of  a  sufficient 
quantity  of  heated  air,  and  heated  to  a  sufficient  degree, 
into  the  furnace,  to  produce  a  beneficial  effect  in  the  smelt- 
ing of  iron.     And  therefore  I  conceive  now  that  even  if 
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your  lordships  have,  as  a  matter  of  law,  to  put  a  construc- 
tion on  this  sentence,  or,  in  other  words,  on  the  meaning  of 
the  word  "  effect,"  that  bearing  in  mind  the  nature  of  the 
patent  and  the  object  of  the  patent— -bearing  in  mind  also 
the  object  and  use  of  the  specification — ^that  you  will  say  the 
word  "  effect "  here  means  the  effect  contemplated  by  the 
patent,  and  that  it  does  not  mean  any  particular  effect,  such 
as  the  degree  of  heat  to  be  produced  on  anything  else  that 
imagination  may  suggest,  and  that  if  it  be  taken  to  mean  the 
effect  contemplated  by  the  patent — ^namely,  supplying  a  suf- 
ficient quantity  of  heated  air  beneficially  to  heat  the  furnace, 
and  to  effect  a  considerable  improvement,  that  then  for  that 
purpose  the  form  or  the  shape  of  the  vessel  is  entirely  im- 
material. And,  my  lords,  before  I  quit  that  subject  I  can- 
not help  asking  you  what  would  be  the  case  if  the  converse 
had  been  stated.  It  is  said  that  this  is  untrue.  If  it  be 
untrue,  supposing  what  they  meant  to  contend  to  be  the 
truth  had  been  stated — supposing  they  had  said  "  the  form 
and  shape  of  the  vessel  or  receptacle  are  material  to  the 
effect,  and  cannot  be  adapted  (for  it  is  all  one  sentence)  to 
local  circumstances  or  situation."  Why,  then,  if  we  had 
said  that  the  form  or  shape  of  the  vessel  was  material  to  the 
effect,  we  must  have  stated  what  the  form  or  shape  was  to 
be.  Supposing  the  patentee  had  done  so,  what  form  or 
shape  must  they  have  stated  ?  Must  they  have  stated  this, 
which  happened  to  be  the  one  the  defendants  use  ?  The 
specification  would  have  been  void  if  he  had  done  so,  and 
void  on  two  grounds :  first,  it  would  have  been  claiming 
then,  as  part  of  the  invention,  that  which  was  no  part  of 
his  invention,  but  was  perfectly  well  known  before.  But, 
independent  of  that,  I  apprehend  it  would  have  been  void 
on  this  ground — that  if  a  person  states  in  a  specification 
that  the  form  or  shape  of  a  part  of  the  machine  is  material, 
that  it  must  be  of  the  form  or  shape  he  specifies ;  if  the 
object  be  equally  well  attained  in  any  other  form  or  shape, 
the  specification  is  void  on  that  ground.  Not  only  might 
it  be  pirated  with  impunity  on  that  ground,  for  that  would 
be  of  small  consequence,  but  the  specification  itself  would 
be  void,  for  it  would  import  that  it  could  only  be  by  a 
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vessel  of  a  particulax  and  specific  form  or  shape  that  the 
object  of  the  patent  could  be  obtained,  whereas  it  might  be 
attained,  though  not  to  so  beneficial  a  degree,  but  still 
might  be  attained  by  a  vessel  in  some  other  form  much 
cheaper,  and  to  particular  persons  under  particular  circum- 
stances much  more  convenient. 

I  have  submitted  these  observations  on  the  assumption 
that  your  lordships  have  to  put  a  construction  on  this  sen- 
tence, and  that  it  is  immaterial  whether  the  jury  would 
have  put  a  different  construction  on  it.  I  would  venture 
to  submit  that  no  authority  is  to  be  found  for  that  proposi- 
tion. If  this  be  so,  it  is  quite  unnecessary  to  go  down  to 
trial.  The  question  may  be  raised  on  the  record  ;  the  plea 
actually  sets  out  the  specification.  [Parke,  B.  You 
would  want  the  fact  that  quantity  of  surface  is  material 
with  a  view  to  the  effect.  You  must  ask  the  jury  that  fact ; 
the  question  is  whether  you  are  to  ask  more.]  You  must 
ask  it  in  the  terms  of  the  specification,  and  that  was  what 
we  were  perfectly  content  should  have  been  done  ;  but  your 
lordship  put  a  construction  on  the  word  effect,  and  then, 
on  the  assumption  of  the  word  meaning  that,  asked  the 
jury  simpUciteTy  Is  that  true  ?  Of  course  it  is  not  true  ; 
the  question  here  is  whether  it  is  for  your  lordship  to  put 
a  construction  upon  this  particular  word.  [Parke,  B. 
Suppose  the  specification  set  forth  in  the  plea  and  the  state- 
ment that  the  size  and  shape  were  material  to  the  degree  of 
effect  produced.]  That  would  not  be  a  good  plea.  The 
answer  to  it  would  be,  that  you  must  look  to  the  whole 
specification.  [Alderson,  B.  It  must  not  be  pleaded  in 
that  form  ;  because  that  would  be  a  denial  that  it  would  be 
material  in  whatever  sense  the  word  effect  is  used.  The 
plea  must  state  that  it  is  immaterial  to  the  effect  produced 
in  heating  the  air  in  the  vessel.]  Still,  how  could  any 
determination  be  come  to  without  the  aid  of  a  jury? 
[Parke,  B.  What  facts  are  to  be  left  to  the  jury  ?]  That 
is  the  question  ;  and  with  reference  to  this  I  would  submit 
some  observations  on  the  nature  and  objects  of  the  specifi- 
cation. It  is  not  a  contract  or  a  grant  or  a  libel  which,  sub- 
ject to  the  right  of  the  jury  to  put  a  construction  upon 
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particular  words,  is  to  be  construed  by  the  court.  The  speci- 
fication is  to  describe  what  the  invention  is,  and  to  point  out 
the  mode  in  which  ordinary  workmen  are  to  carry  it  into 
effect.  In  truth,  it  is  nothing  better  than  an  instruction 
given  by  the  patentee  to  workmen  in  the  particular  trade 
or  business  to  which  the  patent  may  refer  to  enable  them  j 
to  exercise  the  invention  ;  it  is  generally  addressed  to  scien- : 
tific  persons.  [Alderson,  B.  You  are  proposing  to  leave 
to  the  jury  the  construction  of  that  which  really  limits  the 
amount  of  the  right  of  the  patentee  as  regards  all  subse- 
quent inventions.  To  what  an  extravagant  length  that 
goes.]  [Lord  Abinoer,  C.  B.  The  question  whether  a 
patent  is  so  worded  as  that  a  person  of  ordinary  knowledge 
will  understand  it  and  work  by  it  is  for  the  jury.  Then 
the  jury  find  the  meaning  of  the  words,  and  what  i)ersons 
may  understand  by  them  ;  but  suppose  a  question  to  arise 
upon  a  specification  whether  a  man  has  taken  out  a  patent 
for  a  principle  or  an  invention — who  is  to  construe  that  i 
The  jury  ?  Suppose  a  workman  says.  The  moment  I  see 
what  the  invention  is  (a  new  one)  I  know  how  to  apply  it, 
but  all  the  instructions  I  do  not  follow  ;  still  I  understand 
perfectly  how  to  do  it ;  it  would  not  de.ceive  me,  because  I 
should  know  he  had  made  a  mistake  in  every  sentence  ;  it 
would  not,  therefore,  be  by  following  the  instructions  that 
he  would  make  the  invention  ;  it  would  be  his  own  knowl- 
edge, science  and  experience  that  would  tell  him  what  to 
do.]  However  that  may  be,  there  is  a  distinction  between 
considering  the  whole  specification  and  taking  any  particu- 
lar sentence,  in  order  to  determine  the  meaning  of  that  sen- 
tence. Now,  there  may  be  some  sentences  in  a  specification 
which  it  might  be  proper  for  the  court  to  construe ;  but 
surely  there  may  also  be  some  sentences  in  a  specification 
which  it  would  be  peculiarly  the  province  of  a  jury  to  con- 
strue ;  words — words  of  art,  words  of  commerce,  words 
which  are  used  in  some  sense  different  from  their  ordinary 
sense ;  those  are  for  the  jury,  and  the  jury  only,  to  con- 
strue as  matters  of  fact.  The  present  case  is  something 
between  the  two — ^it  is  something  between  putting  a  legal 
construction  upon  the  whole  specification  as  one  instru- 
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ment,  or  even  on  any  particular  branch  of  the  specification, 
and  the  putting  by  the  jury  a  construction  upon  a  particu- 
lar expression.  This  is  a  sentence  in  the  specification,  and 
not  a  sentence  in  that  part  of  the  specification  which  pro- 
ceeds to  define  the  rights  of  the  patentee  or  the  extent  of 
his  invention,  but  it  is  a  part  of  a  mere  direction  to  a  work- 
man to  do  the  work  ;  he  may  be  supposed  to  be  speaking 
to  a  workman  not  at  all  about  the  extent  of  his  own  rights 
under  the  patent,  but  merely  to  be  informing  the  workman 
as  to  the  size,  the  shape,  the  metal  of  a  vessel  which  is  to 
be  made  as  part  of  the  machinery.  Now,  I  cannot  say  that 
I  see  any  evidence  or  any  usurpation  of  the  functions  of 
the  court  in  saying  that  where  a  man  is  giving  directions 
to  a  workman  in  a  particular  trade  or  manufacture  to  con- 
struct a  particular  vessel,  and  those  directions  relate  to  the 
material — that  is,  the  metal  and  the  size  and  the  form  and 
the  shape,  that  it  may  be  for  a  jury  to  give  a  meaning  to 
those  directions.  Suppose  a  person  had  been  examined  as 
to  whether  certain  directions  given  by  an  engineer  to  a 
manufacturer  for  the  making  of  a  boiler  or  of  a  pipe  were 
sufficient  to  have  enabled  the  manufacturer  to  have  con- 
structed a  particular  instrument,  and  those  instructions  as 
to  the  size  and  the  shape  and  the  material  of  which  the 
boiler  was  to  be  composed  were  set  forth  in  special  plead- 
ing, would  it  be  a  question  for  a  jury  what  was  the  mean- 
ing of  those  instructions  ?  I  apprehend  that  it  would.  The 
court  cannot  be  supposed  to  know  anything  about  the 
shape  and  size  of  boilers,  or  of  the  shape  of  vessels  for  heat- 
ing air.  The  jury,  by  means  of  evidence,  would  know 
whether  a  particular  direction  for  making  a  vessel  to  heat 
air  had  a  particular  meaning  or  not ;  therefore,  my  lords, 
this  really  does  seem  to  me  to  range  itself  within  the  ad- 
mitted principle  that  the  jury  are  to  put  a  construction  on 
words,  and  that  which  your  lordships  have  laid  down  of 
leaving  the  construction  of  written  instruments  to  the  court. 
Conceding  that,  this  is  something  between  the  two :  here 
is  a  direction  given  by  an  engineer  or  a  man  of  science  to 
an  ordinary  workman  to  construct  a  vessel  for  heating  air 
— ^he  tells  him,  first  of  all,  something  about  the  metal  or 
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material  of  which  it  may  be  made,  and  then  he  says  the 
form  or  shape  of  the  vessel  is  immaterial  to  the  object  yon 
have  in  view,  and  that  it  may  be  adapted  to  local  circum- 
stances. [Lord  Abikger,  C.  B.  You  think  the  meaning 
of  the  word  '^  effect"  there  is  to  be  construed  by  the  jury. 
That  is  precisely  a  case  in  which  the  meaning  of  the  words 
should  be  construed  by  the  judge.  If  the  words  be  am- 
biguous, in  one  sense  to  support  and  the  other  to  destroy 
it,  I  should  say  that  this  is  to  be  contended  in  support  of 
the  patent ;  but  the  meaning  of  the  word  "  effect"  is 
for  the  judge  to  determine  and  not  the  jury.  Whether 
the  word  ^'  effect"  means  the  effect  in  the  hot  air  or  the 
effect  on  the  blast  is  a  matter  of  construction  entirely.] 
[Parke,  B.  Assuming  the  construction  I  inclined  to  at 
the  trial  to  be  correct,  I  wish  for  some  information  by  cases 
whether  it  is  competent  to  arrest  that  by  the  evidence  of 
scientific  men,  supposing  there  is  an  error.]  I  have  not 
been  able  to  find  any  authority  in  which  it  has  been  directly 
and  distinctly  held  that  a  clear  and  manifest  inaccuracy 
would  not  vitiate  the  specification.  Neither  do  I  find  any 
authority  for  saying  that  an  inaccuracy  which  would  not 
mislead  would  vitiate  the  specification.  I  do  not  think 
that  it  would  be  safe  to  act  upon  extreme  cases,  because 
undoubtedly  one  may  put  a  case  of  some  very  valuable  dis- 
covery, but  which  was  to  be  carried  into  effect  by  some 
known  machinery,  in  which  the  machinery  would  be  com- 
paratively immaterial,  and  in  which  there  might  be  such  a 
series  of  blunders  and  inaccuracies  in  the  specification  as  to 
contain,  in  fact,  from  the  beginning  to  the  end,  an  untrue 
statement  of  the  modus  operandi^  and  yet  there  might  be 
workmen  brought  before  the  jury  who  would  say,  We 
understand  this  work  so  well  that  we  should  not  be  misled 
by  it.  But  the  question  is  whether  any  inaccuracy  of  lan- 
guage— the  merely  inaccurate  use  of  a  single  word — it  is 
here  of  the  word  effect — which  will  not  mislead  anybody, 
which  will  not  mislead  the  manufacturer  of  a  blowing 
apparatus  —  [Ix)rd  Abinoer,  C.  B.  Nobody  says  that  a 
mere  inaccurate  use  of  words,  which  words  are  often  used, 
if  they  are  explained  by  the  context,  will  necessarily  avoid 
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the  patent.]  I  do  not  know  what  more  this  is.  [Alder- 
son,  B.  There  was  a  remarkable  instance,  which  we  men- 
tioned in  the  former  part  of  the  argument,  where  the  French 
word  "vice"  was  used.]  That  was  the  case  of  Bloxam 
V.  Elsee  (1  arUej  p.  376).  The  French  word  ''  vice"  mean- 
ing a  screw ;  the  English  word  meaning  something  very 
different ;  yet  the  word  ''  vice"  was  used,  and  in  an  English 
specification.  [Lord  Abingeb,  C.  B.  Yes,  and  the  con- 
text showed  what  it  meant.]  [Aldebson,  B.  I  think  that 
a  picture,  which  was  annexed  to  the  patent,  showed  that  it 
was  a  screw.]  These  cases  go  to  this  extent,  to  show  that 
an  inaccuracy  in  the  use  of  an  expression,  or  perhaps  of 
several  expressions,  if  looking  at  the  whole  instrument 
together,  would  not  mislead  any  ordinary  competent  work- 
man, they  would  not  avoid  the  specification.  It  seems  to 
me  that  if  this  construction  is  put  on  the  word  ''  effect"  it 
could  mislead  nobody.  But  I  rest  this  case  mainly  on  the 
ground  that  at  least  one  meaning  may  be  put  on  it— namely, 
that  for  which  we  contend,  and  that  your  lordships  will 
give  it  that  meaning  which  is  calculated  to  sustain  the  pat- 
ent. And  I  further  contend  that  this  is  not  doubtful ;  that 
fairly  and  reasonably  looking  at  the  whole  of  the  specifica- 
tion, the  word  "  effect"  means  the  object  to  be  attained  by 
the  patent,  and  does  not  mean  any  particular  effect  or  any 
particular  part  of  the  operation.  On  these  grounds  I  sub- 
mit that,  looking  to  the  specification  itself  and  taking  the 
finding  of  the  jury,  there  is  no  substantial  objection  to  the 
specification,  and  that  the  plaintiff  is  entitled  to  enter  a 
verdict  on  the  issue  in  question. 

Parke,  B.  In  this  case,  at  the  request  of  my  Lord 
Abinger,  I  proceed  to  deliver  his  lordship's  judgment  and 
that  of  the  rest  of  the  court  on  this  question. 

We  have,  after  much  consideration,  and  not  without  some 
doubt  and  hesitation,  arrived  at  the  conclusion  that  the 
present  rule,  obtained  by  Sir  William  FoUett,  for  entering 
the  verdict  for  the  plaintiff  on  the  fourth  issue,  should  be 
made  absolute. 

Several  points  were  made  at  the  time  of  the  argument,  to 
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which  we  propose  very  shortly  to  advert.  In  the  first 
place,  it  was  contended  that  the  objection  to  the  specifica- 
tion on  which  I  proceeded  at  the  trial  was  not  sufficiently 
raised  by  the  notice  given  under  the  provisions  of  Lord 
Brougham's  act,  but  we  all  think  it  was.  We  concur  in  the 
opinion  of  the  Court  of  "Common  Pleas,  in  the  cases  cited 
by  Sir  William  FoUett,  that  the  act  must  be  construed  to 
mean  that  a  mere  copy  of  the  pleas  will  not  be  a  sufiicient 
compliance  with  its  provisions.  It  was  passed  after  the 
new  rules  had  required  the  several  defences  to  be  pleaded, 
and  must,  therefore,  be  considered  as  having  intended  to 
give  to  a  plaintiff  some  additional  advantage  beyond  the 
information  which  the  record  would  give  him.  But  that 
did  not  mean  to  say,  nor  do  we  think  the  Common  Pleas 
meant  to  decide,  that  it  would  not  be  sufficient  in  some 
cases  to  give  notice  in  the  terms  of  the  plea  itself  ;  the  ob- 
jection may  be  so  completely  and  so  fully  expanded  on  the 
record  that  a  mere  transcript  of  the  plea  itself  may  be  suffi- 
cient ;  in  other  cases  the  plfea  may  be  so  general  in  its  lan- 
guage as  to  be  insufficient  as  a  notice,  if  transcribed  from 
the  plea  merely.  Each  case  must  dei)end  on  its  peculiar 
circumstances.  But  at  nisiprius  we  think  the  only  ques- 
tion for  the  judge  is  whether  the  language  of  the  notice 
fairly  includes  the  objection  taken.  If  the  notice  be  too 
general,  a  previous  application  must  be  made  to  the  court 
or  a  judge  at  chambers  for  redress.  Here  the  language  of 
the  notice  was  very  general,  and  we  think  it  included  the 
objection  relied  upon. 

Then  we  come  to  the  question  itself,  which  depends  on 
the  proper  construction  to  be  put  on  the  si)ecification  itself. 
It  was  contended  that  of  this  construction  the  jury  were  to 
judge.  AVe  are  clearly  of  a  different  opinion.  The  con- 
struction of  all  written  instruments  belongs  to  the  court 
alone,  whose  duty  it  is  to  construe  all  written  instruments, 
as  soon  as  the  true  meaning  of  the  words  in  which  they  are 
couched  and  the  surrounding  circumstances,  if  any,  have 
been  ascertained  by  the  jury  ;  and  it  is  the  duty  of  the  jury 
to  take  the  construction  fi'om  the  court,  either  absolutely, 
if  there  be  no  words  to  be  construed  as  words  of  art  or 
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phrafies  used  in  commerce,  and  no  surrounding  circum- 
stances  to  be  ascertained,  or  conditionally,  where  those  words 
or  circumstances  are  necessarily  referred  to  them.  Unless 
this  were  so  there  would  be  nd  certainty  in  the  law,  for  a 
misconstruction  by  the  court  is  the  proper  subject,  by 
means  of  a  bill  of  exceptions,  of  redress  in  a  court  of  error ; 
but  a  misconstruction  by  the  jury  cannot  be  set  right  at  all 
effectually.  Then,  taking  the  construction  of  this  specifi- 
cation upon  ourselves,  as  we  are  bound  to  do,  it  becomes 
necessary  to  examine  what  the  nature  of  the  invention  is 
which  the  plaintiff  has  disclosed  by  this  instrument.  It  is 
very  difficult  to  distinguish  it  from  the  specification  of  a 
patent  for  a  principle,  and  this  at  first  created  in  the  minds 
of  some  of  the  court  much  difficulty  ;  but  after  full  consid- 
eration we  think  that  the  plaintiff  does  not  merely  claim  a 
principle,  but  a  machine  embodying  a  principle,  and  a  very 
valuable  one.  We  think  the  case  must  be  considered  as  if 
the  principle  being'  well  known,  the  plaintiff  had  first  in- 
vented a  mode  of  applying  it  by  a  mechanical  apparatus  to 
furnaces  ;  and  his  invention  then  consists  in  this — the  inter- 
posing a  receptacle  for  heated  air  between  the  blowing  ap- 
paratus and  the  furnace.  In  this  receptacle  he  directs  the 
air  to  be  heated  by  the  application  of  heat  externally  to 
the  receptacle,  and  thus  he  accomplishes  the  object  of  ap- 
plying the  blast,  which  was .  before  of  cold  air,  in  a  heated 
state  to  the  furnace. 

Now,  in  the  specification,  after  stating  that  the  air  lieated 
up  to  red  heat  may  be  used,  but  that  it  is  not  necessary  to 
go  so  far  to  produce  a  beneficial  effect,  he  proceeds  to  state 
that  the  size  of  the  receptacle  will  depend  on  the  blast 
necessary  for  the  furnace,  and  gives  directions  as  to  that. 
And  then  he  adds,  "  The  shape  of  the  receptacle  is  imma- 
terial to  the  effect,  and  may  be  adapted  to  local  circum- 
stances." It  is  this  part  of  the  specification  which  has 
raised  the  difficulty. .  At  the  trial  I  construed  this  passage 
as*  meaning  that  the  shape  was  immaterial  to  the  degree  of 
effect  in  heating  the  blast,  and  if  this  were  so,  the  jury 
having  by  their  finding  negatived  the  truth  and  accuracy 
of  this  statement,  the  specification  would  be  bad,  as  con- 


288  ENGLISH  PATENT  CASES.  [1841. 

taining  a  false  statement  in  a  material  circnmLstance,  of  a 
nature  that,  if  literally  acted  upon  by  a  competent  work- 
man, would  mislead  him  and  cause  the  experiment  to  fail. 

Nor  do  we  think  that  the  point  contended  for  by  Sir 
William  Follett,  that  if  a  man  acquainted  well  with  the 
process  of  heating  air  were  employed,  this  misstatement 
would  not  mislead  him,  would  at  all  relieve  the  plaintiffs 
from  the  difficulty  ;  for  this  would  be  to  support  the  speci- 
fication by  a  fresh  invention  and  correction  by  a  scientific 
person  ;  and  no  authority  can  be  found  that  in  such  a  case 
a  specification  would  be  good.  To  be  valid,  we  think  it 
should  be  such  as,  if  fairly  followed  out  by  a  competent 
workman,  without  invention  or  addition,  would  produce 
the  machine  for  which  the  patent  is  taken  out,  and  that 
such  machine  so  constructed  must  be  one  beneficial  to  the 
public.  If,  therefore,  we  had  thought,  on  consideration, 
that  the  construction  which  I  put  on  this  clause  of  the 
specification  was  the  true  one,  we  should  have  concluded 
that  the  patent  was  bad,  and  we  should  have  thought  that 
the  verdict  should  remain  as  found  by  the  jury  on  the 
fourth  issue. 

But  my  lord  and  my  brothers,  after  considerable  hesita- 
tion, are  of  opinion  that  a  construction  may  reasonably  be 
put  upon  this  clause  which  will  support  the  i)atent ;  and 
though  I  myself  still  entertain  great  doubt  whether  such  is 
the  true  construction,  I  am  not  prepared  to  say  that  it  is 
not,  and  I  am  very  glad  that  in  so  meritorious  an  invention 
as  this  is  admitted  to  be,  in  this  view  of  the  case,  the  in- 
ventor wiU  not  be  deprived  of  his  reward. 

The  word  "  effect"  occurs  four  times  in  the  specification  ; 
and  it  is  a  just  rule  of  construction  to  judge  of  the  meaning 
of  a  particular  phrase  by  taking  the  whole  instrument 
together.  In  the  first  sentence  the  patentee,  si)eaking  of 
the  temperature  being  as  high  as  that  of  "  red  heat,"  adds 
that  '^  so  high  a  temperature  is  not  absolutely  necessary  to 
produce  a  beneficial  effect."  Then  he  adds  that  the  recep- 
tacle ^'  may  be  made  of  iron,  but  as  the  effect  does  not 
depend  upon  the  nature  of  the  material,  other  metals  or 
convenient  materials  may  be  used."     Here  he  cannot  mean 
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that  all  metals  or  convenient  materials  will  equally  be 
heated  by  application  of  external  fire  ;  for  some  heat  more 
easily,  others  more  slowly  ;  but  he  means  that  the  quality 
of  the  heated  air,  whether  heated  in  an  iron  vessel  or  any 
other  (if  heated  at  a  proper  temperature),  will  not  ma- 
terially alter  the  beneficial  effect  on  the  furnace  to  which  it 
is  applied.  ^'  Effect"  here,  then,  is  equivalent  to  a  bene- 
ficial effect ;  and  the  passage  is  this,  "  But  as  the  effect"  to 
be  a  beneficial  effect  *^  does  not  depend  on  the  nature  of  the 
material,"  and  so  forth.  The  same  is,  we  think,  obviously 
the  meaning  of  the  word  "  effect"  in  the  concluding  sen- 
tence of  the  specification.  The  manner  of  applying  the 
heat  to  the  air  vessel  is,  however,  immaterial  to  the  effect 
if  it  be  kept  at  a  proper  temperature  ;  in  other  words,  the 
effect  will  be  a  beneficial  effect  on  the  furnace,  whatever  be 
the  manner  in  which  you  apply  heat  to  the  air  vessel,  pro- 
vided only  that  you  so  apply  it  as  to  raise  its  temperature 
sufficiently. 

Then,  if  so,  it  is  not  unreasonable,  we  think,  to  construe 
the  word  "  effect,"  in  the  sentence  on  which  this  question 
turns  in  a  similar  manner,  and  to  hold  it  to  mean  an  asser- 
tion by  the  patentee  that,  though  the  size  of  the  vessel 
must  be  regulated  as  directed,  yet  the  shape  of  the  air 
vessel  is  immat-erial  to  the  effect ;  that  is  to  say,  any  ahacpe 
will  produce  a  beneficial  effect,  and  may  be  adapted  to  the 
local  circumstances.  Now,  if  this  be  so,  still  it  casts  upon 
him  the  necessity  of  proving  to  the  satisfaction  of  the  jury 
that  any  shape  in  which  the  air  vessel  could  reasonably  be 
expected  to  be  made  by  a  comi)etent  workman  would  pro- 
duce a  beneficial  effect  and  be  a  valuable  discovery.  On 
the  present  occasion  we  are  bound,  as  to  this  point,  by  the 
finding  of  the  jury,  who  have  arrived  at  this  conclusion  of 
fact ;  and  if  they  are  right,  we  think  the  verdict  was  not 
correctly  entered  for  the  defendant  on  this  fourth  issue, 
but  that  it  should  have  been  entered  for  the  plaintiff.  The 
rule,  therefore,  must  be  absolute. 

There  is  another  point,  which  I  need  only  notice  shortly, 
which  was  made  by  the  Attorney-General  as  to  the  title  of 
the  patent.    He  contended  that  the  title  of  the  patent  was 
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itself  defective,  and  did  not  agree  with  the  invention  ;  and 
he  insisted  also  that  it  was  competent  to  raise  that  objec- 
tion upon  the  issue  raised  upon  the  fourth  plea— and  prob- 
ably it  was.  But  we  have  already  intimated,  in  the  course 
of  the  argument,  that  we  thought  that  that  objection  was 
not  well  founded.  The  title  of  the  patent  is  for  the  *'  im- 
proved application  of  air."  Though  that  is  ambiguous,  it 
is  sufficiently  explained  by  the  specification,  and  is  not  at 
variance  with  it,  as  was  the  case  in  King  v.  Wheeler. 
Therefore  we  think  the  verdict  on  the  fourth  plea  must  be 
entered  for  the  plaintiff. 
Bule  absolute. 


BICKPORD  V.  SKEWES. 
Queen's  Bench,  June  ll,  1841. 

(1  Web.  P.  C.  214.) 

Rules  in  construing  Specification.    Questions  for  the  Jury. 

The  sufficiency  of  the  specification  is  a  question  for  the  Jury. 

The  language  of  the  specification  ought  not  to  be  astutely  construed,  so  as  to 
overthrow  a  patent. 

The  specification  is  addressed,  not  to  persons  entirely  ignorant  of  the  subject- 
matter,  but  to  artists  of  competent  skill  in  that  branch  of  manufactures  to  which 
it  relates. 

All  the  substances  which  will  answer  the  purpose  claimed  need  not  be  stated 
if  the  public  be  not  misled. 

The  objection  to  the  specification  must  be  clearly  stated. 

Rule  to  show  cause  why  a  nonsuit  should  not  be  entered. 

The  action  was  brought  to  try  the  validity  of  a  patent 
granted  September  6,  1831,  to  William  Bickford  for  "  an 
instrument  for  igniting  gunpowder  when  used  in  the  oper- 
ation of  blasting  rocks  and  in  mining,  called  the  miners' 
safety  fuse."  The  specification  set  forth  the  ^*  manufacture 
by  the  aid  of  machinery  and  otherwise  of  flax^  hemp  or 
cotton,  or  any  other  suitable  material,  8t)un,  twisted  and 
countered,  and  otherwise  treated  in  the  manner  of  twine- 
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spinning  and  cord-making,  and  by  the  several  operations 
hereinafter,  and  in  and  by  the  drawings  hereunto  annexed, 
mentioned  and  described.  By  means  whereof  I  embrace  in 
the  centre  of  my  fuse,  in  a  continuous  line  throughout  its 
whole  length,  a  small  portion  or  compressed  cylinder  or  rod 
of  gunpowder,  or  other  proper  combustible  material  pre- 
pared in  the  usual  pyrotechnical  manner  of  fireworks  for  the 
discharging  of  ordnance,  and  which  fuse  so  prepared  I  after- 
ward more  effectually  secure  and  defend  by  a  covering  of 
strong  twine  made  of  similar  material,  and  wound  thereon 
at  nearly  right  angles  to  the  former  twist  by  the  operation 
which  I  call  countering  hereinafter  described ;  and  I  then 
immerse  them  in  a  bath  of  heated  varnish,  and  add  to  them 
afterward  a  coat  of  whiting,  bran  or  other  suitable  powdery 
substance,  to  prevent  them  from  sticking  together  or  to  the 
fingers  of  those  who  handle  them.  And  I  hereby  also  de- 
fend them  from  wet  or  moisture  or  other  deterioration,  and 
I  cut  off  the  same  fuse  in  such  lengths  as  the  occasion  may 
require  for  use,  each  of  these  lengths  constituting,  when 
so  cut  off,  a  fuse  for  blasting  rocks  and  mining ;  and  I  use 
them  either  under  water  or  on  land  in  quarries  of  stones 
and  mines,  for  detaching  portions  of  rocks  or  stone  or  mine, 
as  occasions  require,  in  the  manner  long  practised  by  and 
well  known  to  miners  and  blasters  of  rocks." 

The  declaration  alleged  imitation  of  the  invention  by  the 
defendants.  The  pleas  were :  1.  Not  guilty.  2.  That 
Bickf ord  was  not  the  first  and  true  inventor.  3.  That  the 
invention  was  not,  at  the  time  the  patent  was  granted,  a 
new  invention.  4.  That  the  specification  did  not  particu- 
larly describe  and  ascertain  the  nature  of  the  invention. 

Among  the  objections  were  that  the  words  in  the  specifi- 
cation '*  or  any  other  suitable  material "  were  calculated  to 
mislead,  none  others  being  described  or  any  criteria  given 
for  ascertaining  what  was  suitable  ;  that  the  invention  was 
impracticable,  inasmuch  as  gunpowder  cannot  be  used  un- 
less mixed  with  other  materials,  and  that  no  other  proper 
combustible  matter  than  gunpowder  is  mentioned. 

At  the  trial  before  Coleridge,  J.,  the  plaintiff  had  a  ver- 
dict on  all  the  issues. 
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Bompas^  in  pursuance  of  leave  reserved,  moved  for  a  rule 
to  show  cause  why  a  nonsuit  should  not  be  entered,  or  a 
verdict  for  the  defendant  on  the  fourth  issue ;  or  why  a 
new  trial  should  not  be  had,  on  the  ground  of  the  verdict 
being  against  evidence. 

The  specification,  in  describing  the  materials  of  which 
the  fuse  is  to  be  composed,  uses  the  words  "  hemp,  flax, 
cotton  or  any  other  suitable  material."  No  evidence  was 
given  at  the  trial  that  the  inventor  had  tried  any  other 
material  than  flax,  or  that  any  other  would  do.  That  de- 
scription is  not  sufficient ;  a  party  has  no  right  to  throw  ex- 
periments upon  the  public.  The  specification  also  uses  the 
words  "  gunpowder,  or  other  proper  combustible  matter." 
There  was  no  evidence  that  any  other  substance  than  gun- 
powder would  do.  Colonel  Pasley  thought  detonating 
I)owder  might  do,  but  he  did  not  know.  The  insertion  of 
this  passage  is  mere  speculation.  The  rules  laid  down  in 
Turner  v.  "Winter  (1  ante^  p.  43)  are  strictly  applicable  to 
the  present  case.  [Lord  Denman,  C.  J.  Was  there  any 
evidence  that  the  other  things  which  he  said  would  produce 
the  effect  would  not  produce  it  ?]  None.  This  specification 
is  not  accidentally  but  intentionally  uncertain,  meaning  to 
grasp  at  more  than  the  inventor  himself  had  discovered,  so 
as  to  keep  other  persons  from  using  it  or  making  other  ex- 
periments. As  to  the  plea  whether  it  had  been  publicly 
used  in  England,  the  evidence  was  that  there  was  an  Irish- 
man— of  his  existence  there  was  no  doubt,  though  no  one 
knew  his  name — who  went  about  selling  a  fuse  exactly  the 
same  as  the  present  fuse  ;  that  he  exhibited  it  in  a  black- 
smith' s  shop  before  those  men  who  were  there  ;  that  he  let 
it  off  in  the  mine,  and  put  it  in  water  in  the  presence  of 
everybody,  and  gave  it  to  the  workmen,  who  took  it  down, 
examined  it  and  tried  it — fired  it  off,  and  found  it  answer. 
This  was  in  the  street  of  Redruth,  in  the  very  centre  of  all 
the  mining  population.  Many  persons  took  it  in  their  hands, 
they  examined  it,  opened  it,  and  saw  there  was  powder  in  it, 
and  that  it  was  in  the  shape  of  a  cord,  and  of  so  simple  a 
description  that  if  you  put  it  into  the  hands  of  any  work- 
man he  could,  from  simply  seeing  it,  immediately  make 
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another  that  would  answer  the  purpose.  It  is  nothing  more 
than  gunpowder  in  the  middle  of  a  piece  of  twine.  Not 
that  such  an  invention  ought  to  be  precluded  from  a  pat- 
ent ;  the  best  improvements  are  the  most  simple  ;  the  mere 
fact  of  showing  such  an  article  is  a  publication.  Although 
a  patent,  supposing  it  to  be  good,  is  not  less  good  because 
it  is  for  the  most  simple  invention  that  ever  was  heard  of, 
still,  if  you  make  publication  of  so  simple  a  thing,  it  is 
known  to  everybody  the  moment  they  see  it.  [Cole- 
RiDOE,  J.  I  thought  all  this  was  for  the  jury  ;  there  was  a 
great  deal  of  negative  evidence  on  the  part  of  the  plaintiffs  ; 
they  called  a  great  number  of  experienced  miners,  who  said 
until  this  invention  they  had  never  known  of  anything  like 
it.  ]  Supposing  this  to  have  been  used  in  this  way,  I  sub- 
mit it  is  a  public  user  ;  had  this  been  repeated  fifty  times, 
can  any  one  doubt  that  would  have  been  a  public  user? 
The  true  principle  is  this  :  in  order  to  insure  that  when  a 
person  takes  out  a  patent  he  shall  be  really  the  inventor, 
some  precaution  is  necessary  that  he  should  not  have  had 
the  means  of  learning  it  from  other  sources  ;  and  therefore 
it  is  said  if  it  has  been  publicly  used,  it  is  too  late  for  a 
person  to  have  a  monopoly.  What  is  there  to  prove  that 
Mr.  Bickford  did  not  learn  this  from  individuals  who  had 
seen  it  publicly  1  That  is  what  the  rule  is  to  guard  against ; 
and  the  learned  judge  should  have  told  the  jury  that  there 
had  been  a  publication  of  the  invention. 

[The  following  was  the  evidence  as  to  the  point  at  the 
trial: 

Mr.  Trengrove.  I  saw  an  Irishman  ten  or  eleven  years 
ago  in  the  western  part  of  the  mine.  He  had  some  safety 
rods  with  him,  which  he  offered  to  the  men  who  were  going 
under  ground.  He  set  one  on  fire  ;  touched  the  end  with  a 
fuse  ;  the  powder  took  ;  it  burned  all  through,  from  end  to 
end ;  he  threw  it  in  water ;  stamped  on  it  and  threw  it 
about ;  there  was  no  putting  it  out.  Outside  it  was  hemp, 
bound  round  just  the  same  as  we  are  using  now  ;  too  much 
tar  or  rosin  about  its  outside.  I  saw  no  difference  between 
it  and  the  safety. 

William  Clemens.     I  am  a  miner  at  Camborne ;  reared 
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there  and  worked  in  the  mines  in  the  neighborhood  twenty- 
years  ;  worked  at  North  Boskier ;  began  about  thirteen 
years  since  ;  at  first  they  used  quills.  While  working  at 
North  Roskier  there  was  a  man  came  round  there ;  they 
said  he  was  an  Irishman  ;  about  ten  or  a  dozen  years  ago  ; 
saw  him  with  a  thing  for  blasting  mines  ;  it  was  made  of 
hemp  or  twine,  just  the  same  as  what  the  safety  is  made  of 
now.  I  do  not  know  particularly  what  part  of  the  mine  I 
was  in  when  I  saw  him  there  ;  near  the  shop,  but  I  cannot 
say  exactly  where  it  was  ;  I  had  two  of  them  in  my  hand, 
about  eighteen  or  twenty  inches  long ;  we  carried  two 
underground,  put  it  into  a  hole,  opened  the  end  of  it, 
lighted  it ;  it  went  oflf  very  well ;  he  had  several  more 
pieces,  but  I  did  not  see  him  do  anything  with  it.  Some 
time  after  I  saw  Bickf ord.  I  knew  no  difference  between 
the  two  ;  they  bum  in  the  same  way.  Mr.  Thomas  Davies 
worked  there  when  I  had  this  from  the  Irishman  ;  we  were 
talking  to  one  another  about  it ;  he  said  there  could  be  a 
little  improvement.  I  saw  the  Irishman  in  the  public-house 
the  same  evening  ;  he  had  plenty  of  these  things  with  him 
there  ;  they  were  tied  round  in  a  bundle."] 

The  case  for  the  defendant  was  this.  It  was  proved  (by 
the  witnesses  on  both  sides)  that  a  person  answering  the 
description  had  sold  fuses  ;  that  some  iron- work  had  been 
supplied  him  for  the  purpose  of  making  his  fuses  ;  that  he 
lived  in  a  certain  house  in  which  there  was  some  manufac- 
ture of  fuses,  which  were  described ;  that  some  agreement 
took  place  at  a  public-house  with  Mr.  Bickf  ord  on  the  sub- 
ject of  fuses,  described  to  be  substantially  the  same  as  those 
for  which  a  patent  was  afterward  taken  out.  There  was  no 
evidence  of  how  Mr.  Bickf  ord  made  the  first  and  the  second 
fuses,  or  of  how  he  got  the  machines  made  ;  but  the  only 
evidence  was  that  witnesses  said  there  was  a  time  when  the 
fuse  was  not  known — afterward  these  are  sold  ;  and  this  is 
to  be  taken  in  connection  with  the  number  of  witnesses  who 
saw  something  of  the  kind  before.  [Coleridge,  J.  All 
that  was  put  to  the  jury  for  you  ;  I  thought  it  a  strong 
part  of  your  case.  ]  The  only  evidence  against  us  was  the 
body  of  mining  agents  not  having  known  of  this  public  use. 
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Lord  Denman,  C.  J.  I  think  there  must  be  a  rule  to 
show  cause  why  a  nonsuit  should  not  be  entered  on  the 
point  of  law  arising  on  the  specification,  or  why  the  verdict 
should  not  be  entered  for  the  defendant  on  the  fourth 
issue ;  but  with  regard  to  the  verdict  being  against  evi- 
dence, my  brother  Coleridge  is  of  opinion  the  jury  exer- 
cised their  judgment  on  the  subject.  I  have  not  the  least 
doubt  it  was  left  fully  to  them  to  exercise  that  judgment, 
because  it  is  clear,  otherwise,  it  would  have  been  a  mere 
absurdity  to  ask  their  opinion  on  the  effect  of  the  evidence 
at  all. 

Rule  accordingly. 

The  above  rule  having  been  argued,  the  judgment  of  the 
court  was  delivered  by 

Lord  Denman,  C.  J.  The  invention,  the  subject  of  this 
patent,  professes  to  be  an  instrument  for  igniting  gun- 
powder when  used  in  the  operation  of  blasting  rocks  and  in 
mining,  and  denominated  the  miners'  safety  fuse. 

The  fourth  plea  set^  out  the  specification  at  length,  and 
concludes  by  denying  that  the  patentee  had  particularly 
described  and  ascertained  the  nature  of  the  said  invention, 
and  in  what  manner  the  same  was  to  be  i)erf  ormed.  The 
issue  was  joined  upon  this,  and  at  the  close  of  the  plaintiffs' 
case  it  was  objected  that  the  specification  was  defective  in 
two  respects,  and  that  the  judge  ought  to  have  directed  the 
verdict  for  the  defendant.  He  thought  that  the  question 
as  to  both  was  for  the  jury  ;  he  then  explained  to  them  the 
specification,  drew  their  attention  to  the  supposed  defect, 
as  said  to  appear  on  the^evidence,  and  left  it  to  them  to  say 
whether  they  were  made  out,  or  either  of  them.  We 
think  he  could  not  properly  have  pursued  any  other 
course. 

The  specification,  so  far  as  it  is  material  to  be  now  stated, 
was  thus  :  ' '  The  instrument  I  manufacture,  by  the  aid  of 
machinery  and  otherwise,  of  flax,  hemp  or  cotton,  or  any 
other  suitable  materials,  spun,  twisted  and  countered,  and 
otherwise  treated  in  the  maimer  of  twine-spinning  and  card- 
making,  as  by  the  several  operations  hereinafter  and  in  and 
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by  the  drawings  hereunto  annexed,  mentioned  and  de- 
scribed, by  means  whereof  I  embrace  in  the  centre  of  my 
fuse,  in  a  continuous  line  throughout  its  whole  length,  a 
small  i)ortion  or  compressed  cylinder  or  rod  of  gunpowder, 
or  other  proper  combustible  matter  prepared  in  the  usual 
pyrotechnical  manner  of  fireworks  for  the  discharge  of 
ordnance." 

Upon  these  words  it  was  first  objected  that  the  plaintiff 
had  failed  to  show  any  other  material  but  common  gun- 
powder had  ever  been  used  in  the  fuse,  or,  if  introduced, 
would  answer  the  purpose  desired,  and  the  first  part  of  this 
objection  is  true  in  fact ;  but  it  seems  to  us  immaterial  if 
other  materials  not  specified  (and  it  is  certainly  not  neces- 
sary to  specify  all),  but  still  within  the  description  given, 
will  answer  the  purpose ;  no  ambiguity  is  occasioned — 
nothing  that  can  mislead  the  public  or  increase  the  difficulty 
hereafter  of  making  the  instrument  by  the  introduction  of 
terms  which  import  the  patentee  has  himself  used  them. 
The  latter  part  of  the  objection,  if  true  in  fact,  would  have 
been  more  material,  because  it  does  tend  to  mislead  if  it  be 
stated  that  a  whole  class  of  substances  may  be  used  to  pro- 
duce a  given  effect,  when,  in  fact,  only  one  is  capable  of 
being  so  used  successfully ;  but  there  was  reasonable  evi- 
dence that  other  combustible  substances,  prepared  in  the 
manner  described  in  the  specification,  would,  if  introduced, 
answer  the  purpose  of  the  patent. 

Colonel  Pasley,  a  most  competent  witness,  had  no  doubt 
one  substance  answering  'the  description — ^namely,  detonat- 
ing powder,  might  be  used ;  and  the  jury  were  at  liberty 
to  infer  that  any  similar  substance,  prepared  as  required 
by  the  description,  would  have  the  same  effect.  The 
other  parts  of  the  instrument  necessarily  limited  the  com- 
bustible substance  to  be  used  to  such  as  are  capable  of  being 
reduced  to  a  fine  powder,  and  introduced  into  a  very 
thin  continuous  stream  or  thread  into  the  centre  of  the 
fuse. 

Some  knowledge  of  pyrotechnics  is  and  may  probably  be 
required  in  the  person  who  is  to  read  the  specification  for 
the  purpose  of  making  the  instrument.    The  specification 
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is  addressed,  not  to  i)ersoiis  entirely  ignorant  of  the  snbject- 
matter,  bnt  to  artists  of  competent  skill  in  that  branch  of 
manufactures  to  which  it  relates  ;  and  such  persons  would 
be  at  no  loss  to  select,  if  selection  were  at  all  necessary,  the 
proper  combustible  material  from  those  prepared  for  the 
discharge  of  ordnance  for  his  purpose. 

But  the  jury  probably  thought,  and  on  the  evidence 
might  well  think,  that  the  language  of  the  specification  was 
in  this  part  literally  true,  and  that  no  selection  at  all  was 
necessary  ;  and  this  brings  us  to  the  last  objection,  and  the 
most  relied  upon,  that  there  was  a  combustible  substance 
prepared  and  used  of  the  description  in  the  specification 
which  would  not  answer  the  purpose,  and  this,  if  true, 
would  be  important ;  for  then  the  specification  would  be 
substantially  untrue  and  would  deceive.  The  substance  re- 
lied on  is  called  portfire,  by  the  application  of  which  to  the 
tiring  of  cannon  it  is  well  known  that  they  were  at  one  time 
very  commonly  discharged ;  but  we  think  that  there  are 
two  grounds  on  which  we  ought  not  to  yield  to  the  objec- 
tion in  a  case  in  which  we  see  no  reason  to  infer  from  the 
language  used  any  fraudulent  intention  to  mislead  the 
public  or  to  make  it  unnecessarily  difficult  to  understand 
or  apply  the  invention.  One  substance,  gunpowder,  was 
the  composition  chiefly  relied  on  as  the  most  efficacious,  the 
most  obvious,  the  most  easily  procurable  article  for  the 
purpose.  At  the  same  time,  as,  on  principle,  similar  com- 
bustibles prepared  as  fireworks  are  would  also  have  the 
same  effect,  words  are  introduced  by  the  patentee  which 
enable  him  to  include  them,  for  the  double  purpose  of 
making  it  an  infringement  of  the  patent  to  use  them  during 
its  existence  and  of  directing  the  attention  of  the  public  to 
them  after  it  had  become  public  proi)erty.  Language  thus 
used  ought  not  to  be  astutely  construed  so  as  to  overthrow 
a  patent,  yet  we  have  a  right  to  require  the  objector  should 
at  the  trial  make  his  point  clear  and  clearly  call  the  atten- 
tion of  his  opponent  to  it.  This  was  not  done,  and  we  are 
at  this  moment  left  in  doubt  on  the  evidence  what  the  term 
portfire  means,  whether  it  is  the  whole  instrument,  includ- 
ing both  the  case  and  combustible  within,  or  whether  it 
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means  the  latter  only.  If  the  former,  it  is  clearly  ont  of 
the  question,  and  it  was  certainly  so  understood  by  the 
plaintiffs,  for  they  called  an  officer  of  artillery  to  speak  of 
it,  in  order  to  put  it  at  once  out  of  the  case  by  showing  the  . 
portfire  as  used  in  the  service  is  a  totally  different  thing 
from  the  safety  fuse,  and  therefore  did  not  interfere  with 
its  claims  to  novelty.  The  counsel  for  the  defendant  then 
asked  a  question  or  two  as  to  the  mode  of  preparing  and 
combining  the  combustible  within  the  case,  from  which 
was  ascertained  the  fact  of  destroying  the  case  as  it  burnt, 
and  on  this  the  objection  was  afterward  raised.  What  the 
quantity  of  combustible  was  in  the  portfire — whether  it 
would  have  the  same  effect  of  destroying  the  case  if  intro- 
duced into  it  in  the  very  small  proportion  which  the  gun- 
powder in  the  fuse  bears  to  the  cylinder  containing  it,  and 
many  other  matters  necessary  to  the  point,  and  establish 
the  objection,  were  entirely  passed  over. 

Upon  the  objection  raised  it  was  proi)er,  indeed,  to  take 
the  opinion  of  the  jury,  but  if  they  thought  it  not  estab- 
lished satisfactorily,  we  see  no  reason  to  disturb  their  con- 
elusion  ;  and  it  may  be  also  sustained  on  another  ground. 
In  one  sense,  undoubtedly,  the  portfire  may  be  said  to  be 
used  in  discharging  ordnance,  because  it  ignites  the  priming 
or  train,  which  causes  the  powder  in  the  chamber  of  the 
cannon  to  explode  ;  but  it  may  be  well  questioned  whether 
the  term  discharging  ordnance  ought  to  be  understood  in 
that  sense  in  this  specification.  The  portfire,  so  under- 
stood,  is  no  more  than  a  mere  match,  but  the  fuse  is  used 
to  perform  the  oi)eration  of  a  train,  the  fuse  in  it  being  con- 
cealed and  the  case  unconsumed.  It  could  not  be  used  in 
discharging  ordnance  in  the  sense  portfire  is  used  for  that 
purpose,  as  the  portfire,  whether  we  mean  by  that  term  the 
whole  instrument,  case  and  combustible,  or  combustible 
only,  has  not  been  shown  to  have  been  used  or  fitted  for  the 
discharge  of  ordnance  in  any  other  sense. 

Whether  we  regard  the  imperfect  manner  in  which  this 
objection  was  presented,  or  its  entire  failure,  in  fact,  if  the 
specification  be  understood  in  one  and  by  no  means  an  un- 
reasonable sense,  we  think  the  jury  were  not  unwarranted 
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in  their  finding  on  the  fourth  issue,  and  that  this  rule 
therefore  must  be  discharged. 
Rule  discharged. 

Construction  of  specification. — The  construction  of  a  specification  is  a 
question  for  the  court  except  so  far  as  meaning  of  terms  of  art  is  in  question. 
Derosne  v.  Fairie,  2  ante,  78.  In  construing  a  specification,  it  should  be  taken 
as  a  whole  and  read  fairly  and  so  as  to  ascertain  the  meaning  of  the  patentee 
rather  than  to  overthrow  it,  Russell  v.  Cowley,  2  ante,  9.  Inaccuracy  in  use 
of  words  in,  will  not  vitiate,  if  the  sense  is  sufficiently  clear.  Derosne  v.  Fairie, 
2  ajite,  78.  Information  cannot  be  acquired  from  any  other  source  to  sustain 
specification.  .Morgan  v.  Seaward,  2  ante,  262.  Explaining  specification  by 
testimony  is  not  allowable.  Brooks  v.  Ripley,  1  ante,  465.  Specification  and 
letters  patent  are  to  be  taken  as  one  instrument.  Crossley  v.  Beverley,  1  ante, 
488.  The  terms  of  a  specification  must  be  interpreted  according  to  the  state  of 
the  knowledge  at  the  time  they  were  used  and  not  to  be  taken  to  embrace  sub- 
sequent discoveries.  Crossley  v.  Beverley,  1  ante,  409.  Specification  not  prop- 
erly connecting  in  its  terms  the  materials  used  with  the  process  described. 
Felton  V.  Greaves,  1  ante,  416. 
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(8  Clark  &  F.  245.) 

Patent  for  Improvement.    Jfovelty,    Practice  on  Appeal  to  tJie 
House  of  Lords.    Verdict  on  Issue  out  of  Chancery. 

A  patent  had  been  obtained  for  new  and  improved  machinery  for  preparing 
and  spinning  flax,  hemp  and  other  fibrous  substances,  by  power.  The  improve- 
ment, as  to  the  spinning,  consisted  in  the  placing  of  the  retaining  and  drawing 
rollers  nearer  to  each  other  (at  the  distance  of  2^  inches)  than  they  had  been 
ever  used  before  in  fiaxspinning  ;  the  shortening  of  the  reach  being  rendered 
practicable  by  the  maceration  of  the  flax  in  the  new  machinery  for  preparing  it. 
But  spinning-machines,  varying  in  the  distance  of  the  reach  according  to  the 
length  of  the  fibre  of  the  substance  to  be  spun,  had  been  in  use  before  the  pat- 
ent was  obtained.  Held,  that  the  machinery  for  spinning  was  not  a  new  inven- 
tion, and  that  the  patent  was  not  valid  in  point  of  law. 

The  House  will  not  permit  parties,  on  appeal,  to  raise  objections  which  they 
did  not  raise  in  the  court  below. 

Upon  the  return  of  an  issue  out  of  Chancery  the  Court  of  Equity  regards  the 
endorsement  on  the  postea  as  the  verdict. 

Appeal  from  Chancery. 


800  ENGLISH  PATENT  CASES.  [1841. 

Various  proceedings  in  the  courts  below  are  reported, 
(2  ante,  pp.  186,  242,  250,  326,  416 ;  3  ante,  pp.  35,  60). 

This  was  an  appeal  from  two  orders  of  the  Master  of  the 
Rolls,  in  a  suit  which  was  instituted  by  the  appellant 
against  the  respondents,  flax-spinners  in  Yorkshire,  for  an 
account  and  an  injunction  to  restrain  them  from  further 
infringing  a  patent  granted  to  the  appellant,  which  appears 
in  connection  herewith. 

The  bill  stated  that  the  appellant  invented  new  and  im- 
proved machinery  for  preparing  and  spinning  flax,  hemp 
and  other  fibrous  substances  by  power,  and  obtained  the 
letters  patent  therefor.  The  bill  then  set  forth  the  letters 
patent,  and  stated  that  the  specification  particularly  de- 
scribed and  ascertained  the  nature  of  the  appellant's  inven- 
tion and  its  several  parts,  and  in  what  manner  the  same 
was  to  be  performed  ;  and  that  he  thereby  declared  that 
what  he  claimed  as  his  invention  in  respect  to  new  ma- 
chinery for  preparing  flax,  etc.,  were  certain  macerating 
vessels  and  a  trough  of  water,  and  that  what  he  claimed  as 
his  invention  in  respect  of  improved  machinery  for  spinning 
flax,  etc. ,  was  a  wooden  or  other  trough  for  holding  the 
rovings  when  taken  from  the  macerating  vessels,  and  the 
placing  of  the  retaining  rollers  and  the  drawing  rollers 
nearer  to  each  other  than  they  had  ever  before  been  placed, 
say,  within  2^  inches  of  each  other,  for  the  purpose  afore- 
said. 

The  bill  further  stated  that  in  the  process  of  spinning  flax 
by  power  the  skein  of  flax  commonly  called  a  roving  was 
drawn  out  immediately  before  its  being  spun  by  means  of 
drawing  and  retaining  rollers,  the  drawing  rollers  moving 
at  a  greater  velocity  than  the  retaining  rollers.  That  in  the 
machinery  for  spinning  flax  by  power  commonly  in  use 
prior  to  the  appellant's  invention  the  drawing  and  retain- 
ing rollers  were  placed  at  a  distance  of  from  twelve  to 
twenty  inches  from  each  other,  such  distance  being  regu- 
lated by  the  length  of  the  staple  or  fibre  of  the  flax  ;  and 
that  such  machinery  was  not  adapted  to  the  spinning  of 
flax  in  a  wet  or  macerated  stat-e.  That  the  appellant,  after 
many  experiments,  discovered  that  by  a  new  combination 
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of  the  drawing  and  retaining  rollers — ^that  is,  by  placing 
the  drawing  rollers  at  a  distance  of  2i  inches  only  from  the 
retaining  rollers,  the  skein  of  flax  or  roving  might  be  drawn 
out  and  spun  in  a  wet  or  macerated  state  ;  and  that  when 
drawn  out  and  spun  in  such  a  prepared  state,  a  thread  of  a 
much  finer  and  stronger  texture  could  be  produced  than 
could  be  produced  from  the  skein  or  roving  drawn  and  spun 
with  the  machinery  and  according  to  the  method  in  use 
prior  to  the  appellant' s  invention.  That  the  appellant  hav- 
ing made  such  discovery,  and  having  contrived  machinery 
more  convenient  for  preparing  flax  by  macerating  or  wetting 
the  same  than  any  theretofore  in  use,  and  having  also  in- 
vented  new  and  improved  machinery  for  spinning  flax  in 
such  macerated  or  prepared  state,  constructed  on  the  prin- 
ciple of  such  new  combination  of  the  roUers,  he  obtained 
the  aforesaid  letters  patent,  applicable  as  well  to  his  im- 
proved method  of  preparing  flax  as  to  his  improved  ma- 
chinery for  spinning  flax  when  so  prepared.  That  by 
reason  of  improvements  made  in  the  preparation  of  flax 
subsequently  to  the  date  of  the  letters  patent,  the  process 
of  macerating  flax  in  the  mode  described  in  the  si)ecification 
had  become  altogether  or  in  a  considerable  degree  unneces- 
sary ;  the  skein  of  flax  being  by  reason  of  the  improved 
preparation  thereof  rendered  capable  of  being  sufficiently 
wetted  for  drawing  and  spinning,  by  being  made  merely  to 
pass  through  a  trough  of  water  previously  to  being  drawn 
out  and  spun,  which,  prior  to  such  improved  mode  of  prep- 
aration, and  when  the  appellant  obtained  his  letters  patent, 
was  not  the  case ;  but  the  appellant's  said  improved  ma- 
chinery for  spinning  flax  when  so  prepared  was  a  new 
invention,  of  great  public  utility  and  used  to  a  great  ex- 
tent ;  and  that  by  means  thereof  flax  could  be  spun  into  a 
thread  of  a  much  finer  and  stronger  texture  than  by  the  old 
method ;  and  that  since  the  promulgation  thereof  ma- 
chinery made  upon  the  principle  thereof  had  been  substi- 
tuted for  the  machinery  formerly  in  use,  and  great  profit 
had  been  derived  from  the  use  of  such  new  and  improved 
machinery. 
The  bill  then  stated  that  the  patent  granted  to  the  appel- 
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lant  was  a  valid  patent,  and  still  in  full  force ;  but  that 
nevertheless  the  defendants  had,  without  license,  caused 
great  quantities  of  new  and  Improved  machinery  for  spin- 
ning  flax  to  be  constructed  upon  the  principle  of  his  said 
invention,  and  had  used  the  same  in  their  spinning  mills 
without  making  any  compensation  to  him  for  the  use  thereof. 
And  the  bill  charged  that  since  the  appellant  obtained  his 
patent  new  machinery  had  been  introduced  into  the  defend- 
ants' mills  constructed  on  the  principle  of  the  said  invention, 
and  especially  with  regard  to  the  position  of  the  drawing 
and  retaining  rollers,  which  was  a  material  part  of  the 
invention  ;  that  the  appellants  had  brought  many  actions  at 
law  against  parties  infringing  his  patent,  who  had  all  sub- 
mitted and  paid  him  damages ;  and  in  particular  against  one 
William  Renshaw,  against  whom  he  had  recovered  a  verdict 
for  damages,  and  thereby  established  the  validity  of  his 
patent.  The  bill,  after  further  charging  that.the  defendants 
had  much  increased  their  business  of  flax-spinners  and  de- 
rived great  profits  from  the  use  of  the  appellant's  invention, 
prayed  that  they  might  be  restrained  from  all  further  in- 
fringement of  his  patent,  and  that  they  might  account  for 
the  profits  derived  from  the  use  of  the  said  invention  in  the 
spinning  of  flax.   ' 

The  defendants  put  in  a  general  demurrer,  which  came 
on  to  be  argued  in  June,  1836,  before  the  Vice-Chancellor, 
when  his  Honor  ordered  that  it  should  stand  over,  with 
liberty  to  the  appellant  to  bring  an  action.  That  order  was 
afterward  discharged  by  the  Lord  Chancellor,  and  the  de- 
murrer overruled  by  an  order,  dated  February  1, 1836.  (See 
2  ante^  p.  186.)  The  defendants  then,  by  leave,  put  in  two 
pleas  to  the  bill  and  an  answer  in  support  of  them  : 

1.  That  the  appellant  had  not  before  and  at  the  time  of 
the  making  of  the  letters  patent  found  out  and  Invented 
any  new  and  Improved  machinery,  as  in  the  bill  and  the 
letters  patent  and  specification  was  alleged. 

2.  That  the  appellant's  alleged  Invention,  as  in  the  bill 
and  letters  patent  and  specification  described,  was  not 
before  and  at  the  time  of  the  making  of  the  letters  patent 
of  much  or  any  public  benefit  and  utility. 
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The  cause  came  on  to  be  heard  upon  the  pleas  and  answer 
in  June,  1836,  before  the  Master  of  the  Rolls,  when  it  was 
ordered  that  the  parties  should  proceed  to  a  trial  at  law 
upon  two  issues,  directed  in  the  terms  of  the  pleas  ;  the 
judge  before  whom  the  trial  might  be  had  to  be  at  liberty 
to  endorse  special  matters  on  the  postea.  (See  2  antCy 
p.  250.) 

The  issues  accordingly  came  on  to  be  tried  at  the  Summer 
Assizes  for  the  county  of  York  in  1836,  before  Parke,  B., 
under  whose  direction  a  verdict  was  found  for  the  appellant 
on  both  issues,  with  the  following  endorsement  on  the 
postea  of  facts  found  by  the  jury,  viz.  :  "  That  before  the 
granting  of  the  patent,  flax,  hemp  and  other  fibrous  sub- 
stances were  spun  with  machines  with  sides,  by  which  the 
reach  was  varied  according  to  the  length  of  the  staple  or 
fibre  of  the  article  to  be  spun,  and  that  that  has  been  a 
fundamental  principle  of  dry  spinning  known  and  used 
before  the  granting  of  the  patent ;  the  reach  having  varied 
in  cotton-spinning  between  Jths  of  an  inch  to  IJ  inches  ;  in 
flax  or  line  spinning  from  14  to  36  inches  ;  in  tow-spinning 
from  4  to  9  inches  ;  in  worsted-spinning  from  5  to  14  inches. 
But  before  the  granting  of  the  patent  it  was  not  known 
that  flax  could  be  spun  by  means  of  maceration  as  having 
a  short  fibre  at  a  reach  of  2i  inches,  or  about  those  limits. 
But  before  that  time  Horace  Hall  had  taken  out  a  patent 
for,  etc.,  with  a  specification  as  annexed  ;  and  the  machines 
manufactured  according  to  that  patent  were  constructed 
with  the  reach  of  4i  inches."     (See  2  anf€j  p.  325.) 

The  defendants  moved  before  the  Master  of  the  Rolls  that 
a  new  trial  might  be  directed,  or  that  a  case  might  be 
directed  for  the  opinion  of  the  Court  of  Common  Pleas.  On 
the  hearing  of  that  motion  on  January  31,  1837,  his  lord- 
ship, with  the  acquiescence  of  both  parties,  as  the  respond- 
ents alleged,  ordered  a  case  for  the  opinion  of  the  said 
court ;  and  that  it  be  referred  to  the  Master  to  settle  such 
case  if  the  parties  should  differ  about  it.  (See  2  ante, 
p.  416.) 

To  the  case  afterward  settled  by  the  Master  exceptions 
were  taken  by  the  respondents  and  allowed.    The  case  bs 
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finally  settled  by  the  Master  and  approved  by  the  court 
stated  the  letters  patent  and  specification,  the  due  enrol- 
ment of  the  specification  within  six  months  after  the  date 
of  the  letters  patent,  the  said  order  directing  the  issues,  the 
issues  so  directed,  the  verdict  found  upon  them,  the  en- 
dorsement on  the  postea,  the  letters  patent  mentioned 
therein  as  having  been  granted  to  Horace  Hall,  with  the 
specification  thereto  belonging,  and  that  the  finding  of  the 
jury  on  the  issues  and  the  facts,  as  found  and  endorsed  on 
the  postea,  were  to  be  assumed  as  true.  The  question  for 
the  opinion  of  the  court  was  *^  whether  the  api)ellant's  pat- 
ent was  valid  in  point  of  law." 

The  judges  of  the  Court  of  Common  Pleas,  after  hearing 
the  case  argued,  certified  that  they  were  of  opinion  that  the 
patent  was  not  valid  in  point  of  law  ;  and  their  lordships 
sent  with  the  certificate  their  reasons  for  their  opinion. 
(See  ante^  p.  35.) 

The  cause  came  on  to  be  heard  on  further  directions 
before  the  Master  of  the  Rolls  on  May  27,  1839,  and  after- 
ward stood  for  judgment  till  July  16,  1839,  when  his  lord- 
ship being  of  opinion  that  the  patent  was  invalid,  ordered 
that  the  appellant's  bill  should  stand  dismissed,  with  costs 
both  at  law  and  in  equity,  except  the  costs  of  the  issues. 
(See  ante^  p.  60.) 

By  an  order  of  the  Privy  Council,  dated  June  13,  1839, 
between  the  last  hearing  and  judgment,  the  patent  was  ex- 
tended for  a  term  of  three  years  beyond  the  fourteen  for 
which  it  was  originally  granted.     (See  arUe^  p.  66.) 

The  appeal  was  against  the  orders  of  January  31, 1837,  and 
July  16,  1839,  and  also  against  the  proceedings  subsequent 
to  the  first  of  these  orders. 

Pollock  and  Kinder sley^  for  the  appellant.  The  order 
of  January  31,  1837,  for  the  case  to  the  Court  of  Common 
Pleas,  ought  not  to  have  been  made.  The  respondents' 
pleas,  their  only  defence,  having  been  falsified  by  the  ver- 
dict of  the  jury,  the  appellant  was  entitled  to  a  decree  in 
the  ferms  of  the  prayer  of  his  bill.  The  respondents  tried 
every  sort  of  defence ;  first  by  demurrer,  in  which  they 
failed ;  then  by  plea  and  answer,  in  which  they  had  no 
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better  success  ;  and  lastly,  by  a  trial  at  law,  in  which  they 
were  defeated  and  the  appellant's  patent  was  established. 
The  re8i)ondents  having  put  their  defence'  to  the  bill  on 
pleas — ^which  they  were  allowed  by  the  extraordinary  in- 
dulgence of  the  court  to  plead,  in  a  very  objectionable  form, 
after  the  time  of  pleading  had  elapsed — ^it  was  not  compe- 
tent for  them  to  abandon  that  defence  and  set  up  another, 
but  they  ought  to  be  held  to  stand  or  to  fall  by  the  pleas 
they  put  on  the  record.  Lord  Redesdale,  in  his  "  Treatise 
on  Pleading,"  says  if  a  plaintiff  conceive  a  plea  defective 
in  form  or  substance,  he  may  take  the  judgment  of  the 
court  on  its  suflBlciency,  and  upon  argument  of  the  plea  it 
may  be  allowed  simply,  or  the  benefit  of  it  may  be  saved  to 
the  hearing,  or  it  may  be  ordered  to  stand  for  an  answer. 
If  a  plea  is  allowed,  or  a  plaintiff  without  argument  thinks 
it,  though  good  in  form  and  substance,  not  true  in  fact,  he 
may  take  issue  on  it  and  proceed  to  disprove  the  facts  on 
which  it  is  endeavored  to  be  supported ;  for  in  that  case 
the  truth  of  the  plea  is  the  only  subject  of  question  remain- 
ing, so  far  as  the  plea  extends.  If  the  defendant  then  fails 
in  proving  the  facts  suggested  by  the  plea,  so  that  at  the 
hearing  the  plea  is  held  to  be  no  bar,  and  the  plea  extends 
to  the  discovery  sought  by  the  bill,  the  plaintiff  is  not  to 
lose  the  benefit  of  that  discovery.  In  this  case  the  defend- 
ants did  fail  to  prove  the  truth  of  the  facts  of  their  pleas. 
The  issue  was  directed,  in  the  terms  of  the  pleas,  to  try  the 
facts  suggested  by  them ;  and  the  verdict  negativing  the 
facts  ought  to  be  held  conclusive  against  the  defendants,  not 
only  in  reference  to  the  practice  of  pleading,  but  also  in  ref- 
erence to  the  third  and  fifth  sections  of  the  new  Patent  Act. 
Prior  to  that  act  a  defendant  was  at  liberty  to  make  any 
defence  he  pleased  to  a  suit  for  infringing  a  patent ;  but 
now  by  the  fifth  section  of  the  act  he  is  required  to  give 
notice  of  any  objections  to  the  patent  on  which  he  means  to 
rely  at  the  trial,  and  no  other  objection  shall  be  allowed  to 
be  made.  The  question  is  whether,  under  these  circum- 
stances, the  Master  of  the  Rolls,  seeing,  when  the  case  came 
before  him  on  the  verdict,  that  the  pleas  were  falsified  by 
it,  ought  not  to  have  given  his  judgment  for  the  appellant. 
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instead  of  ordering  a  case  for  the  Court  of  Common  Pleas. 
The  question  annexed  to  the  case  was,  as  construed  by  that 
court,  immaterial  to  the  issues  raised  by  the  pleas,  and  the 
order  so  construed  was  irregular,  as  varying  on  motion  the 
decree  made  on  the  origiaal  hearing  of  the  pleas. 

The  opinion  of  the  Court  of  Common  Pleas  cannot  be  sup- 
ported in  law  ;  it  did  not  apply  to  the  letters  patent  or  to 
any  defect  on  the  face  of  them,  but  to  the  form  of  the  speci- 
fication, a  point  which  was  not  raised  by  the  pleas  at  all. 
The  i)oints  raised  by  the  pleas  and  by  the  issue,  and  also  on 
the  case  sent  to  that  court,  was  whether  the  machinery  of 
which  the  plaintiff  claimed  to  be  the  inventor  was  new,  and 
whether  the  invention  was  of  public  utility.  That  ma- 
chinery, though  the  defendants  attempted  by  their  pleas  to 
divide  it  into  two  distinct  processes,  was  one  combined 
operation,  by  maceration  of  the  fibres  and  contraction  of 
the  reach,  spinning  flax  at  a  distance  of  2i  inches  between 
the  rollers ;  and  the  jury  having  found  it  to  be  new  and 
useful,  there  was  nothing  on  the  face  of  the  jxatent  to  make 
it  void.  The  verdict  of  the  jury  was  not  neutralized  or  in- 
validated by  their  finding  of  the  facts  endorsed  on  the 
postea  ;  that  endorsement  applied  to  matters  stated  in  the 
si)ecification.  [Lord  Cottenham,  L.  C.  A  court  of  equity 
regards  as  much  the  endorsement  on  the  postea  as  the  ver- 
dict ;  the  whole  inquiry  being  for  the  information  of  the 
judge  in  equity.]  It  is  not  denied  that  the  endorsement  is 
part  of  the  finding  of  the  jury.  Both  together  showed  no 
good  defence  in  law  to  the  relief  prayed  by  the  bill.  Some 
parts  of  the  plaintiff*  s  machinery  described  in  the  specifica- 
tion were  not,  nor  alleged  by  him  to  be  new  ;  but  the  whole 
combination  was  new,  and  produced  the  most  important  re- 
sults to  manufacture.  It  seldom  happens  that  the  most 
useful  inventions  are  perfectly  new  or  the  result  of  pure 
science.  Sir  Humphry  Davy' s  lamp  is  one  of  the  few  ex- 
ceptions ;  philosophical  instruments  are  also  to  be  excepted. 
The  patent  laws  protect  every  new  combination  or  variation 
of  machinery  applicable  to  useful  purposes.  Of  that  de- 
scription was  Neilson'  s  patent  for  blowing  blasts  of  hot  air 
into  furnaces,  and  also  a  patent  taken  out  for  cleaning  lace  by 
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an  argand  lamp  lighted  with  gas,  the  novelty  of  which  was 
the  substitution  of  gas  for  oil.  It  was  no  part  of  the  judg- 
ment of  the  Court  of  Common  Pleas  that  the  apx)ellant  did 
not  discover  what  was  new  and  useful ;  but  they  held  that 
his  specification  containing  two  separate  things,  both  use- 
ful, but  one  only  new,  was  bad,  and  therefore  the  patent 
was  void.  The  jury  found  that  the  appellant  invented 
something  deserving  a  patent ;  the  court  did  not  deny  that 
finding,  but  said  the  specification  claimed  something  that 
was  not  new,  and  that  vitiated  the  patent.  This  case  is  dis- 
tinguishable from  Brunton  v.  Hawkes  (1  arUe^  pp.  327,  336) 
and  Boulton  v.  Bull  (1  ardej  pp.  59,  97). 

The  opinion  of  the  judges  of  the  Court  of  Common  Pleas 
forms  no  part  of  the  record  in  the  Court  of  Chancery,  and 
consequently  is  not  the  subject  of  appeal ;  but  the  judg- 
ment of  the  Master  of  the  Rolls  declaring  the  patent  invalid 
and  dismissing  the  appellant's  bill  with  costs,  which  is  ap- 
pealed from,  is  founded  on  the  same  misapprehension  of 
the  claim  of  invention  as  described  in  the  specification,  in- 
stead of  what  is  actually  protected  by  the  patent ;  and  to 
that  judgment  the  same  objections  apply.  If  the  opinion 
certified  by  the  Court  of  Common  Pleas  cannot  be  sus- 
tained, neither  can  the  judgment  of  the  Master  of  the  Rolls, 
which  ought  therefore  to  be  reversed,  esj)ecially  when  it  is 
remembered  that  the  appellant  had  fourteen  years'  enjoy- 
ment of  his  patent,  which  he  defended  and  established  by 
several  actions ;  and  now  he  has  obtained  from  the  Privy 
Council  an  extension  of  it  for  three  years  more. 

Perriberton  and  Follebt^  for  the  respondents.  What  the 
appellant  claims  as  new  machinery  is  not  new.  The  placing 
the  rollers  at  2J  inches'  distance  is  not  new ;  they  have 
been  placed  nearer  in  cotton-spinning.  They  have  always 
varied  in  distance  according  to  the  length  of  the  fibre  of  the 
substance  to  be  spun.  Suppose  the  macerating  of  the  fiax 
is  new,  then  the  patent  ought  to  be  taken  out  for  that  only, 
and  not  for  two  processes,  one  of  which  is  not  new.  If 
part  of  the  invention  claimed  fails  the  patent  for  the  whole 
is  void.  The  appellant  does  not  claim  anything  in  respect 
of  the  macerating  process,  which  he  says  is  now  unneces- 
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sary  ;  he  claims  for  the  machinery  for  spinning,  which,  not 
being  new,  cannot  be  the  subject  of  a  patent. 

Lord  CoTTENHAM,  L.  C.  In  this  case  the  plaintiff  com- 
plains of  the  defendants  having  infringed  his  jiatent,  and 
of  the  course  which  has  been  taken  below  ;  one,  certainly, 
not  of  very  ordinary  occurrence,  as  your  lordships  will  see 
when  I  call  your  attention  to  the  mode  in  which  the  case 
was  disposed  of  in  the  course  of  the  proceedings.  The  bUl 
sets  forth  the  letters  patent  and  specification,  and  states 
that  the  invention  was  in  respect  of  machinery  for  prei)aring 
and  spinning  flax,  hemp  and  other  fibrous  substances.  It 
states  the  specification,  and  then  states  that  the  first  pro- 
cess— namely,  that  of  macerating  the  flax-— had  to  a  consid- 
erable degree  become  unnecessary.  It  then  complains  of 
what  the  defendants  have  done,  not  as  interfering  with  the 
plaintiff's  patent  as  regards  the  preparing  of  the  flax  for 
spinning,  but  as  having  invaded  his  patent  so  far  as  it  was 
for  an  improved  machinery  for  drawing  and  spinning  flax  ; 
which  machinery  for  drawing  and  spinning  flax  is  stated  to 
have  been  in  use  and  very  generally  adopted.  That  is  the 
complaint  made  by  the  bill,  to  which  the  defendants 
pleaded,  and  by  their  pleas  thus  raised  two  objections  to 
the  plaintiff's  title.  The  first  objection  was  "that  the 
plaintiff  had  not  before,  and  at  the  time  of  the  making  of 
the  letters  patent  in  the  bill  mentioned,  found  out  and  in- 
vented any  new  and  improved  machinery,  as  in  the  said  bill 
of  complaint  and  in  the  said  letters  patent  and  specification 
is  alleged." 

That  objection  therefore  was  that  the  patent  was  bad, 
because  the  invention  described  in  the  letters  patent  and 
specification  was  not  new,  that  there  was  not  any  novelty 
in  it — ^alluding  to  the  rule  of  law  that  if  any  part  of  that 
which  is  claimed  as  a  new  invention  was  not  in  fact  new, 
the  patent  would  be  bad.  First  of  all,  upon  the  construc- 
tion of  this  plea,  I  cannot  entertain  a  doubt  that  the  terms 
"  any  new  and  improved  machinery,  as  in  the  said  bill  of 
complaint  and  the  said  letters  patent  and  specification  is 
alleged,"  are  to  be  construed  as  meaning  any  such  ma- 
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chinery  as  is  there  alleged,  and  in  respect  of  which  the 
patent  is  claimed  ;  but  I  apprehend  that  that  does  not  now 
come  before  your  lordships  for  decision. 

The  two  pleas  having  been  set  down  for  argument,  an 
issue  was  directed,  which  was  afterward  tried.  No  judg- 
ment was  pronounced  on  the  validity  of  the  pleas,  the 
parties  having,  although  it  is  not  expressed  in  terms  in  the 
order,  thought  it  expedient  to  proceed  to  the  trial  of  the 
truth  of  the  pleas,  not  obtaining  or  asking  the  judgment  of 
the  court  as  to  the  legality  of  the  pleas,  and  as  to  how  far 
they  raised  the  important  fact.  They  proceeded  to  a  trial 
accordingly,  and  on  the  trial  the  jury  found  in  favor  of  the 
novelty  and  of  the  usefulness  of  the  invention  ;  but  there 
was  an  endorsement  on  the  postea.  [His  lordship  read  the 
endorsement,  as  ab*eady  stated.]  Now  that  endorsement, 
which  is  to  be  taken  as  part  of  the  information  which  the 
court  was  to  act  upon  as  ascertained  before  the  jury,  states 
the  various  distances  at  which  the  rollers  were  placed  in  the 
ordinary  ^spinning  machines,  and  states  as  a  fact,  which 
cannot  now  be  in  dispute,  "  that  before  the  granting  of  the 
patent,  flax,  hemp  and  other  fibrous  substances  were  spun 
with  machines  with  slides,  by  which  the  reach  was  varied 
according  to  the  length  of  the  staple  or  fibre  of  the  article 
to  be  spun."  We  have  it  therefore  as  a  fact,  now  to  be 
assumed  as  true,  that  spinning  machines  were  constructed 
with  rollers,  the  distances  between  which  varied  according 
to  the  substance  to  be  spun. 

Now,  all  the  variation  which  the  plaintiff  introduced  into 
the  ordinary  spinning  machine,  which  he  claims  as  his  in- 
vention, is  fixing  the  rollers  at  2J  inches'  distance  from 
each  other  ;  and  that  he  states  is  such  an  improvement  to 
the  ordinary  spinning  machine  as  entitles  him  to  be  pro- 
tected from  all  the  rest  of  the  world  against  their  using 
spinning  machines  with  the  rollers  at  that  distance.  It  is 
not,  as  was  argued  at  the  bar,  one  invention — ^namely,  the 
macerating  the  flax,  and  using  the  flax  so  macerated  with 
a  particular  machine.  The  earlier  part  of  the  invention  he 
not  only  does  not  claim  as  against  the  defendants,  but  does 
not  complain  of  the  defendants  as  having  used  that  which, 
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in  point  of  fact,  it  is  qnite  clear  they  did  not  so  use  ;  and 
in  point  of  fact  it  is  quite  clear  that  he  has  not  adopted 
that  mode. 

Another  mode  has  been  adopted  of  macerating  the  flax, 
and  the  flax  so  macerated  by  another  process  has  been  used 
in  a  machine  with  rollers  at  the  distance  of  2^  inches. 

If  the  patent  be  good  so  far  as  the  spinning  machine  is 
concerned — that  is  to  say,  if  the  plaintiff  has  a  right  to  tell 
the  defendants  and  all  the  rest  of  the  world  that  they  shall 
not  use  the  common  spinning  machines  with  rollers  at  2i 
inches'  distance,  then  the  existence  of  the  patent  deprives 
the  defendants  and  all  the  rest  of  the  world  of  the  right  of 
using  the  ordinary  spinning  machine  in  the  form  in  which 
they  had  a  right  to  use  it  before  the  patent  was  granted. 
That  is  not  the  object  of  the  patent ;  if  he  has  discovered 
any  means  of  using  the  spinning  machine  which  the  world 
had  not  known  before,  the  benefit  of  that  he  has  a  right  to 
secure  to  himself  bv  means  of  a  patent ;  but  if  this  mode  of 
using  the  spinning  machine  was  known  before— and  the 
endorsement  upon  the  postea  states  that  it  was  known 
before — ^then  the  plaintiff  cannot  deprive  them  of  having 
the  benefit  of  that  which  they  enjoyed  before.  The  en- 
dorsement on  the  postea  stating  that  the  rollers  had  been 
used  at  a  variety  of  distances  (not  precisely  specifying  2i 
inches,  but  stating  that  the  distances  had  been  made  to 
vary  according  to  the  length  of  the  fibre  to  be  spun),  ap- 
pears to  me  to  establish  a  fact  which  is  of  itself  conclusive 
against  the  plaintiff.  Some  question  was  raised  at  the  bar 
as  to  whether  the  effect  of  the  maceration  was  to  shorten 
the  fibre  ;  there  is  no  very  distinct  evidence  on  the  subject, 
but  upon  referring  to  what  has  taken  place  in  the  court 
below,  it  does  not  api)ear  that  any  doubt  existed  that  the 
effect  of  the  maceration  was  to  detach  one  fibre  from  an- 
other ;  the  substance  consisting  of  a  variety  of  fibres  of  the 
length  of  2J  inches  each,  which,  when  combined,  constituted 
a  compound  fibre  of  considerable  length,  but  when  detached 
by  means  of  maceration  by  the  application  of  moisture, 
then  each  individual  fibre  was  reduced  to  the  length  of  2i 
inches.     It  does  not  appear  to  me,  however,  that  this  case 
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can  depend  upon  this  circumstance,  because  the  real  use  of 
the  spinning  machine,  before  that  process  of  maceration 
was  introduced,  was  this :  a  machine  for  spinning  with 
rollers  at  any  distance  at  the  option  of  the  party  using  it 
or  according  to  the  substance  to  be  spun ;  and  any  sub- 
stance might  be  spun  that  was  capable  of  being  so  spun 
with  rollers  at  2i  inches'  distance,  because  the  fibre  was  of 
that  length  or  for  any  other  reason  ;  that  is  quite  imma- 
terial. The  question  is  whether  it  is  an  innovation  the 
placing  the  rollers  at  2i  inches'  distance  from  each  other ; 
but  by  the  endorsement  on  the  postea  we  are  told  that  the 
distance  between  the  rollers  varied  according  to  the  length 
of  the  fibre  of  the  substance  to  be  spun.  Under  these  cir- 
cumstances, the  case  now  being  reduced  simply  to  the  ques- 
tion whether  the  construction  proposed  by  the  patent  is  an 
improvement  of  the  spinning  machine,  it  appears  to  me 
that  the  judgment  of  the  Court  of  Common  Pleas  is  well 
founded,  confined  as  it  is  now  to  that  point,  and  that  such 
a  patent  is  not  valid  in  point  of  law.  Some  objection  was 
made  to  the  course  which  was  adopted  in  sending  the  case  ; 
that  is  to  say,  to  the  terms  in  which  the  case  was  sent.  It 
appears  there  is  no  question  that  the  parties  below  were 
willing  to  adopt  the  terms  proposed  in  order  to  put  an  end 
to  the  litigation,  and  that  the  court  therefore  sent  a  case 
embracing  the  right  of  the  parties — ^namely,  the  validity  of 
the  patent,  confined  to  the  particular  x)oint  raised.  That 
of  itself  would  be  an  answer  to  the  objection  now  made  to 
the  form  in  which  the  case  was  sent,  because  this  House 
will  not  permit  parties  on  appeal  to  raise  an  objection  which 
they  did  not  think  prox)er  to  raise  before,  and  on  which 
they  did  not  obtain  the  judgment  of  the  court  below. 

But  even  indei)endently  of  that  consideration,  although 
the  terms  of  the  question  for  the  Court  of  Common  Pleas 
are  as  to  the  validity  of  the  patent,  you  must  take  the 
whole  case  together  ;  you  have  the  facts  stated  which  raise 
the  objections  to  the  validity  of  the  patent,  which  are  con- 
tained in  the  pleas  ;  and  these  facts  are  confined  to  the 
question  of  novelty  and  to  the  question  of  usefulness.  In 
point  of  fact,  therefore,  although  the  terms  in  which  the 


819  ENGLISH  PATENT  CASES,  [1841. 

question  is  couched  are  larger  than  the  plea,  it  is  the  very 
same  question  which  was  raised  before  his  lordship  the 
Master  of  the  Rolls — and  that  was  the  question  on  which 
the  judgment  of  the  Court  of  Common  Pleas  was  pro- 
nounced. It  does  nothing  more  than  establish  this  propo- 
sition, that  the  objection  taken  to  the  patent — namely,  that 
it  was  not  new  and  not  useful  (novelty  is  the  question 
rather  on  which  it  turned),  is  a  good  objection  ;  and  that 
the  patentee  has  failed  to  show  that  that  for  which  alone 
he  has  claimed  the  patent  is  any  novelty  and  entitles  him 
to  the  benefit  of  a  patent. 

Lord  BnotTGHAM  concurred. 

Ordered  that  the  appeal  be  dismissed,  with  costs,  and 
that  the  orders  and  proceedings  complained  of  be  affirmed. 


GIBSON  V.  BRAND. 
Common  Fleas,  N.  P.,  Trin.  V.,  1841. 

(1  Web.  P.  C.  027.) 

Prior  PiMicatum,    Experiment.    Infringement.    Requisites 

of  Specification. 

While  a  man  may  publish  to  the  world  that  which  is  perfectly  new  in  all  its 
use  and  has  not  before  been  enjoyed,  yet  he  may  not  be  the  first  and  true  in- 
ventor ;  he  may  have  borrowed  it  from  some  other  person,  he  may  have  taken 
it  from  a  book,  he  may  have  learnt  it  from  a  specification  ;  in  which  case  his 
patent  for  it  will  be  void. 

It  is  not,  however,  sfifiicient  to  destroy  the  patent  to  show  that  learned 
persons  in  their  studies  had  foreseen  or  had  found  out  the  same  discovery, 
afterward  made  public,  or  that  a  man  in  his  private  warehouse  had  by  various 
experiments  endeavored  to  discover  it  and  failed,  and  had  given  it  up. 

If  the  defendants  sold  an  article  of  exactly  the  same  fabric,  made  in  the  same 
manner  as  that  for  which  the  patent  was  taken  out,  such  sale  may  be  considered 
as  a  using  of  the  invention  and  an  infringement  of  the  patent. 

In  framing  the  specification,  the  objects  of  the  invention  and  the  means 
whereby  those  objects  are  to  be  attained  should  be  kept  distinct. 

Case  for  infringement. 

The  patent  was  granted  to  John  Gibson  and  J.  G.  Camp- 


N^ 
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GIBSON  &  CAMPBELL*  S  SPECIFICATION  AND  DIS- 
CLAIMER. 

Spiscification. 

KOW  KNOW  YE,  that  in  compliance  with  the  said  pro- 
viso, I,  the  said  John  Gibson,  on  behalf  of  myself,  and  also 
of  the  said  John  Gk)rdon  Campbell,  do  hereby  declare  that 
the  nature  of  our  Invention  consists, — 

First,  in  a  part  of  our  process  by  which  we  discharge  the 
gum  from  that  peculiar  kind  of  sUk  denominated  silk  waste, 
when  the  same  is  in  the  state  of  the  sliver  or  rove. 

Second,  in  a  part  of  our  process  by  which  we  dye  silk 
waste,  when  in  the  state  of  sliver' or  rove. 

Third,  in  a  part  of  our  process  by  which  we  spin  yam 
from  dressed  or  heckled  silk  waste  of  long  fibres,  either  in 
the  gum  or  discharged. 

Fourth,  in  a  part  of  our  process  by  which  yam  from  silk 
waste  with  long  fibres  may  be  spun  in  combination  with 
flax  of  a  similar  length  of  fibre. 

Fifth,  in  a  part  of  our  process,  by  which  yam  from  silk 
waste  with  long  fibre  is  spun  in  combination  with  wooL 

Sbcth,  in  the  application  of  our  improved  process  to  the 
throstle  machine,  on  the  principle  of  the  long  ratch,  for  the 
new  and  useful  purpose  of  spinning  silk  waste. 

Seventh,  in  certain  improvements  effected  by  us  in  the 
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throstle  machine,  by  which  its  utility  in  spinning  silk  waste 
is  greatly  augmented. 

Eighth,  in  the  application  of  water  to  silk  waste  with 
long  fibres  in  the  process  of  spinning  with  the  long  ratch. 

Having  thus  explained  the  nature  or  leading  character- 
istics of  our  Invention,  it  is  desirable,  before  we  enter  into 
the  practical  details  of  them,  to  give  a  brief  outline  of  the 
methods  heretofore  adopted  for  spinning  yam  from  silk 
waste.  Silk  wastes  differ  considerably  with  respect  to 
quality  and  cleanliness,  and  they  are  generally  in  a  ravelled 
state.  To  free  them  from  naps  and  other  refuse  matters, 
and  to  clear  the  ravellings  they  are  first  submitted  to  the 
action  of  a  machine  called  a  breaker,  for  the  purpose  of 
breaking  or  clearing  out  the  more  stubborn  or  knotty  ravel- 
lings. The  waste  is  next  put  under  the  operation  of  the 
dressing  machines  to  be  farther  unravelled  and  cleared  from 
naps  and  other  impurities,  which  process  also  straightens 
the  filaments,  and  causes  them  to  lie  evenly  together,  re- 
sembling in  this  respect  heckled  flax,  although  the  fibres  of 
the  latter  usually  possess  more  uniformity  as  to  length. 
This  process  of  dressing  is  applicable  to  silk  waste,  either  in 
the  gum  or  discharged  ;  the  former,  however,  is  more  easily 
dressed,  contains  less  refuse,  and  is  generally  of  a  better 
quality.  The  third  process  upon  the  ordinary  plan  is  to 
take  the  dressed  sUk  to  the  cutting  machine,  where  it  is  cut 
into  lengths  of  about  two  inches,  a  little  more  or  less,  accord- 
ing to  circumstances.  If  the  silk  waste  that  has  been  thus 
cut  be  in  the  gum,  it  is  next  discharged,  and  afterwards 
dried.  The  silk  having  become  matted  in  the  discharging 
process,  the  fibres  of  it  are  next  opened  up  by  a  scutching 
machine  or  other  similar  apparatus  before  it  und<  rgoes  the 
process  of  carding.  When  carded,  the  roving  is  prepared 
by  a  similar  engine  to  that  used  for  cotton,  and  i  t  is  spun 
on  the  mule  jenny,  which  is  on  a  similar  princii>lo  to  that 
of  the  cotton  jenny. 

Having  thus  explained  the  old  or  ordinary  process  of  con- 
verting silk  waste  into  yam,  I  will  proceed  to  describe  our 
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novel  process  by  which  we  produce  our  new  or  improved 
manufacture  of  yam  or  thread.  The  silk  waste  having  been 
dressed  in  the  usual  way,  or  in  any  other  manner  that  may 
be  found  more  advantageous  (such  as  heckling  or  other- 
wise), either  discharged  or  in  the  gum,  we  submit  it  to  the 
drawing,  roving,  and  spinning  machinery,  thereby  entirely 
obviating  the  supposed  necessity  of  cutting  or  shortening 
the  filaments  of  silk  waste,  a  destructive  process  which  has 
heretofore  been  considered  as  an  indispensible  sacrifice,  in 
order  to  convert  it  into  yam  or  thread.  The  kind  of  m^,- 
chinery  we  have  found  to  answer  best  for  the  drawings  and 
rovings  of  dressed,  heckled,  or  carded  silk  waste,  of  long 
fibres,  is  the  same  as  that  used  by  flax  spinners,  and  we 
adopt  the  same  methods  as  are  practised  by  them  with  long 
or  cut  line  flax.  The  silk  is  first  submitted  to  the  spreading 
or  first  drawing  machine,  the  slivers  obtained  from  which 
are  doubled  and  applied  to  the  second  drawing,  and  in  like 
manner  to  the  third  drawing  machine,  and  finally  to  the 
roving  machine.  The  number  of  doublings  and  drawings 
requisite  will  depend  upon  the  kind  of  sUk  used,  which 
every  competent  manufacturer  will  know  how  to  determine 
and  arrange. 

It  may  be  proper  to  observe  that  there  are  several  kinds 
of  fiax  drawing  and  roving  machines,  and  as  they  are  in 
common  use  for  flax  and  tow,  no  description  of  them  is 
necessary,  and  it  will  therefore  be  sufficient  to  distinguish 
them  by  their  names  of  circular,  spiral,  and  sheet  or  chain. 
Cut  line  flax  and  tow  drawing  and  roving  machines  are 
made  either  on  the  circular  or  spiral  plans.  The  sheet  or 
chain  is  also  made  for  cut  line  flax,  but  not  for  tow.  The 
drawing  and  roving  machines  that  we  have  found  to  answer 
best  are  those  which  are  made  on  the  spiral  plan,  as  the 
gills  or  heckles  of  these  come  closer  to  the  nip  of  the  draw- 
ing roller  than  in  either  of  the  other  plans,  and  thereby 
enables  the  short  filaments  of  the  silk  to  be  drawn  and  dis- 
tributed more  uniformly  with  the  long  fibres  than  if  the 
said  heckles  or  gills  were  more  remote  from  the  drawing 
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roller.  For  the  longest  fibres  of  dressed  or  heckled  silk 
waste^  we  employ  what  is  designated  by  llax  spinners  long 
line  preparation  ;  for  the  medium  length  of  fibres  of  dressed, 
heckled,  or  carding  silk,  cut  line,  and  for  the  shorter 
lengths  tow  preparation. 

We  have  already  noticed  that  the  roving  from  silk  waste 
may  be  made  either  when  in  the  gam  or  discharged,  and 
that  the  said  rovings  may  be  spun  to  suit  the  particular 
kind  of  goods  to  which  yam  or  thread  is  to  be  applied,  but 
as  there  is  a  much  greater  demand  for  silk  yam  discharged 
than  in  the  gum,  we  usually  discharge  the  gum  from  the 
sliver  obtained  by  the  first  drawing  or  spreading  machine. 
For  this  purpose  the  sliver  is  put  into  hanks  of  about  half 
a  pound  each,  then  each  of  these  hanks  is  put  into  a  little 
bag  made  of  an  open  fabric,  such  as  thin  canvas  ;  a  quan- 
tity of  these  are  collected  (according  to  the  dimensions  of 
the  boiler),  put  into  the  vessel,  and  discharged  or  "  boiled 
off "  in  the  usual  manner.  After  this,  the  hanks  still  con- 
tained in  the  bags  are  to  be  well  washed  to  free  them  from 
the  deposition  of  the  glutinous  matter,  or  the  presence  of 
soap,  alkali,  or  other  impurities.  The  silk  is  now  to  be 
taken  out  of  the  bags  with  care,  and  after  being  thoroughly 
dried  the  hanks  are  to  be  put  upon  swifts,  and  after  finding 
the  end  of  the  sliver  it  is  to  be  coiled  into  cans,  or  it  may 
be  wound  on  bobbins,  or  otherwise  disposed  of,  as  may  he 
convenient.  The  next  operation  upon  these  slivers  consists 
in  submitting  them  to  the  drawing  machines,  whereby  the 
required  number  of  drawing  and  doublings  are  to  be  given  ; 
and  finally,  the  roving  is  formed  as  already  mentioned. 
The  process  of  boiling  or  discharging  gum  silk  we  some- 
times apply  after  it  has  been  formed  into  roving.  In  this 
case  the  roving  is  to  be  reeled  from  the  bobbins  into 
hanks  of  about  half  a  pound  weight  each ;  these  be  put 
into  bags,  and  the  discharging  conducted  by  the  same 
process  as  that  described  with  respect  to  the  sliver.  The 
discharged  roving  is  next  to  be  wound  on  bobbins  pre- 
paratory to  spinning,  but  we  give  the  preference  to  the 
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roving  made  from  silk  which  has  been  discharged  in  the 
sliver. 

Another  improvement  in  our  process  or  manufacture  con- 
sists in  dyeing  the  silk  before  it  is  spun  into  yam  or  thread, 
and  we  lind  that  this  operation  is  best  performed  after  it 
has  been  discharged  and  washed,  and  in  the  form  of  the 
sliver,  as  already  described.  After  dyeing,  the  silk  under- 
goes rei)eated  doublings  and  drawings,  and  is  finally  made 
into  roving  in  the  same  manner  and  by  the  same  mechanism 
as  are  employed  with  the  undyed  silk.  The  process  of 
dyeing  is  also  applied  by  us  to  silk  which  has  been  dis- 
charged previous  to  its  being  dressed  or  heckled,  and  we 
usually  dye  it  in  the  hanks  obtained  from  the  sliver  of  the 
first  drawing.  The  process  of  dyeing  may  also  be  applied 
to  the  rove,  which  is  to  be  reeled  from  the  bobbins  into 
hanks  of  a  size  and  weight  the  most  convenient  to  the  dyer. 
After  dyeing  it  is  to  be  wound  upon  bobbins  previous  to 
being  spun,  but  we  prefer  the  roving  which  has  been  made 
from  the  silk  dyed  in  the  sliver.  Care  must  be  taken  that 
the  silk,  whether  dyed  or  undyed,  be  properly  dried  prior 
to  its  being  submitted  to  any  of  the  processes  of  drawing, 
roving,  and  spinning.  The  advantages  obtained  in  this 
part  of  our  invention,  of  dyeing  the  silk  previous  to  it« 
being  spun  into  yam  or  thread,  consists  in  the  certainty 
that  the  coloring  matter  will  reach  every  fibre,  and  conse- 
quently produce  a  more  uniform  and  perfect  dyeing.  We 
also  And  that  a  superior  lustre  is  obtained  by  our  mode  over 
that  wherein  the  silk  is  dyed  subsequent  to  being  spun, 
which  e£fect  we  consider  to  be  caused  by  the  violent  action 
upon  the  silk  by  the  dyer's  process,  by  which  many  of  the 
fibres  are  broken  and  started  from  their  parallel  positions 
with  respect  to  each  other,  thereby  destroying  the  wiry  and 
lustrous  appearance  of  the  yam  or  thread. 

For  making  rove  from  silk  waate  of  long  fibres  and  fiax 
combined,  and  from  silk  waste  of  long  fibres  and  wool  com- 
bined, we  employ  the  same  machinery  throughout  as  we  do 
for  making  rove  from  silk  waste  alone.    The  proportions 
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of  silk  waste  to  that  of  flax,  and  of  silk  waste  to  that  of 
wool,  are  varied  according  to  the  particular  manu&ctnre  to 
which  the  yams  are  to  be  applied.  The  method  we  have 
adopted  is  to  obtain  slivers  of  flax  or  wool  from  the  spread- 
ing or  first  drawing  machine.  The  number  of  slivers  of  flax 
or  of  wool  to  that  of  silk  obtained  from  the  first  drawings 
are  regulated  in  the  second  drawings  in  proportions  suitable 
for  the  i)eculiar  descriptions  of  yam  required. 

Having  now  explained  the  nature  of  the  drawings  and 
roving  machinery  which  we  have  found  to  answer  best,  and 
the  several  processes  of  drawing  and  roving  silk  waste 
alone,  and  of  silk  waste  in  combination  with  wool  and  with 
flax,  I  will  proceed  to  describe  the  spinning  machine  by 
which  the  rove  is  drawn  or  elongated  into  strands  to  be 
spun  into  yam  or  thread.  The  annexed  Drawings  for  the 
most  part  represent  the  well-known  spinning  frame,  called 
a  throstle,  on  the  principle  of  the  long  ratch,  as  employed 
in  the  spinning  of  flax,  which  machine,  combined  with  the 
improvements  we  have  applied  to  it,  we  apply  to  the  new 
and  useful  purpose  of  spinning  silk  waste  of  long  fibres  into 
yam  or  thread  from  rove,  either  in  the  gum  or  discharged, 
or  dyed  as  before  mentioned,  and  also  from  rove  made  from 
silk  waste  of  long  fibres  in  combination  with  flax  or  with 
wool. 

Figure  1  in  the  Drawings  exhibits  a  front  elevation  of  a 
portion  of  the  throstle  frame,  the  parts  not  introduced 
being  only  a  repetition  or  extension  of  the  same  kind  of 
mechanism,  which  is  well  understood  by  spinners. 

Figure  2  is  an  elevation  at  right  angles  to  that  represented 
in  Fig.  1,  and  shows  only  about  half  the  machine,  the  other 
half  corresponding  in  its  arrangements  therewith. 

Figure  3  exhibits  a  plan  of  the  retaining  rollers,  of  which 
the  elevation  is  given  in  Figure  1. 

Figure  4  represents  the  pressing  roller  separately  viewed, 
and  of  double  the  linear  measurement  it  occupies  in  Fig.  1, 
in  order  to  show  it  the  more  distinctly. 

Figures  6  and  6  are  front  and  side  views  of  the  guides  by 
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which  the  rove  is  conducted  to  the  nip  of  the  brass  bosses 
of  the  drawing  roller,  also  drawn  to  double  the  scale  of 
Figure  1. 

In  all  these  Figures,  where  the  same  letters  of  reference 
occur,  they  indicate  the  same  parts  though  differently 
viewed. 

A,  A*,  in  Figures  1  and  2,  represent  a  fast  and  loose 
pulley  ;  the  latter  receives  the  power  from  the  prime  mover, 
and  through  the  medium  of  its  axis  actuates  another  pulley 
C,  which,  by  means  of  an  endless  strap  X,  X,  puts  in 
motion  the  pulleys  D  and  B.  From  the  latter  motion  is 
imparted  to  the  twist  pinion  E,  which  actuates  the  wheel 
F,  and  conveys  the  differential  motion  (not  introduced  into 
the  Drawing)  to  the  drawing  roller  G,  and  the  retaining 
rollers  H,  H,  H,  also  the  intermediate  or  carrying  rollers 
K  and  L,  and  to  the  traverse  motion  M.  At  N  is  a  copper 
trough  containing  water,  the  application  of  which  in  this 
process  is  an  important  feature  in  our  Invention.  O,  O,  O, 
are  pressing  rollers  which  are  made  of  wood,  and  are  partly 
immersed  in  the  water  wherein  they  rotate,  and  by  their 
continuous  action  convey  the  fluid  to  the  nip  of  the  brass 
bosses  P,  P,  P,  of  the  drawing  roller  G,  thereby  saturating 
the  filaments  of  silk  with  the  fluid  while  they  are  in  the  act 
of  being  drawn  down  and  elongated  into  strands  from  the 
roving,  to  be  spun  into  yam  or  thread  by  means  of  the 
spindles  and  flyers  Q,  Q,  Q,  which  for  our  new  process  we 
place  (as  wiU  be  observed  in  the  Drawing)  much  nearer  to 
the  drawing  roller  G  than  has  heretofore  been  practised. 
B,  B,  are  copper  guides  ;  the  construction  of  these  is  best 
seen  in  the  separate  views  of  them  given  in  Figures  6  and  6, 
on  a  greater  scale.  S,  S,  S,  are  mahogany  top  rollers.  The 
other  parts  of  the  machine  not  adverted  to  being  quite 
familial*  to  x)ersons  employed  in  this  branch  of  manufacture, 
it  will  be  unnecessary  to  explain. 

Our  application  of  the  brass  bosses  P,  P,  to  the  drawing 
roller  G,  together  with  the  application  of  water,  we  have 
found  to  be  an  important  improvement  in  the  spinning  of 


8  A.D.  1836.-JSf»  7228. 

CHSbson  A  CkimpbdCs  Lnprovemefds  in  ik€  Manvjfadurt  of  8Uk,  dbe. 

silk  waste,  whether  dyed  or  undyed,  as  the  brass  preserves 
the  silk  from  stains  which  occur  when  iron  is  used.  It  will 
be  observed  that  neither  the  brass  bosses  P  nor  the  pressing 
rollers  O  are  fluted,  which  fluting  we  have  found  to  be  un- 
necessary in  spinning  silk  waste  of  long  fibres  with  the 
ratch  corresponding  in  length  thereto.  Great  advantages 
also  result  from  employing  the  throstle  frame  instead  of  the 
mule  jenny  for  spinning  silk  waste.  In  the  first  place,  a 
great  saving  is  made  in  the  cost  of  production  by  obviating 
the  necessity  of  operatives  at  high  wages.  In  the  second 
place,  by  using  a  long  ratch  corresponding  to  the  length  of 
the  fibres  to  be  spun,  yam  or  thread  is  obtained  not  only  of 
very  superior  strength,  but  it  can  be  spun  of  very  fine  num- 
bers, even  as  high  as  No.  200  or  upwards,  on  the  cotton 
scale,  a  result*  quite  unprecedented  in  spinning  by  the 
throstle.  The  application  of  water  to  the  silk,  communi- 
cated by  means  of  the  pressing  roller,  not  only  toughens  the 
fibres,  but  gives  them  a  greater  tenacity  or  adhesiveness  to 
each  other,  enabling  them  to  sustain  the  action  of  being 
spun,  besides  communicating  a  greater  degree  of  flexibility, 
which  facilitates  or  induces  the  ends  of  the  fibres  to  adhere 
or  incorporate  more  readily  with  the  yam.  Likewise, 
owing  to  the  short  distance  between  the  top  of  the  spindle 
and  the  nip  of  the  bosses  of  the  drawing  or  delivering  roller, 
the  yam  is  subjected  to  less  vibration  and  can  be  spun  to 
finer  numbers  than  with  the  spindles  at  a  greater  distance. 
The  silk  yam  thus  produced  has  a  smooth  wiry  appearance, 
and  when  spun  with  but  little  twist  the  natural  lustre  of 
the  silk  fibres  is  preserved,  and  it  approximates  in  a-ppear- 
ance  to  tram  or  organzine  silk.  The  spinning  frame  just 
described  is  also  applicable  to  the  spinning  of  silk  and  flax 
combined,  as  well  as  to  the  spinning  of  a  combination  of 
silk  and  wool,  in  each  case  varying  the  sliding  ratch  to  suit 
the  lengths  of  the  fibres  to  be  span. 

Having  now  given  the  necessary  details  of  the  manner  in 
which  our  Invention  is  to  be  performed,  we  desire  it  to  be 
understood  that  we  disclaim  those  parts  of  the  process  or 
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mechanism  which  were  or  may  have  been  previous  to  the 
granting  of  our  Patent  well  known  or  in  use  for  the  same 
purposes ;  but  we  restrict  our  claims  to  the  eight  several 
heads  of  Invention  mentioned  in  the  early  part  of  this 
Specification,  all  of  which  we  believe  to  be  new  and  of  great 
public  utility. 

In  witness  whereof,  I,  the  said  John  Gibson,  have  here- 
unto set  my  hand  and  seal,  this  Seventeenth  day  of 
May,  in  the  year  of  our  Lord  One  thousand  eight 
hundred  and  thirty-seven. 

JOHN  (L.S.)  GIBSON. 
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Disclaimer. 

• 

DISCLAIMER  AND  MEMORANDUM  OF  ALTERA- 
TION proi)osed  to  be  entered  by  the  said  John  Gibson 
and  John  Gordon  Campbell  with  the  Clerk  of  the  Pat- 
ents of  England,  pursuant  to  an  Act  passed  in  the  fifth 
and  sixth  year  of  the  reign  of  His  late  Majesty  King 
William  the  Fourth,  entituled  **  An  Act  to  amend  the 
Law  touching  Letters  Patent  for  Inventions." 

HOW  KNOW  YE,  that  in  compliance  with  the  said  pro- 
viso, I,  the  said  John  Gibson,  on  behalf  of  myself,  and  also 
of  the  said  John  Gordon  Campbell,  do  hereby  declare  that 
the  nature  of  our  said  Invention  consists, — 

First,  in  a  part  of  our  process  by  which  we  discharge  the 
gum  from  that  peculiar  kind  of  silk  denominated  silk  waste 
when  the  same  is  in  the  state  of  the  sliver  or  rove. 

Second,  in  a  part  of  our  process  by  which  we  dye  silk 
waste  when  in  the  state  of  sliver  or  rove. 

Third,  in  a  part  of  our  process  by  which  we  spin  yam 
from  dressed  or  heckled  silk  waste  of  long  fibres,  either  in 
the  gum  or  discharged. 

Fourth,  in  a  part  of  our  process  by  which  yam  from  silk 
waste  with  long  fibres  may  be  spun  in  combination  with 
flax  of  a  similar  length  of  fibre. 

Arid,  fifth,  in  a  part  of  our  process  by  which  yam  from 
silk  waste  with  long  fibre  is  spun  in  combination  with  wool. 

Biarth,  in  the  application  of  our  imim)vod  prooooo  to  tho 
thjostlo  maohino,  on  the  prinoiplo  of  the  long  ratoh,  for  tho 
now  and  useful  purpose  of  spinning  oilk  wosto. 

Seventh,  in  certain  improvcmonto  offootcd  by  no  in  tho 
thiofitlo  machine^  by  which  its  utility  in  spinning  silk  waste 
io  greatly  augmented. 

Eighth,  in  tho  application  of  water  to  oilk  waste  TOth 
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long  fibroa  in  tho    proooBO    of   opinning  with    tho   long 

Having  thus  explained  the  nature  or  leading  characteris- 
tics of  our  Invention,  it  is  desirable,  before  we  enter  into 
the  practical  details  of  them,  to  give  a  brief  outline  of  the 
methods  heretofore  adopted  for  spinning  yam  from  silk 
waste.  Silk  wastes  difEer  considerably  with  respect  to 
quality  and  cleanliness,  and  they  are  generally  in  a  ravelled 
state.  To  free  them  from  naps  and  other  refuse  matters, 
and  to  clear  the  raveUings,  they  are  first  submitted  to  the 
action  of  a  machine  called  a  breaker,  for  the  purpose  of 
breaking  or  clearing  out  the  more  stubborn  or  knotty  ravel- 
Ungs.  The  waste  is  next  put  under  the  operation  of  the 
dressing  machines,  to  be  farther  unravelled  and  cleared 
from  naps  and  other  impurities,  which  process  also  straight- 
ens the  filaments,  and  causes  them  to  lie  evenly  together, 
resembling  in  this  res;)ect  heckled  flax,  although  the  fibres 
of  the  latter  usually  possess  more  uniformity  as  to  length. 
This  process  of  dressing  is  applicable  to  silk  waste  either  in 
the  gum  or  discharged.  The  former,  however,  is  more 
easily  dressed,  contains  less  refuse,  and  is  generally  of  a 
better  quality. 

The  third  process,  upon  the  ordinary  plan,  is  to  take  the 
dressed  sUk  to  the  cutting  machine,  where  it  is  cut  into 
lengths  of  about  two  inches,  a  little  more  or  less,  according 
to  circumstances.  If  the  silk  waste  that  has  been  thus  cut 
be  in  the  gum,  it  is  next  discharged,  and  afterwards  dried. 
The  silk  having  become  matted  in  the  discharging  process, 
the  fibres  of  it  are  next  opened  up  by  a  scutching  machine 
or  other  similar  apparatus  before  it  undergoes  the  process 
of  carding.  When  carded  the  roving  is  prepared  by  a  sim- 
ilar engine  to  that  used  for  cotton,  and  it  is  spun  on  the 
mule  jenny,  which  is  on  a  similar  principle  to  that  of  the 
cotton  jenny. 

Having  thus  explained  the  old  or  ordinary  process  of  con- 
verting silk  waste  into  yam,  I  will  proceed  to  describe  our 
novel  process  by  which  we  produce  our  now  or  improved 


12  A.D.  1836 -N*  72*28. 


Qibson  A  Oampbea*s  ImprcvenunU  in  Ou  Mam/fadun  cf  8Hk,  dtc 


manufacture  of  yam  or  thread.  The  silk  waste  having  been 
dressed  in  the  usual  way,  or  in  any  other  manner  that  may 
be  found  more  advantageous  (such  as  heckling  or  other- 
wise), either  discharged  or  in  the  gum,  we  submit  it  to  the 
drawing,  roving,  and  spinning  machinery,  thereby  entirely 
obviating  the  supposed  necessity  of  cutting  or  shortening 
the  filaments  of  silk  waste,  a  destructive  process,  which  has 
'heretofore  been  considered  as  an  indispensable  sacrifice  in 
order  to  convert  it  into  yam  or  thread.  The  kind  of 
machinery  we  have  found  to  answer  best  for  the  drawings 
and  rovings  of  dressed,  heckled,  or  carded  silk  waste  of 
long  fibres  is  the  same  as  that  used  by  flax  spinners,  and 
we  adopt  the  same  methods  as  are  practised  by  them  with 
long  or  cut  line  flax.  The  silk  is  first  submitted  to  the 
spreading  or  first  drawing  machine,  the  slivers  obtained 
from  which  are  doubled  and  applied  to  the  second  drawing, 
and  in  like  manner  to  the  third  drawing  machine,  and 
finally  to  the  roving  machine.  The  number  of  doublings 
and  drawings  requisite  will  depend  upon  the  kind  of  silk 
used,  which  every  competent  manufacturer  will  know  how 
to  determine  and  arrange.  It  may  be  proper  to  observe, 
that  there  are  several  kinds  of  flax  drawing  and  roving 
machines,  and  as  they  are  in  common  use  for  flax  and  tow, 
no  description  of  them  is  necessary,  and  it  will  theref oie  be 
sufficient  to  distinguish  them  by  their  names  of  circular, 
spiral,  and  sheet  or  chain.  Cut  line  flax  and  tow  drawing 
and  roving  machines  axe  made  either  in  the  circular  or 
spiral  plans.  The  sheet  or  chain  is  also  made  for  cut  line 
flax,  but  not  for  tow.  The  drawing  and  roving  machines 
that  we  have  found  to  answer  best  are  those  which  are  made 
on  the  spiral  plan,  as  the  gills  or  heckles  of  these  come 
closer  to  the  nip  of  the  drawing  roller  than  in  either  of  the 
other  plans,  and  thereby  enables  the  short  fllaments  of  the 
silk  to  be  drawn  and  distributed  more  uniformly  with  the 
long  fibres  than  if  the  said  heckles  or  gills  were  more  re- 
mote from  the  drawing  roller.  For  the  longest  fibres  of 
dressed  or  heckled  silk  waste  we  employ  what  is  designated 
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by  flax  spinners  long  line  preparation ;  for  the  medium 
lengths  of  fibres  of  dressed,  heckled,  or  carded  silk,  cut 
line  ;  and  for  the  sh6rt  lengths  tow  preparations. 

Wo  have  iJjoady  noticed  that  The  roving  from  silk  waste 
may  be  made  either  when  in  the  gum  or  discharged,  and 
tiMvt  the  said  rovings  may  be  spun  to  suit  the  particular 
kind  of  goods  to  which  yam  or  thread  is  to  be  applied ; 
but  as  there  is  a  much  greater  demand  for  silk  yam  dis- 
charged than  in  the  gum,  we  usually  discharge  the  gum 
from  the  sliver  obtained  by  the  first  drawing  or  spreading 
machine.  For  this  purpcMsie  the  sliver  is  put  into  hanks  of 
about  half  a  pound  each,  then  each  of  these  hanks  is  put 
into  a  little  bag  made  of  an  open  fabric,  such  as  thin  can- 
vas. A  quantity  of  these  are  collected  (according  to  the 
dimensions  of  the  boiler),  put  into  the  vessel,  and  dis- 
charged or  "  boiled  oflf "  in  the  usual  manner.  After  this 
the  hanks  still  contained  in  the  bags  are  to  be  well  washed  - 
to  free  them  from  the  deposition  of  the  glutinous  matter, 
or  the  presence  of  soap,  alkali,  or  other  impurities.  The 
silk  is  now  to  be  taken  out  of  the  bags  with  care  ;  and  after 
being  thoroughly  dried,  the  hanks  are  to  be  put  ui)on 
swifts,  and  after  finding  the  end  of  the  sliver  it  is  to  be 
coiled  into  cans,  or  it  may  be  wound  on  bobbins,  or  other- 
wise disposed  of  as  may  be  convenient.  The  next  operation 
upon  these  slivers  consists  in  submitting  them  to  the  draw- 
ing machines,  whereby  the  required  number  of  drawings 
and  doublings  are  to  be  given,  and,  finally,  the  roving  is 
formed  as  already  mentioned.  The  process  of  boiling  or 
discharging  gum  silk  we  sometimes  apply  after  it  has  been 
formed  into  roving.  In  this  case  the  roving  is  to  be  reeled 
from  the  bobbins  into  hanks  of  about  half  a  pound  weight 
each ;  these  are  to  be  put  into  bags,  and  the  discharging 
conducted  by  the  same  process  as  that  described  with  re- 
spect to  the  sliver.  The  discharged  roving  is  next  to  be 
wound  on  bobbins  preparatory  to  spinning ;  but  we  give 
preference  to  the  roving  made  from  silk,  which  has  been 
discharged  in  the  sliver. 
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Another  improvement  in  our  process  or  manufacture  con- 
sists in  dyeing  the  silk  before  it  is  spun  into  yam  or  thread  ; 
and  we  find  that  this  operation  is  best  performed  after  it 
has  been  discharged  and  washed,  and  in  the  form  of  the 
sliver,  as  already  described.  After  dyeing  the  silk  under- 
goes repeated  doublings  and  drawings,  and  is  finally  made 
into  roving  in  the  same  manner  and  by  the  same  mechanism 
as  are  employed  with  the  undyed  silk.  The  process  of  dye- 
ing is  also  applied  by  us  to  silk  which  has  been  discharged 
previous  to  its  being  dressed  or  heckled,  and  we  usually 
dye  it  in  the  hanks  obtained  from  the  sliver  of  the  fijrst 
drawing.  The  process  of  dyeing  may  also  be  applied  to 
the  rove  which  is  to  be  reeled  from  the  bobbins  into  hanks 
of  a  size  and  weight  the  most  convenient  to  the  dyer.  After 
dyeing  it  is  to  be  wound  upon  the  bobbins  previous  to  being 
spun  ;  but  we  prefer  the  roving  which  has  been  made  from 
silk  dyed  in  the  sliver.  Care  must  be  taken  that  the  silk, 
whether  dyed  or  undyed,  be  properly  dried  prior  to  its 
being  submitted  to  any  of  the  processes  of  drawing,  roving, 
and  spinning.  The  advantages  obtained  in  this  part  of  our 
Invention  of  dyeing  the  silk  previous  to  its  being  spun  in 
yam  or  thread  consist  in  the  certainty  that  the  coloring 
matter  will  reach  every  fibre,  and  consequently  produce  a 
more  uniform  and  perfect  dyeing.  We  also  find  that  a 
sui)erior  lustre  is  obtained  by  our  mode  over  that  wherein 
the  silk  is  dyed  subsequent  to  being  spun,  which  effect  we 
consider  to  be  caused  by  the  violent  action  upon  the  sUk\ 
by  the  dyer's  process,  by  which  many  of  the  fibres  are 
broken  and  started  from  their  paralleled  positions  with  re- 
spect to  each  other,  thereby  destroying  the  wiry  and 
lustrous  appearance  of  the  yam  or  thread.  For  making 
rove  from  silk  waste  of  long  fibres  and  flax  combined,  and 
from  silk  waste  of  long  fibres  and  wool  combined,  we  employ 
the  same  machinery  throughout  as  we  do  for  making  rove 
from  silk  waste  alone.  The  proportions  of  silk  waste  to 
that  of  fiax,  and  of  silk  waste  to  that  of  wool,  are  varied 
according  to  the  particular  manufacture  to  which  the  yams 
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are  to  be  applied.  The  metliod  we  have  adopted  is  to  ob- 
tain slivers  of  iiax  or  of  wool  from  the  spreading  or  first 
drawing  machine.  The  number  of  slivers  of  flax  or  of  wool 
to  that  of  silk  slivers  obtained  from  the  first  drawings  are 
regulated  in  the  second  drawings  in  proportions  suitable  for 
the  i)eculiar  description  of  yam  required. 

Having  now  explained  the  nature  of  the  drawing  and 
roving  machinery  which  we  have  found  to  answer  best,  and 
the  several  processes  of  drawing  and  ro.ving  silk  waste 
alone,  and  of  silk  waste  in  combination  with  wool  and  with 
flax,  I  will  proceed  to  describe  the  spinning  machine  by 
which  the  rove  is  drawn  or  elongated  into  strands,  to  be 
spun  into  yam  or  thread. 

The  annexed  Drawings  for  the  most  part  represent  the 
well-known  spinning  frame  called  a  throstle,  on  the  prin- 
ciple of  the  long  ratch,  as  employed  in  the  spinning  of  flax, 
which  machine  oombinod  with  the  improvomonts  wo  havo 
applied  to  it  we  apply  to  the  now  and  useful  purpose  of 
spinning  silk  waste  of  long  fibres  into  yam  or  thread  from 
rove,  either  in  the  gum,  or  discharged,  or  dyed,  as  before 
mentioned,  and  also  from  rove  made  from  silk  waste  of  long 
fibres  in  combination  with  flax  or  with  wool. 

Figure  1  in  the  Drawings  exhibits  a  front  elevation  of  a 
portion  of  the  throstle  frame,  the  parts  not  introduced  being 
only  a  repetition  or  extension  of  the  same  kind  of  mechan- 
ism which  is  well  understood  by  spinners. 

Figure  2  is  an  elevation  at  right  angles  to  that  repre- 
sented in  Figure  1,  and  shews  only  about  half  the  ma- 
chine, the  other  half  corresponding  in  its  arrangement 
therevrtth. 

Figure  3  exhibits  a  plan  of  the  retaining  rollers,  of  which 
the  elevation  is  given  in  Figure  1. 

Figure  4  represents  the  pressing  roller  separately  viewed, 
and  of  double  the  linear  mesusurement  it  occupies  in  Figure 
1,  in  order  to  shew  it  the  more  distinctly. 

Figures  5  and  6  are  front  and  side  views  of  the  guides  by 
which  the  rove  is  conducted  to  the  nip  of  the  brass  bosses 
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;  roller,  also  drawn  to  double  the  scfde  o£ 

rignres,  where  the  same  letters  of  reference 
licate  the   same  parts,  though  differea 

ares  1  and  2,  teprwent  s  fast  and  a,  loo 
flr  nsceives  the  power  from  the  prime  movei 
I  medium  o/  its  axis  actuates  another  palle-i 
leans  of  an  endleM  strap  X,  X,  pnts  i 
eys  D  and  B.  From  the  latter  motion  i 
;wist  pinion  E,  which  actuates  the  wheel 
differential  motion  (not  introduced  int 
the  drawing  roller  G,  and  the  retj^ta 
ilso  the  intermediate  or  carrying  rouersj 
,e  trarerse  motion  M.  AtNI8^coppe 
5  water,  the  appUcation  of  which  in^*^ 
ortant  ftifttmro  in  tmf  iPTCittiQft.  «,  ^i  ", 
ars,  which  are  made  of  wood,  and  partly 
water,  wherein  they  rotate,  and  by  their 
1  convey  the  fluid  to  the  nip  ol  the  brass 
if  the  drawing  roller  G,  thereby  eaturatinj 
silk  with  the  fluid  while  they  are  in  the  ac! 
iown  and  elongated  into  strancte  from  the 
an  into  yam  or  thread,  by  means  of  tie 
ira  Q,  Q,  Q,  which  for  our  new  process  ire 
observed  in  the  Drawing)  much  nearer  to 
er  G  than  is  usuaZly  has  horotoforo-bcoa 
R,  are  copper  guides,  the  constrnction  o^ 
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ot  the  drawing  roller,  also  drawn  to  doable  the  scale  of 
Figure  1. 

In  all  these  Figures,  where  the  same  letters  of  reference 
occur,  thej  indicate  the  same  parts,  though  differently 
viewed. 

A,  A,  in  Figures  1  and  3,  represent  a  fast  and  a  loose 
pulley  ;  the  latter  receives  the  power  from  the  prime  mover, 
and  through  the  medium  of  its  aids  actuates  another  pulley 
C,  which,  by  means  of  an  endless  strap  X,  X,  puts  in 
motion  the  pulleys  D  and  B.  From  the  latter  motion  is 
imparted  to  the  twist  pinion  £,  which  actuates  the  wheel  F 
and  conveys  the  differential  motion  (not  introduced  into 
the  Drawing)  to  the  drawing  roller  G,  and  the  retaining 
rollers  H,  H,  H,  also  the  intermediate  or  carrying  rollers  K 
and  L,  and  to  the  traverse  motion  M.  At  N  is  a  copper 
trough  containing  water,  the  application  of  which  in  tMs 
process  is  eat  important  fbatuiio  in  our  Invontiea.  O,  O,  O, 
are  pressing  rollers,  which  are  made  of  wood,  and  partly 
immersed  in  the  water,  wherein  they  rotate,  and  by  their 
continuous  action  convey  the  fluid  to  the  nip  of  the  brass 
bosses  P,  P,  P,  of  the  dmwing  roller  G,  thereby  saturating 
the  filaments  of  silk  with  the  fluid  while  they  are  in  the  act 
of  being  drawn  down  and  elongated  into  strands  from  the 
roving  to  be  spun  into  yam  or  thread,  by  means  of  the 
spindles  and  flyers  Q,  Q,  Q,  which  for  our  new  process  we 
place  (as  will  be  observed  in  the  Drawing)  much  nearer  to 
the  drawing  roller  G  than  is  visually  hoo  horotof oro  booa 
practised.  R,  R,  are  copper  guides,  the  construction  of 
which  is  best  seen  in  the  separate  views  of  them  given  in 
Figures  5  and  6  on  a  greater  scale.  S,  S,  S,  are  mahogany 
top  rollers.  The  other  parts  of  the  machine  not  adverted 
to  being  quite  familiar  to  persons  employed  in  this  branch 
of  manufacture,  it  will  be  unnecessary  to  explain. 

Our  applioation  of  The  brass  bosses  P,  P,  to  the  drawing 
roller  G,  together  with  the  application  of  water,  we  have 
found  to  be  «»  important  improvement  in  the  spinning  of 
silk  wa.^te,  whether  dyed  or  undyed,  as  the  brass  preserves 
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the  silk  from  stains,  which  occur  when  iron  is  used.  It 
will  be  observed  that  neither  the  brass  bosses  P  nor  the 
pressing  rollers  O  are  fluted,  which  fluting  we  have  found 
to  be  unnecessary  in  spinning  silk  waste  of  long  fibres,  with 
the  ratch  corresponding  in  lengths  thereto.  Great  advan- 
tages also  result  from  employing  the  throstle  frame  instead 
of  the  mule  jenny  for  spinning  silk  waste.  In  the  first 
place  a  great  saving  is  made  in  the  cost  of  production  by 
obviating  the  necessity  of  operatives  at  high  wages  ;  in  the 
second  place  by  using  a  long  ratch,  corresponding  to  the 
length  of  fibres  to  be  spun,  yarn  or.  thread  is  obtained  not 
only  of  very  superior  strength,  but  it  can  be  spun  to  very 
fine  numbers,  even  as  high  as  No.  2(K)  or  upwards  on  the 
cotton  scale,  a  result  quite  unprecedented  in  spinning  by 
the  throstle.  The  application  of  water  to  the  silk,  com- 
municated by  means  of  the  pressing  roller,  not  only  tough- 
ens the  fibres,  but  gives  them  a  greater  tenacity  or  ad- 
hesiveness to  each  other,  enabling  them  to  sustain  the  action 
of  being  spun,  besides  communicating  a  greater  degree  of 
flexibility,  which  facilitates  or  induces  the  ends  of  the  fibres 
to  adhere  or  incorporate  more  readily  with  the  yam.  like- 
wise, owing  to  the  short  distance  between  the  top  of  the 
spindle  and  the  nip  of  the  bosses  of  the  drawing  or  deliver- 
ing roller,  the  yam  is  subjected  to  less  vibration,  and  can 
be  spun  to  finer  numbers  than  with  the  spindles  at  a  greater 
distance.  The  silk  yam  thus  produced  has  a  smooth  wiry 
appearance,  and  when  spun  with  but  little  twist  the  natural 
lustre  of  the  silk  fibres  is  preserved,  and  it  approximates  in 
appearance  to  tram  or  organzine  silk.  The  spinning  frame 
just  described  is  also  applicable  to  the  spinning  of  silk  and 
flax  combined,  as  well  as  to  the  spinning  of  a  combination 
of  silk  and  wool,  in  each  case  varying  the  sliding  ratch  to 
suit  the  lengths  of  the  fibres  to  be  spun. 

Having  now  given  the  necessary  details  of  the  manner  in 
which  our  Invention  is  to  be  performed,  we  desire  it  to  be 
understood  that  we  disclaim  those  parts  of  the  process  or 
mechanism  which  were  or  may  have  been,  previous  to  the 
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granting  of  our  Patent,  well  known  or  in  use  for  the  same 
purposes  ;  but  we  restrict  our  claims  to  the  -eight  ^«^  sev- 
eral heads  of  Invention  mentioned  in  the  early  part  of  this 
Specification,  all  of  which  we  believe  to  be  new  and  of  great 
public  utility. 

In  witness  whereof,  I,  the  said  John  Gibson,  have  here- 
unto set  my  hand  and  seal,  this  Seventeenth  day  of 
May,  in  the  year  of  our  Lord  One  thousand  ei^ht 
hundred  and  thirtv-sevon. 


i 
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bell  November  19,  1836,  numbered  7,228,  for  *'  a  new  or 
improved  process  or  manufacture  of  silk  and  silk  in  com- 
bination with  certain  other  fibrous  substances." 

The  specification  was  as  follows  : 

"  The  nature  of  our  said  invention  consists,  1.  In  a  part 
of  our  process  by  which  we  discharge  the  gum  from  that 
peculiar  kind  of  silk  denominated  silk  waste,  when  the 
same  is  in  the  state  of  the  sliver  or  rove.  2.  In  a  part  of 
our  process  by  which  we  dye  silk  waste  when  in  the  state 
of  sliver  or  rove.  3.  In  a  part  of  our  process  by  which  we 
spin  yam  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged.  4.  In  a  part  of  our  pro- 
cess  by  which  yam  from  silk  waste  with  long  fibres  may  be 
spun  in  combination  with  flax  of  a  similar  length  of  fibre. 
6.  In  a  part  of  our  process  by  which  yam  from  silk  waste 
with  long  fibre  is  spun  in  combination  with  wool.  6.  In 
the  application  of  our  improved  process  to  the  throstle 
machine,  on  the  principle  of  the  long  ratch,  for  the  new  and 
useful  purpose  of  spinning  silk  waste.  7.  In  certain  im- 
provements effected  by  us  in  the  throstle  machine  by  which 
its  utility  in  spinning  silk  waste  is  greatly  augmented. 
8.  In  the  application  of  water  to  silk  waste  with  long  fibres 
in  the  process  of  spinning  with  the  long  ratch. 

"  Having  thus  described  the  nature  or  leading  character- 
istics of  our  invention,  it  is  desirable,  before  we  enter  into 
the  practical  details  of  them,  to  give  a  brief  outline  of  the 
methods  heretofore  adopted  for  spinning  silk  wastes.  .  .  . 

"  Having  now  given  the  necessary  details  of  the  manner 
in  which  our  invention  is  to  be  performed,  we  desire  it  to 
be  understood  that  we  disclaim  those  parts  of  the  process 
or  mechanism  which  were  or  may  have  been,  previous  to 
the  granting  of  our  patent,  well  known  or  in  use  for  the 
same  purposes,  but  we  restrict  our  claims  to  the  eight  sev- 
eral heads  of  invention  mentioned  in  the  early  part  of  this 
si)ecification,  all  of  which  we  believe  to  be  new  and  of  great 
public  utility." 

The  declaration,  after  the  usual  averments,  assigned  as  a 
breach  "that  the  defendant  directly  or  indirectly  made, 
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Tised  and  put  in  practice  the  said  invention,  and  every  part 
thereof,  and  therein  counterfeited,  imitated  and  resembled 
the  same,  and  every  part  thereof." 

The  defendant  pleaded,  1.  Not  guilty.  2.  That  the 
plaintiffs  were  not  the  true  and  first  inventors  of  the  alleged 
invention.  3.  That  the  said  invention  was  not  a  new  inven- 
tion. 4.  That  the  said  invention  was  and  is  of  no  use, 
benefit  and  advantage  to  the  public.  5.  That  the  said  in- 
strument in  writing  was  and  is  as  follows  (setting  it  out) ; 
that  no  other  was  enrolled  ;  and  averring  that  the  said  in- 
strument in  writing  does  not  particularly  describe  and  ascer- 
tain the  nature  of  the  said  invention,  and  in  what  manner 
the  same  is  to  be  performed.  Upon  these  pleas  issues  were 
joined,  the  replication  to  the  fifth  plea  being  that  the  said 
instrument  in  writing,  in  that  plea  set  forth,  does  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention, 
and  in  what  manner  the  same  was  and  is  to  be  performed. 
No  question  turned  upon  the  notice  of  objections. 

Pollock^  Bompas^  Hill^  Hoggins  and  Corrie  were  counsel 
for  the  plaintiffs  ;  Follett^  Kelly ^  Channell  and  Henderson^ 
for  the  defendant.  The  following  portion  of  the  summing 
up  of  the  learned  judge  will  sufficiently  explain  the  prin- 
cipal features  of  the  case. 

TiNDAL,  C.  J.,  to  the  jury.  This  is  an  action  for  the  in- 
fringement of  letters  patent  granted  to  the  plaintiffs,  and 
the  defendant  first  says  that  he  has  not  been  guilty  of  any 
infringement,  and  that  before  he  can  be  called  upon  for 
answer  the  plaintiffs  must  satisfy  you  that  the  defendant 
has  in  some  mode  or  other  infringed  this  patent.  The  de- 
fendant next  says  that  these  letters  patent  have  not  been 
granted  to  the  true  and  first  inventojs,  which  you  are  aware 
is  a  condition  required  by  the  statute.  Now,  a  man  may 
publish  to  the  world  that  which  is  perfectly  new  in  aU  its 
use  and  has  not  before  been  enjoyed,  and  yet  he  may  not 
be  the  first  and  true  inventor ;  he  may  have  borrowed  it 
from  some  other  person,  he  may  have  taken  it  from  a  book, 
he  may  have  learnt  it  from  a  si)ecification ;  and  then  the 
legislature  never  intended  that  a  person  who  had  taken  all 
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his  knowledge  from  the  act  of  another,  from  the  labors  and 
assiduity  or  ingenuity  of  another,  should  be  the  man  who 
was  to  receive  the  benefit  of  another's  skill.  There  is  some 
distinction,  although  perhaps  not  a  very  broad  one,  between 
the  plea  which  alleges  the  plaintiffs  were  not  the  first  and 
true  inventors,  and  that  on  which  I  conceive  the  principal 
question  between  the  parties  will  turn,  the  third  in  order, 
viz.,  whether  the  subject-matter  of  this  patent  was  known 
in  England  at  the  time  the  letters  patent  were  granted.  It 
is  quite  clear,  if  on  the  evidence  you  have  heard  you  are 
satisfied  that  this  which  is  alleged  to  be  a  discovery  by  the 
plaintiffs  had  been  publicly  known  and  practised  in  Eng- 
land, there  is  an  end  to  the  validity  of  the  patent.  It  would 
not  be  sufficient  to  destroy  the  patent  to  show  that  learned 
I)ersons  in  their  studies  had  foreseen  or  had  found  out  this 
discovery  that  is  afterward  made  public,  or  that  a  man  in 
his  private  warehouse  had  by  various  exi)eriments  en- 
deavored to  discover  it  and  failed,  and  had  given  it  up. 
But  if  you  perceive  on  the  evidence  that  the  thing  which  is 
now  sought  to  be  protected  by  the  patent  has  been  used, 
and  for  a  considerable  period,  and  used  so  far  to  the  benefit 
of  the  public  as  to  be  sold  to  anybody  that  thought  proper 
to  purchase  it  of  those  who  made  it,  then  it  becomes  a  ma- 
terial question  whether  such  mode  of  user  was  not  in  your 
judgment  a  public  using  of  the  article,  of  the  process  or  of 
the  invention,  before  the  letters  patent  were  granted,  and 
therefore  you  will  apply  the  evidence  when  you  come  to  it, 
subject  to  such  an  explanation,  not  giving  a  force  or  efficacy 
to  any  attempts  that  have  been  made  toward  the  discovery 
which  the  plaintiffs  set  up,  but  which  have  failed  and  been 
abandoned,  and  rested  indeed  only  in  experiment,  but  at 
the  same  time  giving  full  effect  to  such  evidence  as  has  been 
brought  before  you  that  tends  to  show  that,  by  other  per- 
sons on  various  occasions,  the  article  has  been  made  and  the 
process  been  pursued  which  is  now  sought  to  be  protected, 
and  has  been  sold  to  such  of  the  public  as  have  thought 
proper  to  come  forward  and  purchase. 

Then  the  defendant  says  the  invention  is  of  no  utility  ; 
but  it  does  not  appear  to  me  that  can,  on  the  present  occa- 
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sion,  aflFord  you  any  considerable  trouble.  No  doubt  there 
is  evidence  enough  to  show  that  the  result  of  this  process 
does  produce  an  article  that  is  of  considerable  beauty  and 
value  ;  the  demand  that  is  made  for  it,  indeed,  would  seem 
to  establish  that. 

Then  the  defendant  objects  to  the  specification.  I  should 
tell  you,  as  far  as  there  are  any  objections  in  point  of  law 
to  the  specification,  I  do  not  propose  to  trouble  you  with 
them  on  this  occasion  ;  all  that  I  mean  to  leave  to  you  is 
the  question  of  fact  that  is  raised  for  your  determination — 
namely,  whether  it  is  so  worded  and  such  explanations  are 
given  in  it  that  a  person  of  a  sufficient  degree  of  under- 
standing on  the  particular  subject  could  carry  the  provisions 
of  the  specification  into  effect  and  obtain  the  proposed  re- 
sult. The  specification  ought  to  be  so  clearly  worded  as  to 
lead  without  any  doubt  or  difficulty  to  that  result,  because 
it  is  the  price  that  the  man  who  takes  out  his  patent  pays 
to  the  public  for  their  being  so  long  kept  out  of  the  enjoy- 
ment of  the  commodity  or  manufacture  that  is  protected  ; 
the  price  he  pays  is  that  he  will  lodge  such  an  account  of 
his  own  discovery  and  invention  as  will  enable  the  public 
at  the  expiration  of  the  fourteen  years  to  have  as  free  and 
unreserved  use  of  the  invention  as  he  himself.  Therefore 
every  man  who  is  an  honest  man  is  bound  to  pay  that  price 
justly  and  fairly,  and  to  word  his  specification,  which  he  is 
obliged  by  the  terms  of  the  patent  to  enroll  in  the  Court  of 
Chancery,  in  such  a  way  as  to  be  clear  from  all  doubt. 
Now,  I  cannot  say  that  I  think  this  a  very  clear  specifica- 
tion ;  I  cannot  read  through  these  eight  different  heads, 
which  I  understand  to  be  the  eight  different  points  that  are 
sought  to  be  protected  by  the  patent,  without  thinking 
there  has  been  a  mixture  rather  of  object  and  purpose  or 
design,  to  which  the  party  means  to  apply  his  patent,  with 
that  which  is  more  strictly  and  properly  the  process  by 
which  the  object  is  meant  to  be  obtained  ;  the  mixing  them 
together  and  not  keeping  them  separate  and  distinct  tends 
very  much  to  obscurity  in  the  document  itself. 

The  only  person  who  proves  the  invasion  of  the  patent  is 
RoUeston,  who  says,  *^  I  bought  the  silk  from  the  defend- 
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ants.  They  called  it  patent  silk,  and  Mr.  Miller,  their 
manager,  called  it  so  to  me  ;  and  in  the  invoice  it  is  written, 
patent  fringe  boiled  off  at  10*.  6d."  He  says  "  it  was  yam 
similar  to  that  I  bought  at  Mr.  Campbell's,  but  5*.  cheaper 
in  the  pound ;  it  was  not  so  good  as  what  the  patentees 
furnished.  Campbell  and  Gibson's  was  always  taken  in 
preference  to  theirs  if  we  had  it  in  hand."  You  see  what 
was  actually  produced,  and  it  rests  entirely  on  this  man's 
evidence  and  on  the  affidavit  put  in  by  the  plaintiffs  that 
was  made  by  the  defendant,  in  which,  in  the  Court  of 
Chancery,  he  says  he  had  been  in  the  course  for  the  last 
two  years  of  using  and  making  the  silk  which  he  was  then 
Belling,  because  it  was  done  openly,  and  they  had  never 
taken  any  notice  of  it ;  and  also  that  he  did  not  think  that 
their  patent  was  an  available  patent — not,  in  effect,  denying 
that  he  was  selling  what  was  then  manufactured,  but  de- 
fending it  on  the  ground  that  it  was  not  protected  by  the 
letters  patent.  Upon  that  you  must  say  whether  you  are 
satisfied  that  the  defendant  has  violated  this  patent  at  all. 
If  they  have  themselves  sold  an  article  of  exactly  the  same 
fabric,  made  in  the  same  manner  as  that  for  which  the  pat- 
ent was  taken  out,  such  sale  may  be  considered  as  a  using 
of  the  invention  within  the  terms  of  the  declaration,  and  so 
you  would  say,  if  you  are  satisfied  on  the  evidence,  by  your 
verdict.  Next,  you  must  say  whether  the  plaintiffs  are  the 
true  and  first  inventors,  and  then  whether  this  is  a  patent 
which  has  been  taken  out  for  a  new  manufacture  ;  that  is, 
either  for  a  new  result  or  a  new  mode  of  obtaining  a  result, 
although  it  would  be  ui)on  an  old  process  and  with  new 
combination,  and  producing  new  results.  Then  comes  the 
question  of  utility,  about  which  you  need  hardly  trouble 
yourselves ;  and  lastly,  the  question  whether  this  si)ecifica- 
tion  is  so  worded,  and  with  that  accuracy  of  description,  as 
to  enable  a  person  versed  in  the  matter  and  of  competent 
intelligence  to  i)erform  the  object  of  the  patent. 

The  verdict  was  as  foUows :  The  jury  are  of  opinion  that 
the  invention  is  not  new,  but  an  improved  process — ^not  a 
new  combination ;  that  the  defendant  is  guilty ;  that  the 
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invention  is  useful,  and  that   the  specification   is  suffi- 
cient 

TiNDAL,  C.  J.  The  verdict  will  be  for  the  plaintiff  on  the 
first,  fourth  and  ficfth  issues ;  on  the  second  and  third 
issues  there  is  the  special  finding,  which  the  court  must 
mould  as  well  as  they  can. 

The  report  of  subsequent  proceedings  on  motion  for  a 
nonsuit  will  be  found  under  date  Easter  Term,  1842. 

Rbquibitbs  of  bpecificatiok. — Specification  must  be  such  in  case  of  a  ma- 
chine that  mechanics  may  be  able  to  make  the  machine  by  following  directions 
without  any  new  inventions  or  additions  of  their  own,  and  without  information 
from  other  sources ;  must  fully  disclose  the  invention  and  contain  nothing 
materially  false  or  defective ;  the  insertion  of  more  things  than  are  requisite 
constitutes  a  fatal  defect.  Rex  «.  Arkwright,  1  ante,  29.  Inventor  not  re- 
stricted to  description  by  words  only,  but  allowed  to  annex  drawings.  Bloxam 
V.  Elsee,  1  ante,  878.  Patent  for  combination  of  substances  should  name  the 
substances.  Savory  v.  Price,  1  ante,  866.  Specification  must  state  at  least  one 
method  that  will  succeed.  Derosne  «.  Fairie,  2  ante,  108.  Specification  must 
be  such  as  may  be  followed  without  invention  or  addition.  Morgan  t>.  Sea- 
ward, 2  ante,  262.  The  most  advantageous  mode  must  be  stated.  Morgan 
V.  Seaward,  2  ante,  262.  Whether  a  word  used  in  specification  is  the  correct 
description  of  the  thing  is  not  important  provided  it  describes  the  thing  so  that 
no  man  can  doubt  what  it  is.    Minter  v.  Mower,  2  ante,  262. 


WALTON  V.  POTTER, 
Common  Fleas,  Nov.  18,  1841. 

(1  Web.  P.  C.  597.) 

Patent  for  an  Adaptation  of  a  knomn  Substance,    Pleading. 
Admisaions  in  Pleading,    Form  of  Verdict. 

The  adaptation  of  a  substance  of  known  properties  to  a  particular  purpose 
may  be  the  subject  of  a  patent. 

An  invention  of  improvements  in  cards  for  carding  wool,  cotton,  silk  and 
other  fibrous  substances,  and  for  raising  the  pile  of  woollen  and  other  cloths  by 
the  application  and  adaptation  of  caoutchouc  or  india-rubber,  as  a  substitute 
for  the  fillets  or  sheets  of  leather,  is  patentable. 

Where  the  judge  has  left  to  the  jury  the  specific  issues  raised  on  the  record 
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and  refused  to  put  to  them  certain  questions  of  fact  suggested  by  the  defendant's 
counsel,  held  no  misdirection  or  grouAd  for  a  new  trial. 

It  appears  such  questions  can  only  he  asked  with  the  consent  of  all  parties, 
and  the  jury  are  not  bound  to  answer  them. 

The  plea  that  the  inyention  is  not  a  new  manufacture  known  in  England 
admits  the  invention  to  be  a  manufacture  and  puts  in  issue  the  novelty. 

Matter  stated  In  a  plea  as  inducement  to  a  specific  allegation,  upon  which  an 
issue  in  fact  is  taken,  is  not  on  the  record  for  other  purposes  than  the  issue. 

Rule  to  enter  verdict  for  the  defendants. 

The  proceedings  in  the  court  below  are  reported  at  p.  162. 

Wilde^  Bompas  and  Addison  showed  cause  against  a 
rule  nisi  obtained  in  Easter  Term  last  by  ChanneU^  to  enter 
a  verdict  for  the  defendants,  or  to  arrest  the  judgment,  or 
for  a  new  trial  on  the  grounds  of  misdirection  and  verdict 
against  evidence. 

The  judgment  was  sought  to  be  arrested  on  the  ground 
that  the  invention  was  not  the  subject-matter  of  letters  pat- 
ent, being  the  application  of  a  known  substance  to  a  pur- 
I)ose  and  in  a  manner  well  known,  and  it  was  contended  on 
the  part  of  the  defendants  that  this  objection  was  open  to 
the  defendants  both  under  the  third  and  fourth  pleas.  On 
the  part  of  the  plaintiff  it  was  contended  that  this  objection 
was  not  open  to  the  defendants  ;  that  the  specification  hav- 
ing been  set  out  in  the  fourth  plea  as  inducement  to  an 
allegation  upon  which  an  issue  of  fact  had  been  taken  and 
disposed  of  by  the  jury  in  favor  of  the  plaintiff,  the  plea 
was  altogether  disi)osed  of,  and  the  defendants  could  not 
resort  to  the  introducflSry  matter  for  the  purpose  of  raising 
an  objection,  which  if  intended  to  be  raised  should  have 
been  pleaded  in  a  proper  manner.  That  to  admit  of  re- 
course being  had  to  matter  so  stated  as  inducement  would 
be  a  violation  of  the  rule  of  pleading  that  matter  not  tra- 
versed in  one  plea  was  only  admitted  for  the  purposes  of 
that  plea. 

The  alleged  misdirection  was  the  refusal  of  the  learned 
judge  to  leave  certain  specific  questions  to  the  jury  in 
addition  to  the  issues  on  the  record. 

TiNDAL,  C.  J.    I  shall  say  but  little  in  this  case,  because 
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it  is,  in  effect,  an  appeal  from  the  direction  I  gave  to  the 
jary  on  the  trial  of  the  cause,  and  I  would  much  rather 
hear  the  opinions  of  my  brethren  ui)on  that  than  rely  much 
uj)on  my  individual  judgment.  I  am  bound,  however,  to 
state  generally  what  the  opinion  I  have  formed  is  as  to  the 
effect  of  the  verdict. 

I  take  the  motion  to  proceed,  1,  upon  the  ground  that 
the  verdict  of  the  jury  upon  the  several  pleas  that  were  put 
upon  the  record  is  against  the  evidence ;  2,  that  in  the 
course  and  progress  of  the  trial  there  waa  a  misdirection 
on  my  part  to  the  jury ;  and,  3,  that  on  the  face  of 
the  record  itself  there  is  that  which  shows  the  invention  is 
not  the  subject-matter  of  a  patent  within  the  statute  of 
James. 

With  resi)ect  to  the  first  ground,  the  cause  was  debated 
at  very  considerable  length  and  with  great  ability  by  the 
counsel  on  both  sides,  and  I  think  there  was  scarcely  a 
point  that  arose  upon  the  evidence  which  was  not  submitted 
in  its  turn  to  the  jury,  according  to  the  particular  view 
which  the  respective  counsel  entertained  of  it.  It  was  a 
case  in  which  there  was  a  considerable  body  of  evidence  on 
both  sides,  and  the  jury  were  to  form  upon  the  issues  that 
were  before  them  a  just  conclusion  according  to  the  pre- 
ponderance of  the  evidence,  and  I  see  no  reason  whatever 
to  be  dissatisfied  with  the  conclusion  at  which  they  arrived. 
They  were  first  to  say,  upon  the  plea  of  not  guilty,  whether 
the  mode  which  had  been  used  by  the  defendants  was  vir- 
tually and  substantially  the  same  as  that  described  in  the 
plaintiff's  8i)ecification— a  mere  matter  of  fact  upon  which 
they  had  the  evidence  of  the  plaintiff's  and  the  defendants' 
witnesses,  and  they  arrived  at  the  conclusion  that  the  de- 
fendants had  borrowed  their  mode  from  that  described  in 
the  plaintiff' s  specification. 

Then,  upon  the  two  next  pleas,  the  question  that  was 
specifically  raised  for  their  determination  was  whether  this 
was  a  new  invention  or  whether  it  was  known  before  the 
time  when  the  plaintiff  obtained  his  patent,  and  they  de- 
termined, as  far  as  the  public  use  was  concerned,  that  it 
was  new  and  not  known  in  England  before  the  date  of  thai; 
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patent ;  and  I  see  no  reason  for  saying  that  after  they  had 
exercised  their  judgment  upon  it,  and  had  the  patent  of 
Hancock  fully  explained  to  them,  and  arrived  at  that  con- 
clusion, we  should  set  it  aside  and  send  the  case  to  a  new 
trial.  Then  there  was  only  one  other  issue  which  is  ma- 
terial, which  was  whether  sheet  cards  and  top  cards  were  use- 
ful or  not,  according  to  the  mode  of  adaptation  described 
in  the  specification ;  and  upon  that  they  also  found  their 
verdict  for  the  plaintiff  ;  the  evidence  upon  that  point  being 
of  the  actual  user  of  sheet  cards  and  top  cards  and  the  trial 
of  exi)eriments,  though,  perhaps,  since  the  action  was 
brought,  yet  still  bearing  upon  the  question — ^the  same  sub- 
ject-matter which  produced  the  same  results.  There  being, 
therefore,  on  the  part  of  the  plaintiff,  positive  evidence  that 
it  would  answer  for  the  purpose  of  sheet  cards  and  top 
cards,  and  on  the  part  of  the  defendants  nothing  but  judg- 
ment and  belief  that  it  would  not,  why  are  we  to  set  the 
verdict  aside  ?  Therefore,  as  far  as  that  ground  comes  into 
consideration,  I  think  the  cause  ought  not  to  be  sent  back 
to  another  jury  for  the  purpose  of  a  second  trial. 

Then,  was  there  any  misdirection  ?  I  take  the  grounds 
of  misdirection,  which  have  been  pointed  out  in  the  course 
of  the  argument,  to  be  these :  1.  That  two  certain  ques- 
tions, which  at  the  close  of  my  summing  up  to  the  jury 
the  learned  counsel  for  the  defendants  wished  me  to  ask 
the  specific  opinion  of  the  jury  upon,  I  declined  putting 
to  them  ;  and,  2.  That  I  ought  to  have  told  the  jury 
that,  looking  at  the  whole  of  the  patent  and  the  specifica- 
tion, this  was  not  the  subject-matter  of  a  patent  within  the 
statute  of  James.  With  respect  to  the  first  jxAnt  it  api)ears, 
I  think,  almost  to  be  admitted  in  argument  that  there  was 
no  necessity  that  I  should  put  to  the  jury  any  specific  ques- 
tions which  suggested  themselves  to  the  minds  of  the  coun- 
sel. If  they  were  points  which  I  had  overlooked  in  the 
course  of  my  summing  up,  it  would  be  very  well  to  remind 
me  of  them,  and  to  request  that  they  should  be  put  more 
pointedly  than  they  had  been  in  the  course  of  such  state- 
ment of  the  evidence  to  the  jury ;  but  it  is  a  very  incon- 
venient thing  indeed  if,  after  the  cause  has  been  left  to  the 
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jury  upon  the  specific  issues  raised  upon  the  record,  certain 
insulated  questions  should  obtain  specific  answers,  and 
come  back  to  the  court  out  of  which  the  record  proceeded. 
It  may  sometimes  be  very  useful  and  necessary.  In  many 
cases  where  the  jury  may  come  to  a  decision  upon  a  point 
upon  two  different  grounds  distinct  from  each  other,  and  it 
does  not  appear  what  was  passing  in  their  minds,  or  whether 
they  found  their  verdict  on  one  ground  or  the  other,  with 
the  consent  of  the  parties,  but  not  without,  if  the  jury 
choose  to  give  an  answer  to  the  question,  it  may  be  useful 
to  ask  whether  they  are  satisfied  that  such  a  point  was 
proved  in  the  affirmative,  or  to  answer  some  question  ac- 
cording to  the  circumstances  of  the  case  upon  which  the 
verdict  may  turn  ;  but  that  is  to  be  exercised,  I  think,  very 
sparingly,  because  otherwise  the  counsel  for  the  defendant 
may  put  his  two  questions,  and  the  counsel  for  the  plaintiff 
may  put  two  more,  and  the  consequence  would  be,  not  that 
a  special  verdict  would  be  found  by  the  jury,  where  all  the 
facts  would  be  before  the  court,  the  law  being  to  be  deter- 
mined by  it,  but  certain  insulated  facts,  not  embodyitig  the 
whole,  would  be  found  by  the  jury,  which  might  produce 
more  intricacy  and  confusion  rather  than  be  a  real  and 
effectual  help  in  ascertaining  the  points  that  were  joined  in 
issue  between  the  parties.  Therefore  I  cannot  think,  as  at 
present  advised,  that  I  did  improperly,  or  indeed  unvrisely, 
in  declining  at  that  period  of  the  trial  to  leave  these  ques* 
tions  to  the  jury. 

I  come  now  to  the  second  ground  upon  which  it  is  con- 
tended that  there  was  a  misdirection.  I  am  not  prepared 
to  deny — on  the  contrary,  am  ready  to  admit — ^that  if  there 
were  an  issue  raised  upon  the  record  which  involved  the 
validity  of  the  patent,  I  was  bound  to  give  my  opinion,  one 
way  or  the  other,  to  the  jury,  that  it  was  a  void  or  a  valid 
j)atent ;  but  looking  at  these  issues  I  do  not  see  any  one 
which  raises  the  question  whether  this  was,  in  the  sense  in 
which  it  has  been  argued  before  us,  a  manufacture  within 
the  meaning  of  the  statute  of  James ;  that  is,  in  effect, 
whether  the  invention  is  one  for  which,  in  point  of  law,  a 
patent  can  be  granted,  as,  for  instance,  whether  it  is  a  mere 
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abstract  principle  not  embodied  at  all,  or  not  involving  any 
combination  or  process  to  carry  it  into  effect,  or  any  other 
objection  of  that  nature.  The  one  that  comes  nearest  to  it 
is  the  third  issue,  which  is  merely  whether  it  is  a  new 
manufacture  known  in  England  in  the  exercise  and  practice 
thereof  at  the  time  the  patent  was  granted  ;  but  that  directs 
the  mind  of  any  person  who  looks  at  it  to  a  very  different 
inquiry  from  that  involving  the  question  whether  the  inven- 
tion is,  within  the  meaning  of  the  statute  21  Jac.  I. ,  c.  3,  a 
manufacture  for  which  a  patent  may  be  granted — taking  it 
for  granted  that  it  is  a  manufacture,  and  only  raising  the 
question  whether,  being  a  manufacture,  it  was  in  public  use 
and  exercise  at  the  time  the  patent  was  granted  or  not — and 
therefore,  to  leave  that  inquiry  and  suddenly  to  decide 
upon  the  other  in  the  course  and  progress  of  the  trial  would 
be  to  mislead  the  party  who  had  come  into  court  to  contest 
the  question  before  the  jury.  I  think  there  is  another  ob- 
jection also  which  would  equally  stop  me  from  declaring 
that  opinion — ^namely,  that  when  we  look  at  the  notice  of 
objections,  delivered  under  the  authority  of  the  act  of  Par- 
liament, and  out  of  which  the  court  cannot  go,  I  do  not  see 
one  which  is  pointed  to  that  specific  ground  of  invalidity  ; 
but,  in  fact,  it  is  no  more  than  carrying  our  minds  to  that 
third  plea  whether  it  was  a  new  manufacture  within  the 
kingdom  of  England  when  the  patent  was  granted ;  and 
therefore  I  think,  upon  both  these  points,  as  a  matter  of 
evidence  or  as  a  matter  of  direction  to  the  jury,  I  should 
not  have  been  warranted  in  raising  or  putting  that  objection 
to  them. 

Then,  the  last  ground  is — ^is  this  upon  the  record  so  that 
error  may  be  assigned,  and  that  the  court  may  be  called 
upon  to  arrest  the  judgment ;  for  unless  the  court  can  be 
called  upon  to  arrest  the  judgment,  we  have  nothing  to  do 
but  to  let  it  pass  in  its  ordinary  course.  I  think,  looking 
at  the  terms  of  the  fourth  plea,  the  question  does  not  come 
properly  before  us.  There  is  an  allegation  in  that  plea  that 
the  specification  which  was  enrolled  was  so  and  so,  stating 
it  in  hcBC  verba.  That  is  only  used  as  matter  of  inducement 
upon  which  afterward  to  state  a  new  allegation  that  top 
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cards  and  sheet  cards  within  the  meaning  of  that  specifica- 
tion are  useless.  That  is  the  question  which  is  raised  upon 
the  record,  and  after  that  has  been  raised,  and  the  jury 
have  found  that  issue  in  favor  of  the  plaintiff,  it  does  not 
apx)ear  to  me  that  the  defendants  can  afterward  turn  round 
and  make  that  which  was  only  inducement  and  not  issue,  a 
substantive  ground  of  allegation  upon  the  record  of  the  in- 
validity of  the  patent  itself.  Such  appears  to  my  mind  at 
present  t3  be  the  proper  reasoning  upon  it,  but  there  it  is 
upon  the  record  if  the  parties  upon  further  consideration 
should  think  me  wrong.  Therefore,  upon  the  whole,  I 
think  the  judgment  must  be  given  for  the  plaintiff. 

CoLTMAN,  J.  It  apx)ears  to  me  that  in  this  case  there  is 
no  sufficient  ground  for  a  new  trial.  As  to  the  first  issue 
which  went  to  the  jury,  whether  the  defendants  were  guilty 
or  not  of  an  infringement,  the  main  pressure  of  the  aigu- 
ment  upon  that  i)oint,  as  I  understand  it,  has  been  this — 
that  the  jury  were  misled,  and  induced  to  consider  that  the 
question  for  their  determination  was  whether  the  manufac- 
tured article  of  Messrs.  Potter  and  Horsfall  was  an  imita- 
tion of  the  manufactured  article  of  Mr.  Walton,  rather  than 
whether  it  was  an  infringement  of  his  patent ;  and  that  was 
founded  chiefly  upon  this,  that  it  was  treated,  as  it  is 
alleged  in  the  course  of  the  argument  on  one  side  and  the 
other,  as  if  the  use  of  the  non-elastic  linen  at  the  back  of 
the  card  was  an  essential  part  of  the  patent ;  and  it  is  said 
that  it  was  not  so — that  the  patent  was  merely  for  the 
simple  application  of  caoutchouc  as  the  fillet,  and  that 
the  cotton  and  linen  at  the  back  of  it  is  no  part  whatsoever 
of  the  patent,  or  of  that  which  is  claimed  as  the  patent,  but 
only  a  part  of  the  manufactured  article  which  is  produced  ; 
but,  I  confess,  I  do  not  accede  to  that  view  of  the  patent, 
because  the  terms  of  the  specification  being,  "  I  confine 
my  claim  of  invention  to  the  application  and  adaptation  of 
caoutchouc  as  the  fillet  in  which  the  dents  or  teeth  are  to 
be  set  together,  as  above  described  " — that  does  appear  to 
me  to  be,  not  simply  a  claim  to  the  use  of  caoutchouc,  but 
to  the  adaptation  of  it  to  the  reception  of  the  dents  or  teeth 
by  putting  at  the  back  of  it  a  linen  cloth,  which  in  the  orig- 
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inal  manufacture  is  proved  to  be  an  essential  part  of  the 
invention ;  for  although  the  cloth  may  be  removed  after- 
ward, yet  it  is  by  means  of  having  some  stiff  and  permanent 
substance  of  that  nature  that  the  dents  are  to  be  inserted 
into  the  caoutchouc,  the  caoutchouc  of  itself  being  a  matter 
so  elastic.  Therefore  there  is  something  mole  than  the 
simple  application  of  caoutchouc  to  the  manufacture  of  a 
card  and  the  inserting  of  the  dents  in  the  fillet.  So  that  it 
appears  to  me  there  is  nothing  in  the  application  of  the 
argument  arising  from  the  use  of  the  linen  at  the  back  of 
the  fillet  which  should  lead  me  to  say  that  the  jury  have 
been  misled  or  induced  to  take  a  wrong  view  of  this  matter 
when  they  found  their  verdict  that  the  defendants  were 
guilty  of  an  infringement. 

As  to  the  second  plea,  that  the  plaintiff  was  not  the  first 
inventor,  certainly  it  seems  the  evidence  is  quite  satisfac- 
tory that  if  it  was  a  new  invention  he  was  the  inventor  of 
it.  As  to  the  third  plea,  or  the  circumstance  whether  the 
invention  was  new  or  not,  it  is  said  it  was  not  new  in  respect 
of  its  similarity  to  Hancock's  patent;  but  I  think  the 
answer  which  has  been  given  by  the  court  on  that  subject 
is  quite  satisfactory,  and  that  any  other  verdict  by  the  jury 
upon  that  i)oint  would  have  been  wrong,  because  in  Han- 
cock's  patent,  although  undoubtedly  caoutchouc  is  used, 
yet  it  was  chemically  combined  in  a  way  which  entirely  de- 
stroyed its  properties  as  caoutchouc,  and  made  it  a  perfectly 
different  substance — as  different  as  water  from  the  gases  of 
which  it  is  compounded ;  and  there  is  this  peculiarity  in 
that  patent,  that  according  to  no  chemical  process  that  is 
known  could  the  caoutchouc,  after  being  reduced  to  the 
state  to  which  Hancock  reduced  it,  be  afterward  brought 
again  into  the  state  of  caoutchouc ;  it  had  permanently 
ceased  to  be  that  which  has  the  chemical  qualities  or  the 
natural  properties  of  caoutchouc.  With  regard  also  to  the 
other  question,  that  the  patent  does  not  apply  to  top  cards 
and  sheet  cards,  it  appears  to  me  that  the  jury  had  good 
grounds  for  the  verdict  that  they  have  found  upon  that 
point.  It  is  said  also  in  the  last  plea  the  description  in  the 
patent  is  not  sufficient.     Upon  that  very  little  stress  has 
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been  laid  in  the  argument,  and  I  think,  upon  the  whole, 
there  is  no  ground  for  saying  that  there  is  any  difficulty  in 
the  understanding  of  this  x)atent  by  a  person  of  competent 
skill.  Of  course  it  cannot  be  expected  that  I  should  under* 
stand  the  parts  of  it  in  the  way  in  which  a  i)er8on  used  to 
the  work  can,  but  at  the  same  time  I  do  not  know  that  even 
an  ordinary  person  like  myself,  quite  unacquainted  with 
manufactures,  would  find  any  difficulty  in  understanding 
any  part  of  this  patent.  It  seems  to  me  to  be  explained 
with  sufficient  distinctness. 

Then  it  is  said  there  was  a  misdirection.  Now,  upon 
that  the  first  point  is  the  not  putting  those  two  questions 
to  the  jury.  It  appears  to  me  those  questions  were  the 
natui*al  foundation  of  arguments  in  the  course  of  the  cause, 
but  they  were  not  the  issues  to  which  the  attention  of  the 
jury  was  to  be  directed  ;  and  they  rather  seem  to  have  been 
suggested  for  the  purpose  of  betraying  the  jury  into  a  sort 
of  inconsistency  in  the  verdict  they  should  find  than  ques- 
tions really  calculated  to  advance  the  fair  trial  of  the  cause^ 
because,  by  a  very  dexterous  mode  of  putting  a  question, 
there  may  be  an  apparent  inconsistency  in  the  finding  upon 
it,  and  the  ultimate  result  the  jury  may  come  to,  when  sub- 
stantially they  have  understood,  with  all  that  reasonable 
degree  of  certainty  with  which  juries  can  ever  be  supposed 
to  understand  questions  of  this  nature,  the  whole  bearing 
of.  the  question  before  them. 

Now,  to  come  to  the  last  point  in  the  case,  the  question 
of  what  is  or  what  is  not  on  the  record.  Upon  that  subject 
I  do  not  at  all  feel  confident  that  this  question  is  not  upon 
the  record,  because  it  appears  to  me  that  in  substance  the 
defendants  in  this  case  have  pleaded  a  plea  which  if  good 
is  an  answer  to  the  action,  and  have  added  to  it  some  imma- 
terial allegation,  assuming  that  the  specification  is  bad 
because  they  set  out  the  specification.  I  am  rather  dis- 
posed to  think  that  it  does  appear  upon  the  record  ;  that 
this  plea,  if  the  specification  is  bad,  would  raise  that  ques- 
tion. Then,  though  they  have  gone  to  trial  upon  an  imma- 
terial issue,  I  do  not  feel  confident,  if  the  plea  were  good, 
that  the  right  course  would  be  to  give  judgment  against  the 
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defendanta  upon  that  point.  But  it  appears  to  me  that  In 
this  case  the  plea  is  not  good,  because  I  think  the  patent  is 
a  valid  patent.  It  is  true  that  the  invention  is  very  simple 
in  its  nature  ;  but  upon  the  best  consideration  I  can  give  to 
this  subject,  I  think,  though  it  is  a  very  simple  adaptation 
of  caoutchouc  as  a  fillet,  still  it  is  an  adaptation  of  caout- 
chouc as  a  fillet  in  a  manner  not  practised  before ;  a  sub- 
stance, indeed,  well  known  before,  but  whose  properties  and 
qualities  for  the  purpose  of  being  adapted  to  this  particular 
purpose  had  never  been  known  or  used  before  ;  and,  there- 
fore, it  was  properly  the  subject  of  a  i)atent ;  and  if  it  were 
properly  the  subject  of  a  patent,  then  it  becomes  quite  im^ 
material  to  see  whether,  if  a  different  conclusion  were  come 
to  upon  the  subject  of  this  specification,  the  question  does 
or  does  not  arise  upon  this  record. 

Erskine,  J.  I  am  also  of  opinion  that  this  rule  should 
be  discharged.  It  has  been  applied  for  on  several  grounds. 
First  of  all,  an  application  has  been  made  to  enter  a  verdict 
for  the  defendants ;  secondly,  to  have  a  new  trial ;  or 
thirdly,  to  have  the  judgment  arrested,  on  the  ground  that 
the  subject-matter  of  the  invention  claimed  by  the  plaintiff 
in  his  specification  is  not  a  legal  subject  of  a  patent.  As  to 
whether  a  verdict  should  be  entered  for  the  defendants  or 
whether  a  new  trial  should  be  granted,  both  turn  upon  the 
same  question — namely,  whether  there  is  any  issue  *upon 
this  record  to  raise  this  question  before  the  jury.  Because, 
if  there  is  no  issue  upon  the  record  to  raise  this  question 
before  the  jury,  it  could  not  be  a  misdirection  of  my  lord 
who  tried  this  cause  omitting  to  state  to  the  jury  whether 
this  was,  according  to  the  specification,  a  fit  subject  of  a 
patent  or  not ;  and,  of  course,  there  can  be  no  verdict  en- 
tered for  the  defendants  if  there  were  no  issue  upon  the 
record  to  raise  that  question.  Now,  it  appears  to  me  there 
is  no  issue  upon  the  record  to  raise  the  question  before  the 
jury,  whether  this  was  a  fit  subject  for  a  patent ;  because 
the  only  plea  upon  which  it  is  attempted  to  be  raised  is  the 
third  plea,  and  that  plea  does  not  assert,  as  the  defendants 
might  have  asserted,  that  this  invention  was  not  anew 
manufacture  within  the  statute  of  James,  upon  which  the 
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plaintiff  might,  by  demurring,  have  raised  the  question  of 
law  ;  or  might,  by  plea,  have  put  the  defendants  to  demur ; 
but  it  is  an  averment  that  this  invention  was  not  new  as  far 
H8  regards  the  public  use ;  admitting  therefore,  in  sub- 
stance, that  it  was  such  a  manufacture  as  might  have 
formed  the  subject  of  a  patent,  yet  that  it  was  an  old  manu- 
facture known  before,  and  therefore  that  the  plaintiff,  in 
point  of  fact,  would  fail  by  the  proof  that  it  was  not  a  new 
invention,  and  that  he  was  not  the  inventor  of  it. 

Then  as  to  the  question  whether  the  judgment  should  not 
be  arrested  on  the  same  ground,  that  depends,  first,  upon 
the  construction  and  effect  of  the  fourth  plea,  and  next 
upon  the  legal  effect  of  the  specification  set  out  upon  that 
plea,  if  the  plea  is  sufficient  to  raise  that  question  of  law  ; 
but  I  agree  with  my  Lord  Chief  Justice  that  the  fourth  plea 
is  not  sufficient  to  raise  that  question  of  law ;  therefore, 
upon  the  point  of  law,  I  shall  forbear  giving  my  opinion. 
Now,  the  fourth  plea  sets  out  the  specification,  and  then 
avers  that  sheet  cards  and  top  cards  were  useless  according 
to  the  specification  ;  that  this  invention  is  useless  as  regards 
sheet  cards  and  top  cards.  To  this  the  plaintiff  might  have 
replied,  either  denying  that  this  was  the  specification  that 
he  had  enrolled,  and  setting  out  some  other  specification 
which  he  had  enrolled,  in  which  the  matter  alleged  here  as 
a  legal  defect  might  have  been  cured,  or  he  might  have 
taken  issue  upon  the  facts  alleged  as  to  the  utility  of  the 
patent  with  respect  to  sheet  cards  and  top  cards.  He 
chooses  the  latter  course,  and  for  the  purpose  of  trying  that 
question  he  admits  that  this  is  the  specification  t>o  which 
he  alludes  in  his  declaration,  and  therefore,  as  far  as  this 
question  is  concerned,  he  is  willing  to  abide  by  this  specifi- 
cation ;  but  it  does  not  appear  to  me  that  he  admits  it  for 
any  other  purpose,  and  therefore  we  are  not  at  liberty  to 
look  to  that  si)ecification,  as  set  out  in  this  plea,  for  the 
purpose  of  deciding  whether  this  is,  in  point  of  law,  a  good 
patent  or  not. 

Then  if,  as,  according  to  my  opinion,  the  defendants 
rightly  failed  upon  the  ground  that  this  is  not  the  subject 
of  a  patent,  the  other  questions  arise,  and  then  the  defend- 
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ants  say  they  are  entitled  at  all  events  to  a  new  trial ;  first, 
because  the  verdict  is  a  verdict  against  evidence  ;  and  next, 
because  even  if  the  evidence  might  warrant  the  verdict,  the 
jury  were  misdirected  by  the  judge,  and  they  have  not  had 
an  opportunity  of  considering  that  evidence  in  its  proper 
light.  Now,  as  to  its  being  a  verdict  against  evidence,  it 
is  said  that  it  is  so  upon  the  ground  of  the  second  and  third 
pleas  ;  the  second  being  that  the  plaintiff  was  not  the  in- 
ventor, and  the  third  plea  being  that  it  was  not  new  in  re- 
gard to  its  public  use  ;  and  then  it  is  said  that  this  process 
by  which  the  plaintiff  made  his  cards  for  carding  wool  was 
well  known  to  the  public  before  ;  that,  first  of  all,  Mr.  Han- 
cock had  used  it ;  and  next,  that  he  had  actually  taken  out 
a  patent  for  it  and  had  named  it  in  his  specification  ;  but 
that  at  all  events  it  was  known  to  Mr.  Hancock  and  known 
to  the  public,  partly  by  Mr.  Hancock  using  it  and  partly 
by  his  having  described  it  in  his  specification.  The  first 
question,  therefore,  in  considering  whether  this  was  a  ver- 
dict against  evidence,  will  be  to  see  whether  what  Mr.  Han- 
cock used  and  described  is,  in  substance,  the  same  as  that 
described  by  the  plaintiff  in  his  specification ;  and  it  ap- 
pears to  me  that,  looking  at  the  principle  upon  which  the 
plaintiff  claims  this  invention,  and  looking  upon  the  prin* 
ciple  upon  which  Mr.  Hancock  claims  his,  they  are  essen- 
tially different.  The  plaintiff  claims  his  process  in  resi)ect 
to  the  elasticity  of  the  india-rubber,  which  is  the  material 
he  professes  to  use  for  the  purpose  of  making  these  cards 
and  of  applying  the  elasticity  of  this  substance  in  a  par- 
ticular manner — namely,  in  having  the  india-rubber,  the 
elastic  substance,  next  to  the  teeth  of  the  card.  In  the 
course  of  his  description  of  how  he  uses  that  india-rubber, 
he  specifies  the  employment  of  a  piece  of  holland  or  other 
linen  for  two  purposes :  first,  for  the  purpose  of  enabling 
the  card-maker  to  put  in  the  teeth  at  equal  distances,  and 
next,  for  the  puri)ose  of  fixing  the  card  to  the  machine,  if 
it  be  not  cemented  to  the  machine  ;  but  still  his  principle  is 
the  placing  india-rubber  as  a  very  elastic  substance  next  to 
the  teeth  of  the  card,  so  that  in  its  operation  you  shall  have 
not  only  the  elasticity  of  the  wire  of  which  the  teeth  are 
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made,  but  also  the  elasticity  of  the  substance  upon  which 
the  teeth  in  the  first  instance  rest,  using  as  the  mode  by 
which  the  elasticity  is  to  be  in  some  degree  checked  and 
controlled  and  made  useful,  either  the  cloth  at  the  back  or 
the  frame  of  the  machine  at  the  back,  if  the  india-rubber 
be  cemented  to  the  machine.  Well,  then,  what  is  Mr.  Han- 
cock's  patent  ?  He  does  not  profess  to  have  invented  some 
substance  which  for  its  elasticity  shall  supersede  the  use  of 
leather  in  the  manufacture  of  cards,  but  he  professes  to 
have  discovered  a  composition,  applied  to  cloth,  by  which 
that  new  manufacture  may  be  substituted  for  leather  for 
various  and  indeed  for  aU  purposes.  Now,  the  plaintiff's 
invention  claims  for  its  merit  that  this  is  a  substance  more 
elastic  than  leather,  not  that  it  resembles  leather,  but  it 
differs  from  leather  by  being  more  elastic  and  by  being 
more  equable  in  its  thickness  and  in  all  its  qualities.  So 
that  Hancock's  plan,  being  merely  a  substitute  for  leather 
— ^in  which  the  elasticity  of  leather  forms  no  ingredient 
according  to  his  description,  but,  on  the  contrary,  he  uses 
materials  by  which  his  fabric  would  be  less  elastic  than 
leather  itself,  for  his  plan  is  by  inserting  his  composition 
between  two  layers  of  cloth,  by  which  the  elastic  matter, 
even  if  it  were  elastic,  would  be  confined  between  the  two 
non-elastic  substances — ^would  be  totally  different  in  prin- 
ciple from  that  upon  which  the  plaintiff  rests  his  claim. 
There  are,  therefore,  two  objections  to  the  identifying  of 
Hancock' s  plan  with  the  plaintiff  s  plan :  first,  that  the  com- 
position which  he  makes  use  of  is  not  india-rubber,  but 
india-rubber  mixed  up  with  other  substances  which  destroy 
its  elasticity ;  and  next,  that  that  composition  when  thus 
made  is  inserted  between  two  non-elastic  substances,  instead 
of  being  next  to  the  teeth  of  the  card,  which  appears  to  me 
to  be  the  ma  in  principle  of  Mr.  Walton' s  improvement ; 
and  that  is  the  ground  upon  which,  as  I  understand  it, 
Mr.  Cowper's  evidence  was  given,  to  show  how  that  elastic 
principle  would  be  of  use  in  making  cards  according  to  Mr. 
Walton' s  process,  when  it  would  not  be  useful  according  to 
the  process  adopted  by  Mr.  Hancock,  even  if  the  substance  he 
had  made  use  of  had  been  india-rubber  in  its  original  form. 
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Then,  if  this  is  not  Mr.  Hancock's  plan,  there  is  no  evi- 
dence of  any  other  plan  by  which  india-mbber  was  brought 
into  use,  and  therefore  I  think  that  so  far  from  being  a  ver- 
dict against  evidence,  the  jury  could  hardly  have  come  to 
any  other  conclusion  upon  the  proof  that  was  given  that 
this  was  new  as  regarded  public  use,  because  there  was  no 
evidence  to  show  it  had  formerly  been  used  by  others. 

Then  comes  the  issue  raised  upon  the  fourth  plea,  viz., 
that  this  invention  was  inapplicable  to  sheet  cards  and  top 
cards.  There  was  evidence  on  both  sides  ;  evidence,  how- 
ever, of  witnesses  on  the  defendants'  part,  who  had  not 
tried  the  experiment,  but  confined  to  judgment  and  belief  ; 
while  the  plaintiff's  witnesses,  equally  entitled  to  credit,  at 
least,  with  those  on  the  part  of  the  defendants,  spoke  of  ex- 
periments that  had  been  tried  and  had  succeeded.  It  waa 
for  the  jury  to  come  to  a  conclusion  which  of  them  were 
giving  the  best  reasons  for  the  opinion  they  had  formed, 
and  I  have  heard  nothing  to  convince  me  that  the  conclu- 
sion they  have  arrived  at  is  wrong. 

Then  there  remains  the  first  plea,  by  which  it  is  denied 
that  the  defendants  had  infringed  the  patent  of  the  plain- 
tiff, and  that  dei)ends  upon  whether  the  plan  which  the  de- 
fendants have  employed  is  in  substance  the  same  as  the 
plaintiff' s,  and  whether  all  the  differences  which  have  been 
introduced  by  them  in  the  manner  of  making  their  cards 
are  not  merely  differences  in  circumstances  not  material, 
and  whether  it  is  not  in  substance  and  effect  a  mere  color- 
able evasion  of  the  plaintiff's  patent.  The  jury,  it  appears 
to  me,  have  come  to  a  right  conclusion  that  this  was  in 
effect  and  substance  the  same  as  the  plan  of  the  plaintiff. 
The  plaintiff's  plan  is  the  insertion  of  the  teeth  through 
india-rubber,  giving  to  the  teeth  the  additional  elasticity 
of  the  india-rubber,  beyond  what  the  wire  had  of  itself. 
The  defendant's  plan  is  for  the  same  purpose.  The  only 
difference  is  that  the  plaintiff  in  employing  the  india-rubber 
takes  a  slice  either  from  the  original  block  as  it  is  im|)orted 
into  this  country,  or  from  the  improved  block  as  it  is  used 
after  it  has  been  compressed,  and  places  it  upon  a  piece  of 
hoUand,  for  the  purpose  of  keeping  the  teeth  more  firmly 
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in  their  places,  and  then  afterward  placing  it  on  the  engine 
by  nailing  that  holland  on  the  engine,  or  taking  away  the 
holland  and  cementing  the  india-rubber  to  the  cylinder, 
giving  an  elasticity  to  the  teeth  of  the  card  by  the  india- 
rubber  which  is  next  to  them.  The  defendants'  plan  is  to 
saturate  a  piece  of  cloth  with  india-rubber  dissolved,  and 
then  to  lay  upon  the  surface  a  further  layer  of  india-rubber 
on  both  sides,  and  then  to  insert  the  teeth  through  the  sub- 
stance of  the  cloth  and  the  india-rubber.  But  what  is  the 
principle  upon  which  this  becomes  useful  to  the  card  and 
the  persons  who  employ  these  cards  in  the  carding  of  wool  I 
Why,  it  is  that  there  is  upon  the  surface  and  the  substance 
of  the  cloth  the  elasticity  of  the  india-rubber ;  that  the 
india-rubber  is  there  in  its  natural  state,  having  been 
brought  back  into  that  natural  state  by  the  evaporation  of 
the  material  in  which  it  had  been  first  dissolved  for  the 
purpose  of  first  laying  it  on.  The  only  difference  therefore 
is  in  the  mode  of  laying  on  the  india-rubber  for  the  purpose 
of  having  it  pierced  by  the  teeth.  That  appears  to  me  not 
to  be  a  difference  in  principle,  or  a  matter  which  so  varies 
the  plan  of  the  defendants  from  the  plan  of  the  plaintiff,  as 
to  entitle  them  to  call  it  a  new  invention,  or  different  from 
the  plaintiff's.  It  seems  to  me  a  mere  difference  in  circum- 
stances, not  material ;  and  therefore  it  is  an  infringement 
of  the  plaintiff's  right,  and  the  verdict  of  the  jury  ought  to 
stand. 

But  it  is  said  the  jury  have  come  to  this  conclusion  under 
a  misdirection  of  my  Lord  Chief  Justice,  in  not  having  put 
to  them  certain  questions  which  were  suggested  by  counsel 
to  him.  Now,  it  api)ears  to  me  the  questions  that  were 
suggested  by  the  counsel  for  the  defendants  were,  in  sub- 
stance, put  to  the  jury,  so  far  as  the  issues  raised  any  such 
questions  for  their  consideration  ;  and  that  it  was  not  the 
duty  of  the  judge  to  put  them  in  the  form  which  was  sug- 
gested by  the  defendants  after  the  summing  up  he  had 
already  made.  If  my  lord  had  taken  these  questions  and 
put  them  to  the  jury  substantively  as  asked  by  the  defend- 
ants, then  the  plaintiff  would  have  asked  him  to  put  further 
questions,  according  to  his  mode  of  arguing  the  case  ;  and 
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then  there  would  have  been  a  fresh  summing  up,  quite  in  a 
new  form,  and  the  jury  might  have  been  confused  by  these 
supplementary  questions.  What  we  have  to  look  to  is 
what  direction  my  lord  had  given  before  these  questions 
were  proposed,  and  it  seems  to  me  he  had  put  to  the  jury 
the  questions  they  had  to  decide,  had  brought  before  them 
the  considerations  upon  which  those  questions  ought  to  be 
decided  by  them  ;  and  it  was  unnecessary  for  him,  there- 
fore, to  go  further  and  put  the  questions  in  the  form  sug- 
gested. Upon  all  these  points,  therefore,  I  am  of  opinion 
the  verdict  for  the  plaintiff  was  right,  and  that  this  rule 
ought  to  be  discharged. 

Maule,  J.  I  also  think  that  this  rule  ought  to  be  dis- 
charged. A  new  trial  is  asked  for  on  the  ground  that  the 
verdict  was  against  the  evidence.  That  will  dex)end  in 
some  measure  upon  the  sense  in  which  the  issues  are  to  be 
understood  ;  and  what  has  been  thrown  out  in  the  course 
of  the  argument  by  my  Lord  Chief  Justice  and  my  learned 
brother  points  out  what  the  view  of  the  court  is  as  to  the 
sense  of  the  pleas.  With  respect  to  the  third  plea — ^that  it 
was  not  a  new  invention  as  to  the  public  use — the  meaning 
of  that  is,  that  it  was  not  a  new  invention,  but  an  old  one ; 
that,  whatever  it  was,  it  might  be  a  thing  which  was  the 
subject  of  a  i)atent,  but  it  was  a  thing  which  other  people 
had  used  before. 

With  respect  to  the  issue  of  not  guilty,  in  order  to  deter- 
mine whether  or  not  the  verdict  has  been  correctly  found 
for  the  plaintiff  on  that  issue,  it  is  necessary  to  consider 
what  is  the  subject  of  the  defendants'  i)atent ;  for  it  is 
quite  clear  that  what  the  defendants  have  done  they  claim 
to  do  under  their  patent.  By  their  specification  the  de- 
fendants claim  to  be  the  inventors  of  a  new  material  for 
forming  the  backs  of  cards  ;  and  they  describe  the  mode  of 
preparing  it  thus,  viz.,  "by  rei)eatedly  passing  a  woven 
fabric  of  a  peculiar  construction  through  and  saturating  it 
with  a  solution  of  caoutchouc  or  india-rubber,  and  then 
drying  it  in  order  to  evai)orate  the  solvents  and  leave  the 
fabric  impregnated  and  coated  with  caoutchouc  or  india- 
rubber,  and  afterward  submitting  it  to  pressure  ;"  and  the 
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object  they  describe  as  being  to  render  the  fabric  so  dealt 
with  "  extxemely  elastic  in  the  direction  of  the  thickness  of 
the  fabric,  so  as  to  impart,  as  it  were,  elasticity  to  the  wire 
teeth  when  set."  That  is,  in  effect,  producing  by  a  cir- 
cuitous process  a  cloth  with  a  layer  of  caoutchouc  or  india- 
rubber  on  each  side  of  it,  so  as  to  give  a  great  degree  of 
elasticity  to  the  basis  of  the  dents  or  teeth  of  the  card. 
The  plaintiff,  by  his  specification,  claims  the  exclusive  right 
of  making  cards  with  caoutchouc  or  india-rubber,  as  the 
fillet  or  sheet  or  medium  in  which  the  dents  or  t«eth  are  to 
be  set — ^the  object  being,  like  that  of  the  defendants,  the 
attainment  of  a  superior  degree  of  elasticity  and  durability  ; 
and  in  describing  his  mode  of  attaining  that  object  he  states 
that  he  inserts  the  wire  dents  or  teeth  in  a  foundation  or 
fiUet  of  caoutchouc  or  india-rubber — a  slice  of  india-rubber 
in  its  natural  state — and  that,  with  a  view  to  preserve  the 
regularity  of  distance  and  uniformity  of  the  dents  or  teeth, 
and  to  render  their  action  less  uncertain,  he  cements  to  the 
back  of  the  caoutchouc  or  india-rubber  a  piece  of  brown 
holland  or  other  like  cloth.  The  plaintiff  does  not  confine 
his  claim  to  using  india-rubber  by  means  of  slicing  it ;  he 
claims  the  exclusive  right  of  making  cards  by  fixing  the 
dents  or  teeth  in  india-rubber,  using  for  that  purpose  cloth, 
some  texture  of  linen  or  cotton.  In  some  instances,  he 
says,  the  cloth  may  be  removed.  That  does  not,  in  point 
of  fact,  make  it  less  a  part  of  the  process  by  which  he  ap- 
plies cloth  for  the  putting  the  dent«  into  the  layer  of  india- 
rubber.  /  If  that  be  so^l  think  it  is  evident  the  defendants 
claim  to  do  a  thing  falling  within  the  generality  of  the 
plaintiff's  claim.  Taking  that  to  be  so,  the  evidence  is 
1  abundant  to  justify  the  jury  in  finding,  and  it  seems  to  me 
to  require  them  to  find  for  the  plaintiff. 

With  respect  to  the  issue  of  its  not  being  new  as  to  the 
public  use,  it  is  alleged  that  Hancock's  i)atent  is  the  same 
thing ;  that  Hancock' s  patent  had  been  used  before,  and 
therefore  that  this  is  not  new  as  to  the  public  use.  That 
conclusion  is  perfectly  just,  supposing  the  premises  to  be 
supported  ;  but  that  Hancock's  patent  is  the  same  thing  is 
a  proposition  which  I  think  is  wholly  untenable.     Han- 
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cock's  patent  was  for  making  a  non-elastic  substance  as  a 
substitute  for  leather;  when  I  say  **  non-elastic''  I  mean 
only  ill  a  certain  i)opular  sense — that  is,  having  no  percep- 
tible quantity  or  degree  of  elasticity ;  it  was  a  substitute 
for  leather,  leather  not  being  elastic.  But  with  respect  to 
the  subject  in  hand,  which  is  the  application  of  a  substance 
so  elastic  as  in  a  very  small  space  to  yield  to  so  great  an  ex- 
tent as  to  permit  the  dents,  without  changing  the  form  of 
the  material  of  which  they  are  composed,  easily  to  bend  to 
a  considerable  angle  from  the  surface  upon  which  they  are 
placed — with  respect  to  that  degree  of  elasticity,  the  sub- 
stance produced  by  Hancock,  or  attempted  to  be  produced 
by  him,  certainly  was  not  elastic  ;  it  was  not  an  elastic  sub- 
stance, nor  was  it  india-rubber,  to  which  elastic  substance 
the  plaintiff  confines  his  claim.  Although  Hancock  used 
india-rubber  in  the  compound,  that  compound  might  just 
as  well  be  called  size,  or  glue,  or  pumice-stone,  or  whiting, 
as  india  rubber,  for  all  these  things  are  used,  and  the  result 
is  a  substance  which  is  none  of  these  things,  but  something 
else,  which  if  you  wanted  a  short  name  for  you  would  call 
artificial  leather. 

Now,  with  respect  to  the  fifth  issue,  as  to  the  invention 
not  being  particularly  described,  it  was  very  ably  urged  in 
argument  that  if  you  construe  the  relative  with  reference 
to  the  last  antecedent,  so  as  to  make  glaring  nonsense  of 
the  specification,  it  was  not  a  sufiicient  description  ;  but  if 
you  are  allowed  to  employ  your  understanding,  it  would 
be  quite  intelligible.  I  do  not  think  there  is  any  objection 
to  the  specification  with  respect  to  its  want  of  particularity  ; 
so  that,  with  respect  to  the  verdict  being  against  the  evi- 
dence, I  do  not  think  there  is  any  reason  for  disturbing  the 
verdict. 

Then,  with  respect  to  the  arrest  of  judgment ;  for  the 
reasons  which  have  been  thrown  out  during  the  argument, 
I  think  the  question  of  the  sufficiency  of  the  specification 
— the  question  whether  the  invention  is  one  that  is  the  sub- 
ject-matter of  a  patent — certainly  does  not  arise  upon  the 
third  plea,  because,  as  I  have  said  before,  that  third  plea 
means  it  is  not  new  but  old,  admitting  it  to  be  a  manuf ac- 
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ture  for  which  a  patent  might  be  granted.  I  think  the 
same  observation,  if  necessary,  applies  to  the  objection  de- 
livered in  by  the  defendants  to  the  plaintiff,  which  has  been 
relied  upon  as  raising  this  point.  That  objection,  I  think, 
points,  and  was  intended  to  point,  to  the  novelty  of  the  in- 
vention. There  is  no  doubt  in  the  course  of  this  litigation 
between  the  parties,  the  defendants  were  more  disposed  to 
rely  upon  the  difference,  which  superficially  is  consider- 
able, between  their  own  patent  and  the  plaintiff's,  and  to 
insist  it  might  stand  very  well  with  the  plaintiff's,  than  to 
say  they  were  the  same  thing,  and  both  were  old,  and  so  let 
them  both  open  to  the  public.  As  to  arresting  the  judg- 
ment on  the  fourth  plea — ^the  fourth  plea  states  the  si)eci- 
fication  (mentioned  in  the  declaration  to  have  been  duly 
enrolled)  as  "  a  certain  specification,"  which  is  set  out,  and 
then  it  does  not  allege  that  no  other  si)ecification  was  en- 
rolled, but  it  goes  on  to  state,  "  the  invention  is  not  useful 
for  the  purpose  of  sheet  cards  and  top  cards,"  and  upon 
that  there  is  an  issue,  which  has  been  found  for  the  plain- 
tiff. Now,  it  seems  to  me,  upon  this  state  of  the  pleadings, 
the  defendants  cannot  raise  the  question  whether  this  in- 
vention be  an  invention  which  is  the  subject  of  a  i>atent. 
Whether,  supposing  they  could  raise  it — supposing  we 
could  look  at  the  specification,  it  would  raise  the  question 
whether  the  invention  was  not  a  manufacture  within  the 
statute,  is  a  question  which  I  do  not  think  it  necessary  to 
decide.  If  it  was  sufiicient  technically  to  raise  that,  there 
ought  to  have  been  an  averment  that  the  invention  was  not 
an  invention  within  the  statute ;  but  there  was  no  such 
averment  ui)on  this  fourth  plea.  It  states  the  specification, 
mentioned  in  the  declaration,  to  be  as  set  out  in  that  plea ; 
it  assumes  that  the  sx)ecification  shows  an  invention  not 
within  the  statute,  or  does  not  show  an  invention  within 
the  statute.  Still,  it  may  be  that  the  patent  is  good,  or  it 
may  be  that  it  is  bad,  for  a  patent  may  be  good  if  the  in- 
vention really  was  of  a  description  within  the  statute,  and 
another  specification  was  duly  enrolled.  This  plea  does 
not  show  whether  the  defendants  relied  upon  the  insuffi- 
ciency of  the  specification  or  upon  the  invention  itself  being 


1841.1  WALTON  V.  POTTER.  837 

insufficient,  and  after  the  issue  has  been  joined  and  found 
against  the  defendants,  I  do  not  think  they  are  entitled  at 
all  to  take  into  consideration  the  facts  mentioned  in  the  in- 
troductory part  of  the  plea.  The  meaning  of  the  replication 
is,  "  With  resi)ect  to  all  the  facts,  except  those  I  think  fit 
to  deny,  I,  the  plaintiff,  will  not  raise  any  question,  but  I 
deny  that  fact ;"  that  fact  is  found  for  the  plaintiff,  and  I 
think  that  puts  the  previous  allegation  of  the  plea  entirely 
out  of  the  question.  But,  supi)osing  the  facts  had  been 
found  the  other  way,  and  those  facts  had  been  immaterial, 
I  do  not  think  a  i)arty  who  pleads  a  plea  informally  and 
concludes  with  the  averment  of  an  immaterial  fact  can  after- 
ward, if  that  fact  is  found  for  him,  have  recourse  to  the 
previous  matters  in  the  plea  in  combination  with  the  rule 
which  provides  certain  liberal  modes  of  intendment  in  favor 
of  pleas  not  specially  demurred  to.  This  is  not  like  a  plea 
where  there  is  an  issue  upon  a  material  fact,  or  where  there 
is  a  general  demurrer,  but  the  defendants  state  the  specifi- 
cation here  to  be  the  specification  mentioned  in  the  decla- 
ration. It  may  be,  therefore,  that  if  they  had  concluded 
there,  and  stated  that  this  they  were  ready  to  verify,  and 
so  shown  that  they  relied  upon  the  insufficiency  of  the 
specification,  it  may  be  that  upon  general  demurrer  the 
plaintiff  would  not  have  been  entitled  in  reply  to  say,  "  You 
have  not  stated  there  is  no  other  specification  ;"  but  I  ap- 
prehend he  is  entitled  to  say  so  when  the  plea  which  is 
pleaded  is  one  that  does  not  require  that  allegation  in  point 
of  form,  and  when  he  is  entitled  to  take  issue  upon  it.  I 
think,  therefore,  that  upon  this  plea  the  question — whether 
the  invention  is  a  novel  invention,  so  as  to  be  the  subject  of 
a  patent — ^is  not  a  question  which  is  upon  the  record.  It 
often  happens  that  the  invention  may  be  very  good  and  the 
si)ecification  very  bad  ;  and  here  it  is  the  badness  of  the  in- 
vention and  not  the  badness  of  the  specification  which  is 
suggested.  Therefore  I  think  the  judgment  ought  not  to 
be  arrested. 

With  respect  to  the  alleged  misdirection,  from  the  two 
questions  not  being  put  to  the  jury  which  were  suggested, 
I  think,  although  it  is  sometimes  convenient  that  a  question 
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not  upon  the  record — a  question  of  fact,  not  raised  by  any 
of  the  issues — should  be  put  to  the  jury,  that  it  is  an  in- 
formal proceeding,  which  can  be  only  by  the  consent  of  all 
the  parties,  and  that  it  is  subject  to  many  limits.  One  of 
them  is  this,  that  it  ought  to  be  some  very  short,  simple 
matter,  about  which  there  is  little  or  no  doubt,  and  which 
may  be  easily  decided,  and  which  it  may  be  convenient  for 
the  parties  upon  a  motion  for  a  new  trial  to  take  to  have 
been  decided  one  way  or  the  other.  But  where  it  is  likely 
to  lead  the  jury  to  a  wrong  conclusion,  where  there  may  be 
a  good  deal  said  about  it  on  both  sides,  and  where  there  are 
actually  upon  the  record  a  considerable  number  of  questions 
which  the  jury  must  decide,  then,  I  think,  it  ought  not  to 
be  done,  because  it  might  have  the  effect  of  creating  con- 
fusion, which  may  be  a  thing  for  the  interest  of  the  party 
who  is  in  the  wrong,  but  not  a  thing  for  the  interest  of  jus- 
tice ;  and  it  may  very  often  happen  that  those  intermediate 
questions,  these  questions  of  fact,  which  are  incident  to  the 
issue  to  be  decided,  upon  the  record,  may  be  questions 
which  the  jury  ought  not  to  be  asked.  They  cannot  be 
asked,  I  apprehend,  without  their  own  consent ;  they  can- 
not be  compelled  to  give  a  verdict  upon  it  for  this  reason  ; 
it  may  be  that  there  is  an  issue  joined  which  involves  twelve 
questions  of  fact,  we  will  suppose,  and  if  any  one  of  them 
is  found  one  way,  that  would  sustain  a  verdict  on  the  issue 
for  the  plaintiff  or  defendant.  Possibly  upon  each  of  these 
twelve  questions  of  fact  there  is  one  juryman  who  has  no 
doubt  at  all,  but  would  find  otherwise  upon  the  other 
eleven.  In  such  a  case  the  jury  may  be  unanimous  in  find- 
ing a  verdict  for  the  plaintiff  or  defendant,  and  they  ought 
to  find  for  the  plaintiff  or  defendant  without  further  in- 
quiry ;  but  it  may  be,  and  most  likely  would  be,  impossible 
they  could  all  agree  upon  some  one  of  these  facts,  and  the 
consequence  would  be  that  they  could  not  give  a  verdict, 
or  if  they  did  at  last  do  so,  the  verdict  might  be  against  the 
opinion  of  the  jury  upon  the  rights  of  the  parties  in  the 
whole  matter.  There  is  no  rule  that  a  verdict  cannot  be 
sustained  unless  each  juryman  arrives  at  his  conclusion  of 
fact  by  the  same  road.    There  may  be  several  correct  pro- 
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CARPENTER  AND  YOUNG'S  SPECIFICATION  AND 

DISCLAIMER. 

Specification. 

NOW  KNOW  TE,  that  in  compliance  with  the  said  pro- 
viso, we,  the  said  James  Carpenter  and  John  Young,  do 
hereby  declare  that  the  nature  of  our  said  Invention,  and 
the  manner  in  which  the  same  is  to  be  performed,  are  par- 
ticularly described  and  ascertained  in  and  by  the  Drawing 
hereunto  annexed,  and  the  following  description  thereof 
(that  is  to  say) : — 

Figure  1,  a  secure  lock. — a,  a,  the  bolt.  &,  &,  two  tum- 
blers moving  on  the  centre  c,  that  is  riveted  on  the  bolt. 
The  spring  d  is  split  at  the  end,  and  riveted  to  the  bolt  to 
cause  the  tumblers  ft,  &,  to  fall  when  lifted  up.  At  the  end 
of  each  tumbler  J,  6,  is  a  guard  e,  e,  which,  when  lifted  up 
by  the  right  key,  brings  the  bolt  and  the  tumblers  ft,  &, 
back  into  the  grooves  that  are  at  each  end  of  two  more 
tumblers  /,  /,  moving  on  the  centre  g.  The  pin  h  is  riv- 
eted into  the  bolt,  and  goes  when  unlocked  into  the  groove 
i  in  the  tumblers/,/.  The  spring  Ic  is  riveted  into  the 
plate  and  moves  the  two  tumblers  /  /,  when  lifted  up. 
Z,  Z,  are  two  square  pins  riveted  into  the  plate,  which, 
when  either  of  the  tumblers  ft,  ft,  is  lifted  too  high,  or  not 
high  enough,  will  keep  them  from  coming  back.  Figure 
2.— A,  A,  the  bolt,  with  its  tumbler  moving  in  the  usual 
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way.  &,  by  lever  or  spring  bolt ;  c,  its  centre  ;  dy  the  key 
pressing  against  a  flat  piece  of  brass  or  iron  E,  moving  on 
its  centre/,  and  pressing  against  the  lever  or  spring  bolt  at 
ffy  as  seen  lifted  up  by  the  key  d  out  of  the  staple  (at  dj 
Fig.  3).  The  pin  h  in  the  bolt  moves  in  the  groove  of  the 
first  piece  of  brass  or  iron,  and  as  the  bolt  moves  in  or  out 
it  gives  liberty  to  the  key  d  to  move  the  way  it  is  wanted, 
the  slide  and  dovetail  on  the  lever  or  bolt  keeps  it  fast  when 
required.  At  the  back  of  the  lock  is  a  knob  or  handle, 
whiph  is  screwed  or  riveted  into  the  lever  or  spring  bolt, 
and  a  perpendicular  groove  made  in  the  plate  to  allow  the 
knob  or  handle  to  be  raised  when  required.  The  follow  i 
is  intended  to  show  the  action  of  the  lever  or  spring  bolt 
when  it  is  spindled,  with  a  handle  on  each  side  to  lift  up 
the  lever  or  spring  bolt  without  the  assistance  of  the  flat 
piece  of  brass  or  iron  E,  as  the  latter  is  intended  to  open 
the  door  outside  by  the  key  only.  The  above  improvements 
will  always  work  pleasantly,  and  answer  better  than  any 
other  lock  hitherto  invented  to  answer  the  same  purpose. 
The  staple  and  striker  to  the  above  lock  are  represented  in 
Figure  3.  Figure  3. — The  box  staple  and  striker  belonging 
to  the  lock  Fig.  2.  A,  A,  the  box  staple.  6,  6,  the  striker, 
riveted  or  screwed  tcr  the  box  staple,  c,  an  incline  for  the 
lever  or  spring  bolt  to  run  up  to  dy  where  it  drops  into  the 
box  staple  and  is  fast.  Figure  4. — ^The  striker  belonging  to 
the  mortice  lock,  on  the  same  principle  as  lock  Fig.  2. 
Figure  5  shews  the  improvement  on  the  hinge,  which,  as 
well  as  a  lock,  is  a  security.  The  advantage  of  this  im- 
provement consists  in  the  joint  or  wearing  parts  being  cast 
on  wrought  iron  flanges,  or  the  joint  or  wearing  parts  may 
be  cast  and  then  soldered,  brazed,  or  riveted  to  the  wrought 
iron  parts,  dep^iding  on  the  sha{)e  or  article  required. 
A,  by  represents  a  T  liinge.  c  is  a  part  of  the  joint  repre- 
sented  as  cast  on  to  the  part  A.  d  is  the  other  part  of  the 
joint,  having  a  split  as  represented  at  the  edge  for  the  in- 
sertion of  the  part  &,  which  may  be  either  soldered,  brazed, 
or  riveted,  as  occasion  may  serve.    The  metal  used  for  cast- 
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ing  the  joint  or  wearing  parts  may  be  either  copper,  brass, 

or  iron. 

In  witness  whereof,  I,  the  said  James  Carpenter,  have 
hereunto  set  my  hand  and  seal,  this  Sixteenth  day  of 
July,  in  the  year  of  our  Lord  One  thousand  eight 
hundred  and  thirty. 

JAMES  (L.8.)  CARPENTER. 
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DISCLAIMER  AND  MEMORAISTDUM  OP  ALTERA- 
TIONS proposed  to  be  entered  by  James  Carpenter  and 
John  Young,  the  Patentees  of  the  said  Invention,  with 
the  Clerk  of  the  Patents  of  England,  pursuant  to  an 
Act  passed  in  the  fifth  and  siirth  year  of  the  reign  of 
His  late  Majesty  William  the  Fourth,  intituled  "  An 
Act  to  amend  the  Law  touching  Letters  Patent  for 
Inventions." 

We,  the  said  James  Carpenter  and  John  Young,  did  de- 
scribe in  the  said  Specification  that  the  Invention  consisted 
of  three  particulars  of  improvements, — 

First,  of  improvements  in  constructing  a  lock,  shewn  and 
described  in  respect  to  Figure  1  of  the  Drawing  annexed  in 
the  said  Specification. 

Secondly,  of  improvements  in  the  construction  of  locks, 
by  combining  in  the  same  lock  a  sliding  bolt  and  a  lever 
spring  bolt,  and  other  parts,  as  described  in  respect  to 
Figures  2,  3,  and  4  of  the  said  Drawing.     And, 

Thirdly,  of  improvements  in  hinges,  as  described  and 
shewn  in  reference  to  Figure  5  of  the  Drawing. 

And  since  the  enrolment  of  the  said  Specification  we  have 
discovered  that  the  supposed  improvements  in  locks,  shewn 
and  described  in  respect  to  Figure  1  of  the  said  Drawing,  is 
not  an  useful  Invention  ;  for  that  reason  we  are  desirous  of 
disclaiming,  and  do  hereby  disclaim,  so  much  of  the  Speci- 
fication which  relates  thereto.  And  we  have  been  informed 
that  the  supposed  improvement  in  the  construction  of 
hinges,  shewn  and  described  in  respect  to  Figure  5  of  the 
said  Drawing,  was  not  a  new  Invention  at  the  time  of  seal- 
ing the  said  Letters  Patent ;  for  that  reason  we  are  de- 
sirous of  disclaiming,  and  we  do  hereby  disclaim,  so  much 
of  the  Specification  as  relates  thereto.  And  in  order  to 
make  the  Title  of  the  Patent  conformable  with  the  Inven- 
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tion  wMch  will  then  remain,  we  are  desirous  to  disclaim, 
and  do  hereby  disclaim,  the  words  "  and  other  securities," 
thereby  reducing  the  Title  to  ''  Certain  Improvements  in 
Locks,  applicable  to  Doors  and  other  Purposes."  And  ' 
lastly,  we  do,  in  the  way  of  Disclaimer,  wish  to  add  the 
following  observation  to  the  Specification,  which  will  then 
remain,  ^'  We  do  not  claim  any  of  the  parts  separately  of 
the  lock  shewn  at  Figure  2  ;  and  we  are  aware  that  locks 
were  made  before  our  Patent  having  sliding  bolts  similar  to 
A  ;  and  further  we  are  aware  that  latches  were  made  before 
the  sealing  of  our  Patent,  having  lever  spring  bolts  in  some 
respects  similar  to  that  shewn  at  &  in  Figure  2.  We  there- 
fore wish  it  to  be  understood  that  we  disclaim  all  right  and 
title  to  such  separate  using  those  parts." 

JAMES  CARPENTER,  (l.8.) 
JOHN  YOUNG.  (L.s.) 
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cesses  of  reasoning  differing  from  each  other,  in  which 
different  facts  may  be  considered  as  proved  by  different 
jurymen,  by  which  they  may  all  arrive  at  the  same  end — 
that  end  being  the  issue  of  fact  joined  upon  the  record. 
Upon  all  these  grounds  I  think  the  rule  should  be  dis- 
charged. 

Bule  discharged. 

See  also  Walton  v,  Bateman  {post.  May  18,  1842),  where  the  same  patent  was 
in  litigation  and  was  sustained.  Scire  facias  was,  however,  afterward  brought 
and  the  patent  annulled,  but  additional  evidence  was  adduced  upon  that 
proceeding.    See  Queen  v,  Walton  (poet,  Trin.  Y.  1842). 
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(1  Web.  P.  C.  580.) 

Improved  dmibiruUion.    Prior  Public  Use.    Specification  of 

Improvement.   Jfovelty. 

There  may  be  a  valid  patent  for  a  new  and  improved  combination  of  me- 
chanical parts  which  are  already  known  in  combination. 

The  public  use  and  exercise  of  an  invention  which  prevents  it  from  being 
considered  a  novelty  is  a  use  in  public,  such  as  comes  to  the  knowledge  of 
jothers  than  the  inventor,  as  contradistinguished  from  the  use  of  it  by  himself  in 
private,  and  does  not  mean  a  use  by  the  public  generally. 

The  specification  must  distinguii^  between  what  is  claimed  to  be  new  in  ttio 
invention  and  what  is  admitted  to  be  old.  Otherwise  the  presumption  is  that 
the  patent  extends  to  the  whole  and  to  every  part. 

The  making  of  an  article  in  England,  though  for  exportation,  will,  as  a  rule, 
vitiate  a  subsequent  patent  therefor. 

The  use  of  a  lock  in  such  a  situation  that  the  public  might  see  it,  held  a  public 
use  and  exercise  of  the  invention. 

The  manufacture  and  sale,  without  secrecy,  by  a  workman,  of  seven  and  a 
)ia\t  dozen  of  locks  according  to  a  model  which  was  retained,  Tiekt  a  public  use 
and  exercise  of  the  invention. 

Case  for  infringement. 

The  patent  in  suit  was  granted  to  J.  Carpenter  and 
J.  Young,  dated  January  18,  1880,  for  improvements  in 
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door-locks,  etc.  The  declaration  set  fortili  the  specificatioii 
and  disclaimer  and  assigned  breeches  after  the  entmng  of 
the  disclaimer  in  respect  of  the  part  of  the  invention  not 
disclaimed. 

The  defendant  pleaded,  1.  Not  gnilty.  2.  That  the  plain- 
tiff was  not  the  true  and  first  inventor  of  the  part  not  dis- 
claimed. 3.  That  the  part  not  disclaimed  was  not  a  new 
invention  as  to  the  public  use  and  exercise  thereof.  4.  The 
insufficiency  of  the  specification.  6.  That  the  invention 
not  disclaimed  was  not  a  new  manufacture  within  the  pro- 
viso of  the  statute. 

The  following  notice  of  objections  was  delivered  with  the 
pleas :  1.  That  the  plaintiff  was  not  the  first  and  true  in- 
ventor of  the  said  alleged  invention  or  for  which  the  said 
letters  patent  were  granted.  2.  That  the  said  allied  in- 
vention was  not  a  new  invention  as  to  the  public  use  thereof 
in  England  at  the  time  of  the  grant.  3.  That  the  specifica- 
tion set  forth  in  the  declaration  was  insufficient,  inasmuch 
as  it  did  not  set  out  what  parts  were  old  and  what  new  of 
the  lock  ;  and  also  inasmuch  as  it  disclaimed  the  sei>arate 
parts  of  the  lock  without  saying  what  was  intended  to  be 
claimed,  whUe  the  title  of  the  patent  was  for  improvements 
in  locks  only  ;  at  the  same  time  that  much  was  said  in  the 
said  8pecifi<^tion  about  box  staples  a^d  latches  which  were 
no  part  of  the  locks  as  appurtenances  in  the  said  specifica- 
tion, which  treated  of  them  as  distinct  inventions  from  the 
locks  and  as  distinct  as  the  key  is  from  the  lock.  4.  lliat 
the  invention  was  not  a  new  invention  within  the  meaning 
of  the  statute  21  Jac.  I.,  c.  3,  there  being,  in  fact,  no  inv^i- 
tion  pointed  out  in  the  specification  as  the  improvements 
alluded  to  in  the  title  of  the  patent. 

Kelly ^  Smith  and  Webster  were  counsel  for  the  plaintiff, 
and  PoUock^  Attaniey-Oeneral,  and  Rotch^  for  the  defend- 
ant. The  alleged  infringement  of  part  of  the  invention  was 
admitted ;  the  combination  of  the  sliding  bolt  and  spring 
lever  latch,  with  the  peculiar  form  of  striker  and  sta^de, 
was  described  as  a  great  improvement,  the  door  shutting 
Inore  easily  and  with  greater  certainty  than  when  the  spring 
bolt,  which  has  to  be  pushed  back,  is  used.    The  evidence  as 
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to  the  particiilax  parts  of  the  lock  became  immaterial,  the 
learned  jndge  being  of  opinion  that  the  specification  claimed 
generally  the  lever  latch  and  bolt,  however  combined  in  the 
same  frame,  and  without  reference  to  the  combination  with 
the  other  parts  shown  and  described  in  the  specification. 
The  facts  of  the  case  are  fully  stated  in  the  summing  up  of 
the  judge. 

Lord  Abinger,  C.  B.  Admissions  have  been  made  in 
Older  to  reduce  the  question  to  the  least  possible  number  of 
points.  The  plaintiff  had  taken  out  a  patent  in  the  year 
1830  for  a  new  lock.  It  appears  when  he  first  took  out  the 
patent  he  embraced  in  his  patent  a  great  deal  of  matter, 
which  would  have  made  the  whole  patent  void — that  he. 
certainly  embraced  in  it  a  claim  for  an  invention  which- 
turned  out  to  be  useless,  and  for  another  invention  which 
turned  out  to  be  old  and  not  to  be  useful ;  and,  therefore, 
he  took  advantage  of  the  statute  that  has  been  made  within, 
the  last  few  years  for  the  benefit  of  patentees,  and  by  enter- 
ing at  the  prox)er  office  a  disclaimer  of  certain  portions  of 
his  former  specification,  he  made  that  good  as  far  as  he 
could  make  it  good,  by  striking  out  the  objectionable  parts 
of  the  sx)ecification.  But  the  objection  to  his  specification 
originally  is  plain  on  the  face  of  it,  and  it  wa^s  this :  it  is 
required  as  a  condition  of  every  patent  that  the  patentee 
shall  set  forth  in  his  si)ecification  a  true  account  and  de- 
scription of  his  patent  or  invention,  and  it  is  necessary  in 
that  specification  that  he  should  state  what  his  invention 
is,  what  he  claims  to  be  new,  and  what  he  admits  to  be  old  ; 
for  if  the  specification  states  simply  the  whole  machinei;y 
which  he  uses  and  which  he  wishes  to  introduce  into  use, 
and  claims  the  whole  of  that  as  new,  and  does  not  state 
that  he  claims  either  any  particular  part  or  the  combina- 
tion of  the  whole  as  new,  why  then  his  patent  must  be 
taken  to  be  a  patent  for  the  whole  and  for  each  particular 
I)art,  and  his  patent  will  be  void  if  any  ])articular  part 
turns  out  to  be  old  or  the  combination  itself  not  new.  Now, 
as  the  i)atent  stood  originally,  he  neither  claimed  the  com- 
bination nor  the  specific  parts,  but  when  he  comes  to  make 
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the  disclaimer,  in  the  year  1839,  he  disclaims  the  particular 
parts  ;  but  I  will  not  call  your  attention  to  them,  because 
they  are  not  material,  but  he  retains  his  claim  to  Fig.  3,  and 
disclaims  the  particular  parts  ;  he  says,  "  The  latch  is  not 
new,  the  bolt  is  not  new" — ^but  it  is  plain  that  he  claims  the 
rest.  Now,  the  rest  either  means  the  combination  or  it 
means  a  combination  within  a  combination,  such  as  it  was 
that  he  claimed  as  his  patent.  Now,  that  combination,  as 
it  is  set  forth  in  his  figure,  as  well  as  in  his  patent,  consists 
of  a  certain  brass  plate,  which  is  marked  with  the  letter  e, 
and  which  serves  to  confine  the  movements  of  the  tw6 
bolts ;  that  is,  of  the  latch  and  the  bolt  latch  together,  if 
the  party  chooses  so  to  use  them.  But  he  certainly  states 
that  he  may  use  them  separately,  without  the  plate  e,  in 
which  case  it  is  admitted  that  the  brass  plate  marked  with 
the  letter  e  would  not  be  required.  But  then  his  counsel 
says  that  the  claim  is  sufficiently  large  to  entitle  him  to  the 
combination  independent  of  that.  Now,  that  is  a  question 
upon  which  I  entertain  very  considerable  doubt,  that  is  a 
question  open  for  future  discussion ;  but  we  assume,  foi' 
the  purpose  of  trying  the  question  before  you,  that  he  may' 
claim  a  patent  for  a  combination  independent  of  that  brass 
plate  marked  with  the  letter  e,  which  it  is  admitted  the  de- 
fendant has  not  used.  What,  then,  is  the  combination  he 
claims  t  He  does  not  say  that  he  claims  (at  least,  he  does 
not  say  in  terms  that  he  claims)  the  combination  of  the  box 
and  the  sliding  inclined  plane  in  the  box  ;  he  does  not  say 
he  claims  that  as  a  part  of  his  combination  ;  but  you  are  to 
collect  that  in  the  specification  from  his  figures.  But,  as  I 
understand  it,  he  certainly  claims  the  combination  of  the 
two  bolts  in  one  frame,  and  I  do  not  deny  that  according 
to  the  evidence  he  has  given  he  has  proved  that  there  is 
more  advantage  in  having  them  in  one  frame  than  in  two  ; 
we  must  take  that  for  granted  that  the  advantage  here  is 
not  questionable.  But,  then,  does  he  claim  the  combination 
in  that  precise  and  particular  form  and  no  other  ?  Because, 
unless  he  goes  on  in  his  si)ecification  and  says,  "  I  claim 
the  combination  in  the  precise  form  I  have  stated,  but  I  do 
not  claim  the  combination  in  any  other  form  whatever," 


1841.]  CARPENTER  v.  SMITH.  m 

his  claim  in  general  is  for  the  combination  of  the  two  bolti^ 
in  one  frame — ^the  one  the  bolt  and  the  other  the  latch. 
Now,  on  that  subject  the  counsel  for  the  defendant  says, 
'^  I  deny  that  that  combination  is  new  ;  I  deny  that  it  is 
new  in  its  parts,  and  I  deny  that  it  is  new  in  the  combina-* 
tion/'  That  is  the  plea.  The  pleas  are  changed  in  two  oi* 
three  different  ways,  but  that  is  the  substance  of  the  pleas. 
The  plaintiff  has  certainly  given  evidence  to  show  that  the 
witnesses  who  have  been  called  had  never  seen  the  combina-' 
tion  before  ;  but  their  evidence  goes  further  than  that ;  for 
Mr.  Carpmael  and  Mr.  Bramah  both  distinctly  say,  not 
only  that  they  have  never  seen  the  combination  before  of 
the  two  bolts  in  one  frame,  but  they  both  say  that  they 
never  before  saw  a  lifting  latch  that  was  raised  up  by  an 
inclined  plane  on  the  box,  and  by  a  bearing  off  of  the  edge 
of  the  latch  so  as  to  accommodate  the  inclined  plane  and  to 
make  it  rise  more  easily  and  get  into  the  box,  and  hold  it 
fast.  Mr.  Carpmael  says,  in  terms,  that  he  had  never  seen 
that  before  ;  Mr.  Bramah  says  the  same  thing,  that  he  had 
never  seen  that  before.  Now,  I  desire  you  to  dweU  with 
some  attention  on  that,  because  a  great  deal  of  argument 
has  been  urged  here,  and  a  very  ingenious  reply  has  been 
addressed  to  you  by  the  plaintiff' s  counsel,  and  witnesses 
have  been  called,  some  of  them  persons  of  great  science  and 
extensive  knowledge,  and  these  witnesses  have  been  called 
to  prove  that  they  never  knew  this  before  ;  from  which  you 
are  desired  to  infer  that  it  could  not  have  been  known' 
before  to  any  purpose  or  effect  whatever.  Why,  the  same 
persons  who  tell  you  they  never  knew  the  combination 
before  also  tell  you  that  they  never  knew  the  particular 
part  in  its  present  form  before— that  is,  the  latch ;  when 
you  find  from  other  evidence  that  that  form  was  well  known, 
that  that  form  was  known  to  other  persons,  who  had  intro- 
duced it  into  practice,  at  least  it  is  an  argument  to  show 
that  the  knowledge  of  these  gentlemen,  however  intelligent 
they  may  be,  is  not  to  be  altogether  i-elied  on.  Mr.  Carp- 
mael was  evidently  surprised  to  see  the  lock  put  into  his 
hand  from  the  Martello  Towers,  and  admitted  that  he  had 
never  seen  anything  like  it  before.    I  think  there  are  sev- 
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eral  instances  which  I  might  allnde  to  which  show  with  re- 
spect to  the  form  of  the  latch  and  the  mode  of  its  being  got 
in  the  box,  that  that  has  been  used  before.  Then  what  is 
it  that  is  new  t  It  is  the  combination  that  is  new ;  that 
part  is  not  new.  The  box  has  been  proved  sufficiently  to 
have  been  used  before  in  that  form,  or  on  the  same  prin- 
ciple ;  Mr.  Carpmael  admits  it ;  therefore  it  is  the  combina- 
tion which  is  new.  Now,  is  the  combination  new  ?  Upon 
that  you  had  the  evidence  of  the  opinion  of  many  witnesses 
on  behalf  of  the  plaintiff  that  it  was  not  known  before,  and 
that  they  did  not  know  it  before.  You  have  also  the  facts 
adduced  by  the  defendant's  counsel. 

But  before  I  come  to  consider  these  facts  and  apply  them 
to  the  evidence,  I  must  beg  leave  to  make  an  observation 
upon  a  very  important  part  of  the  address  of  the  counsel  in 
reply,  because  I  think  it  is  my  duty  that  you  should  not 
give  your  verdict  under  any  mistaken  impression  of  what 
the  law  may  be.  The  plaintiff's  counsel  has  referred  to  the 
words  of  the  statute  to  show  that  the  words  "  public  use 
and  exercise"  formed  a  part  of  the  j)atent,  from  which  he 
desires  you  to  take  the  definition  of  what  he  calls  the  legal 
meaning  of  the  word  ^*  new,"  and  he  draws  this  inference, 
that  unless  it  has  been  in  public  use  and  in  public  exercise 
before  it  is  new.  I  repeat  the  words  that  there  may  be  no 
mistake  ;  the  inference  he  draws  from  it  is  this,  that  unless 
it  was  in  public  use  before,  and  there  was  a  public  exercise 
of  it  before  (that  is,  exercised  by  the  public  before),  it  is 
new.  Now,  I  differ  altogether  from  the  learned  counsel  in 
that  respect ;  and  I  think  what  is  meant  by  "  public  use 
and  exercise,"  as  has  been  held  by  my  predecessors  before, 
is  this  :  a  man  is  entitled  to  a  patent  for  a  new  invention, 
and  if  his  invention  is  new  and  useful  he  shall  not  be  pre- 
judiced by  any  other  man  having  invented  that  before,  and 
not  made  any  use  of  it ;  because  the  mere  speculations  of 
ingenious  men,  which  may  be  fruitful  of  a  great  variety  of 
inventions,  if  they  are  not  brought  into  actual  use,  ought 
not  to  stand  in  the  way  of  other  men  equally  ingenious, 
who  may  afterward  make  the  same  inventions  and  apply 
them.    A  great  many  patents  have  been  taken  out,  for  ex- 
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ample,  upon  suggestions  made  in  a  very  celebrated  work 
by  the  Marquis  of  Worcester,  and  many  patents  have  been 
derived  from  hints  and  speculations  by  that  ingenious 
author.  But  yet,  as  he  never  acted  on  them,  as  he  never 
brought  out  any  machines  whatsoever,  those  x>^tents  are 
good.  So  that  the  meaning  of  the  words  "  public  use"  is 
this :  that  a  man  shall  not,  by  his  own  private  invention<» 
which  he  keeps  locked  up  in  his  own  breast  or  in  his  own 
desk,  and  never  communicates,  take  away  the  right  that 
another  man  has  to  a  i)atent  for  the  same  invention.  Now, 
^^  public  use"  means  this :  that  the  use  of  it  shall  not  be 
secret,  but  public  ;  and  in  that  sense  I  must  say  that  if  you 
think  the  lock  used  by  Mr.  Davies  is  a  lock  which  combines 
the  same  thing  (I  do  not  say  whether  it  does  or  not ;  that 
is  left  entirely  for  your  consideration),  I  think  that  is  a 
public  use  of  it,  and  is  within  the  meaning  of  this  clause  of 
the  patent,  "public  use  and  exercise,"  as  used  in  oppo- 
sition to  private  and  secret  use.  Therefore,  if  a  man  in- 
vents a  thing  for  his  own  use,  whether  he  sells  it  or  not,  if 
he  invents  a  lock  and  puts  it  on  his  own  gate,  and  has  used 
it  for  a  dozen  years,  that  is  a  public  use  of  it.  If  it  were 
otherwise,  see  what  the  consequence  would  be  :  Mr.  Davies 
has  a  lock,  which  he  has  directed  to  be  made  (we  may  sup- 
X)ose  that  to  be  the  case)  and  put  on  his  gate  some  twenty 
years  ago  ;  if  that  were  not  a  public  use  of  it  such  as  would 
prevent  a  man  from  taking  out  a  patent,  any  man  might 
go  and  take  a  model  of  that  lock  and  get  a  patent  for  it. 
How  can  he  be  the  "  inventor"  of  it  ?  To  obtain  a  patent  a 
man  must  be  the  "  inventor  ;"  and  if  it  has  been  once  in  pub- 
lic use  (that  is,  used  in  a  public  manner,  not  ^  ^  used  by  the 
public"),  if  it  has  been  used  by  half  a  dozen  individuals, 
or  one,  in  a  public  manner,  any  man  having  access  to  it, 
how  can  he  be  said  to  be  the  inventor  if  by  merely  gaining 
access  to  that  he  takes  out  a  patent  ?  For  recollect  that 
the  words  of  the  statute  show  that  the  patentee  is  to  be  the 
inventor  ;  and  one  of  the  questions  which  you  have  to  try 
is  whether  he  is  the  inventor,  as  well  as  whether  there  is 
any  novelty  in  the  invention.  A  man  cannot  be  said  to  be 
the  inventor  of  that  which  has  been  exposed  to  public  view, 
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and  to  which  he  might  have  had  access  if  he  had  thonght 
fit. 

Again,  the  learned  counsel  laid  it  down  as  a  proposition 
that  if  an  invention  is  made  and  actually  used  by  a  certain 
number  of  people,  but  does  not  get  into  public  currency  and 
use  for  twenty-four  years  or  twenty-five  years — ^not  brought 
into  activity — ^that  that  will  not  stand  in  the  way  of  another 
man  taking  out  a  patent  for  the  same  invention.  I  cannot 
accede  to  that  view  of  the  law  at  all ;  I  think  that  is  not 
the  law ;  nor  do  I  think  that  any  of  the  summings  up  of 
the  learned  judges  which  have  been  read  to  you,  that  you 
might  understand  what  the  law  was,  at  all  support  him  in 
that  proposition  (Lewis  v.  Marling,  1  ante^  pp.  417,  421 ; 
Jones  t).  Pearce,  id.  473  ;  Cornish  t>.  Keene,  2  arUe^  p.  406). 
Well  then,  again,  he  considers  that  the  evidence  of  the  locks 
proved  to  have  been  made  by  the  two  Walkers  and  by  Mr. 
Tilsley,  supposing  them  (which  he  seems  to  admit)  to  be  the 
same  invention  as  the  plaintiffs,  to  rest  on  the  same  foun- 
dation, for  he  says  because  they  were  made  for  a  foreign 
market  they  do  not  stand  in  the  way  of  the  plaintiffs  in- 
vention. Now,  you  will  understand  this :  a  man  has  a 
right  to  a  patent,  not  only  for  his  own  original  invention, 
but  he  has  a  right  to  a  patent  if  he  is  the  first  person  who 
brings  into  England  an  invention  which  is  used  abroad  and 
not  known  in  England  ;  and  if,  therefore,  any  person  were 
to  import  from  America  a  machine,  and  have  that  machine 
used  in  England,  and  were  to  buy  considerable  quantities  of 
them,  no  other  person  could  take  out  a  patent  for  that 
because  it  is  a  machine  used  abroad,  and  a  man  might  have 
a  patent  taken  out  for  it  in  England  if  he  is  the  original 
importer  of  it.  But,  however,  on  the  case  as  it  stands  I  see 
no  evidence  before  me  that  these  locks  were  used  in 
America.  The  question  that  was  asked  in  cross-examina- 
tion was  one  which  ought  not  to  have  been  asked — namely, 
as  to  the  information  the  party  received  when  he  received 
the  order  ;  all  the  instructions  he  had  about  the  order  were 
highly  proper  to  be  inquired  into,  but  what  was  to  be  done 
with  it  afterward  is  a  matter  of  fact  collateral  to  it.  But, 
however,  the  evidence  is  this  :  that  a  trader  living  in  Bir- 
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mingham,  who  is  very  much  connected  with  the  American 
trade,  produced  to  Mr.  Tilsley  a  model  of  a  lock,  and  de- 
sired Mr.  Tilsley,  who  was  a  factor  and  also  a  manufacturer 
of  hardware  goods,  to  make  him  first  six  dozen  of  the  locks, 
and  at  another  time  a  dozen  and  a  half,  and  Mr.  Tilsley 
employed  Walker  to  do  it,  and  gave  Walker  the  model. 
This  was  twenty-six  years  ago,  I  think,  and  six  dozen  of 
the  locks  were  made  at  one  time,  and  a  dozen  and  a  half  at 
another  time,  and  this  gentleman,  Mr.  Freer,  who  traded 
with  America,  paid  the  Walkers  for  them.  Here  you  have 
an  article  manufactured  by  an  English  manufacturer  and 
sold,  and,  in  my  opinion,  if  it  was  sold  even  for  the  assumed 
purpose  (of  which  there  is  no  legal  evidence),  for  the  as- 
sumed purpose  of  being  sent  to  America,  I  cannot  but  think 
that  that  would  be  a  destruction  of  the  novelty  of  the  plain- 
tiff s  invention.  And  here  let  me  be  clearly  understood  :  I 
do  not  mean  to  say  that  if  a  man  in  America  employs  an 
agent  to  see  if  he  can  get  an  article  manufactured  in  Eng^ 
land  by  a  particular  model,  and  chooses  to  take  out  a  patent 
for  it  himself,  but  not  with  a  view  of  making  it  public  at 
all — I  do  not  mean  to  say  that  that  man  is  to  be  considered 
as  not  entitled  to  the  invention  afterward  because  he  em- 
ploys a  workman  to  assist  him  in  it,  or  that  if  he  had  failed 
entirely  that  some  other  man  might  make  the  invention  in 
England ;  but  where  a  model  is  sent  to  a  workman,  who 
sells  seven  and  a  half  dozen,  and  sells  them  for  a  certain 
price,  I  must  say  I  think  the  invention  was  used  and  pub- 
licly exercised.  There  is  no  secrecy  in  the  manufacture  of 
them,  it  is  not  shut  up  in  the  closet  of  the  workman  who 
makes  them,  but  the  man  who  makes  them  gives  directions 
to  another  man  ;  but  he  sells  them  for  his  own  profit,  and 
I  think  it  would  be  the  hardest  thing  in  the  world  if  the 
Walkers  were  now  to  use  that  model  and  make  locks  of  the 
same  description,  if  they  were  to  be  told  to-day,  "  You 
cannot  dp  that  without  violating  Mr.  Carpenter's  patent, 
although  you  did  it  twenty-six  years  ago,  and  made  a  profit 
by  your  manufacture  of  it." 

Having  made  these  observations,  I  now  come  to  the  par- 
ticular cases.     The  first  introduced  to  you  is  the  locks  made 
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for  the  Martello  Towers.  They  are  said  to  be  made  for  the 
Martello  Towers,  but  there  is  no  proof  of  that.  You  have 
before  you  the  man  who  manufactured  them  ;  he  says  he 
was  instructed  to  make  the  model  of  a  lock,  which  he 
thought  might  be  more  suitable  for  the  Martello  Towers, 
and  on  his  own  invention  he  made  a  model.  He  says  that 
a  part  of  that  model  still  remains,  which  is  the  box  receiv- 
ing the  lock-bolt,  and  that  the  other  part  has  been  de- 
stroyed ;  but  that,  from  his  memory,  he  has  made  exactly 
one  of  these  locks  which  were  made  for  the  Martello 
Towers,  He  made  eighty  of  them,  and  received  money  for 
them.  Now,  if  they  be  any  part  of  the  invention  which  the 
plaintiff  claims,  then  we  know  that  is  a  public  use  of  them 
for  the  reason  I  gave  before — ^because  they  are  used  in 
public  and  not  in  secret.  It  is  not  an  invention  kept  in  the 
closet,  but  there  is  a  public  use  and  exercise  of  it.  But  it 
is  stated  to  you  that  these  locks  v/hich  were  used  for  the 
Martello  Towers  are  not  exactly  of  the  same  description  as 
the  plaintifTs,  for  Mr.  Kelly  has  observed  to  you,  and  the 
observation  is  very  true  in  point  of  fact,  that  the  combina- 
tion the  plaintiff  claims  is  not  a  combination  of  a  latch-bolt 
together  with  a  lock-bolt  in  the  same  instrument,  but  of  a 
separate  latch-bolt  and  a  separate  lock-bolt ;  whereas  in  the 
Martello  Towers  lock  the  bolt  and  the  latch  were  formed 
by  the  same  piece  of  iron  ;  so  that  the  one  end  of  it  is  used 
as  a  latch,  and  then,  when  that  was  not  required  to  be  used, 
it  has  a  bolt,  and,  by  means  of  a  key  which  is  turned,  the 
same  piece  of  iron  slides  farther  and  makes  the  bolt.  That 
is  the  case  in  almost  every  bed-room  or  drawing-room  door- 
lock  which  you  see  in  London,  or  anywhere  in  the  country, 
because  most  of  them  have  a  lat«h,  by  which  you  may  shut 
the  door  without  the  use  of  the  key ;  but  if  you  use  tho 
key  the  latch  is  turned  into  a  bolt ;  and  I  think  the  learned 
counsel  is  right  in  saying  that  certainly  is  not  the  combina- 
tion which  the  plaintiff  claims.  But  it  is  this :  the  effect 
of  that  is  to  show  that  the  mode  of  receiving  the  bolt,  the 
mode  of  drawing  it  out  of  the  lock,  and  the  mode  of  receiv- 
ing it  into  the  box  by  an  uplifting  latch,  by  an  inclined 
plane,  and  by  bearing  off  the  edges  of  the  bolt,  that  that  is 
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clearly  not  original.  The  plaintiff's  patent,  therefore,  if 
good  at  all,  cannot  consist  in  the  adoption  of  that  expedi- 
ent, but  in  the  combination  of  it  with  the  other — ^namely, 
with  the  bolt. 

Now  we  come  to  the  second  case,  Mr.  Chubb' s  x)atent. 
You  will  observe  that  if  the  plaintiff  had  thought  fit  in  his 
specification  to  say,  '^  I  take  out  my  patent  for  an  improved 
method  of  combining  the  bolt  and  the  latch  in  a  more  skil- 
ful form  than  has  hitherto  been  adopted,  which  will  remove 
from  it  the  intricacy  of  the  machinery,  but  which  effects 
the  same  combination  as  before  ;"  he  might  have  had,  for 
aught  I  know,  a  very  good  patent ;  but  as  his  x)atent  is  for 
the  combination  of  the  two,  then  look  at  Mr.  Farey's  evi- 
dence, and  look  at  Mr.  Chubb' s  lock,  which  combines 
them  ;  it  does  not  combine  them  exactly  in  the  same  way, 
undoubtedly,  but  the  plaintiff  has  not  claimed  the  particu- 
lar way,  for  then  he  makes  the  brass  plate  £  a  part  of  it. 
But  he  says  he  does  not  mean  to  say  that,  but  that  he 
claims  the  combination  generally.  Mr.  Chubb' s  is  un- 
doubtedly the  combination  of  the  latch  and  the  bolt,  with 
a  more  complicated  machinery  undoubtedly,  because  his 
latch  consists  of  four  parts,  and  the  plaintiff's  bolt  of  one  ; 
and  it  is  very  true  that  the  latch  and  the  bolt  must  be  used 
together,  if  you  use  them  both  ;  that  is  to  say,  if  you  want 
to  lock  the  door  you  must  latch  it  also.  There  is  no  great 
prejudice  in  that  undoubtedly  ;  but  such  is  the  fact.  It  is 
true  that*  the  plaintiff's  you  may  use  separately  ;  but  the 
patent  is  not  for  the  separate  use  of  either,  but  the  combina- 
tion. You  will  consider  whether  you  think  Mr.  Chubb' s 
lock,  as  Mr.  Farey  explains  it,  is  a  combination  of  the  bolt 
and  latch.  Mr.  Farey's  evidence  is  this :  he  says,  **  He 
has  been  in  practice  many  years,  and  has  been,  acquainted 
with  machinery  of  this  kind  for  thirty  years  ;  with  all  these 
sorts  of  subjects."  He  says,  "  In  a  work  called  the  *  Rep- 
ertory of  Arts  and  Sciences,'  published  a  great  many  years 
ago,  before  this  patent"  (and  he  produced  a  copy  of  that 
work,  which  he  then  had) ;  he  says,  "  In  that  publication 
is  contained  a  statement  of  an  invention  made  by  Mr. 
Chubb,  and  that  he  himself  prepared  the  drawings  in  order 


950  ENGLISH  PATENT  CASES.  [i84l. 

to  Mr.  Chubb  taMng  out  a  patent"  There  is  no  evidence 
that  Mr.  Chubb  took  out  a  patent ;  that  is  not  material  to 
the  circumstance.  Mr.  Chubb,  in  the  publication,  gives 
figures  from  which  the  machine  might  be  made ;  a  lock 
was  put  into  his  hand,  and  he  says  he  has  one  of  these  locks 
himself,  which  was  given  to  him  by  Mr.  Chubb.  He  him- 
self drew  the  figures  from  that  lock.  He  says,  "  This  lock 
which  I  hold  in  my  hand  corresponds  with  a  part  of  one  of 
the  inventions  stated  in  this  publication.  There  is  a  de- 
scription of  two  locks,  one  being  a  latch-lock,  and  the  other 
the  same,  with  the  addition  of  the  sliding  bolt.  Two  figures 
are  described,  one  is  a  separate  latch-lock,  and  the  other  a 
latch-lock  combined  with  a  sliding  bolt  moved  by  a  key. 
This  which  I  have  in  my  hand  is  a  combination  of  both  the 
latch  and  the  bolt,  and  is  one  of  the  inventions  described  in 
this  publication  ;  there  is  no  difference  in  the  printed  book 
— the  staple  in  the  plaintiff's  model  and  that  in  Mr.  Chubb' s 
lock;"  that  is  the  lock  already  spoken  of.  **The  latch 
consists  of  four  distinct  latches,  each  of  which  has  the 
under  edge  rounded,  and  the  combination  of  the  four 
together  in  action  forms  an  inclined  plane.  The  plan  of 
the  sliding  bolt  is  different ;  but  the  principle  is  the  same. 
The  sliding  bolt  in  Mr.  Chubb' s  being  broader  is  above  the 
latches,  and  also  below  them."  That  is  true  ;  it  comes  out 
broader  and  occupies  the  space  of  the  latches  ;  *^  and  also 
below  the  latches ;  but,"  he  says,  "  the  principle  is  the 
same,  the  combination  of  the  sliding  bolt  with  the  latch ; 
that  latch  was  not  new  in  1830,  but  is  contained  in  this 
publication  ;  there  is  in  the  staple  an  inclined  plane"  (this 
is  in  his  cross-examination) — ^*  there  is  in  the  staple  an  in- 
clined plane  to  raise  the  latch,  and  a  place  or  recess  for  it 
to  fall  into  when  the  door  is  shut,  which  is  exactly  the 
same  as  the  plaintiffs."  Now,  he  says  (and  he  is  a  man  of 
science)  he  considers  the  principle  to  be  the  same  ;  there  is 
no  doubt  there  are  more  latches  in  the  one  than  in  the 
other ;  but  as  the  plaintiff  in  his  patent  has  not  distin- 
guished it,  that  he  means  to  take  it  out  in  contradistinction 
to  the  more  complicated  machinery — ^but  it  is  simply  the 
combination  of  a  latch  with  a  bolt — and  you  have  to  say 
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whether  that  is  not  the  combination  of  a  latch  with  a  bolt, 
and  something  more — ^because  his  patent  is  equally  bad,  if 
all  that  it  claiihs  has  been  found  in  another  patent  and  an- 
other invention,  combined  with  something  else,  unless  he 
makes  a  distinction  and  shows  that  the  invention  for  which 
he  claims  the  patent  has  novelty  to  support  it. 

The  next  case  is  the  lock  of  Mr.  Davies.  You  have  had 
that  lock  in  your  hands,  and  I  own,  according  to  my  in- 
spection of  it,  it  appears  to  me,  though  more  rough  in  its' 
form,  to  be  on  exactly  the  same  principle  as  the  plaintiflT  s. 
It  consists  of  a  sliding  bolt,  and  it  consists  of  an  uplifting 
latch,  and  they  are  both  in  the  same  frame  ;  they  are  both 
received  into  the  same  receptacle,  with,  I  think,  this  differ- 
ence— ^that  part  of  the  receiver  which  takes  the  bolt  rises 
above  the  enclosed  part  of  the  receiver,  and  so  it  is  a  little 
outside  of  it ;  but  it  is  raised  to  the  same  external  surface. 
Now,  Mr.  Kelly  argues  on  this,  and  says  this  cannot  be 
considered  as  any  attack  on  the  novelty  of  the  plaintilT  s 
patent,  because  it  was  not  in  public  use  and  exercise.  In 
my  opinion,  if  you  believe  the  witness  that  the  lock  was  on 
Mr.  Davies' s  gate  sixteen  years  ago,  and  that  he  saw  it 
every  day  of  his  life,  and  repaired  it  twelve  years  ago,  and 
has  brought  it  here  and  described  it  to  you  now,  it  appears 
to  me,  if  you  are  of  that  opinion,  that  that  ^as  a  public  use 
of  the  invention.  The  application  and  the  practical  utility 
of  that  before  the  eyes  of  the  public  comes  within  the 
meaning  of  the  words,  as  I  understand  them,  of  this  patent, 
and  it  is  only  used  in  contradistinction  of  a  public  use  and 
exercise,  to  which  the  public  has  no  access.  If  you  believe, 
therefore,  these  witnesses  (and  you  saw  the  lock),  and  you 
agree  with  me  that  it  is  the  same  in  principle  as  the  plain- 
tiff s  lock,  I  own  it  does  appear  to  me  that  there  is  sufficient 
ground  to  justify  you  in  finding  that  the  invention  is  not 
new. 

Now  we  come  to  the  locks  made  by  the  two  Walkers ; 
but  if  I  understood  the  learned  counsel  rightly  in  his  very 
ingenious  and  elaborate  reply,  he  admits  that  those  are 
similar  in  principle,  and  the  only  ground  that  he  takes  on 
that  is  that  they  were  not  in  public  use  and  exercise.    It 
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appears  to  me  that  they  are  similar  in  principle,  for  they 
are  exactly  the  shooting  b61t  and  the  lifting  latch,  and  you 
may  use  them  by  a  separate  application  and  with  this  ad- 
dition :  there  are  two  separate  applications — the  one  which 
the  witness  called  a  bagpipe  latch,  which  is  pressing  down 
at  the  top,  and  the  other,  a  horizontal  shaft  to  press  it 
down,  which  might  act  on  either  side  with  pressure.  It 
opened  the  latch,  and  the  key  opened  the  lock.  It  seems 
to  me  to  be  exactly  the  same  as  the  plaintiff's.  Then  we 
come  round  to  the  question  which  I  stated  before,  that  the 
manufacture  of  a  dozen  and  a  half  in  the  month  of  May, 
and  six  dozen  in  February  before,  by  a  British  workman, 
who  still  retains  the  model,  is  a  public  use  and  exercise  of 
it ;  he  makes  no  secret  of  it,  and  they  are  sold  by  him,  and 
he  is  paid  for  them.  I  think  it  would  be  a  very  hard  thing 
to  say  that  he  could  not  use  the  same  invention  now  because 
the  plaintiff  has  taken  out  a  patent  for  it.  However,  it  is 
for  you  to  consider  whether  all  these  different  locks  which 
have  been  produced  before  you,  combining  the  latch  with 
the  bolt,  are  the  same  in  combination,  the  same  in  prin- 
ciple ;  and  if  you  are  of  opinion  (not  that  they  were  gener- 
ally adopted  by  the  public  and  used  by  the  public,  for  that 
in  my  opinion  is  a  perfect  fallacy)  that  the  use  of  them  is 
public,  and  the  exercise  of  the  inv^ition  was  public,  and 
not  kept  secret  so  that  the  public  might  have  no  benefit 
from  it,  then,  I  think,  that  part  of  the  issue  you  ought  to 
find  for  the  defendant. 
Verdict  for  the  defendant. 

A  subsequent  motion  for  a  new  trial  on  the  ground  of 
misdirection  was  denied.     (See^^^,  p.  858.) 
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WILSON  V.  TINDAL. 
Chanceryi  M.  R.,  Nov.  26,  1841. 

(1  Web.  P.  C.  780,  note.) 

Temporary  Injunction.   Imposing  Terms. 

The  injunction  restraining  infringement  of  a  patent  pending  the  determina- 
tion of  an  action  at  law  directed  to  be  brought  to  try  the  validity  \b  an  inter^ 
locutoiy  order,  and  temporary  ;  granted  not  of  right,  though  almost  as  matter 
of  course,  as  the  most  conyenient  mode  of  making  the  further  inyestigatioa 
which  the  case  shows  to  be  necessary. 

Motion  for  an  injunction. 

A  bill  was  filed  by  the  plaintiffs  Wilson  and  others,  as- 
signees of  letters  patent  granted  to  Soames,  dated  Septem- 
ber 9,  1829,  for  a  manufacture  of  cocoanut  oil,  to  restrain 
defendant  from  infringing  the  patent ;  and  this  application 
was  made  for  an  injunction  pursuant  to  the  terms  of  the 
biU. 

Lord  Langdale,  M.  B.  Having  regard  to  the  arguments 
on  the  validity  of  the  patent,  to  the  enjoyment  of  it  by  the 
plaintiffs,  and  to  the  evidence  which  apx)ears  upon  the  affi- 
davits which  have  been  made  in  this  case,  I  am  of  opinion 
that  the  injunction  which  is  applied  for  ought  to  be  granted. 

The  question  for  consideration  is  whether  any  terms 
ought  to  be  imposed  upon  the  plaintiffs,  or  whether  any 
other  mode  of  investigating  the  facts  than  that  which  is 
adopted  in  the  usual  course  of  proceeding  in  this  court  ought 
to  be  adopted.  It  is  to  be  observed  that  all  orders  made  on 
applications  of  this  kind  are  merely  interlocutory  orders  ; 
they  do  not  bind  the  right  between  the  parties.  The  in- 
junction which  I  have  stated  it  to  be  my  intention  to  grant 
will  be  an  injunction,  of  course,  only  till  further  order.  It 
will  not  be  a  perpetual  injunction ;  not  an  injunction  to 
continue  during  the  continuance  of  the  patent.  Notwith- 
standing this  order,  the  defendant  may  put  in  his  answer, 
he  may  displace  all  the  affidavits  which  have  been  filed  on 
both  sides.    The  plaintiff  and  the  defendant  may  respec- 
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tively  proceed  to  evidence,  they  may  bring  this  cause  on  for 
a  hearing,  and  upon  the  hearing  of  the  cause  the  whole 
case,  the  law  regarding  the  patent  and  the  facts  which  will 
appear  upon  the  depositions,  will  have  to  be  reconsidered, 
and  that  reconsideration  may,  for  anything  that  can  be 
known  to  the  contrary,  justly  end  in  a  result  diflferent  from 
that  which  I  have  come  to  xipon  the  present  occasion. 

The  defendant  having  his  option  to  adopt  this  course  of 
proceeding,  has  at  the  bar  expressed  his  desire  to  have  this 
matter  tried  at  law.  If  he  were  left  merely  to  prosecute  a 
scire  facias  for  the  re2)eal  of  the  patent,  that  would  be  one 
-psiit  of  the  question  which  he  might  in  that  way  try.  But 
there  are  other  questions  subsisting  between  the  parties  re- 
garding matters  of  fact,  which  could  not  be  tried  in  that 
way. 

Now,  it  has  been  stated  by  Lord  Cottenham  that  he 
recollected  no  instance  in  which  the  court  has  not  adopted 
the  course  of  directing  the  trial  of  an  action  ;  he  has  stated 
that  to  be  the  result  of  his  experience.  I  certainly  am  very 
celuctant  to  try  my  own  memory  against  that,  but  I  should 
have  supi)osed  that  there  were  instances  in  which  that  had 
been  done.  It  is  not  the  right  of  parties  in  every  caae  to 
have  an  action  tried  in  a  court  of  law  ;  it  is  a  question  of 
convenience,  and  the  court  is  to  exercise  a  fair  discretion. 
I  have  no  doubt  whatever  of  the  competency  of  this  court 
to  grant  an  injunction  simpliciter.  Neither  had  Lord 
Cottenham  any  doubt  of  it.  But  the  question  is  whether, 
when  there  is  an  opportunity  for  carrying  the  matter 
further,  it  is  not,  on  the  whole,  a  convenient  course  of  pro- 
ceeding to  have  it  tried  before  the  tribunal  which  is  most 
proi)er  for  the  determination  of  the  legal  question,  and  by 
which  the  facts  can  be  better  investigated  than  they  can 
here.  It  is  not,  therefore,  upon  the  ground  of  any  doubt 
as  to  the  validity  of  the  patent  that  I  make  the  order  which 
I  am  about  to  make ;  but  it  is  because  the  nature  of  the 
case  entitles  the  defendant  to  a  further  investigation  in  one 
form  or  other,  and  the  most  convenient  and  most  effective 
mode  appears  to  me  to  be  that  which  has  been  mentioned — 
namely,  by  bringing  an  action  in  a  court  of  law.     Notwith- 
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standing,  therefore,  the  very  forcible  argaments  I  have 
heard  w^n  this  sabject,  I  think  I  must  in  this  case,  as  has 
been  done  in  so  many  other  cases,  direct  the  plaintiff  to 
bring  an  action  to  try  this  right,  the  injunction  being 
granted  in  the  terms  of  the  notice  of  motion. 


NEILSON  t.  HARFORD. 
Chanoeryi  Deo.  14,  1841. 

(1  Web.  P.  C.  878.) 

Revivor  of  Injunction  after  Trial  at  Law. 

Where  the  plaintiff  Sa  directed  to  proceed  at  law,  in  order  to  try  the  validity 
Df  his  patent,  and  obtains  judgment,  an  injunction  is  allowed  almost  as  a  matter 
of  course. 

Motion  to  revive  injunction. 

The  earlier  proceedings  in  equity  are  rex)orted  in  connec- 
tion with  Neilson  t).  Thompson,  ante^  pp.  136,  161 ;  and 
Neilson  v.  Fothergill,  ante^  p.  146. 

Lord  Lynbhurst,  L.  C.  This  was  a  motion  to  revive  an 
injunction.  The  injunction  had  been  dissolved  by  the  late 
Chancellor,  the  defendants  undertaking  to  keep  an  account, 
and  the  plaintiffs  either  to  bring  or  to  proceed  in  an  action 
at  law,  for  the  purpose  of  trying  the  validity  of  the  patent. 
The  action  has  since  been  tried,  and  judgment  has  been 
entered  up  in  the  Court  of  Exchequer.  It  is,  under  these 
circumstances,  almost  a  matter  of  course  that  the  injunction 
should  be  allowed. 

On  the  part  of  the  defendants  it  has  been  stated  that  the 
learned  judge  who  tried  the  cause,  and  who  was  one  of  the 
judges  of  the  court  where  the  question  was  finally  decided, 
dissented  from  the  opinion  of  the  rest  of  the  court ;  and  it 
is  also  stated,  on  the  part  of  the  defendants,  that  from  the 
course  which  the  proceedings  took  they  were  deprived  of 
their  right  of  bringing  a  writ  of  error. 
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I  have,  in  consequence  of  these  objections,  thought  it  my 
duty  to  read  the  report  of  the  trial  and  of  the  proceedings 
in  the  Court  of  Exchequei:.  I  do  not  find  that  the  learned 
judge,  to  whom  reference  was  made,  did  dissent  from  the 
opinion  of  the  rest  of  the  court.  He  said,  undoubtedly, 
that  it  was  a  question  of  nicety,  and  he  entertained  great 
doubts  with  respect  to  the  question ;  but  he  himself  de- 
livered the  judgment  of  the  court,  and  said,  in  the  course 
of  delivering  that  judgment,  that  he  could  not  say  that  the 
construction  put  by  the  court  upon  the  specification  was 
wrong. 

With  respect  to  the  other  objection  that  was  made — 
namely,  that  the  defendants  were  deprived,  by  the  course 
of  proceeding,  of  bringing  a  writ  of  error,  the  facts  of  the 
case  appear  to  be  these.  Toward  the  conclusion  of  the  trial 
the  learned  judge  suggested  as  the  proper  course  to  be  pur- 
sued that  the  facts  should  be  stated  in  the  shax)e  of  a  si)ecial 
case,  or  that  they  should  be  put  upon  the  record,  in  order 
that  the  case  might  go,  if  necessary,  to  the  last  resort.  The 
counsel  for  the  plaintiffs  assented  to  this ;  at  least  he  as- 
sented to  have  the  facts  stated  in  the  shape  of  a  special 
case,  with  a  view  to  its  being  afterward  turned  into  a  special 
verdict,  in  order  that  the  question  might  be  upon  the 
record.  The  counsel,  however,  for  the  defendants,  the  late 
Attorney-General,  finding  the  opinion  of  the  learned  judge 
with  him,  thought  that  a  different  course  would  be  most 
advantageous  for  his  client,  and  he  adopted  it.  He  insisted 
that  the  verdict  should  be  entered  on  the  issues ;  and  I 
think  in  pursuing  that  course  he  waived  any  further  right 
to  a  writ  of  error,  and  made  his  election  to  abide  by  the  de- 
cision of  the  Court  of  Exchequer.  Under  such  circum- 
stances I  do  not  think  it  reasonable,  the  decision  of  the 
court  being  against  him,  that  he  should  now  turn  round  and 
say  that  I  ought  to  have  the  advantage  of  the  other  course 
of  proceeding  at  the  expense  of  the  plaintiffs. 

I  am  the  less  disposed  to  depart  from  the  usual  course  in 
cases  of  this  kind,  after  having  attentively  considered  the 
judgment  of  the  court  as  compared  with  the  specification. 
I  think  the  construction  put  upon  the  specification  is  a 


1841.]  NEILSON  V.  HARFORD.  i8ft7 

reasonable  construction.  The  whole  question  turns  upon 
the  meaning  of  the  word  "  efifect"  in  the  specification,  as  to 
the  sense  in  which  that  word  was  used  by  the  patentee ; 
and  I  think,  adverting  to  the  other  parts  of  the  specifica- 
tion, that  the  construction  put  upon  it  by  the  Court  of  Ex- 
chequer is  a  reasonable  and  proper  construction;  and  1 
think,  adverting  to  the  last  clause  of  the  specification,  that 
that  must  be  the  meaning  of  the  word  effect  in  that  clause ; 
and  that,  therefore,  it  would  be  diflicult,  consisWtly  with 
the  rules  of  law,  by  which  an  instrument  must  be  construed 
taking  it  altogether,  to  have  put  another  construction  on 
the  instrument. 

An  objection  was  taken,  arising  out  of  the  form  of  plead- 
ing, by  Mr.  Roupell ;  but  it  does  not  api)ear  to  me  that 
there  is  any  validity  in  that  objection.  The  case  is  of  this 
description.  The  plaintiffs  allowed  the  defendants  to  use 
the  patent,  by  way  of  trial,  for  a  certain  period.  They  did 
use  it  for  that  period,  and  kept  an  account  and  rendered 
that  account.  They  were  allowed  to  make  this  trial  with  a 
view  afterward  of  taking  a  license,  and  paying,  if  they 
thought  proi)er,  a  certain  allowance  for  using  the  patent. 
They  did  not  take  the  license.  They  afterward  continued 
to  use  it.  They  refused  to  render  any  further  account,  in 
consequence  of  which  notice  was  given  to  them  to  discon- 
tinue using  the  i)atent ;  and  after  that  notice  was  served 
upon  them,  it  was  clear,  if  they  continued  the  use  of  the 
patent,  and  they  did,  they  would  be  liable  to  an  action,  and 
liable  also  to  a  proceeding  in  this  court  and  an  injunction. 
For  these  reasons  I  am  of  opinion  that  this  injunction 
ought  to  be  allowed. 

Injunction  revived. 
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CARPENTER  v.  SMITH. 
Exohequer,  Hil.  T.,  1842. 

(9  Mee.  &  W.  800.) 

PuMio  Use.   Mere  Experiments. 

**  Public  use"  is  such  a  use  in  public  as  brings  the  invention  to  the  knowl- 
edge of  others. 

Motion  for  a  new  trial. 

The  action  was  for  infringement,  and  a  verdict  waa  ren- 
dered for  the  defendant  at  the  trial  below,  Mich.  Vac.,  1841. 

Kelly  now  moved  for  a  new  trial,  on  the  ground  of  mis- 
direction. The  rule  of  law  on  this  subject  is  not  so  narrow 
as  it  was  stated  to  be  by  the  learned  judge.  The  mere 
manufacture  or  use  of  an  invention  by  an  individual,  who 
may  himself  have  discovered  it,  even  in  such  a  manner  that 
a  particular  portion  of  the  public  in  his  particular  locality 
may  have  access  to  it,  but  without  its  being  sold  or  brought 
into  the  market,  does  not  constitute  such  a  public  use  or 
exercise  of  that  invention  as  to  prevent  another  person,  who 
does  not  copy  it,  from  afterward  obtaining  a  patent  for  the 
same  principle  (Morgan  ^.  Seaward,  2  ardCy  pp.  262,  419). 
[Aldeeson,  B.  Howj  then,  do  you  get  over  the  case  of  the 
invention  for  which  a  patent  was  avoided  because  it  had 
been  previously  published  in  a  book,  the  principle  being 
that  it  could  be  appropriated  by  anybody,  because  it  had 
already  been  given  to  everybody  ?]  All  that  is  required  by 
the  statute  21  Jac.  I.,  c.  3,  s.  6,  is  that  the  grant  shall  be 
made  "  to  the  first  and  true  inventors  of  such  manufactures 
which  others  at  the  time  of  the  making  of  the  grant  did  not 
use."  The  statute  intended  to  prevent  loss  to  the  inventor 
of  a  useful  instrument,  who  brings  it  into  public  use  and 
exercise,  by  reason  of  the  making  of  a  former  similar  inven- 
tion not  brought  into  practice,  or  the  use  whereof  may  be 
said  to  have  ceased.  [Lord  Abinoer,  C.  B.  By  how  many 
of  the  public  would  you  allow  it  to  be  known,  and  what  are 
the  public?    How  vague  a  rule  you  would  establish  for 
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each  case !  Would  you  say  that  the  use  by  a  particular 
club  would  be  a  use  by  the  public,  or  suppose  the  inventor 
of  a  machine  gives  away  a  hundred  among  his  friends,  and 
they  use  it  ?J  In  Lewis  v.  Marling  (1  ante,  pp.  417,  421)  a 
model  and  a  specification  of  a  machine  similar  to  that  for 
which  the  patent  was  granted  had  been  brought  over  from 
America  and  shown  to  several  i)ersons ;  but  it  was  held 
that  as  no  machine  had  been  manufactured  and  brought 
into  use,  and  as  the  patentee  had  not  seen  that  model  or 
specification,  he  might  still  be  considered  the  inventor.  So 
in  Jones  v.  Pearce  (1  a7iie,  pp.  464,  473),  where  it  was  proved 
for  the  defendant  that  a  Mr.  Strutt  had  constructed  wheels 
similar  in  principle  to  that  of  the  plaintifTs.  Patteson,  J., 
in  summing  up  to  the  jury,  said  that  if  it  api)eared  that  the 
wheel  "  was  used  openly  in  public,  so  that  everybody  might 
see  it,  and  the  plaintiff  had  continued  to  use  the  same  thing 
up  to  the  time  of  taking  out  the  patent,  undoubtedly  that 
would  be  a  ground  to  say  that  the  plaintiff's  invention  was 
not  now. ' '  [ Alderso  n,  B.  That  is  the  very  same  principle 
of  law  as  was  laid  down  by  my  lord  in  the  present  case  ; 
the.only  restriction  I  should  put  upon  it  would  be  that  it 
need  not  appear  that  the  machine  was  used  up  to  the  time 
of  taking  out  the  patent.]  People  would  not  become  ac- 
quainted with  the  principle  of  this  invention  by  passing 
along  the  road,  past  the  gate,  by  thousands ;  and  yet 
thereby  a  person  bona  fide  discovering  it  for  himself,  and 
bringing  it  into  public  use  in  another  part  of  England,  is  to 
be  precluded  from  taking  out  a  patent.  Such  a  construc- 
tion of  the  law  is  surely  too  large. 

Aldekson,  B.  I  think  there  ought  to  be  no  ruie  in  this 
case.  I  have  not  the  least  doubt  that  that  is  the  right  con- 
struction of  the  law  which  my  lord  has  put  upon  it.  Public 
use  means  a  use  in  public,  so  as  to  come  to  the  knowledge 
of  others  than  the  inventor,  as  contradistinguished  from 
the  use  of  it  by  himself  in  his  chamber.  How,  then,  can  it 
be  contended  that  the  lock  which  has  been  used  in  public 
by  Mr.  Davies  for  so  many  years  is  a  new  invention  ?  If 
the  plaintiff's  doctrine  is  correct,  it  would  follow  that  if 
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Mr.  Davies  were  to  change  his  lock  to  another  gate  he 
would  be  liable  to  an  action  for  an  infringement  of  the 
plaintiff's  patent.  The  case  of  Lewis  v.  Marling  went  to 
the  very  extreme  point  of  the  law. 

Gurnet,  B.,  concurred. 

Lord  Abinger,  C.  B.  I  agree  in  thinking  that  there  is 
no  ground  for  disturbing  the  verdict.  I  was  counsel  in  the 
cases  of  Lewis  v.  Marling  and  Jones  v.  Pearce,  and  I  recol- 
lect that  those  cases  proceeded  on  the  ground  of  the  former 
machines  being,  in  truth,  mere  experiments  which  alto- 
gether failed.  The  public  use  and  exercise  of  an  invention 
means  a  use  and  exercise  in  public,  not  by  the  public. 
There  are  some  expressions  in  former  cases  which  were  re- 
ferred to  on  the  trial,  which  rather  leant  toward  Mr.  Kelly's 
argument,  and  I  therefore  thought  it  fit  to  lay  down  the 
rule  of  law  in  the  broad  terms  I  did.  I  have  always  enter- 
tained the  same  opinion  on  the  subject. 

Rule  refused. 


SPILSBURY  V.  CLOUGH. 
Common  Fleas,  Jan.  21,  1842. 

(2  Gale  &  D.  17.) 

Disctaimer  by  Patentee  who  has  Assigned.   Suit  for  Infringe* 
ment  by  Assignees.   Plea  denying  Jfew  Manufactwre. 

The  assignees  of  letters  patent,  in  respect  of  which  a  disclaimer  had  been  en- 
rolled by  a  grantee  who,  at  the  time  of  the  enrolment,  did  not  possess  the  entire 
patent,  held  entitled  to  sue  for  infringement. 

A  grantee  of  letters  patent,  though  having  entirely  parted  with  his  interest, 
may  enter  a  disclaimer. 

A  plea  that  the  invention  was  not,  at  the  time  of  making  the  letters  patent, 
a  new  manufacture  within  this  realm,  hM  bad  for  duplicity. 

It  »eems  that  the  plea  would  have  been  good  if  the  words  of  the  statute 
(21  Jac.  I.,  c.  8,  8.  6)  had  been  pursued. 

Demurrer  to  plea. 

The  action  was  brought  by  Spilsbury  and  Abbott,  for 
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infrmgement  of  letters  patent,  granted  March  33,  1836,  to 
W.  Maugham,  for  certain  improvements  in  the  production 
of  chloride  of  lime  and  certain  other  chemical  substances. 
The  declaration,  after  stating  the  invention  and  the  grant 
in  the  usual  manner,  further  stated  that  Maugham,  by  in- 
denture of  April  16,  1839,  between  himself  of  the  first  part, 
and  the  plaintiffs  respectively  of  the  second  and  third  parts, 
assigned  to  the  plaintiff  Abbott  two  equal  undivided  third 
parts  or  shares  in  the  said  letters  patent  and  in  the  inven- 
tion and  improvements  protected  thereby,  to  hold,  etc.,  for 
his  own  use  and  benefit  absolutely  for  the  residue  of  the 
term  ;  and  that  afterward,  by  another  indenture  of  the 
same  date,  between  Maugham  of  the  one  part  and  the  plain- 
tiflf  Spilsbury  of  the  other  part,  Maugham  assigned  one 
equal  undivided  third  part  or  share  in  the  said  letters  pat- 
ent and  invention  and  improvements  protected  thereby  to 
Spilsbury,  for  his  own  use  and  benefit,  for  the  residue  of 
the  term  ;  and  that  afterward,  on  April  17,  1 839,  Abbott, 
by  indenture  between  himself  of  the  one  part  and  Maugham 
of  the  other  part,  reassigned  to  Maugham  the  said  two 
equal  undivided  third  parts  in  the  said  letters  patent ;  and 
that  afterward  and  while  the  said  Maugham  was  so  pos- 
sessed of  and  interested  in  the  said  two  equal  third  parts  in 
the  said  letters  patent,  as  last  aforesaid,  and  before  the 
committing  of  the  said  grievances  on  November  14,  1838, 
Maugham,  in  pursuance  of  the  act  (5  and  6  Will.  IV.,  c.  83), 
with  the  leave  of  the  Solicitor-General  first  had  and  ob- 
tained, and  certified  by  his  fiat  and  signature,  duly  enrolled 
with  the  clerk  of  the  patents  of  England  a  disclaimer  of  a 
certain  part  of  the  said  invention,  and  a  memorandum  of 
alteration  in  the  specification  of  the  said  letters  patent. 
That  afterward,  on  November  14,  1839,  Maugham,  by  in- 
denture between  himself  and  Abbott,  assigned  the  said  two 
third  parts  back  again  to  Abbott.  The  breaches  were  as- 
signed in  the  usual  form. 

The  defendant  among  other  pleas  pleaded,  fourthly,  that 
the  said  invention  in  the  said  letters  patent  mentioned  was 
not  at  the  time  of  the  making  of  the  said  letters  patent  a 
new  manufacture  within  this  realm,  within  the  true  intent 
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and  meaning  of  the  act  of  Parliament  in  that  case  made  and 
provided. 

To  this  plea  there  was  a  special  demurrer,  assigning  for 
grounds  that  it  does  not  appear  with  certainty  whether  it 
is  intended  in  the  plea  to  dispute  that  the  invention  is  new, 
or  that  it  is  a  manufacture  within  the  meaning  of  the 
statute  ;  and  that  although  in  the  plea  it  is  alleged  that  the 
said  invention  was  not  at  the  time  of  making  the  letters 
patent  a  new  manufacture,  yet  it  is  not  stated,  nor  does  it 
appear  thereby,  whether  the  said  defendant  intends  to  rely 
on  the  fact  that  the  invention  was  at  the  time  of  the  making 
of  the  said  letters  patent  publicly  known,  or  that  the  said 
invention  was  not  new  to  the  inventor ;  and  also  that  the 
plea  attempts  to  put  in  issue  matter  of  law — ^namely, 
whether  the  invention  is  a  manufacture  within  the  meaning 
of  the  statute. 

The  defendant  gave  notice  that  the  declaration  would  be 
objected  to. 

Peter sdorff^  in  support  of  the  demurrer.  The  declaration 
is  good  and  the  action  maintainable.  The  alleged  objec- 
tion, that  Maugham  had  no  right  under  5  and  6  Will.  IV., 
c.  83,  s.  1,  to  make  the  disclaimer,  because  at  the  time  he 
was  not  possessed  of  the  entire  interest  in  the  patent,  but 
of  two  thirds  only,  does  not  properly  arise,  for  the  plain- 
tiffs are  the  parties  in  whom  the  entire  right  to  the  patent 
is  vested.  But  the  disclaimer  was  properly  made,  for  the 
statute  gives  the  power  of  disclaiming  to  '^  any  person  who, 
as  grantee,  assignee  or  otherwise  hath  obtained  letters  pat- 
ent," so  that  Maugham  had  power  to  disclaim  either  in  his 
original  character  of  grantee  or  in  his  subsequent  character 
of  assignee.  As  assignee,  certainly,  he  had  obtained  two 
thirds  only  of  the  patent  at  the  time  of  disclaimer,  but  the 
plaintiffs  have  assented  to  his  act  by  bringing  this  action. 
The  real  question  is  whether  a  party  who  has  not  the  whole 
interest  cannot  disclaim  in  conjunction  with  the  parties 
who  have  the  remainder. 

The  plea  is  bad  for  ambiguity.  It  alleges  that  the  inven- 
tion was  not  a  new  manufacture  within  this  realm,  within 
the  meaning  of  the  statute  ;  so  that  it  is  doubtful  whether 
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the  defendant  means  to  contest  the  novelty  of  the  invention 
or  that  it  was  a  manufacture. 

Cleashy^  contra.  The  declaration  shows  no  right  of 
action ;  for  Maugham,  at  the  time  of  disclaimer,  was  pos- 
sessed of  two  thirds  only  of  the  patent.  The  circumstance 
of  his  having  been  the  original  grantee  is  immaterial.  The 
words  of  the  statute  are,  as  ^'  grantee,  assignee  or  other- 
wise." [Coleridge,  J.  What  is  the  meaning  of  the  word 
assignee  ?J  It  may  mean  the  assignee  of  a  foreign  patent. 
[Coleridge,  J.  The  assignee  may  be  said  to  have  obtained 
the  patent  from  the  grantee.]  But  then  a  person  who  has 
a  right  to  a  part  of  a  i)atent  cannot  disclaim.  It  is  not 
probable  that  the  legislature  intended  anything  so  unreason- 
able as  that  the  original  grantee  should,  at  any  time  after 
he  has  parted  with  his  interest,  have  the  power  of  affecting 
the  patent ;  and  the  phrase  "  obtained  letters  patent"  in 
the  statute  clearly  means  possessed  of  letters  patent.  If 
the  concurrence  of  other  part  owners  in  the  patent  would 
qualify  Maugham  to  enter  the  disclaimer,  their  concurrence 
should  have  been  averred. 

The  plea  is  good.  If  it  is  bad,  it  is  bad  for  duplicity ; 
and  it  has  not  been  demurred  to  on  that  ground.  The  plea 
alleges  distinctly  that  the  invention  was  not  a  new  manu- 
facture within  the  statute  of  James.  There  is  no  ambiguity 
in  that  allegation,  though  it  may  be  objected  to  as  double, 
inasmuch  as  it  denies  that  the  invention  is  new  and  that  it 
is  within  the  statute.  But  the  plea  is,  in  truth,  not  double  ; 
for  the  allegation  is  one  connected  projHJsition,  containing 
a  single  defence,  to  which  both  the  statements  involved  in 
the  allegation  are  necessary.  Such  a  mode  of  pleading  is 
good. 

Patteson,  J.  ^^ Obtained"  cannot  very  well  be  taken 
merely  to  mean  "  possessed,"  in  the  statute  5  and  6  Will. 
IV.,  for  in  the  second  section  provision  is  made  for  allowing 
a  party  who  has  obtained  a  patent  for  something,  of  which 
it  turns  out  he  was  not  the  first  inventor,  to  petition  for  a 
confirmation  of  the  patent ;  in  that  section  the  person 
spoken  of  as  having  obtained  the  patent  is  clearly  the  orig- 
inal grantee. 


• 
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WiGHTMAN,  J.  The  plea  does  not  follow  the  words  of 
the  sixth  section  of  the  statute  of  James,  which  makes  a 
reservation  in  favor  of  letters  patent  heretofore  made,  of 
the  sole  working  or  making  of  any  manner  of  new  manu- 
facture vdthin  this  reahn. 

Petersdorff^  in  reply.  The  question  how  far  an  assignee 
who  had  been  grantee  may  disclaim  does  not  arise,  because 
in  this  case  the  disclaimer  was  by  the  grantee.  There  is 
nothing  in  the  act  to  intimate  that  a  party  entering  a  dis- 
claimer should  have  any  present  interest.  The  plea  is  un- 
certain. It  would  be  difficult  in  advising  on  evidence  to 
say  what  defence  the  plaintiff  must  be  prepared  to  meet. 

Lord  Denman,  C.  J.  The  first  question  is  whether  the 
declaration  is  good.  The  disclaimer  is  stated  to  be  by  the 
grantee  of  the  letters  patent  at  a  time  when  he  had  not  the 
entire  interest  in  them.  I  think  he  faUs  within  the  de- 
scription given  in  the  statute  of  the  person  who  may  enter 
a  disclaimer,  and  that  the  declaration  is  good.  Any  incon- 
venience which  might  arise  from  such  a  power  may  be  ob- 
viated by  the  exercise  of  the  discretion  conferred  upon  the 
Attorney  and  Solicitor-General,  who  will,  before  they  grant 
leave  for  that  purpose,  take  cognizance  of  the  name  in 
which  permission  is  given. 

The  second  question  is  on  the  goodness  of  the  fourth 
plea.  Suppose  the  words  of  the  statute  had  been  followed  ; 
then,  I  think,  it  would  have  fallen  within  the  rule  which 
allows  of  a  complicated  proposition  being  pleaded  though 
consisting  of  several  facts.  But  the  words  of  the  statute 
are  not  followed,  which  are,  "  the  sole  working  or  making 
of  any  manner  of  new  manufactures  within  this  realm  ;' ' 
and  therefore,  being  used  in  the  ordinary  sense,  it  is  left 
doubtful  whether  the  objection  is  that  the  invention  is  not 
new,  or  that  it  is  not  a  manufacture  within  the  statute 
(21  Jac.  I. ,  c.  8).  That  is  clearly  not  a  complicated  proposi- 
tion, but  two  propositions  ;  and  therefore  the  plea  is  bad. 

Patteson,  J.  I  cannot  read  the  first  section  of  Stat. 
6  and  6  Will.  IV.,  c.  83,  without  being  cx)nvinced  that  the 
word  "  obtain"  refers  to  the  act  of  applying  for  and  obtain- 
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ing  from  the  Crown  a  grant  of  letters  patent,  though  at  the 
same  time  I  do  not  understand  the  words  "  assignee  or 
otherwise."  It  is  indeed  argued  that  the  word  "  obtain" 
may  mean  "get  into  his  possession,"  through  any  other 
channel ;  but  looking  to  the  second  section  we  find  the 
same  word,  and  there  it  is  clear  that  it  has  the  meaning 
which  I  attach  to  it ;  for  it  mentions  any  person  who  shall 
have  obtained  letters  patent  for  any  invention  being  found 
'  to  be  not  the  first  inventor  thereof,  and  gives  power  to  him 
or  his  assigns  to  i)etition  the  Crown.  And  I  do  not  see  why 
the  same  sense  should  not  be  attributed  to  it  in  the  first 
which  it  obviously  has  in  the  second  section.  Therefore,  if 
the  grantee  has  entirely  parted  with  his  interest,  I  think 
he  would  be  a  proper  i)erson  to  enter  a  disclaimer,  if  the 
Attorney  or  Solicitor-General,  whose  i)ermission  is  made 
necessary,  should  think  proper  to  allow  it.  But  this  decla- 
ration shows  that  the  original  grantee  had  reconveyed  to  him 
two  thirds  of  the  interest  in  the  patent,  whether  coUusively 
or  not  is  not  now  a  question. 

As  to  the  fourth  plea,  I  thought  at  first  that  it  contained 
one  connected  proposition,  but  the  words  ^ '  within  this 
realm"  apply  to  the  working  or  making  of  the  manufac- 
ture ;  and  the  words  of  the  statute  are  not  strictly  pursued. 
I  think  the  plea  is  ambiguous,  and  that  the  plaintiflf  might 
be  put  in  a  difficulty  how  to  meet  it. 

Coleridge,  J.  I  am  of  opinion  that  the  declaration  is 
good.  The  words  of  the  statute  extend  to  what  has  been 
done  in  this  case  ;  and  the  disclaimer  has  been  made  by  the 
party  who  has  obtained  it  within  the  meaning  of  the  statute. 
The  words  *'  assignee  or  otherwise"  may  be  reconciled  with 
our  construction,  "that  the  person  who  has  obtained" 
means  the  original  grantee,  for  the  words  "assignee  or 
otherwise"  may  apply  to  a  foreign  invention,  of  which  a 
party  in  this  country  may  become  the  assignee,  and  be  the 
first  to  obtain  an  English  patent  for  it.  The  inconvenience 
which  would  result  from  allowing  a  person  who  has  parted 
with  his  right  to  enter  a  disclaimer  without  any  restriction  is 
obviated  by  the  provisions  with  respect  to  the  caveat  and  by 
the  control  to  which  it  is  subjected  of  the  officers  of  the  Crown. 


9M  ENGLISH  PATENT  CASES.  [1842. 

The  fourth  plea  is  substantially  defective  ;  a  person  asked 
to  advise  upon  the  evidence  to  rebut  it  would  be  in  doubt 
as  to  the  point  to  which  it  should  be  directed. 

WiGHTMAN,  J.  It  is  only  by  a  forced  construction  that 
the  word  ^*  obtain"  could  be  construed  to  apply  to  any 
other  person  than  the  person  to  whom  originally  the  letters 
were  granted  by  the  Crown.  The  argument  ab  incon- 
renienti  is  answered  by  a  reference  to  the  provisos  in  the 
first  section. 

If  the  fourth  plea  had  omitted  the  words  "  within  this 
realm,''  it  might  have  been  good ;  but  as  it  stands,  it  ap- 
plies those  words  to  the  invention,  whereas  the  act  applies 
them  to  the  working  or  making. 

Judgment  for  the  plaintiff. 


AssiONHEKT. — Act  of  Parliament  authorizing  assignment  is  of  a  private 
nature,  the  only  effect  of  declaring  it  public  being  to  make  it  subject  to  Judicial 
notice.  Hesse  v,  Stevenson,  1  arUe^  121.  Effect  of  assignment  by  patentee 
in  bankruptcy.  Blozam  9.  Elsee,  1  ante,  876.  Construction  as  to  transfer  of 
title  in  assignment  of  patent  right.    Cartwright  v.  Amatt,  1  <jmU,  110. 

Disclaimer.— Under  Stat.  5  and  0  W^ill.  IV.,  c.  88,  patentee  may  disclaim 
part  of  his  invention  after  verdict  adverse  to  validity  of  patent,  and  thus  preserve 
new  and  useful  parts  of  invention.  Morgan  t.  8eav7ard,  2  arUe,  419.  Where 
patent  is  originally  voidable  under  statute,  by  filing  disclaimer  of  part  of  inven- 
tion, the  act  has  not  a  retrospective  operation  so  as  to  make  a  party  liable  for 
an  infringement  of  the  patent  committed  prior  to  time  of  entering  such  dis- 
claimer.   Perzy  v.  Skinner,  2  arUe^  454. 


QUEEN  tj.  WALTON. 
Queen's  Bench,  Hil.  V.,  Feb.  5,  1842. 

(2Q.  B.,  Ad.  &E.,969.) 

Scire  Facias  to  repeal  Patent,   BUZ  of  Particulars, 

On  scire  facias  to  repeal  a  patent,  the  prosecutor  having,  while  the  record 
was  in  Chancery,  filed  notice  of  objections,  under  statute  5  and  6  Will.  lY., 
c.  88,  8.  5,  namely,  that  other  persons  than  the  patentee  had  used  the  invention 
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in  England  before  grant  of  the  patent,  the  Court  of  Queen's  Bench  refused,  on 
motion  after  proceedings  were  brought  therein,  to  order  delivery  of  a  particular 
stating  the  names  and  addresses  of  such  persons. 

Rule  to  show  cause  why  a  prosecutor  in  a  scire  facias  to 
repeal  a  patent  should  not  deliver  particulars. 

James  Walton  having  obtained  a  patent  for  improvements 
in  cards  for  carding  wool,  cotton,  silk,  etc. ,  which  patent  is 
described  in  Walton  v.  Potter,  p.  162,  proceedings  in  scire 
facias  were  instituted  in  the  Petty  Bag  Office  of  the  Court 
of  Chancery  for  a  repeal  of  such  patent.  The  scire  facias 
and  declaration  stated  that  the  supposed  invention  was  not 
a  new  invention  as  to  the  public  use  thereof  in  England, 
and  that,  before  the  letters  patent  were  granted  to  defend- 
ant, part  of  the  invention  had  been  used  by  others  in  Eng- 
land. The  prosecutor  also  filed  a  notice  of  the  objections, 
pursuant  to  statute  5  and  6  Will.  IV.,  c.  83,  s.  6,  stating 
that  before  the  granting  of  defendant's  patent,  a  patent 
comprehending  part  of  the  invention  claimed  by  him  had 
been  granted  to  one  Thomas  Hancock.  (For  Hancock's 
patent  see  Walton  v.  Potter  above. )  Neither  the  declara- 
tion nor  the  objections  si)ecified  the  name  of  any  person 
supposed  to  have  used  such  part  of  the  invention.  The  de- 
fendant applied  to  the  Master  of  Rolls  for  an  order  upon 
the  prosecutors  to  deliver  a  particular  of  such  names,  but 
the  order  was  refused.  The  record  was  brought  into  this 
court. 

Kelly  obtained  a  rule  calling  on  the  prosecutor  to  show 
cause  *^  why  he  should  not  deliver  to  the  attorney  or  agent 
for  the  defendant  a  statement  in  writing  containing  the 
names  and  places  of  abode  of  the  persons  whom  he  intends, 
upon  the  trial  of  this  cause,  to  prove  have  manufactured  or 
used  the  invention  for  which  the  letters  patent  in  the  plead- 
ings in  this  cause  mentioned  were  granted  to  the  defendant ; 
or  why,  in  default  thereof,  the  said  prosecutor  should  not 
be  precluded  from  giving  evidence  of  such  prior  manufac- 
ture or  use."  He  moved  on  affidavit  stating  the  above 
facts,  and  that  the  defendant  had  no  other  means  of  gaining 
the  information  required,   and  was   in  danger  of   being 


m  ENGLISH  PATENT  CASES.  [Id42. 

taken  by  surprise  at  the  trial,  unless  the  particulars  were 
ordered, 

FolUtt^  SolicUor-Oeneral^  showed  cause.  He  urged  the 
refusal  of  the  Majster  of  the  Bolls,  and  contended  that  the 
prosecutor  had,  in  his  notice  filed  in  Chancery,  given  the 
information  required  by  the  statute  by  stating  the  nature 
of  his  objection,  and  was  not  bound,  in  addition,  to  furnish 
names. 

KeUy  and  Addison  stated  that  similar  rules  had  been 
granted  by  the  Court  of  Common  Pleas  in  former  patent 
cases. 

Lord  Denman,  C.  J.  On  the  application  of  Mr.  Kelly 
for  a  i)articular  in  this  case,  we  agree  with  the  Master  of 
the  Rolls  rather  than  with  the  Court  of  Common  Pleas,  and 
think  that  the  particular  should  not  be  ordered. 

Rule  discharged. 

The  trial  of  the  scire  facias  is  reported,  postj  Trin.  V.,  1842. 


BROWN  V.  ANNANDALE. 
House  of  Lords,  Feb.  25,  1842. 

(1  Web.  P.  C.  438.) 

Prior  Public  Use,   Invention  Patented  for  ScoUand. 

The  public  use  of  an  invention  in  England,  prior  to  the  date  of  letters  patent 
for  Scotland,  will  invalidate  such  letters  patent. 

It  seems  that  the  use  of  an  invention  in  any  of  the  oolonies  abroad  would  in- 
validate subsequent  letters  patent  for  England. 

Appeal  from  the  Court  of  Session  of  Scotland. 

The  appellant  had  obtained  letters  patent  under  the  seal 
appointed  by  the  Treaty  of  Union  to  be  used  in  place  of  the 
great  seal  of  Scotland,  on  a  warrant  under  the  sign  manual, 
dated  at  St.  James',  January  26,  1836,  and  written  to  the 
seal  registered  and  sealed  at  Edinburgh,  February  4,  1836, 
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for  **  a  certain  improvement  or  certain  improvements  in  the 
making  or  manufacturing  of  paper." 

The  specification  was  enrolled  in  the  Chancellory  of  Scot- 
land, January  4, 1836. 

The  appellant  (the  pursuer  in  the  court  below)  applied  to 
the  Court  of  Session  for  8U8i)ension  and  interdict  against 
the  respondents  (the  defenders  in  the  court  below),  in  using 
certain  machinery  in  the  manufacture  of  paper.  The  re- 
spondents, in  their  answers  to  the  note  of  suspension,  de- 
nied that  the  machinery  complained  of  was  substantially 
the  same  as  that  described  in  the  specification  ;  and  stated 
further  that  the  letters  patent  were  void,  because  the  alleged 
invention  was  not  new,  having  been  known  and  publicly 
used  and  practised  both  in  England  and  Scotland  before  the 
date  of  the  patent. 

The  note  of  susi)ension  and  interdict  was  then  merely 
passed  to  try  the  two  questions,  of  the  infringement  and 
the  validity  of  the  patent ;  the  interdict  was  not  pressed. 

The  apx)ellant  then  instituted  a  summons  for  damages ; 
in  answer  to  which  the  defendants,  as  before,  denied  the 
infringement ;  also  the  validity  of  the  patent  on  the  ground 
that  the  invention  was  not  new,  having  been  known  and 
publicly  used  both  in  England  and  Scotland  prior  to  the 
patent. 

The  above  two  processes  having  been  (according  to  the 
practice  of  the  Scotch  courts)  conjoined  by  interlocutor,  a 
record  was  made  up  and  certain  admissions  and  issues  were 
agreed  to. 

The  issues  came  to  be  tried  before  Lord  Mackenzie,  one 
of  the  judges  of  the  First  Division  of  the  Court  of  Session, 
and  a  jury,  on  May  14  and  16, 1841 ;  and  after  the  evidence 
on  the  pursuer's  part  had  been  concluded,  the  counsel  for 
the  defenders,  in  his  address  to  the  jury,  stated  that  it 
would  be  a  part  of  the  defenders'  case  to  bring  evidence  to 
prove,  inter  alia,  his  averment  on  the  record,  that  the  in- 
vention si)ecified  by  the  pursuer  had  been  publicly  used  in 
England  before  the  date  of  his  patent.  Whereupon  the 
admissibility  of  any  such  evidence  was  objected  to  by  the 
pursuer's  counsel  on  the  ground  that  previous  public  use 
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of  the  invention  in  England  was  not  a  ground  for  invali- 
dating the  pursuer's  patent  for  Scotland.  Lord  Mackenzie 
overruled  the  objection,  and  decided  that  the  evidence  was 
admissible,  as  proving  a  ground  of  the  invalidity  of  the 
patent.  Against  this  judgment  the  counsel  for  the  pursuer 
excepted,  and  lodged  the  following  minute  : 

'^  Li  respect  of  the  opinion  of  the  judge  that  the  use  and 
practice  averred  as  to  England  is  competent  in  evidence  to 
establish  the  first  issue  for  the  defenders,  the  pursuer  ad- 
mits that  the  verdict  must,  in  point  of  fact,  go  on  that  first 
issue  for  the  defenders,  subject  to  exception  to  the  opinion 
of  the  judge  ;  the  pursuer  admitting  that,  if  the  above  point 
of  law  is  decided  against  him,  the  defenders  are  entitled  to 
judgment  in  the  cause." 

Upon  which  the  jury,  "  In  respect  of  the  matters  proven 
before  them,  and  of  the  minute  of  the  counsel  for  the  pur- 
suer, find  for  the  defenders  on  the  first  issue." 

The  bill  of  exceptions  came  to  be  argued  before  their 
lordships  of  the  First  Division  of  the  Court  of  Session, 
when,  on  July  8,  1841,  they  pronounced  the  following  inter- 
locutor :  "  The  lords,  having  heard  counsel  for  the  parties, 
disallow  this  bill  of  exceptions." 

The  above  decision  in  favor  of  the  defenders  was  further 
carried  out  by  the  following  additional  interlocutor  or  de- 
cree :  **  The  lords,  in  respect  of  the  verdict  of  the  jury  in 
this  cause,  apply  the  same  ;  and  in  the  process  of  suspen- 
sion and  interdict,  find  the  letters  orderly  proceeded,  and 
dismiss  the  suspension  ;  and  in  the  action  of  declarator  and 
damages,  assoilzie  the  defenders  from  the  conclusions  of 
the  summons  and  decern ;  find  the  defenders  entitled  to 
expenses  in  the  said  conjoined  actions,  and  remit  the 
accounts  when  lodged  to  the  auditor  to  tax  and  report." 

Against  the  above  two  interlocutors  the  api)ellant  (the 
pursuer  below)  brought  the  present  appeal,  praying  that 
their  lordships  would  be  pleased  to  reverse,  vary  or  alter 
the  same,  or  that  he  might  have  such  relief  in  the  premises 
as  to  their  lordships  should  seem  meet,  and  for  the  two 
following  reasons : 

1.  There  is  no  communication  of  rights  under  patents  for 
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inventions  between  the  subjects  of  the  two  parts  of  the 
United  Kingdom,  and  therefore  the  fact  that  the  improve- 
ment invented  by  the  appellant  in  Scotland  had  been 
previously  used  in  England,"  is  not  a  ground  in  law  for  inval- 
idating the  patent  for  Scotland.  The  power  of  the  Crown  in 
Scotland  to  grant  exclusive  privileges  in  respect  of  new  in- 
ventions is  not  given  by  any  statute,  but  is  founded  on  the 
immemorial  usage  of  the  Crown  and  the  acquiescence  of 
the  nation.  The  attempts  made  to  stretch  this  prerogative 
beyond  its  just  limits  gave  rise  to  the  Act  of  Monopolies 
(Acts  of  Charles  I.,  1641),  which  was  declaratory  of  the 
principles  of  the  common  law,  but  left  the  prerogative  of 
the  Crown  untouched.  The  terms  of  the  Scotch  patents 
varied,  some  being  for  thirteen,  others  for  twenty-one  years  ; 
since  the  union,  the  term  prescribed  by  the  Statute  of  Mo- 
nopolies for  England  has  also  been  adopted  for  the  Scotch 
patents  (Act  of  1693,  c.  12),  but  there  is  nothing  to  limit  it 
to  this. 

The  grants  and  the  extent  of  the  rights  thereby  conferred 
are  as  distinct  since  the  union  as  before,  each  being  confined 
to  its  own  country ;  and  in  this  respect  each  part  of  the 
United  Kingdom  must  be  considered  as  a  distinct,  separate 
and  independent  country  and  jurisdiction  relatively  to  the 
other ;  for  were  it  not  so,  but  the  kingdoms  of  England  and 
Scotland  are  to  be  considered  as  but  one  country,  all  rights 
of  patents  for  inventions  should  be  co-extensive  and  equally 
eflPectual  in.  both  parts  of  the  United  Kingdom,  a  conclusion 
directly  at  variance  with  the  acknowledged  fact,  since  the 
patent  for  each  country  is  strictly  confined  to  that  country  ; 
the  freedom  and  intercourse  of  trade  referred  to  in  the 
Articles  of  Union  do  not  extend  to  such  rights  as  patents 
in  either  country.  Patents  for  invention  are  not  the  only 
rights  as  to  which  a  similar  distinction  exists  respecting  the 
rights  of  trade,  since  by  the  Scottish  statute  in  favor  of  the 
royal  burghs,  the  exclusive  right  of  importing  all  foreign 
commodities  for  sale  is  conferred  on  the  merchant-freemen 
of  the  royal  burghs  ;  and  according  to  the  legal  construc- 
tion of  that  statute,  the  word  "foreign"  must  apply  to 
England.     But  the  case  as  to  the  rights  under  letters  patent 
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for  inventions  is  much  stronger ;  for  letters  patent  are,  in 
their  nature,  matters  of  private  right,  constituted  by  grant 
ex  speciali  gratia  on  the  part  of  the  Crown,  and  accord- 
ingly pass  in  Scotland  under  the  seal  appointed  by  article 
24  of  the  Treatv  of  Union,  to  be  kept  and  used  in  Scotland 
in  all  things  relating  to  private  rights  or  grants  which  have 
usually  passed  under  the  great  seal  of  Scotland,  and  which 
only  concern  offices,  grants,  commissions  and  private  rights 
within  that  kingdom.  Further,  letters  patent  are  accom- 
panied by  no  interchange  of  rights  and  privileges  between 
the  subjects  of  the  two  parts  of  the  United  Kingdom,  but 
letters  patent  for  one  country  are  entirely  confined  thereto, 
and  have  no  effect  whatever  in  the  other.  But  except  in 
regard  to  such  privileges  and  advantages  of  trade  and  com- 
merce, as  to  which  it  was  provided  by  the  Treaty  of  Union 
that  there  should  be  full  freedom  and  intercourse  between 
the  subjects  of  the  United  Kingdom,  and  for  the  regulation 
of  which  the  laws  were  after  the  union  to  be  the  same  in 
Scotland  as  in  England,  article  18  of  the  Treaty  of  Union 
expressly  declares  "  that  all  other  laws  in  use  within  the 
kingdom  of  Scotland  do,  after  the  union,  remain  in  the 
same  force  as  before." 

It  would  appear  to  foUow,  therefore,  that  all  questions 
touching  the  validity  of  letters  patent  for  Scotland  must  be 
tried  and  determined  according  to  the  law  of  that  country 
alone,  and  without  reference  to  the  legal  condition  of  the 
subject-matter  of  such  letters  patent  as  to  freedom  or  re- 
striction in  England,  or  any  other  country.  The  general 
requisites  of  the  law  of  Scotland  with  resi)ect  to  letters 
patent  are  the  same  as  of  the  law  of  England,  except  as  re- 
gards the  limits  of  their  respective  jurisdictions ;  but  in 
applying  those  requisites,  the  matter  must  be  considered 
solely  with  reference  to  the  validity  of  letters  patent  in 
Scotland  and  the  effects  of  rights  arising  under  them  in 
that  country,  just  as  if  England  had  no  connection  with  it. 

2.  Because,  according  to  the  just  construction  and  true 
meaning  of  the  letters  patent  granted  to  the  appellant  in 
Scotland,  the  requisite  as  to  the  novelty  of  the  improve- 
xnent  is  that  it  was  invented  in  Scotland  by  the  appellant ; 
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and  there  is  no  condition,  expressed  or  implied,  that  the 
mere  circumstance  of  its  having  been  previously  known  or 
used  in  England  should  infer  a  nullity  of  the  patent. 

The  parts  of  the  letters  patent  material  to  advert  to  are 
the  following :  First,  the  recital  of  the  petition,  which, 
having  stated  the  invention  by  the  appellant,  proceeded  as 
follows  :  "  Quam  inventionem  credit  pro  general!  beneficio 
et  commodo  futuram  esse,  dictam  inventionem  novam  esse 
et  hand  unquam  ante  hoc  f actitatam  aut  usitatam  f uisse  per 
uUam  aliam  personam  aut  personas  quascunque  intra  hee 
regna  ut  intelligit  et  credit."  Then  follows  the  prayer  for 
the  grant  of  the  letters  patent :  "  Intra  illam  partem  Begni 
nostri  Uniti  Magnse  Britannise  et  Hibemise  Scotiam  vocatam 
pro  termino  quatuordecim  annorum,  secundum  statutum  in 
eo  casu  factum  et  pro  visum."  The  letters  patent  then  pro- 
ceed, in  the  usual  form,  to  make  the  grant  in  the  terms  of 
the  prayer :  **  Pro  et  durante  termino  annorum  in  prsBsen- 
tibus  mentionato,  tenend.  et  habend.,  etc.,  pro  et  durante 
spatio  quatuordecim  annorum  et  usque  ad  plenum  exitum 
et  terminum  eorum  a  data  prsesentium  proxime  et  imme- 
diate insequent."  The  letters  patent  then  contain  the  pro- 
hibitory part,  and  the  following  among  other  provisos : 
**  Proviso  semper,  etc.,  dictam  inventionem  quoad  publicum 
ejus,  in  Ula  parte  Regni  nostri  Uniti  Scotia  vocata,  usum 
et  exercitum  non  esse  novam  inventionem  vel  a  dicto  Jacobo 
Brown  ut  praedicitur  non  esse  inventam." 

The  statute  referred  to  in  the  petition  is  the  English 
Statute  of  Monopolies  (21  Jac.  I.,  c.  3) ;  but  no  conclusion 
can  be  drawn  from  this  circumstance  inconsistent  with  the 
appellant's  argument  as  to  the  foundation  of  the  law  of 
patents  in  Scotland;  for  in  the  dispositive  or  granting 
clause,  as  well  as  in  the  tenendum^  the  limitation  is  simply 
pro  et  durante  spatio  quatuordecim  anruyrum  a  dato  prce- 
sentium^  without  any  reference  to  the  statute  ;  whereas,  in 
the  form  of  letters  patent  for  England,  the  tenendum  con- 
tains there  also  the  words  "  according  to  the  statute  in  such 
case  made  and  provided ;"  whether  with  reference  to  the 
term  of  years  only,  or  generally  to  the  authority  on  which 
the  grant  proceeds,  may  be  doubted ;  but  the  latter  con- 
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struction,  if  the  trae  one,  affords  a  strong  illustration  of 
the  difference  between  an  English  and  a  Scotch  patent,  in 
regard  to  the  foundation  of  the  authority  of  the  Crown  in 
the  two  cases. 

The  insertion  of  the  words  iTvtra  Tim  regna^  so  far  as  ap- 
plicable to  other  portions  of  the  United  Kingdom  different 
from  Scotland,  though  perfectly  consistent  with  the  fact  as 
regards  the  knowledge  and  belief  of  the  appellant  at  the 
time,  is  superfluous  and  immaterial.  And  it  appears  on 
se^arching  the  register  of  patents,  granted  for  Scotland  dur- 
ing the  last  two  years,  the  petition  states  the  invention  not 
to  have  been  used  in  Scotland,  according  to  the  petitioner's 
knowledge  and  belief.  And  the  proviso  declares  the  grant 
to  be  void,  in  case  it  shall  not  be  new  within  Scotland. 

The  court  below  has  found  that  the  simple  fact  of  the  in- 
vention having  been  used  before  in  England  is  sufficient  in 
law  to  render  the  grant  void.  There  is  no  statement  as  to 
any  previous  use  in  Scotland ;  had  this  existed,  the  ques- 
tion would  have  arisen  as  to  how  far  a  misrepresentation  in 
the  petition  in  this  particular  would  vitiate  a  grant,  even 
supposing  the  invention  to  have  been  first  introduced  into 
Scotland  by  the  party  obtaining  the  grant.  But  this  ques- 
tion does  not  arise. 

The  first  condition  of  validity  contained  in  the  proviso  is 
that  the  said  invention  be  new  as  to  the  public  use  and  ex- 
ercise thereof  within  that  part  of  the  United  Kingdom  called 
Scotland.  Without  relying  on  the  words  '^  public  use  and 
exercise,"  it  is  clear  that  a  thing  invented  in  Scotland  is  a 
new  invention  in  that  country,  although  it  had  been  pre- 
viously invented  and  used  in  England.  Under  these  cir- 
cumstances the  invention  in  Scotland,  though  not  absolutely 
with  reference  to  all  the  world  the  first  invention,  yet  with 
reference  to  Scotland  is  a  new  invention.  And  this  com- 
pletely satisfies  the  condition  of  the  patent,  which  only 
requires  that  the  invention  should  be  a  new  invention  in  Scot- 
land. This  view  is  supported  by  the  words  of  the  statute 
of  James,  which  declares  that  patents  shall  be  valid  "  of 
the  sole  working  or  making  of  any  manner  of  new  manu- 
facture within  this  realm  to  the  true  and  first  inventor  or 
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inventors  of  such  manufactures,  which  others  at  the  time 
of  making  such  letters  patent  and  grant  shall  not  use ;" 
upon  which  it  was  held,  in  an  early  case  (Edgeberry 
V.  Stephens,  1  antey  p.  6),  that  letters  patent  for  a  thing 
practised  in  foreign  parts,  but  granted  to  the  person  who 
introduced  it  into  England,  were  valid. 

The  second  requisite  in  the  proviso  is  that  the  said  in- 
vention shall  have  been  invented  by  the  said  Brown.  But 
if  truly  invented  by  him,  which  fact  is  not  brought  into 
dispute,  the  fact  of  its  having  been  previously  invented  by 
another  in  England  is  clearly  in-elevant.  The  same  thing 
may  have  been  found  out  by  two  persons  in  different  coun- 
tries simultaneously,  or  at  different  times,  or  an  art  formerly 
practised  may  have  been  lost,  or  a  machine  well  known  and 
used  in  another  country  wholly  unknown  here  ;  surely  any 
person  who,  by  the  application  of  the  powers  of  his  own 
mind,  shall  restore  the  one  or  invent  the  other,  is  not  the 
less  entitled  to  the  character  of  an  inventor  than  he  would 
have  been  if  the  art  referred  to  had  never  been  before  known 
or  the  machine  used  elsewhere.  And  the  advantages  re- 
sulting to  the  inhabitants  of  Scotland  from  the  invention 
are  not  lessened  by  the  circumstance  of  its  having  been 
practised  elsewhere  before. 

The  court  below  were  influenced  in  their  decision  by  the 
case  of  Roebuck  v.  Stirling  (1  aTife,  p.  12),  for  when  the  bill 
of  exceptions  came  to  be  advised  nothing  more  was  said  by 
any  of  the  judges  than  that  the  case  was  a  direct  precedent, 
and  that  they  were  bound  to  decide  accordingly.  But  that 
case  differed  from  the  present  in  various  essential  particu- 
lars, for  the  evidence  was  sufficient  to  establish  the  fact  of 
previous  user  in  Scotland,  and  this  user  was  strongly  in- 
sisted oh  ;  also  it  was  admitted  that  the  invention  had  been 
practised  by  the  patentees  in  secret  many  years  before  the 
patent,  which  circumstance  was  alone  sufficient  to  vitiate 
the  patent.  The  House  of  Lords  in  that  case  did  not  pro- 
ceed on  the  one  ground  of  the  manufacture  having  been 
previously  known  and  practised  in  England. 

The  respondents'  case  stated  evidence  of  the  prior  public 
use  of  a  manufacture  or  machine  in  England  to  be  admis- 
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sible  to  establish  the  invalidity  of  a  patent  in  Scotland 
for  the  same  manufactore  or  machine,  on  the  following 
grounds: 

The  appellant  obtained  his  patent  on  the  statement  that 
he  was  the  first  and  true  inventor  of  his  alleged  improve- 
ments, and  that  the  same  had  not  been  used  by  any  other 
person  at  the  time  of  making  the  letters  patent. 

The  Scotch  statute  (Acts  of  Charles  I.,  1641)  and  the 
declaratory  act  (21  Jac.  L ,  c.  3)  settled  the  law  as  to  the 
extent  of  the  royal  prerogative,  and  since  the  union  of  the 
two  kingdoms  the  same  law  in  regard  to  trade  and  patents 
has  prevailed  in  both.  For  by  article  6  of  the  Treaty  of 
Union  it  is  expressly  declared  ''  that  all  parts  of  the  United 
Kingdom  forever  from  and  after  the  union  shall  have  the 
same  allowances,  encouragements  and  drawbacks,  and  be 
under  the  same  prohibitions,  restrictions  and  regulations  of 
trade,  and  liable  to  the  same  customs  and  duties  on  import 
and  export ;  and  that  the  allowances,  encouragements  and 
drawbacks,  prohibitions  and  restrictions  and  regulations  of 
trade,  and  the  customs  and  duties  on  import  and  export, 
settled  in  England  when  the  union  commences,  shall,  from 
and  after  the  union,  take  place  throughout  the  whole 
United  Kingdom."  And  by  article  25  it  is  enacted  and  de- 
clared ^'  that  all  laws  and  statutes  in  either  kingdom,  so  far 
as  they  were  contrary  to  the  Articles  of  Union,  were  to. 
cease  and  become  void."  Thus  there  can  now  be  no  mo- 
nopoly in  relation  to  trade  in  England  which  would  not  oper- 
ate also  as  a  monopoly  in  relation  to  trade  in  Scotland.  The 
laws  regulating  the  trade  of  Great  Britain  are  the  same,  and 
though  when  exclusive  privileges  are  granted  by  the  sover- 
eign the  forms  necessary  to  be  adopted  in  the  two  portions 
of  the  United  Kingdom  may  vary,  the  law  is  nevertheless 
the  same  in  both.  And  the  prior  use  of  a  manufacture  in 
any  part  of  the  United  Kingdom  must,  therefore,  render 
the  exclusive  privilege  meant  to  be  conferred  by  a  {latent  of 
no  avail  anywhere  within  the  limits  of  the  United  Healm 
or  Kingdom. 

Since  the  union  there  is  but  one  realm,  Great  Britain ; 
one  sovereign,  to  whom  alone  the  subjects  of  Great  Britain 
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owe  allegiance,  though  the  oath  of  allegiance  may  by  law 
still  be  administered  before  the  ancient  judicial  tribunals  of 
the  two  kingdoms  ;  and  in  matters  relating  to  the  encour- 
agements, prohibitions,  restrictions  and  regulations  of  trade, 
there  is  but  one  law.  The  English  statute  of  James  is  as 
much  part  and  parcel  of  the  law  of  Scotland  as  the  act  rati- 
fying the  Treaty  of  Union.  A  different  interpretation 
would  lead  to  the  most  injurious  and  anomalous  results. 
On  one  side  of  the  Tweed  a  particular  plough  may  have 
been  long  in  common  use,  and  not  on  the  other :  is  it  con- 
sistent with  the  spirit  or  letter  of  the  Treaty  of  Union  that 
the  lieges  on  both  sides  of  the  Tweed  should  not  have  the 
same  protection  in  the  use  of  the  plough  i 

England  and  Scotland  are  no  longer  foreign  countries  to 
each  other  in  any  sense  of  the  term  ;  they  are  divided  by 
no  sea.  And  to  the  argument  of  the  appellant  in  the  court 
below  that  Scotland  is  a  foreign  country  in  regard  to  Eng- 
land in  relation  to  patents,  because  a  patent  which  had 
passed  the  seal  in  one  country  would  not  be  thereby  good 
in  the  other,  there  is  this  irresistible  answer,  that  by  the 
union  of  the  two  kingdoms  the  English  laws  in  force  at  the 
period  of  the  union,  both  as  to  revenue  and  trade,  were 
communicated  to  Scotland.  The  communication  of  these 
laws  was  no  difficult  matter,  but  the  mode  of  administering 
them,  or  any  change  in  the  courts  or  i)eculiar  forms  by 
which  they  were  administered,  was  a  different  and  more 
difficult  matter.  The  nature  of  the  land-rights  of  Scotland 
and  many  other  obstacles  rendered  an  absolute  union  of 
the  two  kingdoms  next  to  impossible,  and  therefore  the  ex- 
istence of  separate  judicatories  and  forms  was  indispensable. 
It  might  as  well  be  said  that  the  law  regarding  the  revenue 
and  trade  in  the  two  kingdoms  was  different  because  there 
are  sejxarate  Courts  of  Exchequer,  and  separate  boards  of 
excise  and  customs,  and  for  stamps  and  taxes.  The  law 
relating  to  patents  is  only  a  part  and  parcel  of  the  law  by 
which  the  trade  of  the  United  Kingdom  is  regulated,  re- 
strained or  encouraged,  though  the  execution  of  the  law 
may  be  by  the  means  of  different  courts  in  the  two  ends  of 
the  island. 
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If  an  invention  be  disclosed  and  made  public  in  either 
part  of  the  United  Kingdom  before  both  patents  are  sealed, 
neither  is  available.  And  accordingly,  in  practice,  in  order 
to  enable  a  party  to  obtain  a  patent  for  both  parts  of  the 
kingdom  before  the  specification  becomes  due  in  either  and 
the  necessity  for  the  publication  of  the  invention  arises,  the 
period  of  enrolling  the  specification  is  enlarged. 

A  further  argument  against  Scotland  being  considered  a 
foreign  country  to  England  in  respect  of  jmtents  arises  from 
the  fact  that  a  patent  would  not  be  granted  on  the  applica- 
tion of  an  individual  importing  an  invention  from  Scotland, 
not  even  from  a  foreigner  residing  in  Scotland  ;  nor  from  a 
native  of  Scotland  residing  in  France,  because  he  would 
not  be  a  foreigner. 

Lastly,  the  case  of  Roebuck  v.  Stirling  (1  aniej  p.  12)  is 
precisely  in  point ;  and  no  adverse  judgment  of  any  of  the 
courts  in  either  country  has  been  discovered.  The  practice 
of  the  legislature  in  extending  letters  patent  for  England 
for  the  renewed  term  to  Scotland  by  the  same  statute,  there 
being  no  patent  for  Scotland,  shows  these  countries  to  have 
been  considered  as  one  in  respect  of  patents.  The  respond- 
ents appended  to  their  case  the  judgments  of  the  Court  of 
Session  in  Roebuck's  case. 

The  case  came  on  for  argument  in  the  House  of  Lords  on 
February  24,  1842.  Pollock^  Attorney-Oeneral^  and  An- 
drews were  counsel  for  the  appellaht ;  Kelly  and  OodsoUy 
for  the  respondents. 

Pollock^  Attorney-Oeneral^  described  the  questions  to  be 
considered  as  simply  whether,  according  to  the  laws  of 
England,  Scotland  and  Ireland  as  they  now  stand  with  re- 
gard to  letters  patent  for  inventions,  the  condition  of  nov- 
elty inserted  in  the  grants  extends  beyond  those  parts  of 
the  United  Kingdom  respectively  for  which  the  grants  were 
made — that  is,  whether  it  is  not  sufficient  that  the  invention 
be  new,  quoad  the  country  for  which  the  grant  is  made. 

The  appellant  contends  that  aU  grants  of  this  kind  pro- 
ceed from  the  prerogative  ;  that  the  statute  of  James  regu- 
lating English  patents  was  merely  restrictive  ;  that  these— 
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naipely,  English  patents,  as  well  as  Scotch,  derive  their 
force  solely  from  the  prerogative,  and  not  from  any  statute 
law.  The  only  difference  is  that  in  England  there  is  a  re- 
straining statute,  in  Scotland  there  is  none  ;  each  country 
is  perfectly  distinct.  [Lord  Brougham.  But  if  before  the 
statute  a  person  represented  to  the  Crown  that  his  inven- 
tion was  new,  and  not  before  used  in  these  kingdoms, 
would  not  the  grant  have  been  equally  void  for  misrepre- 
sentation ?]  That  might  be.  The  proviso  making  the  pat- 
ent void  is  the  same  in  English  and  in  the  Irish  patents  as 
in  the  Scotch  ;  the  proviso  regulates  the  extent  of  novelty 
in  each,  mvtatis  mviandis.  It  is  no  ground  therefore  to 
set  aside  the  patent  because  it  might  have  been  used  in 
some  other  part.  I  contend  that  the  Crown  has  the  same 
right  to  grant  patents  in  Scotland  as  it  had  before  the  union 
of  the  two  kingdoms.  The  act  of  James  has  no  force  what- 
ever in  Scotland.  The  Crown  may  annex  what  conditions 
it  pleases  to  its  grants  ;  they  proceed  solely  from  the  pre- 
rogative. This  prerogative  is  restrained  in  England,  but  it 
is  not  so  in  Scotland.  [Lord  Campbell.  But  it  has  always 
been  considered  that  article  6  of  the  union  has  made  the 
law  of  Scotland  the  same  as  in  England  with  reference  to 
patents.]  [Lord  Brougham.  AU  English  cases  are  cited 
in  Scotch  patent  cases,  just  as  in  England.  The  leading 
cases  are  cited  as  law  there  as  much  as  here.]  It  is  imma- 
terial to  me  whether  the  statute  of  James  applies  or  not. 
My  argument  is  independent  of  that  entirely.  Assuming 
that  to  be  so,  still  the  Crown  of  Scotland  is  in  the  same 
situation  as  respects  granting  patents  as  the  Crown  of  Eng- 
land. [Lord  Lyndhurst,  L.  C,  and  Lord  Brougham. 
Then  you  must  contend,  under  the  words  of  the  proviso  of 
section  6  of  the  statute  of  James,  that  any  person  importing 
an  invention  into  Scotland  from  England  is  equally  entitled 
to  a  patent  as  if  he  brought  it  from  beyond  seas.]  I  do  ; 
Scotland  is  a  foreign  country  as  to  England,  for  this  pur- 
I)Ose.  [Lord  Brougham.  But  do  you  consider  a  man  has 
the  same  merit  who  brings  over  a  foreign  invention  from 
beyond  seas,  as  if  he  merely  brought  it  across  the  Tweed, 
from  Berwick,  for  instance  ?]    I  contend  he  is  quoad  hoc 
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the  inventor.  He  may  either  call  himself  the  inventor,  or 
he  may  state  the  fact  of  his  having  first  introduced  the 
invention. 

The  question,  then,  is  this :  Is  not  the  Crown  entitled  to 
grant  a  patent  to  an  inventor,  inventing  or  bringing  an  in- 
vention  into  Scotland,  just  the  same  as  it  can  to  an  inventor 
in  England?  [Lord  Brougham.  The  word  "realm"  in 
the  statute  of  James  of  course  meant  England  at  that  time  ?] 
Yes,  and  still  must  mean  the  same  ;  and  if  it  is  to  be  subse- 
quently applied  to  Scotland,  it  must  mean  the  realm  of 
Scotland  only.  [Lord  Brougham.  That  does  not  get  rid 
of  my  diflBculty.  The  petitioner  states  in  his  application 
that  his  invention  has  not  been  before  used  iritra  hce  regna 
these  kingdoms ;  he  deceives  the  Crown,  and  the  grant 
would  be  void,  independently  of  the  statute.]  [Lord  Lynd- 
iiURST,  L.  C.  If  the  word  realm  means  the  United  King- 
dom, then  the  proviso  in  aU  English  i)atents  is  illegal,  and 
the  consequence  would  be  that  eveiy  English  patent  would 
be  void.]  It  would  be  so  if  such  is  the  right  construction. 
This  shows,  therefore,  that  each  country  must  still  be  con- 
sidered distinct  for  these  purposes. 

The  court  below  has  decided  on  the  authority  of  Roebuck 
V.  Stirling  (1  ante^  p.  12),  and  I  admit  that  if  that  decision, 
as  mentioned  in  the  printed  cases,  is  to  stand  good,  I  have 
not  another  word  to  say  in  support  of  the  present  appeal. 
[Lord  Lyndhurst,  L.  C.  There  is  no  doubt,  I  suppose, 
that  the  invention  was  known  in  England  before  the  date 
of  the  Scotch  patent  ?]  Oh,  certainly.  But  the  patentee 
bona  fide  took  out  his  patent  without  knowing  that.  He 
was  certainly  the  original  inventor  in  Scotland — ^that  was 
not  disputed.  Now,  there  has  been  one  uniform  practice 
as  to  these  matters  ever  since  the  union.  There  is  no  single 
case  or  tracje  of  anything  on  the  point  in  any  single  book, 
English  or  Scotch.  I  undertake  to  speak  positively  as  to 
English  books.  It  is  the  opinion  also  of  all  Westminster 
Hall,  without  one  dissentient  voice  (and  several  most  emi- 
nent opinions  have  been  taken),  that  looking  at  the  language 
of  the  patent  and  of  the  statute,  the  condition  of  novelty 
only  applies  to  the  country  for  which  the  patent  is  granted. 
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[Lord  Lyndhubst,  L.  C.  The  words  of  the  proviso  are  de- 
cisive, if  they  are  justified  by  the  statute.  They  are  the 
same,  I  suppose,  in  English  and  Irish  i)atents.  How  is  it 
in  the  West  Indies? — ^a  patent  for  the  colonies,  I  mean.] 
[Lord  Campbell.  These  are  granted  either  by  including 
them  in  the  English  patent,  or  by  an  order  in  council 
extending  the  grant  to  certain  colonies,]  [Lord  Lynd- 
iiURST,  L.  C.  How  is  the  practice  as  to  obtaining  the 
Scotch  patents?  Are  they  obtained  simultaneously  or 
afterward  ?]  In  both  ways  ;  if  the  i)etition  for  the  English 
states  an  intention  to  proceed  for  the  Scotch  and  Irish  pat- 
ents, an  extension  of  time  to  enroll  the  specification  is  given. 
[Lord  Lyndhurst,  L.  C.  It  seems  to  me  to  turn  on  the 
construction  of  the  act.  The  Crown  can  only  grant  a  pat- 
ent for  what  is  new.  The  question  is,  where  new  ?]  You 
have  evidence  of  the  construction  of  the  act  in  a  long  course 
of  usage — I  mean  in  the  form  of  the  proviso.  [Lord  Camp- 
bell. But  how  can  you  apply  ^'  hce  regncC"  in  the  recital 
to  Scotland  only  ?]  That  phrase  might  well  be  used,  as  the 
sovereign  speaks  in  the  plural,  "  We,  etc."  [Lord  Brough- 
am. Was  it  not,  do  you  think,  "  hoc  regnuwi^  before  the 
union?]  [Lord  Lyndhurst,  L.  C.  It  would  be  a  mon- 
strous thing  if  an  invention,  having  full  publicity  in  one 
part  of  the  United  Kingdom,  could  be  made  the  subject  of 
a  patent  in  another  part  of  it.]  [Lord  Campbell,  If  the 
Crown  were  made  aware  of  that  fact,  the  grant  would  be 
refused.]  Is  a  uniform  practice  of  two  hundred  years  to  be 
upset  by  a  legal  decision  ?  It  will  be  very  doubtful,  if  it 
be  decided  that  the  proviso  is  too  limited,  whether  any 
patent  is  good.  [Lord  Lyndhurst,  L.  C.  It  is  a  restric- 
tive proviso  less  than  the  act  authorized,  no  doubt,  if  we 
hold  the  act  is  to  be  so  construed.]  Then,  if  the  proviso  is 
bad,  very  great  and  serious  doubts  will  arise  if  the  patent 
is  not  bad  altogether.  The  real  question  is  whether  a  prac- 
tical construction  of  the  act  shall  be  set  aside  merely  by  a 
legal  decision,  or  whether  it  should  not  be  by  an  act  of  the 
legislature,  to  be  brought  in  for  the  express  purpose,  par- 
ticularly considering  the  vast  interests  grown  up  under  the 
supposed  state  of  the  law. 
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The  decision  upon  which  the  court  below  proceeded — 
namely,  the  judgment  in  the  House  of  Lords,  in  the  case  of 
Roebuck  v.  Stirling,  in  1774,  was  on  other  grounds.  [Lord 
Brougham.  ^  ^  As  well  as  for  the  reasons  therein' '  — that  is, 
in  the  interlocutors.  ]  No  doubt ;  I  must  admit  that  refers 
to  the  reasons  assigned  in  the  interlocutor.  I  do  not  know 
if  I  may  resort  to  the  Scotch  law  of  desuetude  in  this  case. 
The  statute  has  been  entirely  disused  in  this  respect  for 
above  seventy  years. 

(The  lords  having  consulted  together,  and  referred  to  the 
printed  cases  in  Roebuck  v.  Stirling,  and  to  the  journals  of 
the  House  of  Lords) —  [Lord  Lyndhurst,  L.  C.  If  we 
are  to  take  that  according  to  the  letter,  it  is  a  distinct  de- 
cision on  the  very  point.  It  appears  that  Lord  Mansfield 
was  present  as  well  as  Lord  Thurlow  when  the  judgment 
was  given.]  [Lord  Brougham.  It  is  quite  clear  that  Lord 
Mansfield  was  there  on  purpose  to  take  i)art  in  the  case. 
He  was  not  there  on  the  day  before  or  on  the  day  after.] 
The  lords  having  again  consulted —  [Lord  Lyndhurst, 
L.  C.  I  can  readily  understand  why  this  form  of  letters 
patent  was  so  framed  before  the  union,  and  it  has  not  been 
altered  since,  as  it  should  have  been.  ] 

It  is  singular  enough  that  the  respondents  in  Roebuck 
V,  Stirling  never  put  their  case  on  this  ground  ;  so  little  did 
they  expect  to  succeed  on  this  point  that  they  scarcely 
mentioned  it  in  their  reasons.  [Lord  Campbell.  It  is 
raised  distinctly.]  [Lord  Brougham.  They  having  taken 
two  points,  the  House  says,  we  form  our  aflSrmation  on  that 
ground  as  weU  as  others.  ] 

To  what  extent,  then,  are  judgments  of  this  House  to  be 
held  binding  ?  Of  course  the  House  has  the  same  power  to 
review  its  judgments  as  the  courts  below  have.  [Lord 
Lyndhurst,  L.  C.  They  are  binding  on  all  inferior  juris- 
dictions, but  not  absolutely  binding  on  this  House  ;  but  it 
would  require  strong  reasons  for  us  to  set  aside  a  decision 
on  the  very  point.]  The  true  rule  I  take  to  be  whether  the 
decision  is  binding  beyond  the  strict  necessity  of  the  case. 
If  it  be  found  applicable  on  other  grounds,  it  is  open  to 
question.     The  reasons  assigned  form  no  part  of  the  judg- 
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ment.  The  decision  does  not  make  the  reasons  assigned 
law.  If  the  judgment  be  right,  and  clearly  maintainable 
on  other  grounds,  then  it  is  open  to  me  to  re-argue  the 
other  points.  [Lord  Lyndhurst,  L.  C.  This  is  part  of 
the  judgment  of  the  House  itself,  the  reason  is  made  an 
essential  part  of  the  judgment.  It  is  not  the  opinion  of  any 
single  lord,  on  which  he  founded  his  judgment,  but  of  the 
whole  House.  ]  It  is  clear  that  there  was  prior  usage  there, 
by  the  party  himself,  in  Scotland.  That  was  quite  a  suffi- 
cient ground,  therefore,  to  set  aside  the  patent  and  support 
the  judgment.  Another  circumstance  is  that  no  costs  ap- 
pear to  be  given.  This  is  evidence  that  the  decision  was  not 
given  on  the  ground  taken.  I  come  back  to  the  circum- 
stance that  the  practice  has  been  uniform  the  other  way  for 
above  two  hundred  years.  This  I  contend  is  a  practical 
construction  of  the  act  of  Parliament  during  all  that  period. 
[Lord  Campbell.  An  English  patent  might  remain  good 
with  the  old  form  of  proviso,  notwithstanding  the  union, 
although  a  Scotch  patent  might  not  be  so.  I  don't  mean 
to  say  that  that  is  so.  The  Crown  would  not  then  be  de- 
ceived in  its  grant,  and  the  patent  void  on  that  account.] 
No  decision  could  be  more  inconvenient  than  that  an  Eng- 
lish patent  would  not  be  vitiated  by  prior  use  in  Scotland, 
although  a  Scotch  one  would  by  prior  use  in  England  ;  this 
would  not  be  putting  the  subjects  of  both  countries  on  an 
equality.  But  article  6  of  the  union  does  not,  in  fact,  apply 
to  this  case.  It  has  nothing  on  earth  to  do  with  monopolies 
for  inventions.  There  was  a  patent  law  in  Scotland  long 
before.  It  was  precisely  the  same  as  in  England,  no  statute 
before  or  since  the  union  in  any  way  affecting  it.  [Lord 
Lyndhurst,  L.  C.  What  is  a  form  of  a  patent  for  a  foreign 
communication  ?  If  an  inventor  stated  he  has  imported  an 
invention  from  England  not  before  used  in  Scotland,  would 
he  get  a  patent  for  it  ?]  I  very  much  doubt,  if  it  appears 
on  the  face  of  the  patent  that  the  invention  was  imi)orted 
from  abroad,  if  it  would  not  be  void.  It  was  not  formerly 
usual  to  state  the  fact  of  having  imported  it,  but  the  appli- 
cant was  called  the  inventor ;  I  believe  they  have  lately  put 
in  the  petition  that  he  has  brought  the  invention  from 
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abroad.  [Lord  Brougham  (having  read  several  passages 
from  a  Scotch  patent  for  a  foreign  invention).  This  is  very 
different  from  a  patent  for  an  original  invention.  It  is  not 
called  his  invention.  It  states  the  fact  of  his  having  re- 
ceived it  from  a  certain  foreigner  residing  abroad,  and  the 
proviso  is  different.]  The  question  comes  back  to  this: 
Has  the  Crown  i)ower  to  grant  a  patent  in  this  form  or  not  ? 
Did  the  Crown  lose  by  the  act  of  union  the  power  to  grant 
a  patent  for  one  kingdom  separately  from  another  as  before  t 
If  it  be  a  good  patent,  the  proviso  makes  it  clear  that  no 
prior  usage  except  in  Scotland  wiU  vacate  it.  Every  i)atenty 
both  English  and  Scotch,  is  in  jeopardy  if  this  is  not  right. 
At  least  it  will  be  extremely  questionable  whether  a  patent 
granted  in  a  form  not  warranted  by  the  act  would  not  be 
set  aside  on  scire  facias. 

Andrews  followed  on  the  same  side.  The  respondents 
claim  as  of  right  to  control  the  prerogative.  They  say  the 
patent  ought  to  have  an  additional  or  more  restrictive  pro- 
viso. [Lord  Lyndhukst,  L.  C.  If  the  proviso  is  made 
more  extensive  than  the  law  authorizes,  it  would  no  doubt 
be  void  by  the  statute.]  These  are  bargains  between  the 
subject  and  the  Crown.  [Lord  Lyndhuest,  L.  C.  But  the 
Crown  cannot  make  a  bargain  contrary  to  law.]  But  if  the 
Crown  had  the  power  before  the  imion,  as  part  of  its  pre- 
rogative, it  is  well  established  that  such  prerogative  could 
not  be  taken  away  except  by  express  act  of  Parliament. 
[Lord  Lyndhurst,  L.  C.  No  doubt  the  Crown  had  much 
greater  powers  as  respects  letters  patent  formerly,  before 
the  statute  of  James  took  it  away.]  Yes.  It  was  restric- 
tive of  the  prerogative  and  declaratory.  I  am  willing  to 
take  it  upon  that.  What  effect  is  fairly  to  be  put  ujwn 
that  restriction  ?  By  the  old  common  law  the  Crown  clearly 
had  a  power  to  grant  patents  without  restrictions  (Noy, 
178).  The  statute  limits  the  Crown's  power  to  fourteen 
years,  and  confines  it  to  new  inventions.  The  question  then 
is,  what  is  the  meaning  of  the  words,  "  which  others  at  the 
time  shall  not  use"  ?  Clearly  others  within  the  country  for 
which  the  patent  was  to  be  granted.  Within  the  realm, 
whether  actually  invented  or  brought  into  it,  as  in  the  case 
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of  Edgeberry  v.  Stephens  (1  antey  p.  6).  In  English  patents, 
until  very  recently,  no  distinction  was  made  between  for- 
eign and  native  inventions.  The  grantee  was  equally  called 
the  inventor.  And  this  was  the  correct  way  of  describing 
him  ;  I  doubt  if  any  other  be  legal ;  in  pleading,  he  could 
only  be  called  the  inventor.  [Lord  Brougham.  Have  you 
any  case  you  know  to  be  a  foreign  invention  where  the 
common  form  is  used  ?]  I  have  not ;  but  I  can  find  no 
other  form  in  any  book  on  patents  until  the  last  edition  of 
Mr.  Godson's,  where,  in  a  note  at  the  second  page  of  the 
apx)endix,  he  for  the  first  time  mentions  a  difference  in  the 
form. 

This  statute  refers  only  to  England.  There  was  no  statute 
for  Scotland  whatever.  The  act  of  1641,  which  has  been 
alluded  to,  does  not  apply  to  patents  for  inventions  at  all. 

It  is  admitted  by  the  respondents  that  before  the  union 
the  Crown  had  the  power  to  make  this  grant,  and  any  condi- 
tions in  the  patent  must  then  necessarily  have  had  reference 
to  Scotland  only.  Then  my  argument  is  brought  down  to 
the  consideration  of  the  effect  of  the  union.  If  it  be  con- 
ceded that  the  Crown  had  the  power  before  contended  for, 
how  is  the  prerogative  taken  away  ?  'It  is  a  maxim  that  it 
can  only  be  taken  away  by  express  act  of  Parliament. 
[Lord  Brougham.  That  is  stated  too  generally.  Take  the 
case  of  the  Crown' s  prerogative  of  issuing  writs  to  summon 
members  to  Parliament  at  discretion,  taken  away  by  the 
effect  of  the  union,  and  many  other  instances  where  the  pre- 
rogative has  been  abridged  inferentiaUy.]  [Lord  Lynd- 
iiURST,  L.  C.  Read  also  the  recitals  of  the  act  of  James, 
which  have  especial  reference  to  the  prerogative,  and  speak 
of  the  inconvenience  of  it.]  The  effect  of  the  union  was 
merely  to  extend  a  mutuality  of  rights,  to  apply  the  statute 
of  James  to  Scotland,  as  if  it  had  been  passed  in  Scotland 
before  the  union.  In  that  view  "  realm"  will  mean  in  Eng- 
land SU9  before,  and  in  Scotland,  the  realm  of  Scotland. 
{Lord  Lyndiiurst,  L.  C.  Suppose  the  invention  is  found 
not  to  be  new  in  the  colonies?  It  would  be  void,  be- 
cause they  are  part  of  the  realm.  All  became  one  realm  at 
the  union — England,  Scotland  and  the  colonies.]     [Lord 
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Campbell.  There  is  no  separate  patent  for  the  colonies. 
It  may  be  extended  to  the  colonies  as  part  of  the  realm.] 
The  articles  relied  on  are  the  6th  and  18th.  By  them  it  is 
argued  the  two  countries  are  to  be  made  one  as  to  patents. 
[Lord  Broltgham.  There  are  other  general  words  incor- 
porating them  into  one.]  If  so,  the  great  seal  would  be 
used  for  Scotch  patents  ;  if  patents  are  public  matters,  then 
they  clearly  should  pass  under  the  great  seal  of  England. 
If  private,  then  they  are  expressly  exempted  by  article  44 
from  the  operation  of  the  act.  They  always  have  been 
sealed  under  the  seal  of  Scotland.  Therefore  they  must  be 
private  matters.  If  not,  one  patent  would  run  over  both 
countries  ;  but  in  practice  each  is  confined  to  the  country 
it  issues  from.  [Lord  Lyndhurst,  L.  C.  But  patent 
rights  surely  affect  the  public.  They  may  be  given  for  part 
or  for  the  whole  realm.  For  England,  for  instance,  with- 
out the  colonies  ;  or  for  Scotland  and  not  for  England,  and 
vice  versa.  They  are  distinct  countries  only  as  to  the  form 
and  extent  of  the  grant.  The  sealing  has  only  reference  to 
the  form  of  the  grant,  and  the  oflScer  who  is  to  superintend 
the  issuing  of  it.]  [Lord  Brougham.  There  might  be  a 
patent  for  one  county  only.]  [Lord  LYNDHUiiST,  L.  C. 
If  a  patent  were  granted  for  England  and  Jamaioa,  how 
would  it  be  if  it  was  found  not  new  in  Jamaica  ;  would  it 
not  be  wholly  void  ?]  It  would  no  doubt  be  wholly  void. 
[Lord  Lyndhurst,  L.  C.  If  for  England  only,  and  it  was 
not  new  in  Jamaica,  it  would  be  equally  void,  because 
Jamaica  is  part  of  the  realm.  The  question  is  as  to  the 
power  of  the  Crown  there,  for  it  does  not  affect  the  words 
of  the  instrument.  There  is  but  one  realm.]  Then  the 
word  "  realm"  can  only  mean  England  ;  if  not,  the  Crown 
cannot  grant  a  patent  for  England  alone.  The  subjects  of 
both  countries  would  not  be  under  one  prohibition,  etc., 
unless  all  patents  extended  to  the  whole  realm.  Every  Eng- 
lish patent  would  then  be  void.  It  cannot  be  one  realm  for 
one  purpose  and  not  for  another.  [Lord  Lyndhurst,  L.  C. 
The  party  is  at  liberty  to  take  out  his  patent  for  the  whole 
realm,  or  for  part  of  it,  as  he  chooses  ;  or  he  may  dispense 
with  part  of  his  rights,  or  not  enforce  them.    There  is  a 
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dispensing  power  in  the  patentee.]  [Lord  Brougham.  I 
know  no  reason  why  the  Crown  could  not  grant  a  patent 
for  all  counties  on  this  side  the  Trent.  It  would  not  be  in- 
consistent with  the  statute  so  long  as  the  invention  was  new 
all  through  the  realm.]  [Lord  Campbell.  The  effect  of 
the  union  is  to  extend  that  clause  of  the  statute  of  James 
to  Scotland.]  So  it  might,  and  yet  leave  the  Crown  in  the 
same  situation  as  to  its  Scotch  subjects  as  it  was  in  before 
toward  its  English.  Thus  there  would  be  a  perfect  equal- 
ity ;  where  could  be  the  hardship  of  this  ? 

The  reason  given  by  Lord  Chief  Justice  Clerk  in  Roebuck 
7).  Stirling  is  that  where  there  was  a  new  manufacture  intro- 
duced into  England  it  would  be  hard  if  that  new  manu- 
facture could  not  be  introduced  at  once  into  Scotland. 
Suppose  a  manufacture  to  have  existed  in  England  for  a 
number  of  years,  and  that  the  Scottish  public  had  been 
inattentive  to  it,  or  should  know  nothing  of  it  until  brought 
to  their  own  doors  by  some  individual  having  intro- 
duced it  under  a  patent ;  is  it  fair  that  such  persons  should 
be  told,  You  are  not  entitled  to. take  out  this  patent? 
[Lord  Campbell.  The  argument  as  to  inconvenience  is 
of  no  avail.  The  law  may  be  with  you,  but  no  argument  of 
inconvenience  will  help  you.]  Scotland  is  still  a  foreign 
country  as  to  several  matters ;  bills  of  exchange,  for  in- 
stance. As  to  the  other  authorities  cited —  [Lord  Ltnd- 
HUR8T,  L.  C.  I  must  say  that  the  authorities  cited  by  the 
respondents,  when  compared  with  the  cases,  are  not  borne 
out.  There  is  nothing  before  the  House  to  justify  the  re- 
spondents' statements.  There  is  a  total  misapprehension 
both  as  to  the  cases  of  Arkwright's  and  Tennant's  patents.] 
As  to  Roebuck  v.  Stirling,  it  is  quite  clear  that  the  House 
did  not  give  judgment  on  this  ground  solely.  [Lord  Lynd- 
nuRST,  L.  C.  How  can  we  aver  against  the  very  terms  of 
the  judgment  itself,  which  is  on  record  in  that  case  i  It  is 
affirmed  for  one  reason,  as  well  as  many  reasons  in  the 
court  below.  Does  not  that  terminate  the  question  i  That 
decision  has  been  pronounced,  and  it  must  be  considered  as 
binding  upon  us,  unless  you  can  show  some  very  strong 
reasons  indeed  to  the  contrary  ;  so  strong  as  to  satisfy  us 
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that  the  judgment  was  without  fotmclation.]  [Lord  Camp- 
bell. The  administration  of  the  law  in  Scotland  is  differ- 
ent in  form  from  England.  The  raiio  decidendi  is  often 
given.  If  the  House  of  Lords  had  repudiated  that  reason, 
it  would  have  so  appeared  on  the  journals.  On  the  con- 
trary, the  reason  is  approved  of.  It  appears  to  me  it  would 
be  attended  with  great  inconvenience  and  some  absurdity  if 
it  were  otherwise.]  The  question  is  one  of  the  greatest  im- 
portance, as  there  are  a  great  number  of  patents  in  the  same 
unfortunate  situation  as  the  appellant's ;  and  very  strong 
opinions  have  been  given  by  most  eminent  lawyers  that  pre- 
vious use  in  Scotland  did  not  vitiate  an  English  i)atent. 

Lord  Lyndhurst,  L.  C.  As  far  as  I  am  concerned,  I  feel 
bound  by  that  decision. 

Lord  Brougham.  The  case  of  Roebuck  ^.  Stirling  ap- 
pears to  me  perfectly  to  decide  this  case.  The  Court  of 
Session  had.  dismissed  the  suit,  because  it  appeared  that 
the  process  in  question  was  known  to  and  practised  by  dif- 
ferent persons  in  England.  This  House  adjudged  "that 
the  interlocutors  complained  of  be  affirmed,  for  other 
reasons  as  well  as  the  reasons  specified  therein."  That 
implies  that  they  concurred  in  the  reasons  thus  given  on 
the  fax;e  of  the  interlocutor.  What  other  reasons  there  may 
have  been  for  the  affirmance  may  be  a  question,  but  that 
reason  was  put  forward  by  the  court  below  as  the  ground 
of  its  decision,  and  being  so  put  forward  was  at  all  events 
one  of  the  reasons  for  the  affirmance  of  the  judgment,  with 
other  reasons  not  stated  by  the  House. 

Lord  Campbell.  There  is  an  express  decision  applying 
in  its  terms  to  the  present,  just  as  much  as  if  other  reasons 
had  not  been  introduced  into  the  judgment  of  the  House. 
That  being  an  express  decision  upon  the  i)oint  in  question, 
unless  it  is  shown  that  the  House  was  under  some  great 
mistake  at  the  time,  it  must  be  considered  as  binding.  I 
entirely  concur  in  the  decision,  I  think  it  is  i)erfectly  right ; 
and  if  it  had  been  res  integra^  I  should  have  so  decided, 
but  especially  after  that  decision  ;  I  perfectly  concur  in  the 
affirmance  of  the  judgment  of  the  court  below.    My  opinion 
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is  that  the  law  was  quite  correctly  laid  down  by  this  House 
in  the  year  1774. 

Lord  Brougham.  When  I  stated  that  I  proceeded  on  the 
decision  of  this  House  in  Roebuck  v.  Stirling,  in  the  year 
1774,  I  intended  to  have  added  that  I  should  have  so  de- 
cided without  that  precedent.  I  entirely  agree  with  my 
noble  and  learned  friend  that  if  this  had  been  res  Integra^ 
I  should  have  so  decided  it. 

Kelly  and  Ood-son^  for  the  respondents.  Your  lordships 
purposing  to  affirm  that  judgment  without  hearing  the  re- 
spondents' counsel,  we  have  to  ask  that  it  may  be  affirmed 
with  costs,  being  directly  in  the  face  of  a  judgment  of  this 
House. 

Andrews.    No  argument  was  allowed  in  the  court  below. 

Lord  Lyitohuest,  L.  C.  Here  has  been  a  decision  of  a 
single  judge,  then  of  the  whole  court,  as  we  think  they 
ought  to  have  decided ;  and  therefore  I  think  the  inter- 
locutors must  be  affirmed,  and  the  appeal  dismissed  with 
costs. 

Judgment  accordingly. 

In  the  foregoing  case  the  respondents  relied  among  other  authorities  upon 
Clark  V.  Laycock,  heard  before  Lord  Mansfield  April  25,  1776,  in  which,  ac- 
cording to  Lord  Gardenston  (see  2  Hailes  Ct.  of  Sess.  Decis.  669),  the  plaintiff's 
patent  for  both  kingdoms,  Scotland  and  England,  was  set  aside  upon  the  evi- 
dence of  Scotch  witnesses,  that  the  art  in  question  had  been  practised  in  Scotland 
before  the  patents  were  granted. 

Webster,  however  (1  Web.  P.  C.  441),  says  it  is  extremely  doubtful  whether 
any  such  evidence  was  given  in  the  case,  and  cites  Lord  Lyndhurst  as  having 
said  in  Roebuck  «.  Stirling  that  the  respondents  in  that  case  were  not  justified 
in  the  statement  that  such  evidence  was  there  given. 

In  two  cases.  Be  Samuda  and  Be  Grifl9ths  (Hindmarch,  585),  each  party  was 
applying  for  a  patent  for  an  invention  which  had  previously  been  made  the 
subject  of  a  specified  patent  granted  to  Mr.  Samuda  for  Scotland ;  and  each 
party  had  gone  through  all  the  preliminary  proceedings  for  obtaining  a  patent 
without  opposition ;  but  when  they  came  to  the  Patent  Ofiace  each  party  was 
opposed  by  a  caveat  entered  by  the  other.  Each  party  then  petitioned  the  Lord 
Chancellor  to  seal  his  patent ;  and  his  lordship  referred  both  petitions  to  the 
Solicitor-General  to  inquire  and  report  whether  the  patents,  or  either  of  them, 
ought  to  issue.  The  Solicitor-General,  after  hearing  counsel  for  each  of  the 
parties,  rcix>rted  that  the  invention  had  already  been  published  in  the  United 
Kingdom  (in  Scotland),  and  therefore,  according  to  the  decision  in  Brown 
V.  Annandale  (above),  it  could  not  legally  be  made  the  subject  of  a  patent,  and 
that  no  patent  ought  to  be  grunted  to  either  of  the  petitioners.    The  petitioner 
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Griffiths  being  dissatisfied  with  the  Solicitor-General's  report,  presented  a 
second  petition  stating  his  exceptions  to  the  report,  and  praying  that  his  patent 
might  be  sealed.  Lord  Lyndhurst,  L.  C,  held  that  the  invention  having  been 
published  in  another  part  of  the  realm,  it  coiild  not  be  made  the  subject  of  a 
patent  privilege  in  England,  and  that  neither  of  the  patents  could  be  sealed. 


QUEEN  V.  NICKELS. 
King's  Bench,  N.  P.,  Feb.,  1842. 

(aa  Mech.  Mag.  141.) 
Sufficiency  of  Specification.  - 

A  specification  should  distinguish  what  is  new  from  what  is  old. 
Parol  evidence  is  not  admissible  to  supply  a  deficiency  in  this  respect. 

Scire  facias  to  repeal  a  patent. 

The  patent  had  been  obtained  for  an  invention  intituled, 
^'  Improvements  in  machinery  for  recovering  fibres  appli- 
cable in  the  manufacture  of  braid  and  other  fabrics."  The 
defendant's  specification  commenced  in  the  usual  form, 
viz.,  by  declaring  that  the  nature  of  the  invention  and  the 
manner  in  which  it  was  to  be  performed  were  "  described 
and  ascertained  in  and  by  the  following  statement  thereof, 
reference  being  had  to  the  drawing  annexed,  and  to  the 
figures  and  letters  marked  thereon — ^that  is  to  say,  the  in- 
vention relates  ^'  to  csrtain  improvements  in  or  additions  to 
the  apparatus  or  parts  constituting  what  is  called  braiding 
or  plaiting  machines,  whereby  I  am  enabled,"  etc.  The 
defendant  then  proceeded  to  describe  different  kinds  of 
braided  fabrics  which  the  machinery  would  produce,  after 
which  he  proceeded  as  follows :  ^ '  The  construction  of 
braiding  or  plaiting  machinery,  wherein  all  the  threads 
partake  of  like  movements,  and  all  aid  in  forming  the 
fabrics  of  plaited  threads,  being  well  known  in  the  manu- 
facture of  braids,  it  will  not  be  necessary  to  enter  into  a 
long  description  of  the  same.  All  that  will  be  required  to 
make  the  invention  clear  and  enable  a  workman  acquainted 
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with  such  machinery  readily  to  perform  my  invention."  It 
would  be  expected  from  this  that  the  specification  was 
about  to  declare  what  it  is,  which  would  be  suflScient  to 
enable  a  workman  to  pferform  the  invention  ;  but  the  sen- 
tence is  not  completed,  the  patentee  merely  proceeding  to 
say  immediately  after  the  words  ^*  perform  my  invention," 
as  quoted  above,  ''  which  is  only  applicable  to  such  ma- 
chines as  work  with  four  or  more  heads  or  circular  tables 
for  actuating  a  system  or  series  of  bobbins,"  etc.  The 
specification  then  proceeded  to  describe  the  uses  of  the  ma- 
chinery for  making  the  various  fabrics  which  it  was  in- 
tended to  produce,  after  which  it  described  the  drawing 
annexed.  The  specification  did,  in  fact,  describe  the  whole 
of  the  machinery,  including  both  the  old  parts  and  those 
claimed  by  the  patentee  to  be  new  ;  but  it  did  not  in  any 
part  of  it  point  out  which  of  the  parts  were  new  and  which 
of  them  were  old.  At  the  end  of  the  specification  the  de- 
fendant stated  that  he  made  no  claim  to  any  of  the  parts  of 
the  apparatus  constituting  the  machine  separately,  nor 
combined  so  far  as  the  same  had  been  before  known  ;  but 
there  was  nothing  in  the  specification  which  could  enable 
any  person  to  ascertain  to  which  of  the  parts  of  the  ma- 
chinery the  disclaimer  was  intended  to  apply. 

The  counsel  for  the  prosecutor  objected  that  the  specifica- 
tion w^as  insufficient,  because  it  clearly  appeared  upon  the 
face  of  it  that  some  parts  of  the  machinery  described  were 
old,  and  there  was  no  part  of  that  document  which  either 
pointed  out  what  was  the  new  invention  claimed  by  the 
patentee,  or  the  old  parts  which  he  disclaimed. 

For  the  defendant  it  was  contended  that  he  was  at  liberty 
to  give  evidence  to  show  what  was  new  and  what  was  old. 

But  the  cases  of  King  v.  Wheeler  (1  aTtie^  p.  317)  and 
Neilson  v.  Harford  {ante^  p.  231)  were  cited  to  show  that 
the  construction  of  the  specification  was  for  the  court  and 
not  the  jury,  and  that  such  evidence  was  not  admissible. 

Lord  Denmak,  C.  J.,  adopted  the  language  of  Lord 
Ellenborough,  in  the  case  of  Macfarlane  v.  Price  (1  arUCj 
p.  227),  and  said  that  the  alleged  improvements  were  not 
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sufficiently  a^K^ertained  or  described,  either  by  words  or  by 
figures,  and  that  the  wit  of  man  could  not  discover  from 
the  specification  what  was  new  or  what  was  old,  or  what 
he  was  warned  from  doing.  He  also  held  that  parol  evi- 
dence was  not  admissible  to  explain  the  specification  and 
to  show  what  was  new  ;  and  he  directed  the  jury  to  give  a 
verdict  for  the  Crown,  which  was  accordingly  done. 


BAIRD  V.  NEILSON. 
Bonce  of  Lords,  March  21,  1842. 

(8  Clark  &  P.  726.) 

License,    JEstoppd  against  Defence. 

K  obtained  a  patent  for  smelting  iron  by  the  use  of  heated  air  applied  to  fur- 
nacefi.  B  obtained  a  license  from  him  to  use  this  process  on  the  payment  of  U. 
per  ton  on  the  iron  thus  smelted.  Litigation  arose  between  them,  and  it  was 
agreed  by  an  instrument  in  writing,  dated  November  11,  1888,  that  both  parties 
should  withdraw  their  law  processes ;  that  "  in  consideration  of  the  present 
payment  of  £400  to  be  accepted  by  N  in  full  of  U.  per  ton  on  the  whole  iron 
smelted  from  the  erection  of  B's  works  up  to  November  11  current,  and  in 
consideration  of  the  payment  of  Is.  per  ton  upon  the  whole  iron  which  shall  be 
smelted  from  November  11  until  the  expiiy  of  the  letters  patent,  by  the  use  of 
heated  air  in  any  of  the  modes  heretofore  applied,  or  in  any  other  mode  falling 
under  the  said  patent,''  N  should  grant  to  B  a  license,  which  further  on  in  the 
agreement  was  described  to  relate  to  "  the  application  or  use  of  heated  ah:  in 
any  of  the  modes  heretofore  practised  at  B's  works,  or  in  any  other  mode 
falling  under  the  description  in  the  said  patent,  or  in  the  specification  thereof." 
N  afterward  instituted  a  suit  to  compel  B  to  perform  this  agreement  B  insti- 
tuted a  cross  suit  to  suspend  N's  proceedings,  on  the  ground  that  the  process 
of  smelting  by  heated  air,  used  at  B's  works,  did  not  fall  within  the  patent. 
Seld,  that  after  this  agreement  B  could  not  set  up  such  a  defence  to  the  claun 
of  N. 

Appeal  from  Court  of  Session  of  Scotland. 

James  Beaumont  Neilson,  one  of  the  respondents,  on 
October  1,  1828,  obtained  letters  patent  for  ^'  an  improved 
application  of  air  to  produce  heat  in  fires,  forges  and  fur- 
naces, where  bellows  and  other  blowing  apparatus  are  re- 
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quired."    The  other  respondents  obtained  from  Mr.  Neilson 
a  share  of  or  interest  in  his  patent. 

An  agreement  was  made  granting  the  appellants  license 
to  use  the  invention  in  blowing  their  smelting  furnaces  at 
Gartsherry,  for  the  term  of  the  patent,  they  paying  to  the 
respondents  "  the  sum  of  1.?.  for  every  ton  of  iron  smelted." 

To  terminate  subsequent  litigation  between  the  parties,  a 
new  arrangement  was  entered  into.  This  consisted  of  a 
license  and  contract,  under  which  the  appellants  should 
discharge  the  process  of  suspension  taken  out,  in  which 
they  disputed  the  validity  of  the  patent,  and  denied  that 
the  mode  pursued  by  them  in  the  application  of  heated  air 
to  the  smelting  of  iron  from  the  ore  at  their  works  at  Gart- 
sherry fell  under  the  invention.  The  respondents  should, 
in  consideration  of  the  payment  by  the  appellants  of  £40(), 
to  be  accepted  by  the  respondents  in  full  of  1^.  per  ton 
upon  the  iron  smelted  by  the  appellants  at  Gartsherry,  by 
means  of  heated  air,  until  November  11,  1833,  discharge 
the  letters  of  homing  raised  by  them  against  the  appellants, 
and  the  process  of  suspension  for  having  the  apx)ellants 
prohibited  and  discharged  from  applying  heated  air  by 
means  of  the  apparatus  then  used  by  them  in  the  smelting 
of  iron  from  the  ore  at  their  works  at  Gartsherry.  The  re- 
spondents also,  in  consideration  of  the  payment  of  1^.  per 
ton  upon  the  whole  iron  which  had  been  or  should  be 
smelted  by  the  appellants,  from  November  11  till  the  expiry 
of  the  term  of  the  letters  patent,  by  the  use  of  the  heated 
air  in  any  of  the  modes  heretofore  applied,  or  in  any  other 
mode  falling  under  the  said  patent,  should  grant  the  appel- 
lants a  license  to  use  the  invention  at  the  iron  works  at 
Gkirtsherry,  in  so  far  as  applicable  to  the  smelting  of  iron 
from  the  ore  in  blast  furnaces.  The  appellants  further 
bound  themselves  during  the  subsistence  of  this  license, 
neither  directly  nor  indirectly  to  challenge  the  validity  of 
the  patent,  nor  to  suspend  any  charge  that  might  be  given 
for  i)ayment  of  the  sums  to  become  due  from  them,  or  for 
implement  of  the  obligations  hereby  incumbent  on  them, 
so  long  as  the  said  letters  patent  were  not  declared  void 
and  nuU  under  a  penalty  stipulated. 
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In  1840  the  respondents  again  took  proceedings  in  the 
Court  of  Session,  calling  on  the  api)ellants  to  render  an 
account  verified  on  oath  of  the  number  of  tons  of  iron  ore 
smelted  by  them  under  the  license  and  by  means  of  the 
patent  process ;  to  produce  all  their  books  and  accounts, 
and  to  pay  to  the  respondents  the  royalty  alleged  to  be 
due,  and  the  penalty. 

The  appellants  prayed  a  susi)ension  of  the  charge,  upon 
which  the  lords  of  the  First  Division  of  the  Court  of  Ses- 
sion, on  May  26,  184<),  pronounced  the  following  inter- 
locutor: "The  lords,  upon  the  report  of  Lord  Gillies, 
Ordinary,  and  having  heard  counsel  for  the  parties,  refuse 
the  note  of  suspension,  and  find  the  respondents  entitled  to 
expenses ;  appoint  an  account  thereof  to  be  lodged,  remit 
the  same  to  the  auditor  for  taxation  and  to  report,  and  to 
the  Lord  Ordinary  to  decern." 

The  present  appeal  was  then  brought. 

Pollock^  Attornep'Oeneraly  and  Kelly,  for  the  appellants. 
There  is  no  ascertained  debt  which  can  be  claimed  here  by 
the  process  adopted  by  the  respondents  in  the  court  below. 
The  judgment  of  the  court  is  therefore  inept.  Before  de- 
ciding that  the  appellants  were  bound  to  pay  for  the  use  of 
the  process,  the  court  ought  to  have  ascertained  that  the 
appellants  had  actually  used  it.  They  bought  the  permis- 
sion to  use  it ;  if  they  did  not  avail  themselves  of  that  per- 
mission, they  are  not  bound  to  pay  for  it.  The  payment 
is  to  be  in  respect  of  the  actual  use  of  the  process,  not  of 
the  bare  right  to  use  it.  The  decree  of  the  court  below 
assumes  that  the  process  was  fit  for  use,  and  was  profitably 
used.  No  such  assumptions  ought  to  have  been  made. 
The  respondents  ought  to  have  been  called  on  to  show  the 
usefulness  of  their  invention,  and  the  fact  that  it  had  been 
employed  by  the  appellants.  The  decree  gets  rid  of  both 
these  questions,  assumes  both  of  them  to  be  decided  un- 
favorably for  the  appellants,  and  then,  on  that  assumption, 
proceeds  to  direct  the  account.  The  appellants  desired  to 
show  that  the  patent  was  invalid.  This  was  refused  them 
because  of  the  agreement  into  which  they  had  entered. 
But  that  agreement  does  not  preclude  them  from  impeach- 
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ing  the  patent ;  for  the  respondents  having  in  another  suit 
sought  to  interdict  the  use  of  the  patent  to  the  appellants, 
the  latter  were  entitled  to  show  that  it  was  not  a  patent 
that  could  be  legally  sustained,  or  could  invest  the  supposed 
patentees  with  any  rights  to  exclude  iron-masters  from  the 
use  of  any  particular  process  that  they  might  believe  to  be 
advantageous.  The  whole  proceeding  in  the  court  below  is 
irregular,  and  must  be  reversed.  The  court  has  proceeded 
to  a  decree  in  law  which  is  not  justified  either  by  the  ad- 
missions of  the  parties,  or  the  finding  by  a  jury  of  the  facts ; 
and  the  appellants  have  thus  been  deprived  of  defences  to 
which  they  are  legally  entitled. 

Folletty  Solicitor-Oeneral^  and  Anderson^  for  the  re- 
spondents. The  precise  terms  of  the  contract  of  November, 
1833,  are  binding  on  the  appellants.  By  the  proviso  which 
declares  that  they  shall  not  directly  nor  indirectly  impeach 
the  validity  of  the  patent,  they  are  prevented  from  taking 
one  of  the  courses  they  now  proi)Ose  to  fcike  ;  and  without 
allowing  them  to  violate  the  express  terms  of  their  own 
agreement,  the  House  cannot  i)ermit  them  to  obtain  what 
they  now  seek.  The  terms  of  the  agreement  are  equally 
conclusive  as  to  their  liability  to  pay.  The  principle  of  the 
patent  was  the  application  of  heated  air  to  blast  furnaces  ; 
and  the  agreement  expressly  stipulates  that  they  shall  pay 
Is.  per  ton  of  iron  smelted  at  their  works,  between  Novem- 
ber 11  and  the  day  of  the  expiry  of  the  agreement,  "  by  the 
use  of  heated  air,  in  any  of  the  modes  heretofore  practised  " 
by  them,  '^  or  in  any  other  mode  falling  under  the  descrip- 
tion in  the  patent."  Nothing  can  be  more  clear  than  these 
stipulations  ;  there  is  no  pretence  for  showing  that  they 
were  entered  into  through  the  fraud  of  the  respondents ; 
they  were  knowingly  and  voluntarily  contracted  by  the 
appellants,  and  they  must  be  faithfully  performed.  The 
decree  of  the  court  below  has  merely  directed  the  strict  per- 
formance of  obligations  distinctly  undertaken  by  the  appel- 
lants, and  is  therefore  in  every  respect  a  valid  decree,  and 
must  be  affirmed. 

The  Attorney-Oeneral^  in  reply.  The  appellants  have  a 
right  to  show  that  circumstances  have  arisen  which  have 
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rendered  the  agreement  inapplicable ;  and  a  decree  which 
deprives  them  of  that  right  is  irregular,  and  cannot  be  sus- 
tained. 

Lord  Brougham.  My  lords,  I  think  in  this  casetliat 
your  lordships  can  have  no  question  that  the  interlocutor 
of  the  court  below  is  weU  founded,  and  ought  to  be  aefhrmed. 
The  first  question  raised  is  upon  the  construction  of  this  in- 
strument ;  and  it  appears  to  me,  with  great  submission  to 
your  lordships,  that  there  can  be  no  doubt  whatever  of  the 
true  construction  to  be  put  ux)on  the  words  in  the  instru- 
ment, ^*  the  number  of  tons  of  iron  smelted  in  manner  afore- 
said ;"  which  refer  of  course  to  the  previous  description 
given  of  the  mode  of  smelting  used  by  the  present  appel- 
lant, the  susx)ender  below,  which  is  described  in  the  follow- 
ing words :  **  By  the  application  or  use  of  heated  air  in  any 
of  the  modes  heretofore  practised  by  the  said  parties  at 
their  works,  or  in  any  other  mode  falling  under  the  descrip- 
tion in  the  said  patent  or  in  the  specification  thereof." 
Taking  the  whole  of  this  instrument  together,  I  think  it  is 
perfectly  plain  what  the  parties  on  either  side  had  in  view 
in  the  agreement.  There  had  been  great  dispute  between 
them  before,  turning  upon  two  points,  which  two  points  I 
am  sorry  to  say  have  been  raised  again,  though  this  agree- 
ment was  intended  to  have  prevented  their  again  raising 
them  ;  one  on  the  validity  or  invalidity  of  the  patent,  and 
the  other  whether  or  not  Messrs.  Baird  had  in  their  works 
used  the  process  of  the  patent.  Now,  in  order  to  put  an 
end,  as  it  appears  to  me,  for  the  future,  to  all  such  dis- 
putes, as  well  as  to  ascertain  what  was  to  be  done  with 
respect  to  determining  the  disputes  as  to  the  past,  they  ap- 
pear to  have  agreed  that,  whether  the  process  used  by 
Messrs.  Baird  had  fallen  within  the  patent  and  specification 
or  not,  there  was  equally  to  be  paid  the  si)ecified  sum.  The 
words  used  are  :  *  ^  The  modes  heretofore  practised  by  the 
said  second  parties" — ^that  is,  the  Messrs.  Baird,  "  at  their 
works,  or  in  any  other  mode  falling  under  the  description 
in  the  said  patent  or  in  the  specification  thereof."  ♦  That  is 
to  sa.y^  that  if  the  process  continued  to  be  used  was  the  same 
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with  the  process  previously  used,  they  were  to  pay  in  re^lpect 
of  it,  if  it  was  within  the  jyatent ;  or  if,  on  the  other  hand, 
it  was  a  departure  from  the  process  which  had  been  pre- 
viously used,  and  not  falling  within  the  patent,  that  still 
with  resi)ect  to  that  process  they  should  pay.  Now,  I  can- 
not go  along  with  the  construction  which  gives  such  an 
effect  to  the  word  '*  or''  as  to  construe  this  into  a  distinct 
admission  of  the  party  that  the  previous  process  was  with- 
in the  i>atent ;  I  think  that  it  is  used  in  a  sense  in  which  it 
is  frequently  though  very  inaccurately  used.  The  words 
are  these :  "  The  modes  heretofore  practised  by  the  said 
second  parties  at  their  said  works,  or  any  other  mode  falling 
under  the  description  in  the  said  patent  or  the  si)eciftcation 
thereof — ^that  is,  any  other  mode,  such  mode  falling  within 
the  description  of  the-  patent ;  in  other  words,  provided 
such  other  mode  be.  a  mode  falling  within  the  description 
of  the  patent.  I  apprehend  that  to  be  the  true  meaning ; 
though  not  certainly  a  very  correct,  yet  not  a  very  unusual 
application  of  the  word  ''or."  Such  being  the  case,  the 
question  whether  the  process  used  by  Messrs.  Baird  fell 
within  the  patent  or  specification  or  not  became  immaterial, 
provided  it  was  a  continuation  of  the  process  they  had 
heretofore  used. 

When  the  chai^  is  given  upon  these  proceedings,  and 
the  biU  of  suspension  is  brought  to  suspend  that  charge, 
the  question  is  whether  or  not  the  case  made  for  that  bill 
of  suspension  is  sufficient  to  warrant  the  court  in  suspend- 
ing the  charge.  Now,  what  have  they  pleaded  t  Their 
statement  and  their  plea  really  amount  to  this,  psiTtly  that 
the  patent  was  invalid,  and  partly  that  the  process  used  by 
them  was  not  a  process  within  the  patent ;  which  api)ears 
to  be  perfectly  immaterial  to  the  construction  which  I 
humbly  think  ought  to  be  put  ui)on  the  agreement, — ^that 
whether  the  process  used  was  within  the  patent  or  not,  still 
if  it  was  a  process  previously  used  in  those  works,  it  was 
struck  at,  and  they  were  bound  to  pay  the  1^.  a  ton.  It  is 
true,  the  other  part  of  the  charge  of  the  present  resi)ondents 
did  not  distinctly  meet  that  statement  in  the  bill  of  suspen- 
sion in  a  manner  the  most  correct  and  the  most  simple  in 
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which  it  might  have  been  met ;  for  it  would  have  beea 
much  better  if  they  had  said,  ^'  You  have  stated  an  imma- 
terial ground ;  you  have  brought  forward,  on  behalf  of 
your  bill  of  suspension,  a  wholly  immaterial  and  irrelevant 
plea ;  for  whether  the  process  used  by  you  falls  within  the 
patent  and  specification  or  not  is  rendered  immaterial  by 
the  obligation  you  have  incurred  by  the  instrument  in  ques- 
tion." Instead  of  that,  they  rather  followed  him  into  that 
immaterial  plea,  and  negatived  it.  Instead  of  saying,  "  It 
is  quite  irrelevant,"  they  have  said,  "  Be  it  relevant  or  not, 
you  are  wrong  ;  be  it  immaterial  or  material,  you  were  pre- 
cluded from  denying  that  your  process  is  the  process  of  the 
patent,  because  you  have  in  that  instrument  admitted  that 
your  process  was  the  process  of  the  patent,  and  that  the 
case  depended  upon  that."  Upon  the  true  construction,  as 
I  conceive,  of  that  instrument  that  would  have  been  ill- 
founded,  for  I  do  not  conceive  they  had  so  admitted  ;  but 
whether  the  charger  is  correct  or  not,  they  meet  his  alle- 
gation on  what  is  really  immaterial.  The  charger  being 
possessed  of  that  which  may  be  considered  a  judgment,  a  reg- 
istered instrument  giving  him  a  right '  to  execution  upon 
that  registration,  it  is  for  the  suspender  to  displace  the  dili- 
gence, to  show  the  court  that  the  charger  has  no  right  to 
avail  himself  of  that  diligence.  He  has  not  done  that  effec- 
tually, and  consequently  the  charger  has  a  right  to  use  his 
diligence,  the  suspender  having  failed  in  his  application  to 
suspend  that  diligence. 

Lord  CoTTENHAM.  My  lords,  I  am  of  the  same  opinion 
with  my  noble  and  learned  friend.  If  the  question  had 
turned  upon  the  words  which  are  to  be  found  in  the  license, 
without  any  recital,  I  should  h^ve  thought  that  they  clearly 
expressed  the  intention  of  the  parties  that  the  1^.  a  ton  was 
to  be  paid  for  all  iron  made  by  the  process  covered  by  the 
letters  patent,  or  by  any  prociess  which  had  been  used  by 
the  party  before  the  date  of  that  letter  of  license.  But 
when  the  recitals  to  that  instrument  are  looked  at,  they 
seem  to  me  to  put  that  question  beyond  all  doubt.  It  ap- 
pears by  the  recital  that  a  question  had  arisen.whether  the 
process  heretofore  used  had  been  or  not  within  the  terms  of 
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the  letters  patent ;  and  the  agreement  is  that  they  shall 
terminate  that  contest  which  had  arisen  by  paying  1^.  a 
ton  for  iron  "  smelted  by  means  of  heated  air  in  whatever 
way  applied/'  That  expression  occnrs  twice  in  the  recital : 
"The  use  of  heated  air  in  any  of  the  modes  heretofore 
practised  by  the  said  parties  at  their  said  works,  or  in  any 
other  mode  falling  under  the  description  in  the  patent  or  in 
the  specification  thereof  ;"  and  that  was  absolutely  neces- 
sary in  order  to  put  an  end  to  the  contest  which  had  arisen 
between  those  parties,  which  contest  was,  first  of  all, 
whether  the  validity  of  the  patent  was  put  an  end  to  by 
this  agreement ;  and  secondly,  whether  or  not  the  process 
had  been  a  violation  of  the  patent.  They  agreed,  for  the 
purpose  of  putting  an  end  to  the  contest,  that  this  sum 
shall  be  paid  on  all  iron  made  by  means  of  heated  air  in 
whatever  way  applied.  It  does  not  actually  amount  to  an 
admission  that  the  mode  used  had  been  within  the  terms  of 
the  patent ;  but  it  amounts  to  this,  that  for  the  purpose  of 
terminating  the  diflCerence,  it  shall  be  deemed  as  if  it  had 
been  within  the  terms  of  the  patent,  the  one  being  to  pay 
and  the  other  to  receive  the  1^.  a  ton.  Then  when  the 
parties  came  to  contract  for  the  future,  they  say,  "  1^.  a 
ton  shall  be  paid  for  every  ton  made  by  means  of  the  appli- 
cation of  heated  air  in  any  of  the  modes  heretofore  prac- 
tised by  the  said  second  parties  at  their  said  works,  or  in 
any  other  mode  falling  under  the  description  in  the  said 
patent." 

The  terms  I  have  now  read  are  very  explicit ;  they  seem 
to  me  to  leave  no  doubt  of  the  intention  of  the  parties,  who 
had  agreed,  as  to  the  time  past,  to  consider  that  all  modes 
by  which  iron  had  been  smelted  should  be  subject  to  the 
payment  of  Is,  a  ton  ;  and  the  same  as  to  the  future,  that 
they  shall  pay  1^.  a  ton  for  all  iron  smelted  in  any  manner 
according  to  the  terms  of  the  patent,  or  in  any  manner 
heretofore  used,  which  for  the  purpose  of  this  compact 
shall  be  equally  subject  to  the  Is.  2b  ton,  leaving  open  the 
question  whether  that  smelted  before  the  contract  of  1833 
had  been  within  the  terms  of  the  patent  or  not.  When  the 
parties  find  themselves  subject  to  this  agreement,  they 
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apply  to  the  court  to  protect  themselves  against  what  they 
consider  an  improper  use  of  this  process ;  they  state  the 
ground  on  which  they  make  that  application  ;  tiie  grounds 
are  these :  in  article  11  in  the  statement  of  fBCts  are  these 
words,  "  That  the  complainers  have  been  charged  to  render 
an  account,  verified  by  affidavit,  of  the  iron  smelted  by 
them  at  these  works  by  means  of  Mr.  Neilson's  patent,  or 
by  any  mode  falling  under  the  description  in  the  said  pat- 
ent or  in  the  specification  thereof ;"  that  is  in  affirmance  of 
one  part  of  the  proposition  contained  in  the  contract  be- 
tween the  i)arties  by  the  agreement  of  1833,  but  they  leave 
the  other  untouched.  That  may  be  perfectly  true  according 
to  the  construction  put  upon  the  agreement,  and  yet  they 
may  have  used  this  process  before  the  contract  of  1833,  but 
which  they  now  contend,  as  they  did  then  contend,  was 
not  within  the  terms  of  the  patent.  That  is  not  the  aver- 
ment, however,  in  the  case.  It  is  not  therefore  proving  the 
affirmative  of  that,  or  assuming  to  prove  the  affirmative  of 
that,  which  shows  that  they  are  not  liable  to  the  payment 
of  1^.  a  ton  on  all  the  iron  made.  That  opens  the  issue 
again,  which  both  parties  intended  should  be  concluded, 
that  the  process  used  before  1833  was  the  process  which  was 
covered  by  the  patent. 

My  lords,  what  was  the  real  intention  of  the  i)arties 
making  this  agreement,  whether  they  meant  the  words  to 
have  e  meaning  different  from  their  obvious  meaning,  is  a 
question  not  before  us.  The  question  is  whether  the  appel- 
lants have  stated  anything  entitling  them  to  the  interpo- 
sition of  the  court ;  for  they  must  state,  and  they  must 
clearly  make  out,  a  case  entitling  them  to  that  interposition, 
otherwise  the  court  cannot  interfere.  In  my  opinion  they 
have  not  stated  a  case  relieving  themselves  from  the  pay- 
ment of  the  1^.  a  ton  for  the  iron  so  made  ;  and  if  there  had 
not  been  a  strange  misconception  of  the  agreement  of  the 
parties,  I  think  there  would  have  been  no  ground  for  the 
argument.  The  only  difficulty  I  have  had  was  in  consider- 
ing whether  this  process  might  not  be  used  for  the  purpose 
of  enabling  the  court  to  adjudicate  between  the  i)arties  as 
to  what  was  to  be  paid,  assuming  that  tile  iron  had  been 
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smelted  in  the  mode  subjecting  the  suspenders  to  the  pay- 
ment of  the  1^.  a  ton  ;  but  when  I  look  to  the  statement  of 
this  case,  I  do  not  find  any  part  of  it  in  which  the  appel- 
lants call  upon  the  court  to  protect  them  against  the  pro- 
cess, beyond  the  amount  of  the  liability  which  arises  from 
the  contract  to  pay  1^.  a  ton.  They  state  that  they  are  not 
liable  to  pay  anything,  because  the  process  they  have  used 
is  not  within  the  terms  of  the  patent,  and  in  one  part  of  the 
appellants'  case  that  is  put  in  the  strongest  possible  light. 
They  say,  *'  It  is  needless  to  go  into  these  matters  because 
the  case  of  the  complainers  simply  is  that  they  could  not 
be  compelled,  even  in  an  ordinary  action  on  the  contract, 
and  still  less  by  a  vague  charge  of  this  description,  to  render 
an  account  of  iron  smelted  by  a  process  which  they  aver 
and  offer  to  prove  they  have  never  used."  So  far,  there- 
fore, from  asking  that  they  may  have  the  assistance  of  the 
court  to  ascertain  whether  they  are  liable  to  pay  the  whole, 
the  ground  on  which  they  put  their  case  is  that  they  have 
not  used  any  process  in  respect  of  which  they  are  liable  to 
pay  anything.  That  will  leave  it  open  to  the  parties  to 
apply  to  the  court  for  an  interdict  or  any  other  process,  as 
they  may  be  advised.  It  is  sufficient  for  us  at  present  to 
say  that  on  the  ground  upon  which  they  have  come  here 
they  have  failed  in  bringing  forward,  any  case  for  relief 
from  this  agreement ;  and  upon  a  view  of  the  whole  case  I. 
think  your  lordships  are  justified  in  affirming  the  iiiter- 
locutor.  •  • 

Lord  Campbell.  I  entirely  agree  in  the  view  thus  taken 
by  my  noble  and  learned  friends  who  have  preceded  me.  " 
I  have  very  little  to  add  to  the  observations  they  have  made. 
The  construction  of  the  agreement  does  not  appear  to  me  to 
admit  of  any  reasonable  doubt.  There  had  been  a  former 
license  granted  to  Baird  &  Co.,  and  they  had  made  iron  by 
means  of  a  certain  process.  A  controversy  arose  whether 
that  mode  of  making  it  was  an  infraction  of  the  patent  or 
not,  and  whether  they  were  liable  to  pay  the  sum  they  had 
stipulated  to  pay  if  they  availed  themselves  of  the  license 
granted  to  them.  It  appears  that  there  were  legal  proceed- 
ings arising  out  of  that.    To  put  an  end  to  those,  the 
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parties  came  to  an  agreement  in  1833 ;  and  according  to 
that  agreement  a  certain  sum  of  money  was  to  be  paid  for 
the  iron  which  had  been  before  made  by  Messrs.  Baird 
&  Co. ,  according  to  the  process  they  had  adopted  ;  and  it  was 
also  agreed  that  a  certain  sum  of  1^.  per  ton  should  be  paid 
thereafter  for  all  the  iron  which  was  made  by  them  accord- 
ing to  the  mode  they  had  before  adopted,  or  any  other 
mode  which  was  within  that  patent.  I  am  clearly  of 
opinion  that  this  precluded  Messrs.  Baird  &  Co.  from  con- 
testing that  their  former  process  was  not  within  the  patent, 
and  that  it  rendered  them  liable  to  pay  1^.  a  ton  for  all  iron 
made  according  to  the  process  whether  within  the  patent  or 
not.  It  would  be  monstrous  to  say  that  Messrs.  Baird 
&  Co.,  having  paid  the  £400,  might,  if  they  continued  the 
same  process  as  they  had  used  before,  still  contend  that  it 
was  not  within  the  patent,  and  that  they  were  no  longer 
liable,  so  as  to  revive  all  the  controversy  which  it  was  the 
object  of  the  agreement  to  terminate. 

Then,  what  is  the  ground  of  the  suspension  ?  It  certainly 
lies  upon  the  suspenders  to  state  some  ground  on  which 
they  call  upon  the  court  to  interpose  to  suspend  the  charge 
of  having  had  the  benefit  of  that  process.  The  only  real 
ground  alleged  is  that  the  use  that  has  been  made  of  the 
hot  air  has  not  been  according  to  the  patent.  There  is  no 
denial  of  their  having  used  hot  air  ;  there  is  no  denial  that 
it  has  been  used  in  the  same  manner  as  it  had  been  before 
1833 ;  but  it  is  simply  an  allegation,  and  comes  to  this  in 
substance,  that  it  is  not  a  use  of  hot  air  coming  within  the 
patent.  But  the  very  object  of  the  agreement  was  to  put 
an  end  to  that  question ;  and  on  the  construction  of  the 
agreement,  I  am  of  opinion  that  there  is  no  ground  at  all 
for  the  suspension ;  and  further,  that  the  susjx^.nder  had 
no  right  at  all  to  the  interposition  .of  the  court,  and  that 
therefore  the  interlocutor  disposing  of  that  susi)ension 
ought  to  be  affirmed. 

Interlocutor  affirmed,  with  costs. 

License. — Not  only  a  patentee,  but  also  licensees  from  him,  may  recover  in 
equity,  damages  for  violation  of  a  patent  which  lias  been  established  at  law. 
Beaumont  v,  (George,  1  ante,  206.    An  agreement  to  purchase  license  to  use  a 


1842]  HANCOCK  V.  HULLEMANDEL.  408 

patent  purporting  to  be  a  certain  invention,  may  be  set  aside  for  fraud  and  mis- 
representation. Lovell  9.  Hicks,  2  anU^  252.  In  patentee's  action  for  an  in- 
fringement, a  licensee  is  a  competent  witness  for  plaintiff.  Derosne  v.  Fairie, 
2  ante,  78.  A  licensee  cannot  sustain  an  action  for  infringement  of  a  patent. 
Deroene  v.  Fairie,  2  ante,  78. 


HANCOCK  V.  HULLEMANDEL. 
Chancery,  ▼.  O^  April  12,  1842. 

(86  Mech.  Mag.  864.) 

Upon  confiictinj  Evidence,  Injunction  retained  pending 

Action  at  Law. 

Motion  for  an  injunction. 

In  January,  1838,  Charles  Hancock,  the  eminent  painter 
of  animals,  obtained  a  patent  for  **  certain  improved  means 
of  producing  figured  surfaces,  sunk  and  in  relief,  and  of 
printing  therefrom ;  and  also  of  moulding,  stamping  and 
embossing."  The  defendant  Hullemandel  in  November, 
1841,  obtained  a  patent  for  **a  new  effect  of  light  and 
shadow,  imitating  a  brush  or  stump  drawing,  or  both  com- 
bined, produced  on  paper,  being  an  impression  from  a  plate 
or  stone  prepared  in  a  particular  manner,  as  also  the  mode 
of  preparing  the  said  plate  or  stone  for  that  object.'' 

In  the  present  suit  Hancock  claimed  that  Hullemandel' s 
**  new  eflfect'*  was  obtained  by  means  which  were  included 
within  his  (Hancock' s)  specification  ;  and  he  now  moved  for 
an  injunction  to  restrain  this  alleged  infringement. 

The  portion  of  plaintiffs  si)ecification  on  which  the  plain- 
tiff relied  was  as  follows  : 

**  I  take  a  thin  solution  of  caoutchouc  mixed  with  etching 
ground  or  any  other  comi)osition  which  will  resist  the  action 
of  acids,  and  with  it  cover  the  whole  surface  of  the  plate, 
and  then  with  an  etching  point,  or  other  suitable  instrument, 
remove  all  the  parts  which  are  not  intended  to  be  in  relief 
(or  with  the  same  or  any  suitable  composition,  draw  or  paint 
upon  plain,  curved  or  undulated  metallic  surfaces  the  whole 
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of  that  part  of  my  design  which  I  intend  to  be  in  relief),  and 
when  the  drawing  is  perfectly  dry  I  place  it  in  a  dish  or 
trough  of  adequate  dimensions,  with  its  face  downward,  im- 
mersed to  a  proper  and  uniform  depth  in  the  acid  liquor, 
which  I  allow  to  operate  until  the  desired  effect  is  obtained. 
Should  any  part  require  to  be  placed  in  higher  relief,  the 
plate,  block  or  cylinder  is  to  be  washed  clean  with  spirits  of 
turpentine,  and  a  ground  laid  on  in  the  manner  usually 
practised  in  relaying  of  grounds  ;  it  is  then  to  be  submitted 
again  to  the  action  of  the  acid,  or  the  part  lowered  with  the 
graver." 

Numerous  affidavits  from  artists  and  men  of  science  were 
produced  on  both  sides ;  but  there  was  a  great  conflict  of 
testimony  as  to  the  novelty  of  the  inventions,  and  whether 
one  was  an  infringement  of  the  other. 

The  Vice-Chancellor  said  that  when  the  court  found 
persons  of  such  scientific  knowledge  in  these  matters  giving 
the  opinions  they  had,  he  was  quite  unwilling  to  take  upon 
himself  to  say  what  they  had  stated  was  groundless,  which 
he  should  do,  to  a  certain  extent,  by  granting  the  injunc- 
tion in  the  present  state  of  things.  Therefore  in  the  extraor-^ 
dinarily  dark  state  of  the  case  as  it  was  now  presented  to 
the  court,  he  thought  the  proper  course  would  be  to  do 
nothing  on  the  motion,  but  to  let  it  stand  over  for  the  plain- 
tiff to  bring  such  action  as  he  should  be  advised,  to  try  the 
validity  of  his  patent. 

Counsel  for  defendant  insisted  that  the  application  ought 
to  be  dismissed  altogether. 

The  Vice-Chancellob,  in  giving  judgment,  said  he  con- 
sidered the  case  a  very  important  one,  and  for  that  reason 
should  follow  the  course  he  had  already  suggested.  He 
wished  to  have  it  made  absolutely  certain  whether  there 
had  been  an  infringement  of  the  patent  or  not.  If  he  were 
to  act  upon  the  present  impression  in  his  mind,  it  might 
happen  that  when  the  case  came  before  a  jury  a  verdict 
might  be  pronounced  against  that  opinion,  and  then  he 
should  have,  on  a  matter  of  fact,  and  not  being  at  all  con- 
versant with  the  subject,  an  opinion  he  had  pronounced  on 
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the  verity  of  the  case  contradicted  by  persons  who  were, 
by  the  law  of  the  country,  the  constituted  judges  of  dis- 
puted matters  of  fact.  He  therefore  adhered  to  the  opinion 
he  had  expressed  that  all  he  could  do  was  to  let  the  motion 
stand  over  for  the  plaintiff  to  bring  an  action,  or  otherwise 
to  take  such  proceedings  as  he  might  be  advised,  with  lib- 
erty to  either  party  to  apply. 


GIBSON  V.  BRAND. 
Oommon  Fleas,  East.  T.,  1842. 

(1  Web.  P.  C.  681.) 

Flecuding  Insufficiency  of  Specification.  Patent  for  Process. 
Improvement.  Novelty  of  AU  Parts  of  Process.  Motion  in 
Arrest  of  Judgment. 

While  a  new  process  may  be  the  subject  of  a  patent,  and  an  improved  process 
may  also  be,  if  the  improvement  amounts  to  a  new  invention  and  a  new  manu- 
facture, the  specification  must  distinctly  show  the  fact,  and  the  evidence  com- 
pletely sustain  it. 

If  the  patentee  claims  as  his  invention  improvements  in  machinery,  or  a  new 
combination  of  machinery,  and  the  jury  find  that  he  has  only  invented  an  im- 
proved process,  it  teems  that  the  patent  is  void. 

The  patentees  claimed  eight  several  heads  of  invention.  Held,  that  in  order 
to  support  their  patent  they  were  bound  to  show  that  each  of  the  parts  was  new. 

To  raise  the  question  of  the  insufficiency  of  the  specification  in  point  of  law, 
the  defondant  should,  after  setting  out  the  specification  and  averring  no  other 
to  have  been  enrolled,  aver  the  letters  patent  to  be  void. 

An  issue  in  fact  on  a  plea  being  found  for  the  plaintiff,  the  defendant  cannot 
resort  to  matters  not  in  issue  and  admitted  in  that  plea  to  arrest  judgment. 

Rule  to  show  cause  why  verdict  should  not  be  entered  for 
the  defendants. 

The  trial  at  which  verdict  was  entered  for  the  plaintiffs  is 
reported  at  p.  312. 

Channell  obtained  a  rule  calling  on  the  plaintiffs  to  show 
cause  why  the  verdict  should  not  be  entered  for  the  defend- 
ant on  the  second  and  third  issues,  or  why  there  should  not 
be  a  nonsuit,  or  why  the  judgment  should  not  be  arrested 
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on  the  fifth  issue  ;  against  which,  caiise  having  been  shown, 
the  court  delivered  the  following  judgments. 

TiNDAL,  C.  J.  With  respect  to  the  question  why  the 
verdict  should  not  be  entered  for  the  defendant  upon  the 
general  issue,  we  have  already  in  the  course  of  the  argu- 
ment given  a  sufficient  answer.  The  breach  alleged  in  the 
declaration  is  that  the  defendant  infringed  the  patent  by 
making,  using  and  putting  in  practice  the  plaintiffs'  inven- 
tion ;  and  the  evidence  is  that  an  order  was  given  in  Eng- 
land, which  order  was  executed  in  England,  for  making 
articles  by  the  same  mode  for  which  the  plaintiffs  had  ob- 
tained their  patent,  which  articles  were  afterward  received 
by  the  defendant.  This  is  quite  sufficient  to  satisfy  an 
allegation  that  he  made  those  articles  ;  for  he  that  causes 
and  procures  to  be  made  may  be  weU  said  to  have  made 
them  himself. 

With  respect  to  that  part  of  the  rule  which  calls  on  the 
plaintiffs  to  show  cause  why  the  judgment  should  not  be 
arrested,  I  am  of  opinion  that  no  sufficient  ground  has  been 
made  out  for  that  purpose.  It  is  to  be  observed  that  the 
last  plea  contains  an  allegation  that  there  was  no  other 
specification  enrolled  by  the  patentees  than  that  which  is 
set  forth  in  the  plea.  Then  it-  goes  on  to  allege  that  the 
specification  is  not  sufficient,  on  which  there  is  an  issue 
taken  in  fact  that  it  was  sufficient.  The  parties  go  to  trial 
upon  it,  and  the  jury  find  that  it  was  a  sufficient  specifica- 
tion, meaning  sufficient  in  point  of  fact,  that  a  workman  of 
competent  skill  and  ability,  pursuing  the  directions  in  the 
specification,  would  understand  them  very  well,  and  might 
produce  the  result  which  the  patentees  intended.  That  is, 
therefore,  a  plea  which  is  put  in  to  the  whole  of  the  decla- 
ration, and  the  issue  joined  on  it  is  found  against  the  de- 
fendant. I  have  heard  no  authority  cited  to  show  that 
where  a  plea  is  found  false  in  fact  the  defendant  may  after- 
ward avail  himself  of  another  part  of  the  plea,  which  was 
not  put  in  issue,  and  on  the  allegation  that  the  facts  alleged 
in  that  other  part  of  the  plea  are  before  the  court,  arrest 
general  judgment  for  the  plaintiff.     If  the  defendant  had 
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intended  to  avail  himself  of  the  want  of  a  proper  specifica* 
tion  in  point  of  law,  or  to  have  contended  that  such  specifi- 
cation would  not  support  the  patent  which  had  been  granted 
to  the  plaintiffs,  he  might,  after  alleging  that  such  was  the 
specification,  and  that  no  other  specification  had  ever  been 
used  or  filed  by  the  plaintiffs,  have  stated  in  his  plea  that 
the  patent  was  therefore  void  in  law ;  and  then  the  ques- 
tion would  have  been  raised  upon  the  record,  on  which,  if 
the  defendant  was  wrong  in  his  allegation,  he  would  have 
been  compelled  to  pay  costs  to  the  plaintiffs  upon  a  de- 
murrer, or  if  the  defendant  was  right,  he  would  have  re- 
ceived them  upon  judgment  being  given  in  his  favor.  But 
now,  after  having  put  in  a  plea  which  goes  to  the  whole 
right  of  action,  which  plea  is  found  to  be  false  in  fact,  upon 
an  issue  raised  ui)on  it,  he  seeks  to  use  that  plea— a  confes- 
sion in  that  plea — not  merely  for  the  purpose  of  the  plea 
itself,  but  as  a  general  answer  to  the  right  of  the  plaintiffs 
to  recover.  I  observe  the  plea  contains  two  allegations,  one 
of  which  is  that  this  was  the  only  specification  that  was 
put  in  by  the  plaintiffs  ;  and  another  is  that  it  is  not  a  sufli- 
cient  specification  for  the  purpose.  True  it  is,  when  an 
issue  is  taken  by  the  plaintiffs  on  one  of  those  allegations, 
they  do  admit  the  other,  viz.,  that  it  was  the  only  specifi- 
cation ;  but  then  they  only  admit  it  for  the  purpose  of  that 
plea,  and  the  defendant  has  no  right  afterward  to  use  it  as 
an  argument  against  the  plaintiffs  that  they  have  virtually 
admitted,  for  all  the  purposes  of  the  action,  that  there  is 
no  other  specification  than  that  which  is  put  ui)on  the 
record.  I  think,  therefore,  upon  the  strict  legal  notion  of 
a  motion  in  arrest  of  judgment,  which  proceeds  upon  the 
ground  of  a  deficiency  in  the  plaintiffs'  right  of  action,  that 
the  defendant  has  no  right,  under  the  circumstances,  to  call 
upon  us  to  stay  the  judgment  of  the  jury  ;  and  it  is  enough 
to  say  that  on  motion  in  arrest  of  judgment,  the  matter 
ought  to  be  made  out  clearly  to  the  satisfaction  of  the  court, 
because,  if  they  are  wrong  upon  it,  the  party  has  a  remedy 
in  a  higher  quarter. 

I  come  now  to  that  which  is  the  main  and  important 
question  between  the  parties — ^that  is,  whether  the  defend- 
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ment,  or  some  part  of  an  engine  or  instrument,  to  be  em- 
ployed either  in  the  making  of  some  previously  known 
article,  or  in  some  other  useful  purpose,  as  a  stocking- 
frame,  or  a  steam-engine  for  raising  water  from  mines  ;  or 
it  may  perhaps  extend  also  to  a  new  i)rocess  to  be  carried 
on  by  known  implements  or  elements,  acting  upon  known 
substances,  and  ultimately  producing  some  other  known 
substance,  but  producing  it  in  a  cheaper  or  more  expe- 
ditious manner,  or  of  a  better  and  more  useful  kind."  And 
then  he  goes  on  to  observe  that  the  specification  of  a  'paient 
or  a  process  should  be  definite  and  precise ;  that  as  to  a 
process,  the  specification  should  state  the  time  and  degree  of 
heat,  or  other  particulars,  that  would  apply  to  the  particu- 
lar subject-matter  under  consideration.  Now,  looking  at 
the  specification  in  this  case,  it  appears  to  me  that  this  pat- 
ent cannot  be  supported  at  law,  because  the  plaintiflfs  have 
in  the  course  of  it  claimed  more  than  they  are  entitled  to  ; 
for  I  cannot  read  the  description  that  they  give  of  their  in- 
vention, and  the  parts  of  their  invention,  without  under- 
standing them  to  claim  improvements  that  are  made  upon 
the  machine  which  is  used  for  the  purpose  of  producing 
the  desired  result.  Dismissing  all  the  diflferent  heads  of 
process  from  our  consideration  but  the  sixth  and  seventh, 
I  cannot  understand  those  two  articles  or  heads  of  the  pro- 
cess, when  I  consider  the  other  parts  of  the  specification, 
but  as  claiming  either  an  improvement  upon  or  a  new  com- 
bination of  the  throstle  machine,  by  which  the  work  is 
carried  into  effect.  That  the  plaintiffs  mean  to  claim  those 
eight  several  and  distinct  parts  of  the  process,  according  to 
the  argument  of  my  brother  Bompas,  as  all  combined 
together  making  one  process,  I  think  is  abundantly  clear 
from  the  last  words  of  the  spiecification,  where  they  desire 
it  to  be  understood  that  they  ^ '  disclaim  those  parts  of  the 
process  or  mechanism  which  may  have  been,  previously  to 
granting  our  patent,  well  known."  And  then  they  go  on 
to  say,  "  But  we  restrict  our  claims  to  the  eight  several 
heads  of  invention  mentioned  in  the  early  part  of  this  speci- 
fication, all  of  which  we  believe  to  be  new  and  of  great 
public  utility."      Therefore  it  is  that  the  plaintiffs  are 
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bound  to  ahow  that  ea«h  of  those  eight  Beveral  distinct 
heads  into  which  they  have  divided  the  process  is  new  and 
of  public  utility.  The  specification  begins  first  to  d(»cribe 
the  old  method  of  working  the  silk  waste  ;  and  then  it  goes 
on  to  say,  "  Having  thus  explained  the  old  or  ordinary  pro- 
cess of  converting  silk  waste  into  yam,  I  will  proceed  to  , 
describe  our  novel  process,  by  which  we  produce  our  new 
or  improved  manufacture  of  yam  or  thread."  Claiming, 
therefore,  as  they  must  claim,  a  novelty  in  the  case,  whether 
it  be  a  patent  taken  out  for  machinery  or  taken  out  for  a 
process  only,  if  we  were  to  stop  there,  when  the  jury  have 
found  that  there  was  not  a  new  process,  but  an  improved 
process,  although  perhaps  it  would  be  a  hard  measure  upon 
the  plaintiffs,  who  call  their  manufacture  "  our  new  or  im- 
proved manufacture,"  still,  I  think,  there  might  be  some 
doubt  even  upon  that  finding,  with  those  words  alone  in  the 
specification,  whether  it  could  be  supported.  Further  on, 
aiter  describing  some  portion  of  the  process  and  machinery, 
the  specification  proceeds  thus  :  "  Having  now  explained 
the  nature  of  the  drawing  and  roving  machinery  which  we 
have  found  to  answer  best,  and  the  several  processes  of 
drawing  and  roving  silk  waste  alone,  and  of  silk  waste  in 
combination  with  wool  and  with  flax,  I  will  proceed  to  de- 
scribe the  spinning  machine,  by  which  the  rove  is  drawn  or 
elongated  into  strands  to  be  spun  into  yam  or  threads." 
Now  observe,  he  is  about  to  describe  a  piece  of  machinery  ; 
he  says,  "  The  annexed  drawings  for  the  most  part  repre- 
sent the  well-known  spinning  frame,  called  a  throstle,  on 
the  principle  of  the  long  ratch,  as  employed  in  the  spinning 
of  flax."  "For  the  most  part  represent  it."  What  is 
that  but  impliedly  saying,  "  There  is  some  part  of  that 
which  I  use,  and  which  I  am  now  about  to  describe,  which 
is  new  and  discovered  by  myself"!  And  he  goes  on, 
"Which  machine,  combined  with  the  improvements  we 
have  applied  to  it,  we  apply  to  the  new  and  useful  purpose 
of  spinning  silk  waste  of  long  fibres."  Now,  pausing  there 
only,  I  think  it  is  impossible  to  read  this  without  seeing 
that  the  party,  who  is  now  describing  one  of  the  heads  of 
the  process  before  set  out,  is  claiming  either  a  new  improve- 
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pressly  negatives.  It  seems  to  me  that  in  order  to  sustain 
the  issue  that  this  was  a  new  invention,  the  plaintiffs  were 
boand  to  show  that  it  waa  new  in  each  of  the  eight  parts 
which  are  set  out  in  the  specification  and  which  are  claimed 
as  parts  of  their  process.  Unless  each  of  them  were  new, 
the  plaintiffs  would  not,  in  my  judgment,  be  entitled  to  a 
verdict.  I  am  not  prepared  to  say  that  an  improved  process 
may  not  be  the  ground  of  a  patent ;  and  if  the  jury,  there- 
fore, had  simply  found  that  it  was  an  improved  process 
and  had  found  no  more  than  that,  I  should  at  least  have 
been  under  some  difficulty  in  saying  what  the  effect  of  such 
a  verdict  would  be.  But  the  finding  of  the  jury  must  be 
taken  altogether,  and  then  it  amounts  to  this, — that  though 
there  may  be  some  improvement  in  the  manipulation  or 
otherwise  in  the  process  by  which  this  matter  is  carried  on, 
there  is  neither  novelty  in  the  invention  nor  novelty  in  the 
combination.  Looking  therefore  at  the  verdict  only,  it 
seems  to  me  a  verdict  in  favor  of  the  defendant  upon  the 
third  plea.  But  we  may  look  into  the  evidence  for  the  pur- 
pose of  seeing  whether  it  was  probable  that  there  really  was 
such  an  improvement  in  the  process  as  might  by  reasonable 
construction  amount,  in  the  eye  of  the  law,  to  a  new  inven- 
tion ;  because  if  it  had  been  so,  I  should  have  thought  that 
might  be  a  ground  for  sending  the  case  down  again  to  a 
new  trial.  And  looking  at  the  evidence  with  this  view,  I 
am  not  able  to  find  any  novelty  in  the  process  which  would 
warrant  us  in  saying  that  the  jury  must  have  meant,  by 
finding  it  to  be  an  improved  process,  that  it  amounted  to 
anything  which  might  properly  be  the  subject  of  a  patent. 
It  seems  to  me  to  be  nothing  more  than  the  application  of 
an  old  and  well-known  machine,  without  any  material 
variation,  to  the  spinning  of  silk  waste,  in  what  we  may 
call  the  natural  state,  discharging  the  gum  from  it  in  the 
ordinary  manner,  and  dyeing  it  by  the  ordinary  process. 
The  only  thing  in  which  there  is  any  novelty,  that  I  can 
make  out,  is  that  the  plaintiffs  do  not  cut  the  silk  into 
small  and  minute  portions,  that  they  dye  it  in  a  different 
stage  of  the  process,  and  that  they  appear  also  to  dischai^ 
the  gum  in  a  different  stage  of  the  process,  but  altogether 
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are  against  the  plaintiffs,  according  to  the  terms  in  which 
the  issue  is  couched,  yet  that,  in  point  of  law  and  sub- 
stance, it  is  a  finding  in  their  favor,  and  therefore  that  the 
verdict  may  still  be  entered  for  them ;  and  the  way  in 
which  I  understand  the  case  to  have  been  argued  is  this — 
that  looking  at  the  evidence  which  has  been  given  at  the 
trial,  and  comparing  the  evidence  given  with  the  finding  of 
the  jury,  the  court  may  see  the  jury  have  in  some  sense 
found  that  the  plaintiffs  had  discovered  an  improved  pro- 
cess in  the  manufacture  of  silk  yam,  and  that  the  evidence 
shows  that  the  nature  of  the  discovery  was  such  as  would 
entitle  them  to  a  patent ;  and  therefore  that  the  mere  lan- 
guage of  the  finding  by  the  jury  was  not  such  as  to  exclude 
the  plaintiffs  from  the  verdict  upon  those  issues.  Now,  it 
appears  to  me,  upon  comparing  the  finding  of  the  jury  with 
the  evidence  given  in  the  cause,  that  the  plaintiffs  have  not 
made  out  any  such  case  of  an  improved  process  as  would 
entitle  them  to  a  patent  as  the  inventors  of  a  new  manu- 
facture. Although  it  may  be  true  that  a  party  may  have  a 
patent  for  an  improved  process,  under  circumstances  which 
would  show  that  the  improvement  in  the  process  really 
amounted  to  a  new  invention,  and  a  new  manufacture 
within  the  terms  of  the  act  of  Parliament,  I  think  the  evi- 
dence in  this  case  does  not  show  that  here  there  has  been 
any  such  improvement.  The  plaintiffs  by  their  specification 
put  their  claim  under  eight  heads,  and  inasmuch  as  they 
claim  a  patent  in  respect  of  the  whole  of  those  eight  heads 
as  forming  eight  different  branches  of  one  process,  for  the 
purpose  of  manufacturing  silk  yam,  or  silk  yam  in  com- 
bination with  wool  or  flax,  it  is  necessary  for  them  to  show 
that  the  whole  of  that  process  is,  as  they  maintain  it  to  be, 
new.  Now,  it  appears  to  me,  whatever  degree  of  novelty 
there  may  be  in  the  process  by  which  they  discharge  the 
gam  from  the  silk,  which  varies  from  the  ordinary  process, 
inasmuch  as  it  takes  place  at  a  different  stage  of  the  manu- 
facture from  that  at  which  it  was  previously  employed,  or 
whatever  novelty  there  may  be  in  the  dyeing,  to  wMch  the 
same  observation  applies,  yet  if  the  substantial  parts  of  the 
alleged  improvements,  as  contained  in  the  other  heads  of 
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the  process,  are  not  new,  so  as  to  make  them  the  subject  of 
a  patent,  then  the  plaintiffs  must  fail  altogether.  Now, 
the  third  head  is,  "A  part  of  our  process  by  which  we  spin 
yam  from  dressed  or  heckled  silk  waste  of  long  fibres,  either 
in  the  gum  or  discharged."  The  third  head,  therefore, 
does  not  include  either  of  the  first  two,  because  it  is  put  in 
the  alternative — ''silk,  either  in  the  gum  or  discharged." 
What,  then,  is  the  novelty  of  the  process  claimed  by  the 
plaintiffs  as  proved  in  evidence  in  respect  of  this  third 
head?  It  appears  from  the  evidence  that  the  process  of 
spinning  silk  waste  without  cutting  it  had  been  previously 
practised— practised,  it  is  said,  in  secret,  and  not  made 
known  to  the  public ;  and  if  that  had  been  made  out,  I 
should  have  agreed  with  the  learned  counsel  for  the  plain- 
tiffs that  that  would  not  have  been  enough.  But  it  appears 
to  me  that  there  is  abundant  evidence  to  show  that  the  yam 
spun  from  silk  waste  in  the  uncut  fibre  had  been  manufac- 
tured to  a  considerable  extent,  and  had  been  brought  into 
public  notice  by  sale,  and  after  sale  had  been  used  for  differ- 
ent purposes,  though  it  appears  not  to  have  been  brought 
•  to  that  state  of  perfection  which  would  enable  parties  to 
apply  it  to  the  manufacture  of  articles,  such  as  those  that 
were  produced  from  the  silk  yam  made  by  the  plaintiffs. 
It  had,  for  instance,  been  used  in  the  manufacture  of  gold 
lace.  There  was,  therefore,  nothing  new  in  the  process  of 
spinning  silk  yam  from  silk  waste,  in  the  long  fibre,  nor  in 
the  machinery  upon  which  it  was  spun.  And  all  that  can 
be  claimed  by  the  plaintiffs  is  that  they  have  more  skilfully 
adapted  a  known  machine  to  the  preparation  of  materials 
previously  known,  by  a  process  previously  known,  and 
producing  a  known  result,  but  still  producing  that  result 
in  an  improved  condition.  This  appears  to  me  the  extent 
of  the  discovery  and  of  the  merit  of  the  plaintiffs'  invention. 
Now,  thi9  may  be  useful,  as  the  jury  have  found  it  is  ;  it 
may  be  valuable  ;  but  it  is  not  the  improvement  which  the 
plaintiffs  have  described  and  claimed  in  this  specification. 
I  am  therefore  of  opinion  that  the  verdict  should  be  entered 
for  the  defendant  on  the  second  and  third  issues. 
Cress  WELL,  J.    I  am  also  of  opinion  that  the  verdict 
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should  be  entered  for  the  defendant  on  the  second  and 
third  issues.  This  patent  right,  as  explained  by  the  counsel 
for  the  plaintiffs,  is  undoubtedly  of  a  very  singular  char- 
acter. The  plaintiffs  do  not  claim  any  article  produced 
by  the  process,  they  do  not  claim  the  machinery  used  in 
producing  it,  nor  do  they  claim  any  ingredient  used  in 
producing  it.  They  claim,  it  is  said,  merely  a  process.  Cer- 
tainly, there  are  dicta  in  the  books  that  a  process  may  be 
the  subject-matter  of  a  patent.  Whenever  that  question 
arises,  of  course,  I  shall  be  prepared  to  give  it  every  con- 
sideration, and  form  the  best  judgment  I  can  upon  it.  I 
may  remark,  however,  that  I  do  not  find  any  distinct  de- 
cision, stating  that  the  mere  omission  of  a  part  of  a  process 
which  this  in  substance  is,  would  form  sufficient  subject- 
matter  for  a  patent  right.  I  do  not  propose,  in  considering 
the  question  now  before  the  court,  at  all  to  inquire  into  the 
nature  of  the  evidence  which  was  given  in  the  cause.  The 
jury  have  come  to  a  finding,  against  which  no  complaint 
has  been  made.  It  appears  that  both  parties  are  content  to 
say  that  the  jury  have  really  come  to  the  right  conclusion, 
and  that  they  have  found  certain  matters,  which  the  x>arties 
on  the  one  side  and  on  the  other  contend  to  be  in  substance 
a  finding  for  them.  The  jury  have  found  that  it  is  not  a 
new  invention  nor  a  new  combination.  Have  the  plaintiffs 
claimed  by  their  patent  a  new  invention  or  a  new  combina- 
tion ?  If  they  have,  then  the  jury  have  said  there  is  neither  ; 
and  if  they  have  claimed  a  new  invention,  and  the  jury 
have  found  there  was  none,  of  course  they  could  not  be  the 
inventors.  Now,  if  there  could  be  any  doubt  that  the 
plaintiffs  intended  to  claim  each  of  the  eight  parts  men- 
tioned at  the  beginning  of  the  specification  as  a  portion  of 
their  invention,  they  fix  it  by  the  concluding  part  of  the 
specification,  where  they  say,  "  We  desire  it  to  be  under- 
stood that  wo  disclaim  those  parts  of  the  process  or.  mechan- 
ism which  may  have  been,  previous  to  the  granting  of  our 
patent,  well  known  ;  but  we  restrict  our  claim  to  the  eight 
several  heads  of  invention  mentioned  in  the  early  part  of 
this  specification,  all  of  which  we  believe  to  be  new  and  of 
great  public  utility."    Now,  do  they  claim  any  mechaa- 


1842.]  GIBSON  V.  BRAND.  417 

ism  ?  I  apprehend  it  is  quite  clear  that  they  do.  The  sixth 
head  of  invention  may  be  doubtful  as  to  its  meaning.  I 
have  considerable  doubt  in  deciding  whether  they  mean  in 
that  head  to  claim  the  throstle  machine  as  part  of  their  in- 
vention, or  whether  they  merely  use  the  throstle  machine 
for  the  purpose  of  spinning  this  article  when  prepared  in 
this  particular  mode ;  and  if  any  question  were  clearly 
before  the  court  as  to  the  validity  of  this  specification, 
whether  it  ought  not  to  be  held  void  as  being  too  ambiguous 
in  its  terms  (for  every  party  is  bound  to  tell  the  public 
clearly  by  his  specification  what  he  claims,  and  what  they 
may  do,  or  not  do,  without  risk  of  an  action  for  iiffringing 
his  patent),  I  should  certainly  have  been  disposed  to  think 
that  it  would  be  diflBcult  for  the  plaintiffs  to  get  over  that 
objection  to  that  part  of  their  specification.  But  in  the 
seventh  head  they  distinctly  claim  certain  improvements 
effected  in  the  throstle  machine ;  and  in  describing  the 
drawings  they  say,  "  They  represent  the  well-known 
spinning  machine  called  a  '  throstle,'  which  machine,  com- 
bined with  the  improvements  we  have  applied  to  it,"  etc., 
clearlv  claiming  certain  improvements  in  it  as  their  own  ; 
and  again,  in  the  concluding  part,  "  We  disclaim  those 
parts  of  the  process  or  mechanism  which  are  old,"  thereby 
again  claiming  some  of  the  mechanism  as  new.  Now,  the 
jury  have  said  there  is  no  new  invention.  This  finding  is 
equally  fatal  to  the  plaintiffs,  whether  they  meant  to  claim 
the  whole  machine  as  improved,  or  parts  of  it  only.  Agam, 
do  they  mean  to  claim  a  new  combination  of  the  parts  of 
the  machinery  ?  If  they  do,  the  jury  say  there  is  no  new 
combination.  It  is  perfectly  clear  to  my  mind  that  they 
have  claimed  some  new  mechanism,  some  i)ortion  of  the 
machinery  used  for  the  purpose  of  producing  this  manu- 
facture, or  carrying  on  this  process,  whatever  they  please 
to  call  it.  This  the  jury  have  distinctly  negatived  ;  there 
is  no  doubt  on  the  meaning  of  the  terms  they  have  used ; 
and  I  think,  therefore,  these  two  issues  must  be  found  for 
the  defendant.  And  this  makes  it  immaterial  to  inquire 
what  was  the  meaning  of  the  jury  in  finding  that  there  was 
an  improved  process  ;  whether  they  meant  that  the  differ- 
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ence  in  the  stages  through  which  the  work  was  carried  was 
an  improvement,  or  whether  they  found  that  the  plaintiffs 
carried  the  works  through  those  Btages  which  were  pre- 
rioxiBly  known  in  a  better  manner,  is  quite  immaterial, 
because,  whatever  may  be  the  improvement  of  the  process, 
it  does  not  relieve  the  plaintiffs  from  the  difficulty  of  having 
claimed  this  as  a  new  invention,  or  combination  of  this 
machinery  with  other  parts,  which  the  jury  have  distinctly 
negatived.  The  rule,  therefore,  for  entering  a  verdict  for 
the  defendant  on  the  second  and  third  issues  must  be  made 
absolute,  and  the  plaintiffs'  rule  must  be  discharged. 
Bole  absolute. 


WALTON"  t.  BATEMAN. 
Oomnum  Pleai,  IT.  P.,  May  13,  1843. 

(1  Web.  P.  C.  «18.) 

Requisites    of  Specification.     Completeness   of  Description. 
Utility.    True  and  First  Inventor.    Prior  Public  Use.   J^Tew 
Manufacture.    What  constitutes  Infrin£fn>ent.    Aotice  of  ■ 
Objections.    Questions  of  Law  and  Fad. 

The  partj  obtaining  the  patent  must  be  the  true  and  first  inventor  in  his 
country.  If  he  Import  ftom  a  foreign  country  that  ' '  which  others  at  the  time 
of  the  making  of  such  letters  patent  and  grants  did  not  use,"  it  will  suffice. 

An  objection  to  the  novelty  of  an  Invention  gives  rise  to  two  qucstfons  : 
1.  Was  any  article  made  before,  answering  the  purposes  and  having  the  prop- 
erties of  that  patented  T  2.  Whether  the  user  of  it  wai  not  to  be  regarded  as 
an  experiment  rather  than  a  public  u«c. 

Proof  of  want  of  utility  is  not  admissible  under  a  plea  denying  that  the  toTen- 
tlon  Is  a  new  manufacture. 

If  a  patentee  knows  a  better  mode  than  that  which  he  states  In  his  epedflca- 
tion  of  carrying  out  his  invenlion,  his  patent  is  void. 

It  is  a  question  for  the  Jury  whether  the  patentee  has  given  such  a  description 
of  his  invention  and  of  the  manner  of  carrying  it  out  as  will  enable  a  workman 
of  competent  skill  In  that  line  of  business  to  act  upon  It. 

The  doing  any  of  the  acts  specified  in  the  prohibitory  clauses  of  the  letters 
patent  Is  an  infringement.  The  defendants  are  not  to  resemble  or  counterfeit  ; 
they  are  not  to  make  any  addition  to  or  any  subtraction  from  it,  availing  tbem- 
selves  of  that  which  la  In  truth  the  subject-matter  of  his  patent  :  so  as  by  such 
alteration  to  pretend  that  they  ere  the  true  inventors  of  that  article. 
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Tbe  notice  of  objections  should  be  drawn  with  reference  to  the  pleas,  or 
notice  given  of  the  pleas  to  which  the  objections  are  to  be  applied. 

Trial  of  action  for  infringement. 

The  patent  is  deecribed  in  Walton  t.  Potter  {ante,  p.  162). 

The  declaration  was  in  the  usual  form,  and  the  pleas 
were,  1.  Kot  guilty.  2.  That  the  invention  was  not  a  new 
invention  as  to  itte  public  use  and  exercise  thereof.  3.  That 
the  invention  was  not  a  new  manufacture  within  the  mean- 
ing of  the  statute.  4.  That  the  plaintiff  did  not  in  and  by 
the  said  specificatioii  particularly  describe  and  aacertain  the 
nature  of  the  said  invention,  and  in  what  manner  the  same 
was  to  be  performed.  5.  That  the  said  invention  was  unfit 
and  useless  for  sheet  cards  and  top  cards. 

The  notice  of  objections  was  a  repetition  of  the  pleas,  and 
also  various  other  grounds,  some  of  a  general  and  others  of 
a  specific  nature,  upon  which  the  defendants  intended  to 
rely. 

Wilde,  Bompas  and  Addison  were  counsel  for  the  plain- 
IMs ;  FoUett,  Solicitor-General,  Talfmurd,  Channell,  Cow- 
ling and  Cardwell,  for  the  defendants. 

Some  of  the  cards,  sold  by  the  defendants  and  alleged  to 
be  an  infringement  of  the  plaintiff's  patent,  were  made 
according  to  the  plan  described  in  the  specification  of  Pot- 
ter and  HorsfaU's  patent  (see  Walton  b.  Potter,  ante,  p.  162), 
which  had  been  the  subject  of  the  preceding  action ;  and 
others  of  the  cards,  as  to  the  fabric  into  which  the  teeth 
were  set,  or  the  back  of  the  cards,  were  manufactured  in 
the  manner  of  the  Macintosh  waterproof  cloth,  a  thin  film 
of  india-rubber  or  caoutchouc  cement  being  spread  over 
cloth,  and  five  or  more  cemented  surfaces  of  such  cloth 
being  placed  and  pressed  so  as  to  adhere  together.  (See 
Macintosh  v.  Everington,  1  ante,  p.  196.)  The  general 
nature  of  the  evidence  will  appear  from  the  following  por- 
tion of  the  summing  up  of  the  learned  judge. 

Cresbwell,  J.  This  is  an  action  in  which  the  plaintiff 
seeks  to  recover  compensation  in  damages  for  an  alleged 
infringement  of  his  patent  right,  and  before  I  proceed  to 
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read  over  to  you  the  msss  of  evidence,  I  will  endeavor  to 
point  out  the  law  upon  the  subject  of  patents  and  the 
manner  in  which  the  various  questions  are  raised  on  this 
record.  Patent  rights,  or  rather  monoi)olie8,  having  for  a 
considerable  time  been  a  subject  of  contention  and  com- 
plaint in  this  country,  in  the  twenty-first  year  of  the  reign 
of  James  I.  an  act  of  Parliament  was  x>assed  to  put  down 
monopolies,  and  to  enact  that  all  parties  should  be  disabled 
from  using  monopolies  except  in  certain  instances  ;  and  in 
the  sixth  section  it  was  thus  enacted  :  "  That  any  declara- 
tion before  mentioned  shall  not  extend  to  any  letters  patent 
and  grants  of  privilege  for  the  term  of  fourteen  years  or 
under,  hereafter  made,  of  the  sole  working  or  making  of 
any  manner  of  new  manufactures  within  this  realm,  to  the 
true  and  first  inventor  and  inventors  of  such  manufactures, 
which  others  at  the  time  of  the  making  of  such  letters  int- 
ent and  grant  shall  not  use,  so  as  also  they  be  not  contrary 
to  the  law  nor  mischievous  to  the  state  by  raising  of  the 
prices  of  commodities  at  home,  or  hurt  of  trade,  or  gener- 
ally inconvenient. '^  The  power  of  the  Crown,  therefore,  to 
grant  a  patent  is  limited  to  such  cases  as  are  within  this, 
which  is  in  the  nature  of  a  proviso  on  the  more  general 
clause.  The  power  is  to  grant  the  "  sole  working  or  making 
of  a  new  manufacture,"  therefore  there  must  be  a  new 
manufacture,  "  to  the  true  and  first  inventor."  The  party 
obtaining  the  patent  must  be  the  true  and  first  inventor  in 
this  country.  If  he  import  from  a  foreign  country  that 
**  which  others  at  the  time  of  the  making  of  such  letters 
patent  and  grants  did  not  use,"  it  will  suffice.  Now,  that 
has  been  held,  as  I  shall  point  out  to  you  more  particularly 
by  and  by,  to  mean  a  user  not  by  way  of  experiment,  but  a 
public  user  ;  in  distinguishing  which,  the  knowledge  of  the 
parties  as  to  the  article  in  use  will  be  material  for  your  con- 
sideration. Then,  it  is  not  to  be  "  contrary  to  law  or  mis- 
chievous to  the  state."  Now,  there  is  no  plea  upon  this 
record  stating  that  this  is  contrary  to  law  or  mischievous 
to  the  state.  In  one  shape  the  question  of  its  being  con- 
trary to  law  is  raised,  because  it  is  alleged  not  to  be  a  new 
manufacture,  and  if  not  a  new  manufacture  it  would  be 
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contrary  to  law.  But  what  is  or  what  is  not  a  new  manu- 
facture in  that  sense,  excluding  the  consideration  of  who  is 
the  first  and  true  inventor,  whether  it  is  a  manufacture 
within  the  meaning  of  this  act,  I  apprehend  to  be  a  question 
of  law  ;  and  that  question,  as  far  as  I  can,  I  have  disposed 
of  in  this  case,  and  I  am  happy  to  think  that,  if  it  is  of  any 
importance  to  th§  parties,  and  if  they  think  they  can  suc- 
cessfully controvert  the  opinion  I  have  expressed  upon  that 
point,  they  will  have  the  opportunity  of  carrying  it  to  the 
highest  court  in  the  kingdom,  provided  your  verdict  should 
make  it  necessary  for  them  to  do  so. 

Now,  the  plaintiff  represented  that  he  was  the  first  and 
true  inventor  of  "  improvements  in  cards  for  carding  wool, 
cotton,  silk  and  other  fibrous  substances,  and  for  raising 
the  pile  of  woollen  and  other  cloths."  That  is  the  thing 
he  professes  to  have  invented — *' certain  improvements." 
That  is  the  patent.  The  patent  says  nothing  at  all,  nor  is 
it  necessary  it  should,  about  the  particular  nature  of  his 
improvements,  and  still  less  about  the  means  by  which  he 
carries  those  improvements  into  oi)eration.  The  patent 
grants  this — "  that  no  person  shall  at  any  time  during  the 
continuance  of  the  term  of  fourteen  years  hereby  granted, 
either  directly  or  indirectly  make,  use  or  put  in  practice  the 
invention,  or  any  part  of  the  same  ;  nor  in  any  wise  counter- 
feit, imitate  or  resemble  the  same  ;  nor  shall  make  or  cause 
to  be  made  any  addition  thereunto,  or  subtraction  from  the 
same,  whereby  to  pretend  himself  or  themselves  the  inventor 
or  inventors,  deviser  or  devisers  thereof,  without  the  license, 
consent  or  agreement  of  the  said  James  Walton."  There- 
fore, they  are  not  to  resemble  or  counterfeit ;  they  are  not 
to  make  any  addition  to  or  any  subtraction  from  it ;  avail- 
ing themselves  of  that  which  is  in  truth  the  subject-matter 
of  his  i)atent ;  so  as  by  such  alteration  to  pretend  that  they 
are  the  true  inventors  of  that  article.  Now,  the  defendants, 
in  the  first  place,  say  that  they  are  not  guilty ;  that  is,  they 
say  they  have  not  directly  or  indirectly  made,  used  or  put 
in  practice  the  invention  or  any  part  of  if — that  they  have 
not  counterfeited,  imitated  or  resembled  the  same,  nor 
made  or  caused  to  be  made  any  addition  thereunto  or  sub- 
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traction  from  the  same,  whereby  to  pretend  themselves  to 
be  the  real  and  true  inventors.  The  defendants  deny  that 
they  have  done  any  part  of  that,  and  if  you  find  that  they 
have,  then  the  first  issue  must  be  found  for  the  plaintiff. 
They  next  plead  "  that  the  alleged  invention  was  not  nor  is 
a  new  invention  as  to  the  public  use  and  exercise  thereof.'* 
It  is  right  I  should  direct  your  attention  now  to  a  subse- 
quent statute,  which  was  passed  for  the  protection  of  pat- 
entees, because  it  was  found  that  when  actions  were  brought 
for  infringements  of  patents,  objections  were  frequently 
started  by  surprise  upon  the  party,  which  he  might  have 
been  prepared  to  meet  if  he  had  had  due  notice  of  it,  but 
which,  not  having  had  that  notice,  he  could  not  meet ;  and 
so  it  was  supposed  injustice  was  sometimes  done  to  pat- 
entees, and  an  act  of  Parliament  was  accordingly  parsed 
which  provided  that  a  defendant  in  such  an  action,  intend- 
ing to  avail  himself  of  objections  to  the  patent,  should  at 
the  time  of  pleading  give  a  notice  of  the  nature  of  his  objec- 
tions ;  and  I  cannot  help  thinking,  after  reading  carefully 
the  notice  of  objections  given  in  this  case,  that  it  would  be 
a  very  good  rule  to  establish  that,  with  the  notice,  the  party 
should  be  compelled  to  say  under  which  plea  he  means  to 
bring  forward  the  different  objections  ;  for  I  protest,  look- 
ing as  carefully  as  I  can  at  these  objections,  I  have  had  very 
great  difficulty  in  knowing  how  the  defendants  mean  to 
apply  them,  and  I  fear  that  in  this  case,  and  in  others,  ob- 
jections so  drawn,  without  any  such  specific  statement  as  to 
the  plea  under  which  they  are  to  be  given  in  evidence,  in- 
stead of  serving  to  help  us  in  the  due  administration  of 
justice,  may  serve  as  traps  and  pitfalls  for  judges  and  juries 
to  be  caught  in.  Gentlemen  at  the  bar  will  do  the  best  for 
their  clients,  but  I  think  it  would  assist  the  administration 
of  justice  if  the  parties  had  distinct  notice  how  the  objec- 
tions were  to  be  applied. 

With  respect  to  this  not  being  a  new  invention,  the  nature 
of  that  objection  is  distinct  and  clear  upon  the  face  of  it. 
It  involves  two  questions  for  your  consideration.  First, 
was  any  article  made  before  answering  the  puri)oses  and 
having  the  properties  of  that  which  the  plaintiff  has  made 
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patent  bein/;  for  giving  an  elastic  bed  to  the  teeth  of  cards 
by  the  application  of  india-rubber  J  Would  any  person 
baying  Hancock's  patent  leather  suppose  he  was  buying 
that  t  The  patent  itseU  distinctly  shows,  according  to  the 
chemical  evidence  we  have  had,  that  such  an  article  coold 
not  be  produced  by  that  patent ;  that  if  that  patent  were 
applied  to  the  manufacture,  it  would  destroy  the  elasticity 
of  the  india-rubber,  and  such  an  article  could  not  be  pro- 
duced by  it.  Therefore,  if  they  supposed  that  they  were 
buying  that  article,  made  under  that  patent,  they  certainly 
could  not  suppose  that  they  were  buying  an  elastic  bed  for 
the  teeth  of  their  cards.  Were  they,  in  fact,  buying  an 
article  of  that  sort,  and  how  do  they  attempt  to  show  now 
that  they  were  !  That  will  be  for  your  better  judgment, 
but  it  seems  to  me  by  a  very  singular  sort  of  evidence. 
They  have  called  several  gentlemen  before  you  who  prove 
that,  by  analyzing  small  portions  of  it,  they  find  certain  in- 
gredients. They  find  in  the  inner  cloths  india-rubber  as  a 
cement  for  the  cloths.  But  they  find  something  on  the 
outside  also.  The  cloth'  was  composed  of  the  one  as  much 
as  of  the  other ;  and  they  do  not  tell  you  what  was  the 
effect  of  the  whole  iipon  the  card,  lliey  are  not  asked. 
Now,  if  we  are  to  take  it  as  an  article  made  under  Macin- 
tosh's patent,  the  inner  cloths  might  be  cemented  according 
to  Ma^tosh's  patent ;  but  was  the  article  when  turned  out 
as  patent  leather  an  article  made  under  Macintosh' s  patent  i 
What  had  Macintosh's  patent  to  do  with  that  coloring 
matter  which  was  on  the  outside — the  ochre,  the  oxide  of 
iron  and  the  carbonate  of  lime  ?  However,  what  did  these 
people  suppose  they  were  purchasing )  There  is  a  carious 
fact  about  that,  that  Hancock  himself  does  not  appear  to 
have  known  what  he  was  selling,  because  he  states  he  said, 
at  the  last  trial,  and  believed  he  said  truly  (of  course  we 
must  take  it  that,  at  the  time  he  was  stating  it,  he  supposed 
he  was  stating  truly),  that  that  article  was  made  according 
to  his  patent,  and  he  says,  "  I  have  discovered  since  by 
accident  (and  I  now  have  a  memorandum  book  showing  the 
manner  in  which  I  made  out  my  invoice  to  Mr.  Hemming- 
way,  who  bought  it)  that  it  waa  not  made  according  to  my 
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and  firmness.  Then  they  go  on  to  say  that  the  letters  pat- 
ent granted  to  Hancock  are  expired,  and  that  it  is  now  the 
common  right  of  every  subject  to  use  india-rubber,  and  its 
solution  or  cement,  combined  with  cloth  or  any  other 
fibrous  substance,  in  any  way,  for  any  purpose  to  which 
leather  before  the  grant  of  that  patent  had  been  commonly 
applied.  Hancock's  patent  never  prevented  that^  therefore 
that  consequence  does  not  follow  from  the  expiration  of 
Hancock's  patent.  But,  as  has  been  said,  I  think,  with 
great  propriety  by  the  learned  counsel  for  the  plaintiff,  if 
they  like  to  make  card-backs  according  to  Hancock's  pat- 
ent, let  them.  The  plaintiff  does  not  object  to  their  doing 
that. 

Then  the  defendants  further  say  that  the  plaintiff  did  not 
particularly  describe  and  ascertain  the  nature  of  his  alleged 
invention,  and  in  what  manner  the  same  was  to  be  per- 
formed, according  to  the  meaning  of  the  letters  patent. 
Now,  that  is  a  question  for  the  jury.  It  is  a  question  for 
the  jury  whether  he  has  given  such  a  description  of  his  in- 
vention, and  of  the  manner  of  carrying  it  out,  as  T^ill  enable 
a  workman  of  comi)etent  skill  in  that  line  of  business  to 
act  upon  it.  And  this  objection  to  want  of  clearness  is  ex- 
panded certainly  to  a  very  great  degree  in  this  notice.  It 
is  objected  that  the  specification  does  not  describe  the 
alleged  invention  truly  and  sufficiently,  but  is  insufficient 
and  ambiguous  and  unmeaning  in  the  following  respects : 
in  not  stating  or  showing  with  certainty  how  or  when  the 
brown  holland  cloth  is  to  be  cemented  or  annexed  to  the 
india-rubber — whether  after  or  before  the  wire  teeth  have 
been  inserted  through  the  india-rubber ;  also  in  that  the 
specification  does  not  describe  truly  and  sufficiently  how 
the  brown  hoUand  is  to  be  used  (that  is  very  much  the 
same  thing) ;  also  that  the  claim  of  invention  in  the  letters 
patent  makes  no  mention  of  any  use  or  application  of  linen 
cloth.  The  claim  of  invention  in  the  patent  is  an  improve- 
ment in  making  cards.  It  is  not  necessary  that  it  should 
be  there.  The  specification  must  be  taken  altogether,  and 
you  find  most  distinctly  he  speaks  of  using  linen  cloth. 
Then  again  it  is  objected  also  "  that  the  specification  does 
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not  particularly  describe  and  ascertain  the  nature  of  the  sux>' 
posed  invention,  but  merely  says  so  and  so,  and  does  not 
with  sufBicient  particularity  or  distinctness  say  what  new 
invention  or  manufacture  is  claimed  by  the  plaintiff/'  If 
that  is  a  question  of  law,  I  must  say  I  think  it  does  most 
distinctly.  I  cannot  read  it  without  seeing  that  he  says, 
*'  I  declare  the  nature  of  my  invention  to  consist  in  the  ap- 
plication and  adaptation  of  the  material  known  by  the 
name  of  caoutchouc  or  india-rubber  as  a  substitute  for  the 
fillets  or  sheets  of  leather,  which  are  commonly  used  in  the 
construction  of  ordinary  cards,  and  thus  giving  a  superior 
elasticity  and  durability  to  such  cards."  I  cannot  help 
thinking  that  he  states  very  clearly  and  explicitly  what  he 
claims,  and  as  to  his  not  having  sufficiently  described  the 
mode  in  which  that  is  to  be  carried  out,  that  is  a  question 
of  fact  for  i)eople  of  comi)etent  understanding  in  the  matter 
to  prove.  You  have  had  a  great  variety  of  witnesses  before 
you  on  that  subject — on  one  side  certainly — ^and  you  will 
see  whether  it  is  the  case  or  not  when  I  come  to  read  the 
evidence  ;  but  I  do  not  remember  that  any  person  called  for 
the  defendants  was  asked  whether  he  would  have  any  diffi- 
culty in  making  a  card  according  to  the  description  given 
of  the  process  in  this  specification.  With  resi)ect  to  that, 
I  think  I  was  called  on  to  express  some  opinion  as  to 
whether  the  plainriff  claimed  as  an  essential  part  of  his  pat- 
ent the  application  of  linen,  but  I  cannot  help  thinking 
there  is  some  little  confusion  in  the  use  of  the  term,  "  what 
he  claims  as  an  essential  part  of  his  patent."  He  claims  as 
distinctly  as  possible  the  application  of  india-inibber  as  a 
substitute  for  leather  in  making  the  backs  of  cards  in  order 
to  get  an  elastic  bed  ;  that  is  what  he  claims,  and  there  is 
nothing  about  the  cloth  in  that.  But  it  is  not  sufficient 
that  a  man  should  claim  a  principle.  He  must  add  to  it  in 
his  specification  a  mode  of  working  out  that  principle  prac- 
tically, and  this  he  now  does,  for  you  will  find  he  recom- 
mends, as  the  best  mode  of  working  that  out,  the  application 
of  the  cloth,  but  he  does  not  profess  to  say  it  cannot  be 
done  without.  If  he  had  said  it  cannot  be  done  without,  I 
should  have  thought  he  would  have  said  the  linen  was 
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essential  to  the  working  oat  of  his  principle.  He  says, 
however,  that  it  la  best  worked  out  with  that,  not  that  it 
cannot  be  done  without.  If  he  had  said  it  cannot  be  done 
\vithoat  it,  and  it  conld  be  done  without  it,  he  would  have 
taken  upon  himself  to  assert  a  fact  which  might  have  misled 
the  public ;  therefore  he  did,  I  think,  wisely  in  not  doing 
so.  He  says,  "  The  best  mode  of  doing  it  tiat  I  know  of, 
and  that  information  I  am  bound  to  give  to  the  public,  is 
by  the  application  of  cloth."  He  does  not  take  upon  him- 
self to  say  that  that  is  essential.  Now,  npon  that  subject 
I  will  just  point  out  to  you  what  has  been  the  general  rule 
on  the  subject  of  these  specifications,  to  show  what  infor- 
mation a  person  must  give  to  the  public,  because  if  a  man 
knows  a  better  mode  than  that  which  he  states  to  the  pub- 
lic, that  would  be  very  unfair  and  wrong,  and  his  patent 
would  be  vitiated  by  it.  For  instance,  in  the  case  of  Turner 
V.  Winter  (1  ante,  p.  43),  it  was  held  a  patent  is  void  if  the 
specification  is  ambiguous,  or  pves  directions  which  tend 
to  mislead  the  public  ;  as,  for  instance,  if  it  states  that  by 
one  process  three  things  may  be  produced,  and  the  process 
fails  as  to  any  one,  or  if  the  specification  directs  the  same 
thing  to  be  produced  in  several  ways,  or  by  several  different 
ingredients,  and  any  of  them  fail.  So  if  the  plaintifE  had 
taken  upon  himself  to  recommend  here,  as  a  mode  in  which 
it  might  be  done,  that  it  might  be  made  with  cloth,  or  that 
it  could  not  be  made  without,  he  might  have  misled  the 
public.  He  says  it  may  be  made  with,  and  he  does  not  say 
whether  it  can  or  cannot  be  made  without.  Then  again,  in 
another  case  it  is  said,  "  A  patent  is  void  if  the  specification 
omit  any  ingredient,  though  not  necessary  for  the  composi- 
tion of  a  thing,  for  which  the  patent  is  claimed,  as  a  more  ex- 
peditious mode  of  producing  the  manufacture."  It  cannot 
be  said  that  this  specification  is  open  to  that  objection,  for 
here  he  has  told  them  the  best  mode  of  doing  it,  and  has 
introduced  every  ingredient  necessary.  In  another  case  the 
specification  stated  that  the  cloth  might  be  made  of  any 
suitable  material,  the  patentee  knowing  from  experiment  at 
that  time  that  one  nvaterial  and  no  other  would  answer ; 
and  the  patent  was  held  to  be  bad,  because  he  had  only  said, 
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made  without  linen.  On  the  contrary,  his  mode  of  doing  it 
is  with  linen.  He  does  not  say  that  it  cannot  be  made  with- 
out, but  his  mode  of  doing  it  is  with.  He  intimatea  an 
opinion  that  if  people  choose,  after  it  is  made,  to  take  the 
linen  off  and  fit  it  by  cement  on  to  the  cylinder,  that  may 
be  done.  The  justice  of  that  opinion  is  a  matter  of  con- 
troversy, as  to  which  you  have  had  evidence  called  on  both 
sides  ;  but  there  is  one  piece  of  evidence  given  on  the  part 
of  the  plaintiff  which  has  not  been  met  by  any  evidence  of 
the  same  quality  on  the  part  of  the  defendant.  The  pl^n- 
tiff  produces  a  roller,  which  he  says  has  been  used,  and  they 
do  not  show  on  the  other  side  any  experiment  made  which 
has  failed. 

Then  we  come  to  the  last  plea,  which  is  this  :  "  The  de- 
fendants say  that  sheet  cards  and  top  cards  were  long  before 
the  time  of  the  making  and  granting  of  the  letters  patent, 
and  from  thence  hitherto  have  been  cards  in  public  use  and 
exercise  for  the  purpose  of  carding  wool,  cotton,  silk  and 
other  substances,  within  the  meaning  of  the  letters  patent, 
and  the  supposed  improvements  therein  mentioned,  and 
during  that  time  were  and  have  been  the  cards  and  iostra- 
ments  principally  used  for  that  pnrpose,  and  that  the  sap- 
posed  invention  was  and  still  is  uniitted  for  and  useless  in 
respect  of  sheet  cards  and  top  cards."  Now  the  plaintiff 
has  not  contented  himself  with  denying  one  part  of  that 
plea,  but  he  has  replied  to  both  parts.  He  puts  in  issne 
the  whole  of  it,  and  says  that  sheet  and  top  c^^  were  not 
principally  used  for  carding,  and  that  this  invention  was 
fitted  and  useful  for  that  purpose.  Therefore  the  defend- 
ants, in  order  to  succeed  upon  that  issue,  must  make  ont, 
not  only  that  this  invention  or  allied  invention  was  unfit 
for  sheet  cards  and  top  cards,  but  must  make  out  that  they 
were  the  cards  principally  in  use.  Now,  according  to  the 
evidence,  the  cards  principally  in  use  beyond  all  question 
were  fillet  cards ;  therefore,  on  that  ground  they  would 
fail,  even  supposing  that  there  were  any  questiou  remain- 
ing unsatisfactorily  disposed  of  in  your  minds  respecting 
the  fitness  of  this  article  for  sheet  cards  and  top  cfuds.  I 
do  not  see  upon  the  evidence  that  there  is  any  great  differ- 
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ence  in  the  value  of  them  for  the  one  purpose  or  for  the 
other.  This  is  not  said  to  be  merely  cards  without  cloth 
backs ;  this  applies  to  the  whole  of  the  invention — ^that 
with  the  cloth  back  it  is  not  fitted  for  sheet  cards  or  top 
cards. 

Those  are  the  various  questions  which  you  will  have  to 
try — ^whether  the  defendants  have  imitated  or  counterfeited 
the  whole  or  any  essential  part  of  that  which  the  plaintiff 
claims.  You  have  to  dispose  of  those  two  questions  in  as- 
certaining whether  this  is  a  new  invention — 1.  Whether 
anything  corresponding  with  it  was  ever  made  before ; 
2,  Whether,  if  ever  made,  it  was  in  use  and  operation  pub- 
licly, or  was  a  failing  experiment,  a  trial  which  was  aban- 
doned. The  third  question  I  have  disposed  of  myself,  with 
the  exception  of  that  part  which  you  may  take  into  your 
consideration — ^namely,  whether  the  invention  was  of  any 
public  use  or  not.  Because  it  is  said  that  it  is  included  in 
that  plea,  and  although  I  doubt  it,  I  would  rather  you 
should  consider  it  as  involved  in  it  in  order  that  there  may 
be  no  failure  on  my  part  to  leave  anything  to  you  which  I 
ought  to  have  left,  so  as  to  render  useless  the  investigation 
we  have  been  so  long  engaged  in.  Then  the  fourth  question 
is  whether  the  plaintiff  in  his  specification  gave  such  a  de- 
scription of  his  invention  as  would  enable  a  workman  of 
competent  skill  to  act  upon  it ;  and  the  fifth  is  whether 
sheet  cards  and  top  cards  were  principaUy  in  use,  and 
whether,  if  they  were,  this  material  was  fit  to  make  such 
cards.  Those  are,  as  distinctly  as  I  can  lay  them  before 
you,  the  questions  which  you  have  to  try.  [The  learned 
judge,  after  reading  over  and  commenting  on  the  evidence, 
concluded  as  follows :]  Your  attention,  as  I  told  you 
before,  will  be  directed  to  the  particular  issues  raised,  which 
are,  1.  Whether  one  or  both  of  the  articles  sold  by  the  de- 
fendants were  such  that,  in  making  or  selling  them,  they 
did,  directly  or  indirectly,  do,  make,  use  or  put  in  practice 
the  said  invention  of  the  plaintiff,  or  any  part  of  the  same, 
or  in  any  wise  counterfeit,  imitate  or  resemble  the  same,  or 
make  any  addition  thereunto  or  subtraction  from  it,  where- 
by to  pretend  themselves  to  be  the  inventor  or  inventors. 
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Then  the  next  question  that  you  have  to  determine  is 
whether  it  was  a  new  invention  as  to  the  public  use  and 
exercise  thereof.  That,  again*  involves  the  two  proposi- 
tions I  mentioned  before ;  first,  whether  the  article  sold 
before  was  of  such  a  nature  as  to  embody  in  it  the  principle 
and  valuable  qualities  of  Walton^  s  article.  If  it  was  not  of 
such  a  nature,  then  there  is  nothing  to  impeach  the  plain- 
tiflPs  claim  ;  if  it  was  of  such  a  nature,  then  there  follows 
this  question,  whether  it  was  a  new  invention  as  to  the 
public  use  and  exercise  thereof.  And  in  determining  that 
question,  I  beg  you  to  bear  in  mind  those  opinions  I  have 
read  as  having  fallen  from  other  judges,  rather  than  state 
to  you  any  opinion  of  my  own.  With  respect  to  the  third 
plea,  that  the  invention  was  not  nor  is  a  new  manufacture, 
as  far  as  that  involves  the  question  whether  it  can  be  con- 
sidered as  within  the  statute,  that  is  a  question  for  the 
court,  which  I  have  already  determined.  As  far  as  it  de- 
pends upon  the  question  of  utility,  that  is  a  question  for 
you.  Then  the  fourth  is  whether  the  plaintiff  in  his  speci- 
fication particularly  described  -and  ascertained  the  nature 
of  the  invention  and  the  manner  in  which  the  same  was  to 
be  produced.  That  again  is  for  you,  bearing  in  mind  the 
evidence  which  has  been  given  as  to  the  power  of  a  com- 
petent workman  to  work  from  the  specification  which  has 
been  put  in.  As  to  the  fifth  plea,  whether  these  top  cards 
and  sheet  cards  were  principally  used  for  the  purpose  of 
carding,  and  whether  this  invention  was  unfitted  for  them, 
that  also  is  for  you ;  and  I  think  the  defendant  ought  to 
make  out  both  parts  of  that  proposition,  for  both  are  put 
in  issue.  They  miust  make  out  both  that  top  cards  and 
sheet  cards  were  principally  used,  and  that  Mr.  Walton's 
alleged  invention  was  insufiicient  and  inapplicable  to  those 
purposes. 
Verdict  for  the  plaintiflf. 

The  same  patent  was  sustained  in  Walton  v.  Potter  (ante,  pp.  162,  818). 

Scire  facias  was  subsequently  brought,  however,  to  annul  the  Walton  patent, 
and  upon  the  evidence  heretofore  adduced  in  the  cases  above  mentioned,  with 
some  additional  facts,  the  patent  was  declared  void  for  want  of  novelty.  See 
Queen  v.  Walton,  p(f8i,  Trin.  V.,  1842. 
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on  the  issue  of  not  gailty,  and  the  jury  were  discharged  on 
the  other  issues. 


QUEEN  V.  WALTON. 
Queen's  Bench,  Trin.  V.,  1842. 

(1  Web.  P.  C.  eae,  note.) 

Novelty.   Evidence  from  a  Scientific  Journal. 

James  Walton's  patent  for  improvements  in  cards  for  carding  wool  and  other 
fibrous  substances  declared  void  for  want  of  novelty. 

Scire  facias  to  annul  patent. 

The  patent  of  James  Walton  is  described  in  Walton 
7>.  Potter  {ante,  p.  162).  The  evidence  adduced  of  prior 
user  included  the  patents  of  Thomas  Hancock,  produced  at 
the  trials  of  Walton  v.  Potter  {arUey  p.  162)  and  Walton 
v.  Bateman  (aT^fe,  p.  418).  Li  addition  the  following  pas- 
sage from  the  Journal  of  the  Royal  Institution,  vol.  21, 
p.  131,  published  in  1826,  was  relied  on : 

' '  The  members  held  their  first  weekly  meeting  at  half -past 
eight  o'clock.  In  the  lecture-room  were  exhibited  a  great 
variety  of  specimens  of  caoutchouc  or  elastic  gum  in  all  its 
states,, from  the  uncoagulated  crude  sap  of  the  tree  to  that 
of  perfect  purity  and  aggregation,  and  also  as  united  to 
various  fabrics,  producing  a  variety  of  strong,  flexible  and 
perfectly  water-tight  materials,  some  being  of  extreme 
delicacy,  and  others  of  great  thickness  and  strength.  These 
were  furnished  by  Mr.  Thomas  Hancock,  who  has  had 
peculiar  opportunities  of  manipulating  with  this  substance, 
and  possesses  the  knowledge  of  a  process  by  which  it  can 
be  rendered  fluid,  and  yet  retain  the  power  of  hardening 
and  assuming  its  elastic  state  again.  Mr.  Farraday  ex- 
plained the  nature  of  caoutchouc,  and  gave  the  results  of 
an  analysis  of  the  unchanged  sap.  The  various  specimens 
of  cotton,  silk,  linen,  leather,  felt,  woollen,  etc.,  which  were 
upon  the  table,  had  been  rendered  water-tight  by  the  inter- 
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vention  of  a  layer  of  caoutchouc  between  two  layers  of  the 
fabric,  as,  for  instance,  cotton  or  silk,  and  the  adhesion 
was  so  perfect  that  the  substance  seemed  but  as  one  web. 
The  perfect  retention  of  water  by  these  substances  was 
shown  by  a  calico  bag,  into  which  a  quart  of  water  had 
been  introduced  and  the  opening  closed  up  ;  not  a  drop  or 
particle  of  moisture  could  be  perceived  on  the  exterior, 
though  the  bag  was  much  handled  and  pressed. 

*'When  several  folds  of  calico,  linen  or  canvas  were 
cemented  together  by  this  substance,  a  material  was*  pro- 
duced answering  many  of  the  purposes  of  leather,  and  sur- 
passing it  in  value  in  numerous  applications.  Its  use  in 
the  construction  of  the  connecting  bands  for  machinery  and 
card  fillets  has  been  tried  and  approved  ot 

"  In  consequence  of  the  manner  in  which  the  caoutchouc 
is  applied,  no  limit  occurs  as  to  the  form  or  size,  or  delicacy 
or  strength,  of  the^  water-tight  vessels  or  things  which  may 
be  made ;  it  is  equally  applicable  to  the  cloak  and  the 
caravan  cover,  to  the  most  ornamented  flower- vase  and  the 
strongest  water-bucket." 

There  was  a  verdict  for  the  Crown  on  the  issues  of  novelty. 

The  Court  of  Queen's  Bench  granted  a  rule  nisi  for  a 
new  trial,  but  the  rule  was  not  argued,  a  compromise  having 
been  made  whereby  all  proceedings  in  Walton  v.  Bateman 
(above)  and  in  some  other  actions  were  stayed. 


CRANE  V.  PRICE. 
Common  Fleas,  June  13,  1842. 

(1  Web.  P.  C.  377.) 

Meaning  of '' Manufacture/'    "True  and  First  Inventor.*^ 

Questions  of  Law  and  Fact, 

The  meaning  of  the  word  "  manufacture*'  is  a  question  of  law — as  whether 
the  application  of  a  known  mode  of  working,  when  applied  to  a  known  purpose, 
is  a  manufacture. 
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So  also  wliether  the  application  of  this  knowledge  makes  the  introducer  the 
first  and  true  inventor. 

Any  combination  in  the  subject-matter  of  a  patent,  if  the  result  be  new,  or  a 
better  or  a  cheaper  article. 

An  invention,  consisting  in  no  more  than  the  use  of  things  already  known, 
and  acting  with  them  in  a  way  already  known,  and  producing  effects  already 
known,  but  producing  those  effects  so  as  to  be  more  economically  or  beneficially 
enjoyed  by  the  public,  is  properly  the  subject-matter  of  a  patent. 

If  the  invention  be  new  and  useful  to  the  public,  whether  it  is  the  result  of 
long  experiments  and  profound  research,  or  has  been  readied  by  some  sudden 
and  lucky  thought  or  mere  accidental  discovery,  is  not  material. 

It  is  no  objection  to  the  validity  of  a  patent  that  the  invention  cannot  be  used 
except  by  means  of  a  former  patented  invention,  where  the  second  patentee 
expressly  disclaims  any  part  of  such  former  invention. 

A  patent  for  an  improvement  in  the  manufacture  of  iron  by  the  application 
of  anthracite  or  stone  coal  and  culm,  combined  with  the  using  of  the  hot-air 
blast  in  the  smelting  and  manufacture  of  iron  from  iron  stone,  mine  or  ore,  hHd 
a  new  invention. 

Crane's  patent  for  an  improvement  in  the  manufacture  of  iron,  granted 
September  28,  1836,  sustained. 

Special  case  on  judge^s  notes  at  the  trial. 

The  action  was  brought  for  infringement,  and  trial  had 
February  12,  1840. 

The  patent  was  granted  September  28,  1836,  numbered 
7,196,  to  George  Crane,  for  *'  an  improvement  in  the  manu- 
facture of  iron." 

The  specification  was  as  follows  : 

*^  According  to  the  ordinary  practice  of  obtaining  iron 
from  iron  stone,  mine  or  ore  in  this  country,  the  iron  stone, 
mine  or  ore,  either  calcined  or  in  the  raw  state,  according 
to  its  respective  qualities,  is  put  into  suitable  furnaces  with 
coke  produced  from  bituminous  coal,  formerly  called  pit 
coal,  in  contradistinction  to  charcoal  produced  from  wood, 
which  was  the  fuel  employed  in  this  country  previous  to 
the  introduction  of  pit  coal  in  the  smelting  and  manufac- 
ture of  iron.  Now,  as  there  are  districts  in  which  are  to  be 
found  large  quantities  of  iron  stone,  mine  or  ore  in  the  im- 
mediate neighborhood  of  what  is  known  as  stone  coal  or 
anthracite  coal,  it  has  long  been  considered  as  a  desirable 
object  to  employ  such  coal  for  the  smelting  and  manufaxj- 
ture  of  iron ;  and  although  attempts  have  been  made  to 
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apply  such  description  of  coal  in  the  smelting  and  mami- 
facture  of  iron,  the  same  have  failed,  and  have  been  aban- 
doned. In  addition  to  snch  advantages  to  be  obtained 
from  the  using  of  anthracite  or  stone  coal  in  the  districts 
where  such  coal  is  found,  together  with  iron  stone,  mine  or 
ore,  from  the  practice  I  have  had  I  am  induced  to  believe 
such  coal  from  its  properties  will  be  found  to  produce  a 
quality  of  iron  more  nearly  resembling  iron  obtained  by  the 
aid  of  vegetable  charcoal.  Now,  the  object  of  my  invention 
is  the  application  of  such  anthracite  or  stone  coal  combined 
with  a  hot-air  blast  in  the  smelting  or  manufacture  of  iron 
from  iron  stone,  mine  or  ore  ;  and  in  order  to  give  the  best 
information  in  my  power  for  enabling  a  workman  to  carry 
out  my  invention,  I  will  describe  the  process  or  means  pur- 
sued by  me,  and  in  doing  so  I  wiU  suppose  the  furnace  of 
an  ordinary  construction  to  be  in  blast,  and  that  the  ma- 
chinery and  apparatus  are  adapted  for  the  application  of 
hot-air  blast,  as  is  well  understood  and  extensively  applied 
in  many  places  where  the  ordinary  fuel  (coke  of  bituminous 
coal,  or  the  coal  in  a  raw  state)  is  employed  in  the  manu- 
facture of  iron  from  iron  stone,  mine  or  ore,  and  I  have 
found  that  a  furnace  having  suitable  apparatus  for  heating 
the  blast  to  about  six  hundred  degrees  of  Fahrenheit  a  good 
arrangement  for  carrying  out  my  invention,  though  so  high 
a  degree  of  temperature  is  not  indispensably  necessary,  but 
I  believe  preferable.  In  charging  such  a  furnace  I  throw 
in  about  three  hundredweight  of  anthracite  or  stone  coal  or 
culm  to  each  five  hundred  weight  of  calcined  argillaceous 
iron  stone,  with  a  proper  quantity  of  flux,  as  if  working 
with  the  coke  of  bituminous  coal ;  such  charging  of  the 
furnace  and  the  general  working,  with  the  exception  of  the 
using  of  anthracite  or  stone  coal,  is  to  be  pursued  as  if 
working  with  coke  of  bituminous  coal ;  and  I  would  remark 
that  the  quantities  above  given  are  such  as  I  have  hitherto 
employed  in  making  the  best  qualities  of  pig  iron,  mdelicet^ 
No.  1  or  No.  2,  at  my  works,  from  the  anthracite  stone  coal 
or  culm  found  in  the  neighborhood  of  the  Yniscedwyn  Iron 
Works ;  but  those  quantities  may  be  varied  according  to 
local  circumstances  and  the  refractory  nature  of  the  iron 
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stone,  mine  or  ore,  or  otherwise,  to  be  reduced,  and  the 
quality  of  iron  desired  to  be  obtained,  as  is  the  case  in 
ordinary  working  and  at  the  judgment  and  discretion  of 
the  manager,  as  heretofore.  And  I  would  remark  that  the 
anthracite  or  stone  coal  or  culm  may  be  coked  in  like 
manner  to  bituminous  coal  before  charging  the  furnace ; 
but  from  my  experience  I  have  not  (so  far  as  my  practice 
goes  in  working  with  the  coal  obtained  in  my  neighbor- 
hood) found  that  such  coking  is  necessary,  or  that  a  more 
advantageous  result  is  obtained  than  in  applying  the  an- 
thracite or  stone  coal  directly  from  the  mine.  And  it  is 
desirable  to  observe,  I  have  found  it  of  advantage  that  the 
blast  of  hot  air  should  be  as  free  and  unimpeded  as  possible, 
and  from  that  account  I  have  hitherto  used  only  anthracite 
or  stone  coal  the  smaller  parts  of  which  would  not  pass 
through  a  sieve  of  an  inch  mesh,  but  where  the  pillar  or 
volume  of  blast  is  considerable,  say  two  pounds  and  upward 
on  the  square  inch,  this  precaution  is  not  necessary. 

"  Having  thus  described  the  nature  of  my  invention,  and 
the  manner  of  carrying  the  same  into  effect,  I  would  have 
it  understood  that  I  do  not  claim  the  using  of  a  hot-air 
blast  separately  in  the  smelting  and  manufacture  of  iron  as 
of  my  invention  when  uncombined  with  the  application  of 
anthrax^ite  or  stone  coal  and  culm,  nor  do  I  claim  the  applica- 
tion of  anthracite  or  stone  coal  in  the  manufacture  or  smelt- 
ing of  iron  when  uncombined  with  the  using  of  hot-air  bla^t. 

**  But  what  I  do  claim  as  my  invention  is  the  application 
of  anthracite  or  stone  coal  and  culm  combined  with  the 
using  of  hot-air  blast  in  the  smelting  and  manufacture  of 
iron  from  iron  stone,  mine  or  ore,  as  above  described." 

The  declaration  assigned  as  breaches  that  the  defendants 
did  smelt,  manufacture  and  make  iron  on  the  improved 
plan  and  in  imitation  of  the  invention  of  the  plaintiff,  and 
did  vend  iron  so  smelted,  manufactured  and  made.  That 
defendant's  did  use  and  put  in  practice  the  said  invention 
by  smelting,  manufacturing  and  making  iron  in  imitation 
of  the  invention.  That  defendants  did  counterfeit,  imitate 
and  resemble  the  invention,  and  did  make  colorable  addi- 
tions thereto  and  subtractions  therefrom.    That  defendants 
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smelting  or  mannf acture  of  iron  was  not  the  invention  of 
the  plaintiff,  but  was  well  known  and  in  use  before  the 
grant  of  thB  letters  patent  to  the  plaintiff,  as  admitted  in 
the  specification  thereof  ;  and  the  alleged  invention  of  the 
plaintiff  is  only  the  use  of  the  hot-air  blast  with  the  well- 
known  anthracite  stone  coal  or  culm  ;  and  that  the  hot-air 
blast  was  used  in  the  smelting  and  manufacture  of  iron 
prior  to  the  letters  patent,  at  the  works  of  the  plaintiff, 
called  the  Yniscedwin  Iron  Works,  at  the,  etc.  (specifying 
a  great  number  of  other  works  and  places),  and  also  at  a 
great  many  iron  works  in  the  kingdom,  too  numerous  to  be 
individually  si)ecified.  4.  That  the  alleged  invention  of 
the  plaintiff  necessarily  involves  the  use  of  another  inven- 
tion, which  was  patented  before  the  date  of  the  plaintiff's 
letters  patent — ^namely,  the  hot-air  blast  of  Neilson ;  and 
that  the  application  thereof  to  anthracite  or  stone  coal, 
which  was  a  well-known  fuel,  was  an  application  all  persons 
were  and  are  at  liberty  to  make  who  had  permission  to  use 
the  invention  of  Neilson.  5.  That  the  exclusive  use  of  the 
hot-air  blast  having  been  previously  granted  to  Neilson  by 
letters  patent,  the  subsequent  patent  granted  to  the  plain- 
tiff for  the  same  invention  is  void.  6.  The  anthracite  or 
stone  coal  or  culm  having  been  well  known  and  in  use  as  a 
fuel  prior  to  the  plaintiff's  patent,  the  application  of  such 
fuel  to  the  smelting  or  manufacture  of  iron  by  weU-known 
methods  is  not  a  new  manufacture  within  the  meaning  of 
the  statute.  7.  That  the  use  of  the  hot-air  blast,  described 
in  the  specification,  produces  substantially  only  the  same 
effect  when  the  anthracite  or  stone  coal  or  culm  is  used  as 
fuel  in  the  smelting  and  manufacture  of  iron,  as  when  any 
other  kind  of  coal  or  coke  is  used  for  the  same  purposes. 
8.  That  the  specification  is  defective,  inasmuch  as  it  does 
not  describe  the  kind  of  furnace  to  which  the  alleged  inven- 
tion is  applicable,  and  it  is  not  applicable  to  all  kinds  of 
furnaces.  9.  That  the  specification  does  not  clearly  state 
whether  or  not  it  is  intended  to  apply  to  the  use  of  an- 
thracite or  stone  coal  and  culm  as  the  only  fuel,  or  whether 
it  is  intended  to  include  the  use  of  anthracite  or  stone  coal 
and  culm  together  with  other  fuel. 
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great  abundance,  and  as  the  process  of  Lord  Dudley  came 
to  be  better  xinderstood,  and  when  the  vast  power  of  the 
steam-engine  was  applied  to  increase  the  blast  that  worked 
the  furnaces,  greater  results  followed.  For  many  years  the 
iron  was  not  so  good  as  the  Swedish  iron,  made,  from  the 
abundance  of  wood  in  that  country,  chiefly  or  altogether 
from  charcoal. 

It  was  discovered  that  the  manufacture  could  be  consider- 
ably improved  in  various  ways.  The  practice  of  coking  the 
coal  was  suggested  ;  that  was  a  great  improvement.  Some 
other  improvements  were  introduced,  by  which  it  was  sup- 
posed that,  for  many  purposes,  we  had  at  length  an  iron 
which  was  equal  to  Swedish  iron.  However,  some  years 
ago  it  was  ascertained  that  there  were  large  fields  in  South 
Wales  which  produce  stone  coal  or  anthracite.  It  does  not 
break  up  easily,  and  for  many  purposes  of  combustion  was 
useless.  This  coal  has  been  known  to  exist  for  centuries  ; 
it  was  known  to  be  of  no  use  for  domestic  purposes  ;  it  had 
never  been  applied  to  any  of  the  great  processes  of  smelting. 
It  had  been  the  subject  of  much  consideration,  of  various 
attempts,  and  some  patents ;  it  had  been  the  subject  of 
even  prizes ;  rewards  were  offered  for  the  purpose,  to  any 
person  who  could  make  use  of  it  or  bring  it  to  bear  advan- 
tageously in  the  manufacture  of  iron.  But  until  the  time 
of  Mr.  Crane's  discovery,  nothing  had  been  done  success- 
fully ;  but  Mr.  Crane  haying  distinctly  ascertained  the  fact, 
took  out  his  patent,  enrolled  his  specification,  and  pub- 
lished to  the  world  what  he  had  done. 

There  has  very  rarely  been  a  discovery  of  this  importance 
and  magnitude.  Within  a  very  short  time  the  value  of  all 
the  proi)erty  around  Mr.  Crane's  premises,  and  around  all 
the  other  smelting  works  that  under  his  license  had  begun 
to  work,  was  greatly  advanced  in  value.  The  iron  itself 
was  discovered  to  be  much  more  abundant  in  quantity  ;  the 
same  weight  of  ore  gave  what  they  call  a  larger  yield  of 
metal,  and  the  metal  that  was  obtained  was  itself  of  a  much 
more  valuable  quality.  The  process  itself  was  one  of  con- 
siderable economy  compared  with  the  other,  for  a  smaller 
quantity  of  fuel  was  used.    The  effect  of  this  discovery  is 
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that  we  shall  be  able,  not  merely  to  compete  on  the  subject 
of  iron  of  the  best  sort  with  any  country  on  the  face  of  the 
globe,  but  that  we  can  now  by  this  process  manufacture  a 
much  better  iron  than  any  that  we  have  been  in  the  habit 
of  importing,  for  any  purpose,  from  any  part  of  the  world. 
I  speak  chiefly,  of  course,  of  Swedish  iron,  which  has  long 
been  considered  for  certain  purposes  the  best  iron ;  and 
even  at  the  present  time  Swedish  iron,  no  doubt,  is  used  for 
some  purposes,  although  to  a  much  less  extent  than  was 
the  case  a  few  years  ago. 

Mr.  Crane  then  has  brought  into  most  eflicient  use  large 
tracts  of  this  description  of  coal  which  before  his  invention 
undoubtedly  was  considered  to  be  of  little  or  no  use,  beyond 
furnishing  fuel  to  some  few  manufactories.  The  supply  to 
the  London  market  was  very  small,  indeed  so  small  that 
the  price  of  this  coal  was  higher  than  the  ordinary  coal ; 
not  that  the  coal  itself  was  dearer,  for  it  was  a  mere  drug ; 
it  was  to  be  had  at  a  lower  price  than  any  other  coal  at  the 
place  where  it  was  to  be  obtained  ;  but  the  demand  for  it 
was  so  small  and  the  quantity  which  came  so  inconsiderable 
that  they  could  not  afford  to  bring  it.  It  was  not  an  article 
in  sufficient  demand  to  come  with  such  facility  as  to  be  fur- 
nished at  the  cheap  rate  at  which  it  would  have  been  if 
there  had  been  the  same  demand  as  there  is  for  bituminous 
coal.  This  invention  and  this  discovery  has  created  a 
source  of  wealth,  wherever  stone  coal  exists,  that  had  no 
existence  whatever  before.  Probably  the  price  of  that 
article,  the  value  of  it,  is  more  than  quadrupled,  for  in- 
stead of  being  an  article  of  no  value,  it  has  become  now 
of  a  value  as  great  as  bituminous  coal  itself,  and  for  the 
purposes  of  this  manufacture  its  tendency  is  entirely  to 
supersede  it ;  wherever  it  can  be  obtained,  it  would  super- 
sede it. 

But  this  is  not  the  only  important  matter ;  it  gives  a 
larger  quantity  of  iron.  The  iron  itself  is  of  far  greater 
value  ;  and  if  it  be  required  that  a  discovery  should  give  to 
the  world  a  new  manufacture  or  substance,  the  iron  that  is 
produced  by  Mr.  Crane's  invention  undoubtedly  has  this 
remarkable  feature  of  novelty— that  it  is  far  stronger  and 
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anthracite  before.]  [  Wilde,  SolieiioT'Oejieral.  It  will  ter- 
minate beyond  all  doubt  in  a  question  of  law.  There  are 
some  facta  which  are  material — when  the  plaintiff  invented 
it,  when  he  obtained  his  patent,  and  some  other  things.] 
The  tme  question  raised  by  the  Issue  on  this  plea  I  appre- 
hend to  be  whether  it  is  impossible  for  any  one  to  use  a  hot- 
air  blast  of  any  sort  without  infrin^ng  NeUson's  patent, 
because,  if  there  be  a  single  mode — if  there  be  any  possible 
hot-air  blast  of  any  sort  which  is  not  Neilson's,  then  the 
issue  raised  on  these  pleadings  must  be  found  for  the  plain- 
tiff. Be  it  admitted  that  Neilson  discovered  one  mode  of 
using  a  hot-air  blast  for  any  pnrpoee  whatever,  not  applying 
it  at  all  events  to  the  making  of  iron  with  stone  coal,  the 
plaintiff  gives  to  the  world  as  his  discovery-  a  hot-air  blast 
of  a  temperature  of  600  degrees  Fahrenheit — that  is,  about 
the  temperature  at  which  lead  will  melt.  I  shall  show  that 
there  did  exist  before  Neilson's  patent  a  mode  described  of 
a  hot-air  blast  for  a  furnace.  (See  Neilson  b.  Thompson, 
avkte,  p.  136.)  If  any  one  existed^  all  that  the  plaintiff  waa 
called  upon  to  say  was  this — I  care  not  where  or  how  yon 
get  the  hot-air  blast ;  whether  by  license  under  Neilson  or 
by  means  before  given  to  the  public  of  some  other  improved 
method.  The  hot-air  blast  is  well  loiown  ;  I  claim  nothing 
in  respect  of  it,  except  the  asing  it  in  combination  with 
anthracite,  and  not  even  that  as  against  any  patent.  If  it 
be  necessary  that  I  should  have  a  license  to  use  a  particular 
kind  of  hot-air  blast,  I  admit  that  I  must  get  that  license. 
If  Neilson  had  a  complete  monopoly  of  all  the  hot-air  blasts 
in  the  world,  the  patent,  as  an  improvement  on  another 
patent,  is  unquestionably  good.  The  plaintiff  has  discov- 
ered that  the  hot-air  blast  used  in  a  particnlar  manner,  for 
a  particular  purpose,  wiU  produce  a  result  incomparably 
better  than  has  been  done  by  the  combination  of  any  other 
matter  to  produce  the  same  results  ;  if  a  particnlar  form  of 
hot-air  blast  cannot  be  used  without  a  license,  that  license, 
must  be  obtained. 

But  it  will  be  said  the  plaintiff  took  a  license  from  Neil- 
son. The  plaintiff's  invention  was  of  infinite  importance ; 
none  in  modem  times  to  compare  with  it  in  the  benefits  it 
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had  all  stone  coal ;  I  saw  it  at  the  top  ;  I  could  not  see  it 
at  the  bottom ;  I  was  not  there  when  the  fnmaoe  was 
charged.  The  plaintiff  gets  stone  coal  close  by  his  works. 
They  were  not  using  free-burning  coal  at  the  Neath  Abbey 
Works  ;  it  was  coke.  I  was  last  there  on  June  7,  1838.  I 
have  seen  free-burning  and  bituminous  coal  coked  when 
mixed.  I  have  never  seen  small  free-burning  coal  coked. 
I  am  coker  to  the  plaintiff.  I  have  tried  several  times  to 
coke  small  free-burning  coal,  but  could  not  succeed.  An- 
thracite will  not  coke.*  I  was  last  at  the  Neath  Abbey 
Works  on  June  7,  1838. 

The  coal  called  free-burning  coal  was  said'  by  the  counsel 
for  the  defendants  to  be  very  nearly  stone  coal,  but  not  to 
fall  properly  under  that  name  ;  this,  however,  was  denied 
on  the  part  of  the  plaintiff.  Mr.  Mushet  informs  me  that 
free-burning  is  the  very  opposite  to  anthracite,  and  of  two 
kinds — the  one  of  a  reedy  and  laminated,  the  other  of  a 
crystallized  structure.  That  in  burning  it  exhibits  no  ap- 
pearance of  bituminous  or  binding  matter,  but  contains 
pure  carburetted  hydrogen  with  a  carbonaceous  residuum  ; 
that  the  resulting  coke  is  open,  and  not  at  all  bound  to- 
gether by  a  bituminous  cement. 

On  re-examination.  On  June  7  they  were  using  5  cwt. 
and  1  qr.  of  stone  coal,  and  coke  of  bituminous  c(^,  as  in 
the  month  of  May. 

John  Buckland.  I  am  master  moulder  to  the  plaintiff. 
I  have  been  on  the  works  thirty-six  years.  The  works  are 
situated  on  the  anthracite  or  stone-coal  formation,  which 
extends  to  Pembrokeshire,  between  sixty  and  seventy  miles. 
I  have  known  of  several  attempts  to  smelt  iron  with  stone 
coal ;  they  all  failed.  In  1827  we  used  a  small  quantity  of 
stone  coal,  but  it  was  drawn  off ;  that  is,  no  more  was  put 
in  ;  we  ceased  using  it.  The  effect  was  that  in  a  short  time 
the  twires  were  shut  up,  the  blast  could  not  get  in  ;  it  was 
all  clogged.  I  remember  many  other  experiments  in  the 
neighborhood,  here  and  there ;  they  all  failed ;  we  never 
saw  one  succeed  or  heard  of  one  succeeding.  I  know  the 
plaintiff's  furnace.  No.  2 ;  it  was  set  to  work  about  Feb- 
ruary, 1887.    A  hot-blast  apparatus  was  put  up.     The  fur- 
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from  Mr.  Neilson  ;  he  began  with  No.  2  furnace.  It  is  one 
of  the  smallest  size  furnaces.  It  was  set  to  work  before 
McKenzie  left.  A  short  time  after  it  was  set  to  work  it  was 
blown  out.  The  two  other  furnaces,  No.  1  and  No.  3,  are 
larger  than  this  one.  There  was  stone  coal  in  all  of  them 
about  three  months  after  McKenzie  left.  We  have  used 
stone  coal  in  No.  3  for  two  years,  not  alone,  but  with  other 
coal.  I  know  the  iron  is  stronger  by  the  using  it.  We 
cast  with  it,  and  knew  whether  it  would  hold  pressure  or 
not.     I  do  not  myself  take  any  account  of  the  yield. 

On  re-examination.  The  men  are  paid  by  the  ton  of  iron 
made.  There  is  more  iron  made  in  No.  2  and  No.  3.  I 
never  knew  the  stone  coal  used  at  all  with  the  hot  blast 
before  plaintiflPs  jmtent.  The  moulder  casts  his  own 
moulds.  I  am  caster,  and  turn  out  the  castings.  That 
enables  me  to  judge  of  the  quality.  The  strongest  iron  I 
have  ever  seen  is  the  stone-coal  iron.  I  never  saw  iron  run 
better. 

Reece  Davis.  I  have  been  furnace  manager  to  plaintiff 
for  three  years.  The  hot-blast  apparatus  was  erected  before 
I  got  there.  I  went  there  the  last  day  of  January,  1837. 
The  plaintiff  succeeded  in  making  iron  from  stone  coal. 
The  temperature  of  the  blast  is  kept  as  near  as  we  can  to 
melting  lead.  There  was  coke  in  No.  2  when  I  was  first 
there ;  we  b^gan  soon  after  to  put  stone  coal  in.  About 
February  7  or  8  we  got  all  stone  coal  on.  That  continued 
for  two  years  and  three  months.  The  iron  is  stronger,  and 
the  quantity  from  the  small  furnace  greater  ;  we  get  from 
30  to  32  tons  a  week  on  the  average,  and  before  we  only  got 
22  or  23  tons.  We  bum  less  coal ;  from  30  to  32  cwt.  of 
stone  coal  makes  a  ton  of  iron.  [Tindal,  C.  J.  All  this 
examination  goes  to  the  usefulness — there  is  no  issue  on 
that.  They  do  not  say  it  is  not  useful ;  they  only  say 
other  people  knew  it  before.]  [Pollock.  In  a  question  of 
prior  use  or  not,  the  extent  of  the  utility  must  frequently 
be  a  very  important  ingredient,  because  if  it  had  been  used 
by  anybody  else,  the  extraordinary  difference  would  in- 
stantly have  struck  the  i)erson  so  using  it.  It  is  utterly 
impossible  that  it  would  not  have  got  into  general. knowl- 


1842.]  CRANE  V.  PRICE.  456 

periment.  Alter  the  larger  furnace  had  been  worked  about 
a  month,  Mr.  Harper  sold  the  works  to  the  British  Iron 
Company.  They  kept  it  at  work  ten  or  twelve  months. 
They  sometimes  blew  the  furnace  with  all  coke ;  Mr. 
Northall  then  put  some  stone  coal  in.  After  the  British 
Iron  Company  had  it,  the  blast  was  never  stone  coal ;  not 
all  stone  coal.  The  twires  were  sometimes  shut  up,  and  we 
cut  them  out ;  that  happens  in  every  furnace. 

David  Mushet.  I  have  been  acquainted  with  the  iron 
districts  forty  years.  In  1826  I  was  managing  director  of 
the  British  Iron  Company.  I  visited  the  works  of  the 
British  Iron  Company,  at  Abercrave,  twice  in  1826.  They 
were  endeavoring  to  use  as  large  a  quantity  of  stone  coal  as 
could  be  done  with  propriety.  At  one  time  they  were  using 
three  eighths  of  stone  coal  to  five  eighths  of  bituminous 
coal,  and  at  another  time  nearly  equal  quantities  ;  various 
proportions  had  been  endeavored  to  be  used  before  that. 
The  iron  was  forge  iron ;  inferior  for  casting  purposes ; 
the  quantity  was  moderate  ;  during  the  first  four  months 
of  the  blast  they  made  12  tons,  and  during  the  last  four 
from  22  to  24  tons  per  week.  I  should  consider,  in  these 
days,  that  to  be  a  very  small  quantity.  I  thought  the  iron 
wretched.  The  average  yield  of  furnaces  in  South  Wales 
is  nearly  50  tons  a  week.  In  my  judgment,  it  did  not  pay 
for  making  ;  during  the  last  four  months,  it  came  to  £6  "per 
ton,  and  during  the  previous  four  to  £8  per  ton.  The  com- 
pany never  realized  £4  j)er  ton  by  it.  I  sold  one  boat-load 
to  the  Neath  Abbey  Comjmny,  and  Mr.  Price  (one  of  the 
defendants),  on  being  pressed  to  take  more,  said  it  was  so 
bad  they  could  not  use  it.  The  iron  was  sent  to  Stafford- 
shire. The  works  were,  by  my  advice  and  direction,  aban- 
doned. The  company  were  under  a  sleeping  rent  of  £400  a 
year.  With  more  i)owerful  machinery,  a  larger  quantity 
of  iron  would  have  been  made,  and  so  far  as  that  went  this 
would  have  reduced  the  common  charges  on  the  cost  of 
production,  but  it  would  not  have  altered  the  quality  of 
the  iron.  The  anthracite  is  of  an  untractable  nature.  I 
have  heard  that  many  attempts  have  been  made  during  the 
last  thirty  years  to  make  iron  with  stone  coal.    It  was  a 
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one  ton  or  two  that  was  middling,  there  were  ten  tons 
which  were  bad. 

A  number  of  other  witnesses  were  called  who  testified  to 
the  same  effect. 

William  Carpmael.  Nearly  seventy  patents  connected 
with  the  manufacture  of  iron  have  .from  time  to  time  been 
granted.  The  first  making  any  mention  of  the  use  of  an- 
thracite is  Martin's.  The  mode  proposed  is  ingenious,  but 
it  would  fail  as  soon  as  the  blast  comes  upon  it.  He  speaks 
of  the  blast ;  the  ordinary,  blast  of  that  period  was  the  cold 
blast ;  the  cold  blast  blows  anthracite  black  instead  of  aid- 
ing the  combustion.  The  object  of  Philip  Taylor's  patent 
was  to  use  carburetted  hydrogen  gas,  for  the  purpose  of 
supplying  to  anthracite  that  in  which  it  appeared  to  differ 
from  other  coal ;  it  failed.  A  blast  of  air  was  to  be  used  ; 
the  ordinary  blast  at  that  time  was  the  cold  blast.  Bot- 
field's  invention  is  to  use,  with  or  without  the  ordinary 
blowing  apparatus,  heated  air.  (See  Neilson  v.  Thompson, 
ante,  p.  136.)  It  is  not  applied  to  stone  coal.  His  invention 
cannot  be  used  without  blowing  hot  air  into  the  furnace, 
if  the  ordinary  blowing  apparatus  be  used  in  conjunc- 
tion with  the  other  apparatus.  I  never  heard  of  stone  coal 
combined  with  the  hot-air  blast  until  Mr.  Crane' s  discovery. 
So  far  as  my  knowledge  goes,  any  attempt,  both  in  America 
and  England,  to  use  any  real  quantity  of  anthracite  in  the 
making  of  iron  has  failed,  any  portion  of  it  added  in  the 
working  of  the  furnace  requiring  an  increased  quantity  of 
coke  in  order  to  make  iron  at  all. 

Greorge  Cottam.  I  have  been  acquainted  with  the  making 
of  iron  for  thirty  years.  That  which  is  set  forth  in  the 
plaintiff' s  specification  is  new.  I  always  make  experiments 
on  any  new  iron.  I  cast  a  bar  or  two  of  the  plaintiff's  iron, 
and  found  it  very  strong.  According  to  my  general  experi- 
ence, a  bar  of  ordinary  iron,  an  inch  square  and  four  feet 
long,  supported  at  both  ends  and  loaded  in  the  middle,  will 
break  with  from  440  to  446  lbs.  A  similar  bar  of  the  plain- 
tiff's  carried  a  weight  of  one  third  more  before  it  took  a 
permanent  set ;  it  broke  with  699  lbs.  I  made  some  very 
thin  castings,  less  than  a  quarter  of  an  inch,  with  it.     I 
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never  met  witli  anything  so  tougli  and  strong,  except  some 
Swedish  pigs  made  with  charixml.  I  had  some  very  tender 
Scoteh  hot  blast,  which  broke  at  403.  I  mixed  aome  with 
plaintiffs  iron,  and  it  immediately  raised  it  to  500  lbs.  ;  I 
think  618  lbs.  -was  the  breaking  weight,  and  we  nsed  it  all 
up  for  that  purpose,  but  it  was  too  dear  to  go  on  with. 
The  iron  is  an  exceedingly  good  iron,  and  much  better  than 
the  other  iron  where  strength  or  where  hardness  is  re- 
anired  :  it  is  toucrh  and  hard,  which  is  on  advantase.     I 
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naces.  The  plaintiff  has  claimed  the  use  of  anthracite  coal, 
and  in  the  same  manner  any  other  i)erson  might  claim  the 
use  of  any  other  coal  or  particular  species  of  fuel. 

Further,  the  so-called  invention  is  not  a  new  manufacture 
within  the  meaning  of  the  statute.  The  stone  coal  was  well 
known  as  a  fuel  for  furnaces,  the  hot  blast  was  well  known 
for  the  manufacture  of  iron,  the  using  them  together  in  a 
known  manner  is  not  a  new  manufacture.  In  the  case  of 
Brunton  v.  Hawkes  (1  a7U€,  p.  827)  it  appeared  that  the 
method  described  of  uniting  the  two  parts  of  the  anchor 
was  the  same  as  that  by  which  the  different  parts  of  the 
common  hammer  and  the  pick-axe  were  united  together, 
and  Bayley,  J.,  said,  "  A  patent  for  a  machine,  each  part 
of  which  was  in  use  before,  but  in  which  the  combination 
of  the  different  parts  is  new,  and  a  new  result  produced,  is' 
good,  because  there  is  novelty  in  the  combination ;  but 
here  the  case  is  i)erfectly  different.  Formerly  three  pieces 
were  united  together ;  the  plaintiff  only  unites  two ;  and  if 
the  union  of  those  had  been  effected  in  a  mode  unknown 
before,  as  applied  in  any  degree  to  similar  purposes,  I 
should  have  thought  it  a  good  ground  for  a  patent ;  but  un- 
fortunately the  mode  was  well  known  and  long  practised. 
I  think  that  a  man  cannot  be  entitled  to  a  patent  for  uniting 
two  things  instead  of  three,  where  that  union  is  effected  in 
a  mode  well  known  and  long  practised  for  similar  pur- 
poses." 

In  the  present  case  it  is  quite  clear  the  anthracite  and  the 
hot  blast  were  put  together  in  a  way  well  known  for  pur- 
poses well  known  before  for  the  manufacture  of  iron. 
Every  one  knew  that  hot  blast  could  be  used  for  that  pur- 
pose, and  stone  coal  was  and  had  been  used,  though  not  so 
advantageously.  There  cannot  be  a  patent  for  using  a 
thing  for  the  same  purpose,  in  a  way  which  everybody 
knows.  In  the  case  of  Cornish  v.  Keene  (1  antCj  p.  139)  it 
was  said  that  that  was  not  the  subject-matter  of  a  patent, 
or  a  new  manufacture,  or  an  improvement  of  an  old  manu- 
facture, which  was  merely  the  application  of  a  known  ma- 
terial in  a  known  manner  to  a  purpose  known  before,  but 
the  court  thought  the  invention  a  new  manufacture,  and 
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that  the  latter  part  of  the  description  did  not  apply.  In 
the  case  of  Kay  v.  Marshall  (2  aTite,  p.  416),  it  appeared 
that  flax  had  been  spun  at  various  distances,  and  that  this 
was  a '  fundamental  principle  of  dry  spinning ;  that  the 
machine  was  made  with  varying  reaches  to  suit  the  length 
of'the  staple,  and  that  cotton  had  been  constantly  spun  at 
a  distance  of  from  two  to  six  and  a  half  inches.  The  court 
were  of  opinion  thp.t  the  spinning  flax,  at  a  given  distance, 
as  two  and  a  half  inches,  or  such  other  degree  of  shortness 
as  would  suit  the  continuity  of  the  roving,  was  not  a  new 
manufacture.  In  the  present  case  everything  is  the  same  ; 
the  furnace  is  the  same;  coal  of  every  shade,  from  the 
bituminons  to  the  anthracite,  had  been  used  before ;  the 
effect  of  Mr.  Neilson's  patent  is  well  known.  Can  a  person 
have  a  patent  for  applying  that  which  everybody  knows  is 
applicable  to  fuel,  to  one  species?  In  Kay's  case,  every 
one  knew  that  flax  could  be  spun  at  various  distances,  and 
that  the  machines  could  be  adapted  to  any  distance  ;  so 
every  one  knew  that  the  blast  could  be  applied  to  any 
furnace. 

In  Minter  v.  Mower  (3  ante,  p.  178)  a  patent  was  bad 
because  the  epecification  included  that  which  had  been  in- 
vented before,  on  the  ground  that  it  would  have  prevented 
the  prior  inventor  from  using  his  invention ;  so  this  in- 
cludes that  which  had  been  used  before,  and  would  have 
prevented  Neilson  from  applying  his  hot  blast  to  furnaces 
and  to  a  fuel,  the  use  of  which  in  such  furnaces  was  well 
known  (Saunders  v.  Aston,  1  ante,  p.  466).  These  cases 
clearly  show  that  the  use  of  that  which  is  well  known,  for 
purposes  that  are  well  known  and  in  a  manner  weU  known, 
is  not  the  subject  of  a  patent. 

As  to  the  fourth  issue,  the  specification  is  defective  in 
not  stating  the  kind  of  furnace,  since  it  is  doubtful  whether 
anthracite  can  be  used  beneficially  in  large  furnaces ;  the 
objection  is,  therefore,  that  the  specification  should  have 
described  the  difference  between  a  small  and  a  large  fur- 
nace, or,  at  all  evente,  have  described  the  kind  of  furnace 
with  greater  particularity. 

The  issue  on  the  fifth  plea  is  whether  the  hot-air  blast 
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described  by  the  plaintiff  is  the  same  as  Neilson^s,  and  the 
using  of  the  same  a  using  of  Neilson's  invention  ;  and  in  the 
event  of  this  issue  beiag  found  in  favor  of  the  defendants, 
leave  has  been  given  to  mo%e  to  enter  a  verdict  Jor  the 
plaintiff.  It  has  been  said  that  if  there  be  any  hot-air  blast 
but  Neilson's,  the  plaintiff  is  entitled  to  a  verdict ;  but  if 
Neilson's  be  a  hot-air  blast  in  use  in  England,  the  defend- 
ants are  entitled  to  the  verdict ;  because,  if  there  are  some 
hot-air  blasts  which  the  plaintiff  may  and  some  which  he 
may  not  use,  this  should  have  been  stated  in  the  8i)ecifica- 
tion.  If  the  plaintiff  claims  to  use  the  combination  of  every 
hot-air  blast,  then  Neilson's  is  included.  No  other  hot-air 
blast  than  Neilson's  is  suggested,  and  the  plaintiff  worked 
under  a  license  from  him.  It  is  said  that  the  plaintiff 
would  be  entitled  to  judgment  non  obstante  veredicto,  not- 
withstanding the  proviso  in  the  patent  against  interfering 
with  any  previous  patent.  The  object  of  the  patent  is  that 
the  i)erson  obtaining  it  shall  use  the  specific  thing,  and 
nobody  else ;  if  that  which  is  granted  includes  a  patent 
granted  before,  two  would  be  entitled  to  an  exclusive  use 
of  the  same  thing.  If  the CroAvn has  theright  to  grsLnt  this 
second  patent,  it  grants  the  sole  using  to  two  in  succession, 
and  the  two  grants  cannot  be  good,  since  the  Crown  grants 
to  Mr.  Neilson  the  sole  using  of  the  hot-air  blast,  and  to 
the  plaintiff  the  right  of  using  it  for  a  particular  puri)08e. 
The  Crown  says,  I  grant  this  patent,  provided  it  does  not 
interfere  with  any  other ;  it  does  not  say,  provided  you  ob- 
tain a  license ;  this  second  grant  is  void,  and  the  plaintiff 
cannot  be  entitled  to  judgment  non  obstante  veiedicto. 
The  letters  patent  restrain  every  one  from  using  the  inven- 
tion without  the  license  of  the  patentee  ;  that  is  a  protec- 
tion and  a  privilege  granted  to  the  patentee  ;  but  the  clause 
now  alluded  to  is  for  the  patentee  expressly,  and  has  no 
reference  to  the  public. 

Pollock,  Attorney-OeneraZ,  Richards,  Smith  and  Web- 
ster, for  the  plaintiff. 

The  question  of  infringement  is  not  now  open  to  the  de- 
fendants ;  that  is  not  a  question  of  law,  but  one  of  fact, 
which  was  conceded  at  the  trial,  or  the  opinion  of  the  jury 
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Mould  have  been  taken  apon  it  It  appears  from  Motgan's 
evidence  that  the  defendants  were  using  a  considerable  pro- 
portion of  Btone  coal,  and  for  anything  that  appears  to  the 
contrary,  when  Reece  Davis  was  at  their  works,  in  April  or 
May,  1837,  they  were  using  all  stone  coal  and  hot  blast ;  it 
further  appears  that  the  defendants'  colliery,  purchased 
since  the  plaintiff's  patent,  is  stone  coal,  and  that  the  hot 
blast  in  use  at  the  defendants'  works  was  of  a  temperatore 
to  melt  lead,  which  is  known  to  take  place  about  600  de- 
grees Fahrenheit.  The  plaintiffs  invention  is  the  beneficial 
nse  of  anthracite.  A  partial  use  of  anthracite  is  equally  an 
infringement  of  the  patenf,  which  is  for  making  iron  by 
the  combination  of  hot  blast  and  anthracite.  The  evidence 
being  that  the  best  iron  is  that  made  with  all  anthracite,  the 
patent  is  not  to  be  evaded  by  a  party  using  a  part  of  the  inven- 
tion, and  being  contented  with  a  part  of  the  advantage. 

Under  the  second  issue,  whether  the  plaintiff  was  the 
true  and  first  inventor,  it  must  be  assumed  that  some  inven- 
tion has  been  made  ;  the  only  question  then  is  whether  the 
plaintiff  was  the  person  who  first  published  this  invention 
to  the  world.  Kow,  it  has  not  even  been  suggested  that 
any  person  before  the  plaintiff  made  and  published  to  the 
world  the  beneficial  use  of  anthracite,  in  combination  with 
the  hot  blast,  in  the  manufacture  of  iron.  The  various  pat- 
ents put  in,  independent  of  the  other  evidence,  show  how 
many  other  persons  had  made  attempts  and  experiments, 
but  it  is  not  suggested  that  the  plaintiff  learned  his  inven- 
tion from  these  or  any  other  sources  ;  on  the  contrary,  the 
plaintiff  is  recognized  and  hailed  by  a  large  body  of  his 
neighbors  deeply  interested  in  the  prosperity  of  South 
"Wales,  as  the  discoverer  of  something  which  was  a  great 
benefit  to  the  country  and  to  all  connected  with  the  an- 
thracite district.  And  this  was  fully  borne  out  by  the  evi- 
dence as  to  the  sudden  increase  in  the  value  of  that  species 
of  property.  The  observation  also  of  the  defendant,  Joseph 
Price,  that  they  were  all  old  hands,  and  would  soon  find  it 
out,  is  an  admission  that  the  plaintiff  was  the  inventor  of 
something  for  the  discovery  of  which  the  exgpenditure  of 
time  and  thought  was  necessary. 
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But  it  is  contended  under  the  third  issue  that  this  some- 
thing which  the  plaintiff  has  discovered  is  not  a  new  manu* 
facture  within  the  statute  of  James.  TMs  involves  two 
questions :  1.  Whether  the  said  invention  is  a  manufacture ; 
2.  If  a  manufacture,  whether  it  be  new.  On  the  latter  of 
these  two  questions  a  doubt  can  hardly  be  entertained.  It 
appears  from  the  evidence,  and  in  fact  it  is  admitted  on  the 
other  side,  that  a  great  variety  of  attempts  had  been  made  | 

to  smelt  iron  with  anthracite  or  stone  coal,  but  that  they  ' 

had  all  failed  and  been  abandoned.  It  is  for  the  defendants 
to  make  out  that  the  invention  or  manufacture  was  used 
before.  The  plaintiff  has  shown  certain  general  facts,  from 
which  the  conviction  of  the  novelty  of  the  invention  or  manu- 
facture almost  irresistibly  arises,  as,  for  instance,  the  extent 
of  the  anthracite-coal  basin ;  the  great  desideratum  of  a 
method  of  using  it ;  that  at  the  time  of  the  plaintiff's  patent 
there  was  not  a  single  furnace  smelting  iron  from  anthra- 
cite.  Hence,  for  the  purpose  of  the  manufacture  of  iron, 
the  discovery  of  the  beneficial  use  of  anthracite  was  the  dis- 
covery of  a  new  fuel  or  ingredient  in  the  smelting  furnace. 
The  defendants  say  it  was  used  before ;  but  when,  where 
and  to  what  extent  ?  Was  it  in  use  at  aU  at  the  time  of  the 
plaintiff  s  invention  2  Had  it  even  been  used  in  combination 
with  the  hot  blast  ?  There  is  no  evidence  whatever  of  its 
having  been  so  used.  The  patents  which  have  been  put  in, 
and  which  have  been  relied  on  in  the  argument  on  the  other 
side,  furnish  the  strongest  evidence  in  support  of  the  plain- 
tifTs  case,  showing,  as  they  do  distinctiy,  the  nature  of  the 
attempts  which  had  been  made.  But  it  is  said  that  iron 
was  actually  made  in  1827,  at  Abercrave,  with  anthracite. 
What  are  the  facts  ?  That  in  a  model  furnace,  three  feet 
across  the  boshes— that  is,  in  the  widest  part — and  fifteen 
feet  high  (an  ordinary  furnace  being  fifteen  feet  across  the 
boshes  and  forty-five  feet  high),  they  succeeded  in  making 
iron  i^ith  anthracite  and  cold  blast.  They  then  set  to  work 
with  a  larger  furnace,  but  the  yield  of  iron  was  small,  the 
quality  so  indifferent — ^tender  and  cold  short — ^that  it  could 
hardly  be  got  rid  of,  even  at  a  loss  of  from  £2  to  £4  a  ton. 
After  struggling  on  for  about  a  twelvemonth  the  works 
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were  abuidoned,  although  the  company  were  nncler  a  sleep- 
ing rent  of  £400  per  annum.  Contrast  this  with  the  state 
of  things  immediately  after  the  publication  of  the  plaintiff's 
invention.  A  sadden  advance  takes  place  in  the  value  of 
all  anthracite  property  ;  the  iron  Is  pronounced  to  be  the 
best  iron  made  ;  ^e  plaiptiff  is  hailed  as  a  great  discoverer ; 
and,  on  the  argument,  the  great  value  of  the  invention  has 
been  fully  admitted. 

But  it  is  said  that  the  invention  is  not  a  manufacture  for 
which  a  patent  can  be  granted,  that  it  is  simply  the  use  of 
anthracite,  a  known  fuel,  in  a  way  well  known  before. 
Nothing  is  more  fallacious  than  this  mode  of  speaking  of 
an  invention — that  it  is  only  so  and  so.  Discoveries  which 
have  reflected  the  greatest  honor  and  benefit  on  mankind 
have  been  but  the  application  of  some  well-known  substance 
or  some  well-known  laws  and  properties  of  matter,  obvions 
and  simple  in  the  extreme  when  found  out.  The  invention 
may  be  considered  in  any  of  the  following  ways — as  the 
introduction  of  a.  new  fuel  in  the  smelting  of  iron  ;  as  a  new 
mode  of  making  iron  ;  or  as  a  mode  of  making  a/ new  iron, 
i.e.,  as  a  new  article,  a  new  combination  of  matter.  Had 
anthi-acite  been  recently  discovered  as  a  fuel,  can  it  be 
doubted  for  an  instant  that  its  application  to  the  manufac- 
ture of  iron  would  have  been  the  subject-matter  of  letters 
patent  ?  Wherein  consists  the  difEerence  between  that  and 
the  present  case  ?  It  was  known  and  used  as  a  fuel  for 
some  purposes,  but  practically  useless  for  the  manufacture 
of  iron.  The  plaintiff  has  published  to  the  world  in  what 
manner  it  may  be  rendered  useful.  There  are  many  cases 
in  which  the  application  of  a  well-known  article,  in  a 
manner  well  known  before,  in  the  manufacture  of  an  article 
well  known  before,  has  been  held  to  be  the  subject-matter 
of  a  patent.  In  Derosne's  case  (2  ante,  p.  78)  the  invention 
was  the  application  of  charcoal  as  the  filtering  medium  for 
synips  of  sugar.  Charcoal  was  well  known,  and  had  been 
used  as  a  filtering  medium  for  almost  every  liquid,  but 
before  the  patent  had  not  been  applied  to  the  manufacture 
of  sugar.  In  Hall's  patent  (1  ante,  p.  363)  the  invention 
was  the  application  of  the  flame  of  gas  to  singe  off  the 
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superflnons  fibres  of  lace,  and  other  similar  fabrics  having 
holes  and  interstices.  In  Dudley's  patent,  excepted  in  the 
Statute  of  Monopolies,  the  invention  was  the  use  of  pit  coal 
instead  of  wood  in  the  manufacture  of  iron.  In  all  these 
cases  the  result  attained  was  old,  but  the  novelty  or  inven- 
tion consisted  in  the  manner  of  attaining  the  result ;  the 
novelty  of  a  manufacture  may  consist  either  in  a  new  mode 
of  attaining  an  old  result  or  in  a  new  result  attained  by 
old  modes.  Suppose  the  iron  in  the  present  case  to  be  old 
— that  is,  to  be  substantially  the  same  material  as  was 
obtained  before.  Then  the  novelty  consists  either  in  the 
process  of  making,  or  in  its  being  composed  of  certain 
materials.  Suppose  the  invention  a  mere  process,  then  any 
change  in  the  order  of  the  process,  or  even  generally 
in  the  modus  operandi^  constitutes  a  new  manufacture. 
The  inventor  may  fail  in  the  specification  of  the  invention, 
and  in  all  the  cases  cited  in  the  argument  for  the  defend- 
ants, with  the  exception  of  Brunton's  case,  the  defect  has 
been  of  this  nature.  In  Saunders  v.  Aston  (1  arUCy  p.  466) 
the  real  invention  was  an  improved  button,  in  which  the 
old  flexible  shank  was  substituted  for  the  old  metal  shank 
by  the  special  aid  of  a  collet,  but  this  was  not  so  claimed  or 
pointed  out  by  the  specification  as  the  invention.  In  Kay's 
case  there  was  the  same  kind  of  defect.  The  immediate  re- 
sult of  Kay's  invention  was  to  put  flax-spinning  on  the 
same  footing  as  cotton-spinning,  and  to  increase  the  manu- 
facture of  that  article  many  thousandfold.  No  one  who  is 
aware  of  what  Kay  did  for  that  department  of  our  manu- 
factures can  doubt  for  an  instant  that  an  invention  existed, 
in  fact,  which  if  prox)erly  specified  was  the  subject  of  a 
valid  patent.  But  the  court  on  the  construction  of  the 
specification  separated  the  invention  into  two  distinct  parts, 
in  respect  of  either  of  which,  taken  independently,  the  pat- 
ent could  not  be  supported  (Kay  v.  Marshall,  2  arUe^ 
p.  416).  The  position  of  the  plaintiff  resembles  that  of  Mr. 
Kay  in  respect  of  the  extraordinary  nature  of  the  result 
produced.  The  large  coal  basin  of  South  Wales,  before 
comparatively  valueless,  has  now  become  most  valuable 
property.     In  the  case  of  Brunton  v.   Hawkes  (1   arUe, 
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could  be  made  from  rubbish,  hitherto  rejected  as  OBeless, 
by  dealing  with  that  rubbish  in  a  particular  manner,  this 
would  be  a  perfectly  good  subject-matter  of  a  patent.  This 
was  decided  by  Lord  Eldon  when  he  said  there  may  be  a 
valid  pateut  for  a  new  combination  of  materials  previously 
in  ose  for  the  same  purpose,  or  for  a  new  method  of  apply- 
ing such  materials  (HiU  v.  Thompson,  1  ante,  pp.  285,  299), 
in  which  case  also  part  of  the  invention  was  making  iron 
from  slags  or  cinders.  The  combination  of  the  hot  blast 
and  anthracite  is  new  and  the  result  produced  is  a  new 
iron — an  iron  of  better  quality  than  any  before  produced, 
and  with  less  consumption  of  fuel.  What  other  test  can 
be  adopted  ?  The  substances  were  never  employed  together 
l)efore,  and  the  result  obtained  is  for  the  purpose  of  use  and 
commerce  a  better  and  a  cheaper  article  ;  it  resembles  more 
nearly  than  any  other  the  iron  from  vegetable  charcoaL 
The  uniform  tenor  of  the  decision  shows  any  modification 
in  the  manner  of  making  an  article  of  commerce,  whereby 
the  price  is  diminished  or  the  quality  and  general  utility 
of  the  article  produced  are  increased,  to  be  a  new  manufac- 
ture, even  though  all  the  substances  were  known  and  used 
(Huddart  v.  Grimahaw,  1  ante,  p.  128 ;  Boulton  v.  Bull, 
1  ante,  pp.  59,  97).  It  has  been  objected  that  the  plaintiff 
continued  his  experiments  after  the  grant  of  the  letters 
patent ;  but  this  he  is  bound  to  do,  and  to  give  the  public 
the  best  means  with  which  he  is  acquainted  up  to  the  time 
of  making  his  specification.  This  question  was  decided  in 
Crossley  v.  Beverley  (1  ante,  pp.  426,  437),  and  the  authority 
of  that  case  has  been  confirmed  by  many  subsequent  de- 
cisions. 

On  the  fourth  issue,  the  sufficiency  of  the  specification  to 
enable  any  person  acquainted  with  the  manufacture  of  iron 
to  practise  the  invention,  no  question  has  now  been  made. 
It  is  clear  on  the  evidence  that  anthracite,  in  combination 
with  the  hot  blast,  may  be  used  beneficially  in  all  furnaces  ; 
but  it  is  a  question  yet  undecided  what  size  of  furnace  is 
the  very  best  for  the  manufacture  of  iron  according  to  the 
plaintiffs  invention.  Further,  every  specification  must  be 
examined  accnrdinc  t/i  thft  sLitt-  of  Icnnwli^en  at  thft  tin»«_  - 
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that  a  company  abandoned  their  works  though  under  a 
sleeping  rent  of  £400  per  annum,  could  be  rendered  useful 
for  smelting  iron  ^  Neilson'  s  patent  was  in  existence  for 
eight  years  before  the  plaintiff  s  patent.  Suppose  the  pat- 
ent had  expired  and  a  considerable  interval,  say  fifty  years, 
had  elapsed  before  any  person  had  been  at  the  pains  and 
expense  to  try  once  more  that  intractable  fuel,  and  to  see 
whether,  by  a  proper  hot  blast  and  a  proper  adaptation  of 
other  things,  it  could  be  used  in  smelting  iron.  Can  it  be 
doubted  that  under  such  circumstances  the  patent  would 
hare  been  ralid  ?  Is  the  invention,  then,  less  the  subject 
of  a  patent  because  the  hot  blast  itself  has  only  been  dis- 
covered for  some  eight  years  instead  of  having  been  known 
for  a  longer  period,  or  always  known  ?  But  it  is  said  that 
Neilson  is  prejudiced.  In  point  of  fact  he  has  been  greatly 
benefited,  since  by  reason  of  this  discovery  a  license  under 
his  patent  has  been  taken  not  only  by  the  plaintiff,  but  by 
many  others. 

The  proviso  can  only  mean  that  a  subsequent  patentee 
shall  not  use  the  prior  invention  without  a  license  from  the 
prior  patentee.  If  this  be  not  the  meaning,  the  greatest 
mischief  instead  of  benefit  would  result,  since  the  progress 
of  improvement  would  be  stopped  during  the  term  of  the 
prior  patent.  If  letters  patent  for  an  invention  involving 
the  use  of  an  invention  the  subject  of  an  existing  patent,  or 
for  an  improvement  on  an  existing  patent,  be  void  in  law, 
the  author  of  such  Invention  or  improvement  must  wait 
until  the  expiration  of  the  prior  patent  before  procuring 
letters  patent  for  his  own  invention  and  publishing  it  to  the 
world,  whereby  he  wiU  run  great  risk  oi  losing  all  reward, 
the  prior  patentee  will  be  deprived  of  the  advantage  result- 
iUg  from  the  extended  use  of  his  own  invention  during  the 
residue  of  the  term  of  his  letters  patent,  and  the  public  will 
run  the  risk  of  losing  the  invention  altogether  by  the  death 
of  the  party,  or  at  all  events  will  be  deprived  of  the  enjoy- 
ment of  it  for  the  time  during  which  the  invention  is,  so  to 
speak,  in  abeyance  (Morgan  v.  Seaward,  3  ante,  p.  419). 
Many  instances  might  be  cited  in  which  prior  patents  have 
been  rendered  many  times  more  valuable  than  before  by 
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reason  of  some  snbseqaeat  improvement  or  addition,  wliicli 
^  was  the  subject  of  other  letters  patent.     A  patent  for  an 

improvement  generally  is  valid  (Morris  v.  Bramsom,  1  ante^ 
p.  21).     What  difference  can  it  make  whether  the  thing  im- 
proved xipon  be  or  be  not  itself  the  subject  of  a  patent  ? 
I  But  this  question  has  been  expressly  decided  by  Lord 

Eldon,  who,  on  opposition  at  the  great  seal,  allowed  letters 
f  patent  for  an  improvement  on  an  existing  patent  (Fox,  ex 

*  parte,  1  aniej  p.  186).  Further,  this  objection  has  never 
L  been  raised  in  the  course  of  litigation  on  any  patent,  not- 
withstanding that  in  a  great  number  of  cases  the  patent  in 
dispute  was  for  an  improvement  on  an  existing  patent ;  and 
such  an  objection,  if  allowed,  would  be  prejudicial  to  the 
prior  patentee,  the  improver  and  the  public. 

Bompas,  in  reply.  The  question  of  infringement  is  open 
to  the  defendants,  for  the  court  were  to  be  at  liberty  to 
draw  the  same  inference  as  a  jury.  If  the  defendants  used 
a  substantial  part  for  the  purpose  of  evading  the  patent, 
that  would  undoubtedly  be  an  infringement ;  but  if  the 
patent  be  for  using  all  stone  coal,  then  there  has  been  no 
infringement.  The  present  case  differs  essentially  from  any 
that  has  been  cited,  as  to  the  using  of  known  substances  in 
known  manners.  Here  everything  is  old — the  materials, 
the  manner  of  using,  the  result ;  there  is  no  novelty,  every- 
thing takes  place  according  to  the  ordinary  method.  The 
plaintiff  has  done  nothing  more  than  adopt  Neilson's  pat- 
ent ;  he  uses  that  which  was  known  before,  in  a  manner 
known  before,  and  for  a  purpose  known  before.  No  case 
has  gone  so  far  as  to  decide  that  such  can  be  the  subject  of 
letters  patent. 

The  fifth  issue  is  one  partly  of  fact  and  partly  of  law. 
The  plaintiff  cannot  have  judgment  non  obstante  veredicto. 
The  specification  must  be  considered  as  included  in  the 
letters  patent ;  the  grant  would  there  appear  to  be  the  using 
hot  blast  to  anthracite.  Now,  Neilson  has  a  prior  grant  for 
using  hot  blast  to  all  kinds  of  fuel ;  anthracite  was  a  known 
fuel ;  how,  then,  can  the  plaintiff' s  i)atent  be  good  for  using 
hot  blast  to  a  particular  purpose  ?  Such  a  grant  in  effect 
gives  the  right  of  using  the  patent  of  another,  but  such  a 
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grant  is  clearly  void  in  law  ;  there  cannot  be  two  grants  of 
the  same  thing  t*)  different  persons.  Although  patents 
have  been  taken  out  in  many  instances  for  improTements 
on  patents,  a  grant  of  using  a  patent  for  a  particular  pur- 
pose is  not  good.  Without  a  patent  the  plaintiff  could  not 
have  used  the  hot  blast ;  the  using  it  with  a  patent  is  as 
much  an  infringement  as  the  using  of  it  without  a  patent. 
The  proviso  means  that  the  grant  shall  not  interfere  with 
any  previous  grant.  No  case  haa  been  cited  in  which  the 
subsequent  patent  included  the  use  of  the  former  patent ; 
for  such  second  grant  would  of  necessity  be  void. 

TiNDAL,  C.  J.  [ER9KINE,  CoLTMAN  and  Maule,  JJ.,  also 
sat].  This  was  an  action  on  the  case  for  the  infringement 
of  a  patent,  granted  to  the  plaintiff  September  28,  1836,  for 
an  improvement  in  the  manufacture  of  iron.  The  declara- 
tion was  in  the  usual  form,  and  the  defendants  pleaded 
thereto  :  ■  1.  That  they  were  not  guilty  ;  2.  That  the  plain- 
tiff was  not  the  first  and  true  inventor  of  the  said  iniprore- 
.ment-r-upoEL  each  of  which  pleas  issue  was  joined  ;  3.  After 
setting  trut  at  length  the  plaintiff's  specitieation,  thedefend- 
anta  plead;edthat  the  alleged  improvement  therein  described 
was  not  a  tiew  manufacture,  invented  by  the  plaintiff, 
within  the  intent  and  meaning  of  the  statute,  as  to  the 
public  use  and  exercise  thereof  in  England,  which  allegation 
was  traversed  by  the  plaintiff  in  hia  replication  ;  4.  The  de- 
fendants pleaded  that  the  nature  of  the  plaintiff's  inven- 
tion, and  the  manner  in  which  it  was  to  be  performed,  was 
not  particularly  described  or  ascertained  by  the  plaintiff  in 
his  specification,  upon  which  plea  issue  was  joined.  And 
in  their  last  plea  the  defendants,  after  referring  to  the 
plaintiff's  specification,  before  set  out  in  the  third  plea, 
stated  the  grant  of  letters  patent,  dated  September  11,  1828, 
to  one  James  Beaumont  Neilson,  for  an  improved  applica- 
tion of  air  to  produce  heat  in  fires,  foi^ges  and  furnaces, 
where  bellows  and  other  blowing  apparatus  were  required  ; 
that  Neilson's  invention  was  the  production  and  application 
of  a  hot-air  blast,  and  was  in  public  use,  with  Weilson's 
license,  in  the  smelting  and  manufacturing  of  iron  from 
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in  the  application  of  the  law  relating  to  patents,  and  by  the 
authority  of  decided  cases,  determine  the  question  in  dis- 
pute between  the  parties.  The  plaintiff  describes  the  object 
of  his  invention  to  be  the  application  of  anthracite  or  stone 
coal  combined  with  hot-air  blast  in  the  smelting  or  manu- 
facture of  iron  from  iron  stone,  mine  or  ore,  and  states  dis- 
tinctly and  unequivocally  at  the  end  of  his  specification 
that  he  does  not  claim  the  use  of  a  hot-air  blast  separately 
as  of  his  invention  when  uncombined  with  the  application 
of  anthracite  or  stone  coal ;  nor  does  he  claim  the  applica- 
tion of  anthracite  or  stone  coal  when  uncombined  with  the 
using  of  hot-air  blast ;  but  what  he  claims  as  his  invention 
is  the  application  of  anthracite  or  stone  coal  and  culm, 
combined  with  the  using  of  hot-air  blast,  in  the  smelting 
and  manufacture  of  iron  from  iron  stone,  mine  or  ore.  And 
the  question  therefore  becomes  this — whether,  admitting 
the  using  of  the  hot-air  blast  to  have  been  known  before  in 
the  manufacture  of  iron  with  bituminous  coal,  and  the  use 
of  anthracite  or  stone  coal  to  have  been  known  before  in 
the  manufacture  of  iron  with  cold  blast,  but  that  the  com- 
bination of  the  two  together  (the  hot  blast  and  the  an- 
thracite) were  not  known  to  be  combined  before  in  the 
manufacture  of  iron,  whether  such  combination  can  be  the 
subject  of  a  patent. 

We  are  of  opinion  that  if  the  result  produced  by  such  a 
combination  is  either  a  new  article,  or  a  better  article,  or  a 
cheaper  article  to  the  public  than  that  produced  before  by 
the  old  method,  that  such  combination  is  an  invention  or 
manufacture  intended  by  the  statute,  and  may  well  become 
the  subject  of  a  patent  (Rex  v.  Arkwright,  1  antey  pp.  29, 
42).  Such  an  assumed  state  of  facts  falls  clearly  within  the 
principle  exemplified  by  Abbott,  C.  J.  (King  v.  Wheeler, 
1  ant€y  p.  317),  where  he  is  determining  what  is  or  what  is 
not  the  subject  of  a  patent — ^namely,  it  may,  perhaps,  ex- 
tend to  a  new  process  to  be  carried  on  by  known  implements 
or  elements  acting  upon  known  substances,  and  ultimately 
producing  some  other  known  substance,  but  producing  it  in 
a  cheaper  or  more  expeditious  manner,  or  a  better  or  more 
useful  kind.     And  it  falls  also  within  the  doctrine  laid 
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down  by  Lord  Eldon  (Hill  v.  Thompson,  1  ante,  pp.  285, 
299),  that  there  may  be  a  valid  patent  for  a  new  combina- 
tion of  materials  previously  in  use  for  the  same  purpose, 
or  even  for  a  new  method  of  applying  such  materials ;  but 
the  si)ecification  must  clearly  express  that  it  is  in  respect 
of  such  new  combination  or  application. 

There  are  numerous  instances  of  patents  which  have  been 
granted,  where  the  invention  consisted  in  no  more  than  in 
the  use  of  things  already  known,  and  acting  with  them  in 
a  manner  already  known,  and  producing  effects  already 
known,  but  producing  those  effects  so  as  to  be  more  eco- 
nomically or  beneficially  enjoyed  by  the  public.  It  will  be 
sufficient  to  refer  to  a  few  instances,  some  of  which  patents 
have  failed  on  other  grounds,  but  none  on  the  ground  that 
the  invention  itself  was  not  the  subject  of  a  i)atent. 

We  may  first  instance  Hall's  patent,  for  applying  the 
flame  of  gas  to  singe  oflf  the  superfluous  fibres  of  lace,  where 
a  flame  of  oil  had  been  used  before  for  that  same  purpose 
(Hall  tj.  Boot,  1  antey  p.  363).  Derosne's  patent,  in  which 
the  invention  consisted  in  filtering  the  syrup  of  sugar 
through  a  filter,  to  act  with  animal  charcoal  and  charcoal 
from  bituminous  schistus,  where  charcoal  had  been  used 
before  in  the  filtering  of  almost  every  other  liquor  except 
the  syrup  of  sugar  (2  ante,  p.  78).  Hill's  patent,  above  re- 
ferred to,  for  improvements  in  the  smelting  and  working  of 
iron  ;  there  the  invention  consisted  only  in  the  use  and  ap- 
plication of  the  slags  or  cinders  thrown  off  by  the  operation 
of  smelting,  which  had  been  previously  considered  useless 
for  the  production  of  good  and  serviceable  metal,  by  the 
admixture  of  mine  rubbish.  Again,  Daniell's  patent  was 
taken  out  for  improvements  in  dressing  woollen  cloth, 
where  the  invention  consisted  in  immersing  a  roll  of  cloth, 
manufactured  in  the  usual  manner,  into  hot  water  (King 
v.  Daniell,  1  aTtie,  p.  392). 

The  only  question,  therefore,  that  ought  to  be  considered 
on  the  evidence  is,  was  the  iron  produced  by  the  combina- 
tion of  the  hot  blast  and  the  anthracite  a  better  or  a  cheaper 
article  than  was  before  produced  from  the  combination  of 
the  hot  blast  and  the  bituminous  coal ;  and  was  the  com- 
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bination  described  in  the  Bpecification  new  as  to  the  public 
use  thereof  in  England  i  And  upon  the  first  point,  npon 
looking  at  the  evidence  in  the  canse,  we  think  there  is  no 
doubt  that  the  resuh  of  the  combination  of  the  hot  blast 
with  the  anthracite  on  the  yield  of  the  furnaces  was  more, 
the  nature,  properties  and  quality  of  the  iron  better,  and 
the  expense  of  making  the  iron  less  than  it  was  under  the 
former  process,  by  means  of  the  combination  of  the  hot 
blast  with  the  bituminous  coaJ. 

It  is  to  be  observed  that  no  evidence  was  produced  on  the 
part  of  the  defendants  to  meet  that  given  by  the  plaintiff 
on  these  grounds  ;  and  that  it  was  a  necessary  consequence, 
from  the  proof  in  the  cause,  that  from  the  substitution  of 
the  anthracite  coal,  in  whole  or  in  part,  instead  of  or  in  the 
place  of  bituminous  coal,  the  manufacture  of  the  iron 
should  be  obtained  at  less  expense. 

It  was  objected,  in  the  course  of  the  argument,  that  the 
quality  or  degree  of  invention  was  so  small  that  it  could 
not  become  the  subject-matter  of  a  patent ;  that  a  person 
who  could  procure  a  license  to  use  the  hot-air  blast  under 
Neilson's  patent  had  a  fuU  right  to  apply  that  blast  to  coal 
of  any  nature  whatever,  whether  bituminous  or  stone  coal. 
But  we  think,  if  it  were  necessary  to  consider  the  labor, 
pains  and  expense  incurred  by  the  plaintiS  in  bringing  his 
discovei-y  to  perfection,  that  there  is  evidence  in  this  cause 
that  the  expense  was  considerable  and  the  experiments 
numerous.  But  in  point  of  law,  the  labor  of  thought  or 
experiments  and  the  expenditure  of  money  are  not  the 
essential  grounds  of  consideration  on  which  the  question 
whether  the  invention  is  or  is  not  the  subject-matter  of  a 
patent  ought  to  depend.  For  if  the  invention  be  new  and 
useful  to  the  public,  it  is  not  material  whether  it  be  the  re- 
sult of  long  experiments  and  profound  research,  or  whether 
by  some  sudden  and  lucky  thought  or  mere  accidental  dis- 
covery. 

The  Case  of  Monopolies  (Darcy  t.  Allein,  1  ante,  p.  1) 
states  the  law  to  be  that  where  a  man  by  his  own  chai:ge  or 
industry,  or  by  his  own  wit  or  invention,  brings  a  new 
trade  into  the  realm,  or  any  engine  tending  to  the  further- 


1842.]  CRANE  V.  PRICE.  479 

ance  of  a  trade  that  never  was  used  before,  and  which  is 
for  the  good  of  the  realm,  the  king  may  grant  him  the 
monopoly  of  a  patent  for  a  reasonable  time.  If  the  com- 
bination now  under  consideration  be,  as  we  think  it  is,  Ji 
manufacture  within  the  statute  of  James,  there  was  abun- 
dant evidence  in  the  cause  that  it  had  been  the  great  object 
and  desideratum,  before  the  granting  of  the  patent,  to  smelt 
iron  stone  by  means  of  anthracite  coal,  and  that  it  had 
never  been  done  before  ;  there  was  no  evidence  on  the  part 
of  the  defendants  to  meet  that  which  the  plaintiff  brought 
forward.  These  considerations,  therefore,  enable  us  to 
direct  that  the  verdict  ought  to  be  entered  for  the  plaintiff  on 
the  third  issue  ;  that  it  was  a  new  manufacture — ^new  as  to  the 
public  use  and  exercise  thereof  within  England  and  Wales. 

On  the  same  ground,  also,  the  second  issue  is  disposed  of 
in  favor  of  the  plaintiff.  No  evidence  was  produced  on  the 
part  of  the  defendants  to  show  any  inventor  earlier  than 
the  plaintiff ;  nor  does  the  fact  that  there  was  an  earlier 
inventor  appear  from  the  cross-examination  of  the  plain- 
tiff's  witnesses. 

As  to  the  first  issue — ^namely,  whether  the  defendants 
have  infringed  the  patent,  we  think  it  clearly  appears  on 
the  evidence  that  the  defendants  had  used,  either  in  part 
or  in  whole,  the  combination  described  in  the  specification 
of  the  plaintiff' s  patent.  The  plaintiff' s  evidence  goes  fully 
to  show  certain  infringements,  and  that  is  not  met  by  any 
explanation  on  the  part  of  the  defendants.  Indeed,  the  de- 
. '  f  endants'  case  did  not  appear  to  rest  on  this  point  at  the 
trial  so  much  as  on  the  important  question  raised  by  them 
— whether  the  improvement  described  in  the  specification 
was  a  manufacture  within  the  statute  of  James. 

Upon  the  fourth  issue,  which  raised  no  more  than  the 
usual  inquiry  whether  the  nature  of  the  invention  was  suffi- 
ciently described  in  the  specification,  the  usual  evidence 
was  given,  that  persons  of  competent  skill  and  experience 
could,  by  following  the  directions,  produce  the  manufacture 
described  with  success,  and  the  evidence  was  entirely  unop- 
posed )  upon  this  issue  also  the  verdict  ought  to  be  entered 
for  the  plaintiff. 
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excepted  on  the  groand  of  its  being  generally  known  and 
used  by  the  pnblic,  or  on  the  gronnd  that  it  was  the  subject 
of  a  patent  that  secvired  the  use  of  it  to  a  foimer  patentee, 
the  new  patent  will  be  good.  But  that  distinction  is  as 
much  in  the  knowledge  of  the  public  as  of  the  grantee  of 
the  patent  If,  indeed,  the  new  patent  had  been  taken  out 
for  improvements  or  alterations  in  an  invention  secured  by 
a  former  patent,  there,  for  obvious  reasons,  greater  particu- 
larity would  be  necessary  to  distinguish  the  new  from  the 
old.  But  the  present  specification  expressly  says,  "  I  take 
the  whole  of  the  invention  already  weU  known  to  the  public 
and  I  combine  it  vrith  something  else." 

Now,  it  is  further  argued  that  in  point  of  law  no  patent 
can  be  taken  out  which  includes  the  subject-matter  of  a 
X>atent  still  running  or  in  force.  No  authority  was  cited  to 
support  this  proposition,  and  the  case  which  was  before 
Lord  Tenterden,  and  in  which  he  held  that  where  an  action 
was  brought  for  an  infringement  of  improvements  in  a 
former  patent  granted  to  another  person  and  still  In  force, 
that  the  plaintiff  must  produce  the  former  patent  and  speci- 
fication ;  that  at  least  affords  a  strong  inference  that  the 
second  patent  was  good  (Lewis  v.  Davis,  1  ante,  p.  406). 
The  case  of  Harmar  v.  Playne  (1  aTite,  p.  171)  is  a  clear 
authority  on  the  same  point ;  and  upon  reason  and  prin- 
ciple there  appears  to  be  no  objection.  The  new  patent, 
after  the  expiration  of  the  old  one,  will  be  free  from  every 
objection,  and  while  the  former  exists  the  new  patent  can 
be  legally  used  by  the  public  by  procuring  a  license  from 
Neilson,  or  by  purchasing  the  apparatus  from  him  or  some 
of  his  agents  ;  and  the  probability  of  the  refusal  of  a  license 
to  any  one  applying  for  it  is  so  extremely  remote  that  it 
cannot  enter  into  consideration  as  a  ground  of  legal  objec- 
tion. 

On  the  whole,  therefore,  we  think  the  verdict  is  to  be 
entered  for  the  plaintiff  on  all  the  issues  except  the  fifth ; 
that  the  verdict  is  to  be  entered  for  the  defendants  on  the 
fifth  issue ;  but  that,  notwithstanding  such  verdict,  the 
judgment  must  be  given  for  the  plaintiff. 

Judgment  for  the  plaintiff. 
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Web«ter,  commenting  on  this  owe,  says  <t  Web.  P.  C.  8TS,  noW) :  The  follow- 
ing inventioiiB  relating  to  the  use  of  anthracite  are  referred  to  in  the  subaequeot 
l^al  proceedings,  as  showing  the  previous  attempts  to  apply  that  fuel  in  the 
manufacture  of  iron.  Letters  patent.  June  28,  1804.  to  Edward  Martin  "  for 
mofclns  of  pig  and  cast  Iron  of  everj  description  from  iron  stone,  iron  mine 
and  Iron  ore,  and  of  remelting,  preparing  and  refining  of  pig  and  cast  iron  of 
everj  sort,  and  for  the  making  of  such  pig  and  cast  iron  into  wrought  or  bar 
iron  by  using  raw  Blone  coa!  and  culm,  to  be  worked  and  made  by  blast" 

Speeifioation.  "  I,  the  said  Edward  Hartin,  do  hereby  describe  and  ascertain 
the  nature  of  my  said  invention,  and  the  manner  in  which  the  same  is  to  be 
performed,  and  the  method  I  use  to  make  atone  coal  and  culm  to  stand  the 
blast,  as  follows,  that  is  to  say  :  To  light  the  flro  in  the  furnace  finery  or  hearth 
with  free  burning  wood,  and  as  soon  as  the  wood  is  sufficiently  ignited  then  to 
put  on  small  quantities  of  raw  stone  or  culm,  free  from  dust,  broken  into  the 
size  of  a  common  hen's  egg ;  to  continue  to  feed  the  furnace  finery  oi'hearth 
with  raw  atone  coal  or  culm  till  it  is  quite  full  of  vivid  Are  before  any  blast  is 
introduced ;  then  (in  "'■l'<"g  pig  or  cast  Iron)  charge  the  furnace  in  the  common 
way  with  due  proportions  of  raw  stone  or  culm,  clear  of  dust  (instead  of  coke 
or  charcoal),  with  iron  stone,  iron  mine,  or  Iron  ore  and  limestone  :  then  to 
introduce  the  blast  in  a  very  gentle  manner  for  the  fimt  twelve  hours  :  then  to 
increase  the  blast  gradually,  day  after  day,  for  the  first  week  of  blowing,  till 
the  furnace  is  sulflciently  hot  and  burdened,  and  then  to  blow  to  any  extent 
the  machinery  or  the  furnace  is  capable  of  t>earing,  and  by  keeping  the  furnace 
regularly  and  properly  fed  with  materials,  and  by  keeping  up  a  sufficient  bla«t, 
the  process  will  be  completed.  And  in  remelting.  preparing  and  refining  of  pig 
and  cast  iron  of  every  sort,  and  for  making  such  pig  and  cast  iron  into  wrought 
or  bar  iron,  the  foregoing  method  of  lighting  and  feeding  the  hearth  or  finery 
till  it  is  full  of  vivid  atone  coal  or  culm  must  be  pursued  before  the  finely  or 
hearth  Is  charged  with  metal,  and  feeding  the  finery  or  hearth  with  raw  stone 
coal  or  culm,  instead  of  coke  or  charcoal,  and  by  introducing  the  blast  In  the 
proper  way,  the  wiahed-for  auccess  will  be  produced, " 

Cliristie  and  Harper's  patent  "  for  an  improved  method  of  combining  and 
applying  certain  kinds  of  fuel." 

The  specification,  dated  August  88,  18S4,  describes  the  Invention  lo  consist 
of  combining  and  applying  for  the  general  purposes  of  fuel  the  common  bitu- 
minous coal  with  stone  coal,  cuhn  or  anthracite,  in  proportions  varying  from 
one  fifth  to  one  third  bituminous  coal,  and  the  remainder  stone  coal,  culm  or 
anthracite,  the  object  being  to  use  only  so  ranch  of  the  bituminous  coal  as  may 
be  found  ncceasaiy  to  keep  up  flrc  suitable  for  the  purpose  required,  without 
produdng  the  nuisance  of  smoke.  "  Such  proportions  will  be  found  to  vary 
according  to  the  qualttiea  of  the  coals,  which  vary  In  different  aitualions,  and 
according  as  the  stove,  grate  or  furnace  in  use  hss  more  or  less  capacity  of  draft 
or  windage  ;  but  these  will  be  easily  ascertained  by  trial.  We  have  generally 
found  one  fourth  bituminous  coal  to  be  a  good  proportion,  where  the  bars  of 
the  grate  are  not  more  than  an  inch  wide  and  half  an  Inch  asunder.  The  stone 
coal  may  either  be  applied  In  the  usual  form  of  aucJi  coal,  or  mixed  with  the 
small  or  culm  thereof,  in  proportions  which  we  recommend  to  be  about  one 
half,  such  proportions,  however,  varying  as  before  according  to  the  draft  or 
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windage.  By  this  combination  the  heat  and  combustion  of  the  fire  are  easily 
kept  up,  and  the  fire  of  steam-engines  and  other  large  stoves  and  furnaces  of 
almost  every  sort  may  be  maintained." 

Philip  Taylor's  patent,  1825,  ''  for  certain  improvements  in  making  iron. 
The  invention,  among  other  things,  consisted  in  injecting  carburetted  hydrogen 
gas  into  the  furnace  in  which  stone  was  to  be  used,  so  as  to  supply  artificially 
that  gas  the  absence  of  which  appeared  to  constitute  a  material  difference  be- 
tween anthracite  and  bituminous  coal. 

Webster  also  says  (1  Web.  P.  C.  878,  note  c.) :  Plaintiff  having  replied  to  the 
fifth  plea  instead  of  demurring,  the  real  issue  was  whether  the  hot-air  blast  used 
by  the  pUiintiff  was  the  hot-air  blast  protected  by  Neilson's  patent.  The  plead- 
ings admit  that  the  plaintiff  had  a  license  from  Neilson,  but  that  circumstance 
does  not  affect  the  real  question  whether  the  improved  apparatus  for  supplying 
the  hot  blast,  then  in  use  by  the  plaintiff  and  others,  was  an  infringement  on 
Neilson's  patent,  assuming  the  fact  that  the  apparatus  described  in  the  specifi- 
cation could  not  produce  the  degree  of  effect  or  amount  of  temperature  neces- 
sary for  the  plaintiff's  invention.  These  pleadings  and  the  trial  were  prior  to 
the  decision  on  Neilson *s  patent,  which  decided  such  improved  apparatus  to  be 
protected  by  his  patent. 

Commenting  on  that  portion  of  the  argument  of  Bompas  and  Rotch  which 
relates  to  the  issue  on  the  fifth  plea,  and  the  monopoly  granted  by  an  ordinary 
patent,  Webster  says  (1  Web.  P.  C.  897) :  The  proviso  in  question  is  that  these 
letters  patent,  or  anything  herein  contained,  shall  not  extend  or  be  construed 
to  extend  to  give  privilege  to  said  A  B,  his  executors,  administrators  or  assigns, 
or  any  of  them,  to  use  or  imitate  any  invention  or  work  whatsoever  which  hath 
heretofore  been  invented  or  found  out  by  any  other  of  our  subjects  whatsoever, 
and  publicly  used  or  exercised  in  that  said  part  of  our  United  Kingdom  of  Great 
Britain  and  Ireland,  etc.,  aforesaid,  unto  whom  our  like  letters  patent  or  priv- 
ileges have  been  already  granted  for  the  sole  use,  exercise  and  benefit  thereof  ; 
it  being  our  will  and  pleasure  that  the  said  A  B,  his  executors,  administrators 
and  assigns,  and  all  and  every  other  person  and  persons  to  whom  like  letters 
patent  or  privileges  have  been  already  granted  as  aforesaid,  shaU  distinctly  use 
and  practise  their  several  inventions  by  them  invented  and  found  out,  according 
to  the  true  intent  and  meaning  of  the  same  respective  letters  patent  and  of  these 
presents."  The  above  proviso  existed  in  the  earliest  letters  patent,  not  only  in 
those  before  the  clause  requiring  a  specification  (11  Anne),  but  also  in  those 
before  the  Statute  of  Monopolies.  The  object  of  the  proviso  seems  to  be  ex- 
plained by  reference  to  the  history  of  the  times.  It  was  the  practice  to  make 
successive  grants  of  the  same  thing.  A  statute,  6  Hen.  IV. ,  c.  15  (Web.  Law 
and  Pr.,  tit.  Statutes),  was  passed  declaring  all  such  second  grants  to  be  void, 
unless  the  former  grant  and  its  determination  should  be  recited  in  the  second 
letters  patent  In  this  case  of  Dudley's  patent,  in  which  this  proviso  appears, 
there  had  been  several  other  grants,  some  of  which  had  been  surrendered ; 
there  would  also  be  many  others  practising,  with  greater  or  less  success,  the 
making  of  iron  with  pit  coal.  It  would  have  been  contrary  to  the  common  law 
of  the  realm  that  such  second  grant  of  letters  patent  should  have  been  made, 
whereby  any  one  would  have  been  restrained  in  that  which  he  did  before.  The 
observations  of  Sir  E.  Coke  (8  Inst.  181)  are  material  where  he  says,  "  And  thus 
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Id  Blrcot's  case  it  wu  also  resolved  th«t  If  the  new  mumfactoie  be  subetentiallr 
invented  according  to  law,  yet  no  old  manufacture  In  nse  before  ctm  be  ;»«- 
hJbited.  The  queetiOD  then  would  appear  U>  be  one  of  fact ;  was  tbe  manufac- 
ture said  to  be  prohibited  In  use  before — was  it  in  actual  use  t  not  was  it  so 
included  or  invotvad  in  that  which  was  done  or  published  before,  tbat  its  use 
might  be  conceived  to  have  been  contemplated.  The  words  of  tbe  proviso 
moke  this  clear  and  distinct  ;  it  forbids  to  use  or  imitate  any  Invention  hereto- 
fore invented  and  found  out."  The  proviso  In  effect  says  this — the  before- 
mentioned  grant  shall  not  extend  to  give  jou  the  exclusive  use  of  auTtbing 
which  was  the  common  property  of  the  public  at  the  time  of  the  grant,  or  of 
anything  in  which  another  had  already  an  exclusive  i»ivilege.  And  it  is 
material  to  observe  with  respect  to  tbe  above  proviso,  that  It  differs  In  form  and 
in  legal  effect  from  the  otlier  provisos  contained  in  the  letters  patent ;  it  is  not, 
lilie  them,  a  condition  upon  which  the  grant  is  made,  and  which,  if  not  strictly 
satisfied,  the  grant  will  be  void  or  voidable,  but  it  is  a  provfao  for  the  protection 
of  prior  pcit«ntee6  and  of  the  public,  declaring  that  their  rights  shall  not  be 
interfered  with  under  color  of  thrfaubaequent  grant.  This  clause  would  in  all 
probability  be  a  good  plea  in  confession  and  avoidance,  or  a  ground  for  re- 
pealing letters  patent  which  had  been  used  in  fact  to  the  prejudice  of  prior  pat- 
entees, but  it  would  appear  to  differ  very  materially  from  the  other  provisoa 
above  referred  to.  In  effect,  it  seems  to  amount  to  a  declaration  that  (he  said 
letters  patent  shall  not  be  au  answer  to  any  action  by  a  party  for  an  infringe- 
ment on  his  prior  patent. 

Commenting  on  that  portion  of  the  argument  of  Pollock,  Richards.  Smith 
and  Webster  which  contends  that  any  change  in  the  order  or  mode  of  a  mere 
process  constitutes  a  new  manufacture.  Webster  says  (1  Web.  P.  C.  401} :  A 
remarkable  instance  of  this  kind  has  recently  occupied  the  attention  of  the 
Court  of  Queen's  Bench  in  the  case  of  HelUwell  e.  Dearman.  The  object  of 
the  plaintiff's  invention  was  the  rendering  fabrics  waterproof,  but  at  the  same 
time  leaving  such  fabrics  pervious  to  air.  It  appeared  that  before  the  plaintiff's 
patent  a  solatioo  of  alum  and  soap  was  made,  and  the  fabric  to  be  rendered 
waterproof  was  immersed  therein.  By  this  means  a  waterproof  surface  was 
produced  on  the  fabric,  but  it  was  not  of  a  lasting  nature  ;  it  wore  off.  Ac- 
cording to  the  plaintiff's  invention,  the  fabric  is  immersed  first  in  a  mixture  of 
a  solution  of  alum  with  some  carbonate  of  lime,  and  then  in  a  solution  of  soap. 
The  effect  is  that  by  the  first  immersion  evciy  fibre  becomes  impregnated  with 
the  alum,  the  sulphuric  add  of  the  alum  being  neutrolized  by  the  carbonate  of 
lime,  and  by  the  second  immersion  the  oily  quality  rendering  it  repellent  of 
water  is  given  to  every  fibre,  so  that  each  fibre  is  rendered  waterproof  instead 
of  the  surface  only,  but  the  whole  fabric  continued  pervious  to  air. 

Webster  (1  Web.  P.  C.  404,  notn)  cites  a  decision  by  Tlndal,  C.  J,  (Jones 
e.  Heaton),  as  having  held  that  "  the  patentee  is  bound  to  give  in  hia  specifica- 
tion tbe  most  improved  slate  of  his  invention  up  to  the  time  of  enrolling  his 
spet^cation." 


IMa.]  BERRY  V.  CLAXJDET.  m 

BERRY  V.  CLAUDET. 
Queen's  Bench,  June  26,  1842. 

(21  Newton  Lon.  Jour.  57.) 

Effect  of  jlssignmeiht  on  License.    Covenant. 

Covenant  to  refund  to  licenaee,  on  assignment  of  patent,  hdd  not  to  imply  a 
covenant  on  his  part  to  surrender  up  license  against  his  desire. 

Demurrer  to  declaration  in  covenant. 

The  action  was  brought  by  Beard,  proprietor,  in  the  name 
of  Berry,  original  patentee,  against  Claudet,  to  compel  him 
to  give  up  a  license  to  use  the  invention.  The  license  had 
been  granted  previous  to  the  assignment  of  the  patent  to 
Beard,  so  that  the  patent  right  passed  subject  to  it.  There 
was,  however,  a  clause  in  the  license  empowering  Claudet 
to  relinquish  the  license  and  to  recover  the  purchase  money 
in  the  event  of  the  patent  being  sold. 

Denman,  C.  J.  This  was  an  action  of  covenant  against 
defendant  for  not  reselling  and  transferring  to  plaintiff  or 
his  principal  all  his  interest  under  an  indenture  of  license 
to  exercise  a  patent.  There  is  no  express  covenant  to  that 
effect  in  the  indenture,  but  the  plaintiff  contends  that  there 
is  an  implied  covenant,  it  being  the  manifest  intention  of 
the  parties,  apparent  upon  the  face  of  the  indenture,  that 
the  defendant  should,  under  the  circumstances,  resell  and 
transfer. 

By  the  indenture  the  plaintiff,  as  agent  to  two  French 
gentlemen  (as  trustee  for  whom  he  had  obtained  a  pat- 
ent), in  consideration  of  £200,  granted  to  the  defendant  a 
license  to  use  the  patent  for  the  remainder  of  the  term. 
The  indenture  contains  a  covenant  that  if  the  plaintiff 
should  grant  licenses  to  other  persons  on  terms  more  advan- 
tageous than  those  granted  to  the  defendant,  he  would  pay 
the  defendant  such  sum  of  money  as  would  put  him  on  an 
equality  with  those  persons  ;  and  then  the  indenture  pro- 
ceeds :  "  Provided,  and  it  is  hereby  further  agreed  and  de- 


rf — :^:7^ 


499  ENULISU.  FATENT  CASES,  [18«3. 

that  court  in  favor  of  the  patent,  and  the  perpetual  injnnc- 
tion  a^jiamst  the  parties  in  the  four  suite. 

The  petition  further  stated  the  grant  of  letters  patent  for 
Ireland  and  Scotland,  bearing  dat«  October  1,  1838,  and 
that,  about  the  time  of  the  trial  of  the  above  proceedings  in 
England,  the  petitioner  discovered  that  a  combination  had 
for  some  time  existed  among  the  Scotch  ironmasters  to  re- 
sist the  said  patent,  and  that  an  agreement  setting  it  out 
had  been  entered  into,  whereby  the  parties  bound  them- 
selves in  a  penalty  of  £1,000  to  institute,  carry  on  and 
adopt  any  proceedings,  both  judicial  and  extra-judicial, 
which  should  be  recommended  and  concurred  in  by  the 
majority  of  the  subscribers  thereto,  to  resist  the  enforcement 
of  the  rights  under  the  said  patent  for  Scotland.  That  the 
above  agreement  was  signed  by  the  partners  of  the  Honse- 
hill  Company,  against  whom  a  verdict  had  been  obtained  ; 
that  a  bill  of  exceptions  had  been  tendered  to  the  summing 
up  of  the  learned  judge,  which  had  been  decided  in  favor 
of  the  petitioner  in  the  Court  of  Session,  against  which  de- 
cision the  Househill  Company  had  appealed,  and  the  appeal 
was  then  pending  in  the  House  of  Lords.  That  in  August, 
1843,  a  writ  of  scire  facias,  tested  of  June  13,  to  repeal  the 
letters  patent  for  England  was  issued,  whereby  the  peti- 
tioner was  summoned  to  appear  in  Chancery  on  November 
2,  to  show  cause  why  the  said  letters  patent  should  not  be 
cancelled.  That  the  above  writ  was  not  issued  on  behalf  of 
any  persons  resident  in  England,  but  on  behalf  of  the  parties 
in  Scotland  who  had  entered  into  the  above-mentioned 
agreement  for  contesting  the  patent.  That  the  period  of 
fourteen  years,  limited  by  the  said  letters  patent,  expired 
September  11,  1842,  and  all  the  privileges  thereby  secured 
then  expired.  That  the  writ,  though  tested  June  13,  was 
not  returnable  until  November  2 — that  is,  after  the  patent 
had  expired.  That  the  proceedings  by  scire  facias  is  in- 
tended only  to  apply  to  the  case  of  existing  patents,  and 
that  the  remedy  it  affords  is  only  to  direct  the  cancellation 
of  letters  patent  which  may  be  in  existence  at  tlie  time  of 
the  return  of  the  writ,  on  the  ground  of  irregularity  in  the 
original  grant.    That  the  said  letters  patent  having  expired 
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during  itB  continnauce,  but  that  monopoly  has  now  ceased. 
There  is  no  legitimate  ground  for  issuing  this  scire  facias 
on  the  part  of  the  Crown,  nor  hare  the  partJea  who  obtained 
it  any  l(^timate  grouod  ;  they  have  perfectly  legal  means 
of  defending  themselves,  and  there  is  no  reason  why  parties 
subjected  to  legal  proceedings  on  the  patent  for  Scotland 
should  institute  proceedings  in  England.  [Lord  Ltnd- 
iiURST,  L.  C.  You  ask  that  the  writ  may  be  vacated  and 
set  aside,  and  proceedings  stayed.  It  issaed  correctly.]  It 
may  have  been  issued  correctly,  but  it  may  be  quashed  in 
the  same  way  as  a  commission  of  lunacy.  [Lord  Ltnd- 
nuBST,  L.  C.  A  commission  of  lunacy  is  superseded 
although  originally  properly  issued,  because  it  is  not 
proper  that  its  operation  should  be  continued.  The  stay- 
ing proceedings  will  answer  the  purpose,]  The  ground  of 
issuing  these  writs  is  stated  4  Inst.  88,  whence  it  appears 
that  they  are  issued  by  the  royal  prerogative,  when  the 
Crown  has  granted  something  which  it  had  the  power 
to  grant,  but  which  was  granted  upon  false  suggestion,  to 
prevent  the  Crown  being  a^rieved  by  the  grant,  and  to 
prevent  injury  being  done  to  any  other  person  by  the  contin- 
uance of  that  grant ;  but  the  monopoly  in  this  case  having 
expired,  there  is  no  ground  for  these  proceedings.  This 
question  would  appear  to  have  arisen  for  the  first  time,  but 
it  seems  unreasonable  that  litigation  should  go  on  for  avoid- 
ing a  term  which  has  expired.  An  application  of  this 
nature  is  to  the  discretion  of  the  court.  There  is  no  anal- 
ogy between  a  proceeding  upon  scire  facias  in  the  name  of 
the  Crown  and  a  proceeding  in  the  name  of  a  private  indi- 
vidual. Could  a  landlord  come  into  equity  against  a  tenant 
to  set  aside  a  lease  on  the  ground  of  fraud  or  misrepresenta- 
tion or  any  equitable  ground,  after  the  term  of  years 
granted  in  that  lease  so  sought  to  be  set  aside  lias  expired  \ 
[Lord  Lyndiiurst,  L.  C.  Suppose  a  lease  which  had  been 
obtained  by  fraud  to  have  expired,  the  covenants  might 
still  subsist,  and  proceedings  be  had  upon  them.  Would 
not  equity  interfere  to  restrain  the  parties  from  proceeding 
upon  those  covenants  where  the  transaction  was  fraudu- 
lent ?]    There  is  no  analogy  between  the  two  cases  of  the 
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Crown  and  a  proceeding  by  a  private  individual  as  sug- 
gested. Mr.  Neilson,  during  a  term  of  fourteen  years,  has 
enjoyed  peaceable  and  undisturbed  possession  against  all 
the  world,  and  when  his  right  has  been  invaded  he  has 
asserted  and  maintained  it.  The  monopoly  had  ceased 
before  the  day  on  which  the  defendant  was  called  to  answer 
to  the  writ ;  there  is  no  longer  any  ground  for  it.  The 
vexation  which  the  public  sustain  by  the  monopoly  is  the 
only  ground  upon  which  the  writ  is  issued  by  the  Crown 
on  behalf  of  the  public. 

As  to  the  jurisdiction,  this  writ  issues  from  the  common 
law  side  of  the  Court  of  Chancery ;  it  is  returnable  in  Chan- 
eery  ;  and  being  issued  and  returnable  in  that  manner,  the 
Chancellor  has  jurisdiction.  In  some  cases,  all  the  further 
proceedings  are  before  the  Chancellor,  as,  if  there  be  a 
demurrer  ;  and  it  is  only  when  there  are  issues  in  fact  that 
the  record  is  sent  to  the  Court  of  Queen' s  Bench.  The  writ 
in  the  present  case  is  not  due  ex  debito  justiiicB  ;  it  is  in 
the  discretion  of  the  Crown  in  all  cases  except  where  there 
are  two  patents  inconsistently  granted  to  several  parties ; 
then  the  first  party  has  a  right  ex  debito  jtbstiticB  to  a  writ 
of  scire  facias  to  repeal  the  patent  granted  to  the  other 
party.  It  is  not  said  that  the  writ  improi)erly  issued  and 
that  it  should  be  quashed  ;  but  only  that  circumstances 
have  since  occurred  making  it  unreasonable  and  improper 
that  further  proceedings  should  continue.  If  the  Crown  be 
bound  to  see  that  the  public  are  not  unduly  vexed  by  a 
monopoly,  it  is  also  bound  to  protect  the  patentee  against 
unnecessary  litigation. 

The  proceeding  by  scire  facias  is  one  which  the  subject 
obtains  of  the  grace  and  favor  of  the  Crown,  and  the  atten- 
tion of  the  Crown  should  be  drawn  to  all  the  circumstances 
that  might  govern  its  discretion  in  the  matter.  When  a 
scire  facias  is  applied  for,  the  queen' s  warrant  directed  to 
the  Attorney-General  is  obtained  upon  petition,  and  the 
Attomey-Gteneral  may  or  may  not  grant  his  fiat,  just  as  it 
shall  appear  to  that  law  oflBcer  that  the  Crown  should  inter- 
fere or  not.  The  proceeding  is  analogous  to  a  proceeding 
upon  a  writ  of  right,  which  depends  altogether  on  the  will 
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should  go  on,  or  whether  the  fiat  should  be  revoked ;  or 
your  lordship  having  the  custody  of  the  writ,  before  whom 
it  is  returnable,  and  in  whose  court  the  issue  is  to  be  made 
up,  may  make  that  order  which  shall  seem  meet  for  pre- 
venting or  putting  an  end  to  all  further  proceedings.  Your 
lordship  has  entire  control  over  it  in  two  capacities — ^1.  The 
guardianship  of  the  prerogative  of  the  Crown,  which  if  it 
be  taken  out  of  the  hands  of  the  Attomey-G^eneral  must  of 
necessity  be  in  the  hands  of  your  lordship  ;  2.  The  writ  is 
returnable  here,  the  defendant  must  plead  here,  and  the 
issue  is  made  up  here,  and  the  venire  issues  from  the  Petty 
Bag  Office,  which  is  your  lordship^  s  court,  and  the  issue  is 
sent  by  your  lordship  into  one  of  the  common  law  courts 
to  be  tried.  In  conformity,  therefore,  with  all  judicial 
proceedings,  the  control  of  these  proceedings  is  in  your 
lordship.  In  the  case  of  Queen  v.  Aires  it  was  held  that 
upon  issue  joined  in  Chancery  that  court  must  award  the 
venire.  It  depends  entirely  on  your  lordship's  discretion 
whether  the  issue  is  permitted  to  be  made  up,  or  whether 
proceedings  be  stayed  directly  or  indirectly,  as  by  giving 
unlimited  time  to  plead.  The  Attomey-Greneral  might  well 
grant  his  fiat  at  the  time  when  the  record  was  in  existence, 
but  supposing  the  record  to  be  made  up  and  the  venire  to 
be  awarded,  the  court  of  common  law  will  be  sx)eculating 
on  that  which  has  ceased  to  exist.  The  complaint  is  that 
the  Crown  is  injured  through  the  medium  of  the  subject 
having  a  monopoly  which  ought  no  longer  to  exist.  [Lord 
Lyndhurst,  L.  C.  '  Suppose  the  judgment  on  the  scire 
facias  to  be  against  the  patent,  would  the  proceedings  for 
account  go  on  in  this  court  ?  Would  not  that  be  a  ground 
on  which  to  file  another  bill  ?  Would  this  court,  under 
such  circumstances,  allow  the  account  to  go  on  and  be 
taken  1]  [Wakefield.  A  supplemental  biU,  in  the  nature 
of  a  biU  of  review,  would  reach  the  case.]  The  court  would 
not  permit  these  circumstances  to  be  brought  up  except  on 
a  case  where  the  proceedings  had  been  taken  by  the  defend- 
ant himself,  and  in  due  time,  and  for  the  purpose  of  pro- 
tecting himself  in  a  legal  manner  against  the  proceedings 
meditated  against  him.    And  no  proceedings  of  this  kind 
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good  grounds  for  issuing  the  scire  facias,  but  these  reasons 
may  have  been  at  an  end  from  circumstances.  There  might 
be  no  ground  for  continuing  it.  It  is  not  at  all  a  question 
interfering  with  the  authority  or  jurisdiction  of  the  At- 
torney-General, because  there  may  be  an  altered  state  of 
circumstances.  The  writ  was  applied  for  before  the  expi- 
ration of  the  time.  There  is  nothing  in  the  fact  itself  of  the 
letters  patent  having  expired  because  an  action  may  be 
pending.  [PollocJc.  It  is  quite  clear  an  action  may  be 
brought  against  any  person  who,  prior  to  the  expiration 
of  the  patent,  had  in  point  of  fact  used  the  invention  or 
pirated  it.  ]  But  there  is  no  suggestion  of  any  such  action. 
It  is  not  denied  that  the  application  is  made  on  behalf 
of  the  Scotch  iron-masters.  The  parties  to  the  suifc  in 
this  court  do  not  complain ;  they  acquiesce ;  they  have 
had  an  opportunity  of  trying  the  question  very  deliber- 
ately. Why  should  the  scire  facias  be  continued  in  Engr 
land  with  reference  to  those  parties  who  have  no  interest  in 
the  patent  in  England  ?  If  the  proceedings  had  been  to  re- 
peal the  Scotch  patent,  there  being  a  case  depending  in 
Scotland,  and  an  application  by  these  parties  who  are  inter- 
ested to  repeal  the  Scotch  patent,  I  cannot  say,  if  the  pat- 
ent had  been  repealed,  that  the  court  of  Scotland  could  not 
take  notice  of  that  cancellation  so  as  to  affect  the  pending 
case,  notwithstanding  a  judgment  in  the  House  of  Lords  ; 
it  would  be  a  new  state  of  things.  It  does  not  appear  that 
there  has  been  any  infringement  in  England,  except  the 
infringements  which  are  the  subjects  of  the  suits  here,  and 
the  parties  to  them  do  not  complain.  It  is  not  suggested 
that  there  has  been  any  infringement,  and  why  should  the 
party  be  put  to  the  expense  of  trying  the  validity  of  the 
English  patent,  the  term  having  expired?  If  the  patent 
were  an  existing  patent,  there  may  be  an  infringement,  or 
parties  may  be  deterred  from  using  it.  With  reference  to 
the  case  pending  in  the  House  of  Lords,  and  the  other  suits 
still  pending  in  the  Court  of  Session,  they  should  have 
obtained  a  scire  facias  to  repeal  the  Scotch  patent.  The  rer 
I)eal  of  the  English  patent  would  only  be  an  argument. 
[PoUocl'.    Every  person  in  the  realm  is  interested  in  the 
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wholly  and  in  part  pablicly  and  generally  practised  and 
used  and  vended  within  England.  5.  That  the  defendant 
committed  the  supposed  grievancee  by  the  license  of  the 
plaintiff. 

With  these  pleaa,  the  defendant,  in  puisoance  of  5  and  6 
WiU.  IV.,  c.  83, 8. 6,  delivered  a  notice  of  objections :  That 
the  patentee  was  not  the  Inventor  of  the  improvements  for 
which  the  patent  is  said  to  be  in  force  ;  that  the  speciiica- 
tion  and  disclaimer  do  not  sufficiently  describe  the  nature 
of  the  invention  and  the  manner  in  which  it  is  to  be  per- 
formed ;  that  the  invention  does  not  produce  the  effect 
stated  in  the  specification,  nor  is  such  effect  produced  by 
the  plaintiff  in  the  manner  therein  stated ;  that  the  invention 
was  not  new,  and  was  either  wholly  or  in  part  used  and 
made  public  before  obtaining  the  letters  patent ;  that  the 
defendant  had  the  plaintiff's  license  to  make  use  of  the 
improvements. 

Ogle,  on  a  former  day,  obtained  a  rule  for  the  delivery  of 
further  and  better  particulars  of  the  objections,  against 
which 

Martin  now  showed  cause.  The  design  of  the  legislature 
in  requiring  the  notice  was  manifestly  to  communicate  to 
the  plaintiff  what  the  objections  are  on  which  the  defendant 
boTiafide  intends  to  rely  at  the  trial,  with  the  view  of  in- 
forming him  as  to  the  evidence  which  will  be  reqaired  to 
establish  his  case.  The  object  is  amply  answered  by  the 
present  notice.  It  is  no  objection  to  these  particulars  that 
they  are  substantially  the  same  as  the  pleas  themselves 
(Neilson  «.  Harford,  arUe,  p.  331).  In  that  case  Parke,  B., 
in  delivering  the  judgment  of  the  court,  says,  "  The  statute 
did  not  mean  to  say,  nor  do  we  think  that  the  Common 
Pleas  meant  to  decide,  that  it  would  not  be  sufficient  in 
some  cases  to  g^ve  notice  in  the  tenns  of  the  plea  itself. 
The  objection  may  be  so  completely  and  so  fuUy  expanded 
on  the  record  that  a  mere  transcript  of  the  plea  itself  may 
be  sufficient ;  in  other  cases,  the  plea  may  be  so  general  in 
its  language  as  to  be  insufficient  as  a  notice,  if  tiunscribed 
from  the  plea  merely.  Each  case  must  depend  on  its  pecu- 
liar circumstances. " 
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Ogle^  contra.  The  case  of  Bulnois  v.  Mackenzie  (2  ante, 
p.  480)  is  an  express  authority  for  this  application.  The 
notice  delivered  in  this  case  is  a  mere  copy  of  the  pleas  ; 
and  in  Fisher  v.  Dewick  (2  ante^  p.  490)  it  was  expressly 
held  that  a  particular  "  that  the  said  improvements,  or 
some  of  them,  had  been  publicly  and  generally  used  long 
before  the  granting  of  the  said  letters  patent,"  was  imper- 
fect, and  did  not  give  the  information  required  by  the 
statute.  The  second  particular  ought  to  have  stated  in 
what  the  specification  was  deficient  in  its  description  of  the 
invention ;  and  the  fourth  particular,  instead  of  objecting 
generally  that  the  supposed  invention  is  not  new,  and  was 
either  wholly  or  in  part  used  and  made  public  before  ob- 
taining the  letters  patent,  ought  to  have  pointed  out  those 
parts  which  had  been  used  and  made  public. 

Lord  Abinger,  C.  B.  On  the  authority  of  Fisher 
T.  Dewick  (above),  which  decides  that  it  is  not  enough  in  a 
notice  of  objection  to  say  that  a  certain  part  or  parts  of  an 
alleged  invention  was  publicly  and  generally  used  before 
the  granting  the  letters  patent,  but  that  the  material  parts 
should  be  pointed  out,  I  think  that  the  defendant  must 
amend  his  fourth  objection ;  but  as  to  the  second,  it  is 
surely  enough  to  say  that  the  specification  does  not  properly 
set  forth  the  invention.  The  legislature  never  intended 
that  the  defendant  should  argue  his  case  in  the  notice  of 
objections.     The  other  objections  are  quite  sufficient. 

The  rest  of  the  court  concurring,  the  rule  was  made  abso- 
lute as  regarded  the  fourth  objection,  and  discharged  as  to 
the  others ;  the  costs  to  be  costs  in  the  cause,  and  the 
plaintiflf  to  furnish  the  defendant  at  his  expense  with  a 
copy  of  the  patent  and  specification. 

Notice  of  objections. — 1.  Directions  for  filing  by  plaintiff  with  his  decla- 
ration a  notice  of  any  objections  on  which  he  means  to  rely  in  the  trial  of  an 
action  for  infringement  are  furnished  by  the  statute  5  and  6  Will.  IV.,  c.  83. 
2.  The  purpose  and  object  of  the  same  are  defined  by  various  decisions.  Courts 
have  general  power  of  deciding  on  their  sufficiency  when  delivered  under  the 
statute  therefor  provided.  Bulnois  «.  Mackenzie,  2  anU^  480.  Object  of  act 
providing  for  notice  of  objections  was  not  to  limit  the  grounds  of  defence,  but 
to  limit  the  expense  of  the  trial  and  to  prevent  surprise  to  the  plaintiff.    It 
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oovering  streets^  roads  and  other  ways.'^  The  declaration 
stated  that  the  defendants  made  large  quantities  of  wooden 
blocks  for  the  purpose  of  i>aying  roads  according  to  the  im- 
provements  of  the  plaintiff  and  in  imitation  of  his  inven- 
tion. 

Pleas  :  1.  Not  guilty.  2.  That  the  plaintiff  was  not  the 
true  or  first  inventor.  3.  That  the  invention  was  not  a  new 
invention  within  this  realm,  but  had  been  publicly  practised 
and  used  before.  4.  That  the  nature  of  the  invention  and 
the  manner  in  which  the  same  was  to  be  performed  were 
not  particularly  described  by  the  si)ecification.  6.  That  the 
said  invention  was  not  of  any  public  use  or  benefit.  All 
the  defendants'  pleas  concluded  to  the  country  except  the 
third,  which  concluded  with  a  verification.  Replication  to 
the  third  plea,  that  the  invention  was,  at  the  time  of  the 
making  and  granting  the  said  letters  i)atent,  a  new  inven- 
tion within  this  realm,  and  had  not  been  nor  was  publicly 
practised  or  known  before  that  time. 

The  defendants,  under  5  and  6  Will.  IV.,  c.  83,  s.  5,  had 
given  a  notice  of  objections  :  1.  That  the  mode  of  paving 
described  in  the  letters  patent  was  not  new.  2.  That  the 
invention  does  not  show  any  new  method  of  cutting  the 
materials.  3.  "  That  at  the  time  of  granting  the  letters 
patent  wood  pavement  was  not  practised  or  known  in  Eng- 
land, and  the  term  '  paving '  or  *  pitching '  signifies  a  road 
laid  with  stones  endwise  ;  and  throughout  the  whole  patent 
the  word  *  wood '  is  not  used,  but  only  stone  or  other  suit- 
able materials  of  a  similar  nature,  such  as  marble,  granite 
or  any  mineral  substance,  but  not  vegetable  substance." 
4.  That  the  patent  does  not  apply  to  any  pitching  or  cover- 
ing of  wood,  and  is  not  applicable  to  and  does  not  authorize 
the  making  roads  with  wood.  6.  That  the  specification 
was  not  sufficient,  because  it  did  not  state  any  invention, 
any  novelty,  any  new  process  or  any  new  result  from  an  old 
process.  6.  That  the  plaintiff's  claim  is  for  all  shapes, 
forms  and  bevels,  and  no  angle  is  defined  in  the  specifica- 
tion. 7.  That  the  plan  and  section  do  not  agree.  8.  That 
no  exact  depth  of  the  materials  is  given.  9.  That  the 
specification  sometimes  says  half  stones  to  be  against  the 
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ticnlar  angle  is  essential,  or  whei 
nsef  nl  and  beneficial.  It  mnst 
because  if  it  was  a  right  angle  i1 
the  specification  leave  it  to  exp 
is  the  proi)er  angle,  it  is  not  gc 
benefit,  it  will  do.]  Moreover, 
not  apply  to  wood  pavement, 
ment  in  actual  use  in  the  year  18 
patent ;  and  then  comes  the  ques 
to  anything  but  stone  or  som 
Abinger,  C.  B.  I  think  that  t 
able  material "  include  a  wood  j 
the  plaintiff  never  contemplated 

Kelly  addressed  the  jury  for 
that  the  plaintiff  s  invention  was 
named  M'  Carthy  had  in  the  yej 
for  a  lavement,  in  which  each  bl 
inward  and  two  bevels  outwarc 
block  ;  and  that  if  the  j^laintiff 
that  one  of  his  blocks  cut  in  two 
of  the  defendants'  blocks,  it  wou 
of  Mr.  McCarthy's  blocks  cut  in 
two  of  the  blocks  of  the  plaintiff 
block  were  not  to  be  considered  x 
McCarthy's,  the  defendants'  coi 
same  as  the  plaintiffs. 

An  examined  copy  of  Mr.  M^ 
put  in,  and  it  was  proved  by  \ 
the  invention  there  described  w 
tiffs. 

Pollock^  AttoTTiey-Oenerdl,  \ 
you  take  M' Carthy' s  block  and 
inward  and  outward  on  the  same 

Lord  Abinger,  C.  B.  You  cai 
by  cutting  M' Carthy' s  block  ini 
the  defendants'  block  by  cuttii 
four,  and  there  is  an  end  of  ori 
probably  the  jury  think  so  too. 

The  Foreman  of  the  Special  J 
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Kelly.  The  jury  ougfat  to  be  discharged  as  to  the  other 
issues. 

Pollock,  Attorney-Oenercd.  If  the  jiiry  are  satisfied  in 
favor  of  the  defendants  as  to  one  issue  which  goes  to  the 
whole  case,  I  think  I  oaght  not  to  keep  np  the  caose  merely 
to  determine  the  other  issnes. 

Verdict  for  the  defendants  on  the  second  issue,  and  the 
jury  discharged  as  to  all  the  other  issues. 

Lord  Abinger,  C.  B.  I  may  now  say  that  my  opinion 
was  against  the  plaintiff  as  to  the  angle  not  being  stated^ 
and  that  the  specification  in  that  respect  was  insufficient. 

Verdict  for  defendants. 


Re  SIMISTER'S  PATENT. 
Privy  OouncU,  Deo.  8,  1842. 

(4  Moore  Privy  C.  C.  IM.) 

Vtility  08  a  Test  upon  Application  far  Extension.  Presumption 
as  to  Utility.    Jfegligence  in,  restraining  Infringement. 

The  fact  of  an  inrentlon,  when  known,  not  getthig  into  genool  uae  ia  a  pre- 
sumption against  its  ulilitj. 

/(  w#nM  that  negUgence  on  the  part  of  tlie  patentee  in  reetrainlng  infringe- 
ment is  a  ground  of  oppoeition. 

The  extiauion  of  tlie  term  of  ietlere  patent  refused,  although  the  profit  de- 
rived from  the  patent  article  was  less  than  the  expenditure  incurred  upon  tbe 
patent,  the  utilitj  of  the  invention  bdng  small. 

Application  for  extension. 

This  was  an  application  for  an  extension  of  the  term  of 
the  petitioner's  patent  of  December  18, 1838,  for  "  improve- 
ments in  weaving,  preparing  or  manufacturing  a  cloth  or 
fabric,  and  the  application  thereof  to  the  making  of  stays 
and  other  articles  of  dress,  which  improvements  are  also 
applicable  to  other  purposes," 

The  petition  described  the  method  of  making  stays  before 
the  date  of  the  patent — namely,  by  sewing  or  stitching  two 
pieces  of  cloth  together,  in  such  manner  as  to  leave  the 
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requisite  spaces  for  the  introduction  of  the  whalebone  or 
other  materials,  and  stated  experiments  by  the  petitioner 
during  three  years,  and  his  discovery  of  a  method  of  weav- 
ing a  double  fabric  suitable  for  stays,  the  requisite  open 
spaces  being  left  in  the  process  of  weaving.  The  petition 
then  stated  the  exi)enses  incurred  and  difficulties  en- 
countered in  making  and  introducing  the  invention,  par- 
ticularly the  'opposition  by  the  wholesale  houses,  and  the 
prejudice  created  by  reports  industriously  circulated,  that 
the  stays  would  not  bear  washing.  The  petition  then  stated 
the  particulars  and  expense  of  the  litigation  in  which  the 
petitioner  had  been  involved  ;  that  no  profits  had  been  re- 
ceived for  some  time,  and  that  the  profits  during  the  last 
six  years  had  not  equalled  the  petitioner's  losses  ;  so  that 
on  the  whole  there  had  been  a  loss  on  the  invention.  A 
disclaimer  had  been  enrolled  as  to  so  much  of  the  invention 
as  did  not  relate  to  stays. 

The  notice  of  objections  stated,  as  grounds  of  opi)osition, 
various  objections  to  the  validity  of  the  patent — ^that  the 
petitioner  had  compromised  the  legal  proceedings  referred 
to  in  the  petition  by  the  payment  of  money,  with  the  view 
of  prejudicing  and  deterring  other  parties  known  to  the 
petitioner  to  be  infringing  the  patent ;  that  in  consequence 
of  the  i)etitioner's  not  interfering  to  stop  such  infringe- 
ments, the  opponents  had  embarked  a  large  capital  in  ma- 
chinery for  manufacturing  the  stay  fabric  by  steam  power ; 
and  that  it  was  not  until  the  fabric  so  woven  by  steam 
.  power  drove  out  of  the  market  the  fabric  woven  in  the  loom 
that  the  petitioner  thought  of  amending  his  i)atent  by  dis- 
claimer with  a  view  to  the  present  application. 

HiU  and  Webster  appeared  for  the  petitioner ;  Follett^ 
Solicitor 'General^  and  Cowling^  for  the  opponents. 

The  witnesses  described  the  old  or  stitched  stay  to  have 
been  made  by  sewing  together  two  pieces  of  fabric  at  certain 
intervals  for  the  interstices  into  which  the  bones,  wadding 
or  other  materials  were  to  be  inserted  ;  whereas,  according 
to  the  petitioner's  invention,  the  proper  interstices  were  left, 
and  the  cross-stitching,  according  to  the  jyarticular  pattern 
of  the  stay,  put  in  during  the  weaving  of  the  fabric  in  the 
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MUNTZ  V,  GRENFELL. 
Chancery,  V.  O.,  Deo.  23,  1842. 

(7  Jur.  121,) 
Injunctiofh  before  estdblishing  Right  at  Law. 

Where  parties  have  not  only  formed  a  contract  with  a  patentee  for  the  work- 
ing of  his  patent,  which  in  substance  recited  that  it  was  valid,  but  have  also 
joined  him  as  co-plaintiffs  in  a  suit  against,  and  in  a  motion  for  an  injunction 
to  restrain,  certain  persons  from  infringing  his  patent,  which  suit  was  conducted 
by  their  private  solicitor,  and  of  which  motion  tlie  chief  support  was  an  affidavit 
made  by  the  patentee,  in  which  he  swore  precisely  to  the  originality  of  the 
patent,  the  court  will,  for  the  purposes  of  an  interlocutory  application  for  an 
injunction  to  restrain  them  from  infringing  the  patent  until  its  validity  has  been 
tried  at  law,  consider  the  same  to  be  valid  as  between  them  and  the  patentee. 

Motion  for  an  injunction. 

This  was  a  motion  on  behalf  of  the  plaintiff,  Gteorge 
F.  Muntz,  for  an  injunction  to  restrain  the  defendants, 
Charles  P.  Grenfell  and  Riversdale  W.  Grenfell,  from  using 
an  invention  of  the  plaintiff  for  making  metal  plates  for 
sheathing  the  bottoms  of  ships.  The  patent  and  specifica- 
tion in  question  will  be  found  in  Muntz  v,  Varian,  ante^ 
p.  122.  In  September,  1833,  Pascoe  Grenfell  and  the  de- 
fendants, who  were  then  copper  merchants,  executed  an  in- 
denture with  the  plaintiff,  reciting  that  the  plaintiff  had 
obtained  and  was  entitled  to  the  letters  patent  specified ; 
that  the  plaintiff  and  Pascoe  Grenfell  and  the  defendants 
had  agreed  to  become  partners  in  the  business  of  manufac- 
turing and  vending  metal  plates,  bolts  and  other  ship-fast- 
enings, pursuant  to  the  letters  patent ;  and  the  plaintiff 
agreed  that,  in  consideration  of  the  sum  of  £1,000  to  be 
paid  to  him  by  the  firm  of  P.  Grenfell  &  Sons,  the  said  let- 
t.ers  patent  should  be  vested  in  plaintiff  and  the  said  P. 
Grenfell,  C.  P.  Grenfell  and  R.  W.  Grenfell  jointly  ;  and  that 
plaintiff  would  assign  them  accordingly.  The  partnership 
business  was  not  actually  begun  until  September,  1837, 
when  the  plaintiff,  Pascoe  Grenfell,  and  the  defendants  com- 
menced working  the  patent,  under  the  firm  of  Muntz' s  Pa^ 
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afford  a  good  composition  ;  but  the  proportions  may  be 
varied  or  other  metallic  substances  added,  provided  the 
property  of  bearing  the  mechanical  process  when  heated  be 
not  destroyed.  The  exact  degree  of  heat  is  not  defined,  as 
it  may  vary  according  to  the  nature  of  the  metallic  com- 
pound.  I  have  found  a  low  red  heat  proper  for  the  purpose 
of  working  the  above  composition. 

"3.  Of  the  white  sheathing,  which  consists  of  tin,  lead, 
zinc,  copper,  regulus  of  antimony,  or  any  other  metal  or 
semi-metal  capable  of  being  mixed  together  by  heat,  and 
formed  either  by  casting  or  any  other  mechanical  process 
into  plates  or  pieces  proper  to  lay  upon  a  ship's  bottom. 
Sixteen  parts  tin,  sixteen  parts  zinc  and  one  part  copper 
form  a  good  mixture. 

"  In  the  foregoing  description  I  have  considered  one  ex- 
ample in  each  class  as  necessary  to  explain  the  nature  of 
my  invention  or  improvement.  I  do  not,  however,  consider 
any  x>articular  compound  of  metals  or  semi-metals,  or  any 
mechanical  process  which  may  be  necessary  to  give  the 
proper  form  as  constituting  my  claim  to  an  exclusive  right 
(for  all. these  may  have  been  employed  before  for  other  pur- 
poses) ;  but  I  declare  that  my  invention  and  improvement, 
and  the  principle  thereof,  consists  in  the  application  of 
various  metallic  or  semi-metallic  compounds  to  a  purpose 
to  which  they  have  not  been  before  applied,  and  from  which 
they  appear  to  me,  from  their  superior  ability  to  resist  the 
corrosion  of  sea- water,  preferable  to  the  materials  at  present 
in  use." 

In  January,  1838,  Pascoe  Grenfell  died ;  but  the  patent 
business  was  continued  by  the  plaintiff  and  the  defendants. 
In  May,  1841,  the  defendants  gave  the  plaintiff  a  month's 
notice,  pursuant  to  the  proviso  on  that  subject  contained  in 
the  partnership  deed,  to  put  an  end  to  the  partnership  ;  and 
accordingly,  on  the  17th  of  June  following,  the  same 
ceased,  and  the  plaintiff  gave  up  to  the  defendants  the 
mills  in  which  the  partnership  business  had  been  carried 
on.  The  plaintiff  alleged  that,  upon  the  formation  of  the 
partnership,  he  explained  to  the  defendants  the  mode  of 
working  his  patent ;  that  the  sale  of  the  article  so  manufac- 
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pp.  59, 97 ;  Homblower  v.  Bonlton,  id.j  p.  98 ;  Hill  v.  Thomp- 
son, id.  J  pp.  285,  299  ;  HiiUett  v.  Haig,  id.j  p.  453  ;  Bowman 
7).  Taylor,  2  ant€j  p.  60.) 

Parker  and  Hetheringtaa^  for  the  defendants.  The  issue 
to  be  tried  is  whether  or  not  the  plaintiffs  patent  is  valid. 
The  Repertory  of  Arts  for  the  year  1800  contains  the  speci- 
fication of  a  patent  granted  to  a  Mr.  Collins,  precisely  sim- 
ilar to  that  alleged  to  be  the  invention  of  the  plaintiff  ;  this 
at  once  destroys  the  originality  of  his  patent.  The  plain- 
tiff haa  had  no  exclusive,  uninterrupted  enjoyment  of  his 
patent.  It  was  never  worked  until  September,  1837,  and 
during  the  period  that  elapsed  between  that  year  and  the 
dissolution  of  the  partnership  frequent  infringements  of  the 
patent  occurred.  It  is  true  a  bill  was  filed  against  Messrs. 
Vivian  &  Walker  to  restrain  them  from  infringing  the  pat- 
ent ;  but  the  plaintiff  has  never,  as  he  might  have  done, 
tried  his  right  at  law.  The  only  point  in  which  the  plain- 
tiff  attempts  to  show  that  his  invention  differs  from  that  of 
Mr.  Collins  is  that  it  is  made  of  the  ''  best  selected  copi)er,'' 
an  article  which  he  contends  did  not  exist  in  the  year  1800  ; 
but  this  distinction,  supposing  it  to  exist,  would  only  tend 
to  show  that  the  plaintiff  is  entitled  to  have  a  patent  for  an 
improved  mode  of  making  copper  sheathing,  and  not  for 
the  discovery  of  any  new  principle.  (Carpenter  v,  Buller, 
8  Mee.  &  W,  209  ;  Collard  v,  Allison,  ante,  pp.  78,  110.) 

Beuce,  V.  C.  The  first  question  is  whether,  for  the  lim- 
ited purpose  of  the  present  interlocutory  application,  and 
as  between  these  parties  only,  the  patent  is  or  is  not  to 
be  taken  to  be  valid.  The  utility  of  the  process  is  not 
questioned.  The  specification  has  not  been  strongly  at- 
tacked, and  it  appears  that  there  has  been  a  conviction  on 
the  pa.rt  of  the  defendants  that  the  invention  is  the  plain-' 
tiff*  s,  and  that  the  specification  is  not  insufficient.  Another 
question  is  as  to  the  originality  of  the  alleged  invention. 
Now,  how  does  that  stand  on  the  evidence  %  The  patent  is 
dated  October  22,  1832.  Negotiations  took  place  during 
the  following  year  between  the  plaintiff  and  defendants  for 
the  puri)ose  of  working  (as  it  is  called)  the  patent  in  part- 


.^ 
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merits,  for  no  one  seemed  to  dispute  that  it  was  a  merito- 
rious invention.  At  first,  therefore,  it  had  no  considerable 
sale  ;  but  in  1837  the  jpSLtent  appeared  to  be  set  actively  at 
work,  and  was  more  known  and  taken  up  by  the  trade. 
Jgetween  1838  and  1841  there  was  an  attempt  made  to  invade 
it  by  a  party  named  Cutler,  but  he  soon  desisted.  There 
are  only  three  other  instances  of  infringement,  one  by 
Vivian,  another  by  Newton  &  Lyon,  and  a  third  by  Free- 
man. Against  this  there  is  that  species  of  enjoyment  by 
the  plaintiff  which  has  taken  place  to  the  extent  before 
mentioned  previously  to  the  partnership,  and  a  substantial, 
full  and  complete  enjoyment  during  1838,  1839  and  1840. 
If  the  view  I  take  be  correct  as  to  the  manner  in  which  I 
have  for  the  present  purpose  treated  the  question  of  the 
validity  of  the  patent,  I  think  I  must  consider  the  infringe- 
ment as  a  slight  circumstance.  I  shall  therefore  order  the 
injunction  as  between  the  present  parties,  the  plaintiff 
undertaking  to  abide  by  such  order  as  the  court  may  think 
fit  as  to  compensation,  and  undertaking  immediately  to 
bring  his  action  to  try  the  question  of  the  validity  of  the 
patent,  the  trial  to  be  in  Middlesex,  the  plaintiff  to  com- 
mence within  a  week,  unless  prevented  by  the  defendants, 
and  to  deliver  the  declaration  in  three  weeks. 
Ordered  accordingly. 

Injunction. — Injunction  against  infringement  continued  until  plaintiff 
sliould  have  time  to  establish  validity  of  patent  at  law  ;  but  defendant  ordered 
to  keep  an  account  and  to  grant  plaintiff  an  inspection.  Beaumont  v.  George, 
1  ante,  400.  Injunction  having  been  dissolved,  with  leave  to  plaintiff  in  suit  to 
bring  action  to  establish  patent,  defendant  to  keep  account  of  profits  meanwhile, 
and  verdict  sustaining  patent  having  been  rendered  at  law,  plaintiff  moved  to 
revive  injunction,  whereupon  defendants  intended  to  move  for  a  new  trial  of 
the  action  at  law.  Held,  that  this  application  should  stiind  over  until  the  result 
of  the  application  for  a  new  trial  should  be  known,  and  that  in  the  mean  timo 
defendant's  accounts  should  continue  to  be  taken.  Hill  v.  Thompson,  1  aiUe, 
209.  Bill  to  obtain  injunction  against  infringement  need  not  set  out  specification 
in  precise  terms,  allegation  that  it  exists  being  sufflcient.  Brown  v.  Moore 
1  ante,  220.  PrtUminary  injunction  will  not  ordinarily  be  granted  pending  a 
trial  at  law  in  a  case  where  plaintiff  can  be  protected  by  ordering  an  account* 
ing.  Jones  v.  Pearce,  1  ante,  464.  Court  must  grant  or  refuse  injunction  in 
case  of  alleged  infringement,  according  to  the  opinion  it  may  form  after  an  ex- 
amination of  the  affidavits.  Hill  v.  Wilkinson,  1  ante,  826.  May  be  granted 
on  proof  of  possession  and  public  acquiescence.    Harmcr  v.  Plane,  1  ante,  16G. 
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objects  to  some  part  of  the  improvement  as  not  new,  he  will 
be  required  to  state  what  i)art  is  not  new.  The  first  objec- 
tion is  addressed  to  the  principle,  not  to  the  use  of  the  in- 
vention ;  that  the  principle  is  not  new,  having  already  been 
the  subject  of  two  patents  and  contained  in  published 
works.  Two  specifications  are  i)ointed  out,  and  it  could 
never  be  intended  that  a  defendant  should  give  an  account 
of  all  the  cyclopaedias  in  which  the  subject  is  mentioned. 
[TiNDAL,  C.  J.  You  may  have  kept  your  best  evidence 
behind,  and  then  start  on  them  some  article  in  an  encyclo- 
paedia.] The  objection  is  that  the  principle  is  perfectly 
notorious ;  that  the  obtaining  starch  from  farinaceous 
matters  was  well  known  to  the  chemical  world.  Suppose  a 
l^erson  were  to  claim  a  patent  for  making  rum  from  sugar 
or  molasses,  surely  any  one  would  be  entitled  to  say  that  is 
not  a  new  principle,  it  is  disclosed  by  all  the  scientific  pub- 
lications of  the  day.  The  plaintiff's  witnesses,  who  come 
to  support  a  patent  like  this,  ought  to  be  in  a  situation  to 
know  whether  it  has  been  discussed  in  the  leading  scientific 
treatises  of  the  day  ;  the  use  of  a  particular  substance  to  a 
certain  extent,  and  so  far  as  the  plaintiff  may  have  con- 
sidered secretly,  and  yet  large  enough  to  invalidate  the 
patent,  seems  to  stand  on  a  different  ground. 

The  objections  to  the  specification  are  specific,  and  the 
defendant  is  willing  to  strike  out  the  general  words  at  the 
end. 

The  last  objection  specifies  the  purpose  for  which  and  the 
place  at  which  the  invention  is  said  to  have  been  in  use  ; 
this  is  different  from  the  cases  in  which  the  question  has 
been  whether  names  should  be  given,  and  is  sufficient,  look- 
ing at  the  nature  of  the  invention.  The  case  of  Bulnois 
75.  Mackenzie  (2  arde^  p.  480)  decided  that  it  would  be  going 
too  far  to  require  the  names  and  addresses  to  be  given. 
The  case  of  Fisher  v.  Bewick  (2  ante^  p.  490)  does  not  apply 
to  the  names  and  addresses  of  the  parties.  \Bo7wpas,  The 
report  of  that  case  does  not  go  to  the  full  extent ;  the  Lord 
Chief  Justice  in  all  the  pleas  struck  out  the  words  "  and 
other  persons."]  If  the  objection  had  been  simply  that 
the  invention  was  used  by  certain  persons,  without  giving 


any  information  as  to  their  particalar  trade,  it  would  have 
been  safflcient  upon  the  authority  oi  the  cases. 

Bompas,  in  support  of  the  rule.  These  objections  are 
insufficient  in  respect  of  certain  words  which  tend  to  throw 
them  open,  and  make  them  no  notice  whatever.  The  diffi- 
culty in  respect  of  the  words,  "  other  books  and  writings," 
at  the  end  of  the  first  objection,  is  this  :  A  witness  comes 
into  the  box  to  give  evidence.  A  book  is  put  into  his 
hands  which  he  has  never  seen  before,  and  he  is  asked  to 
give  his  opinion  as  to  whether  what  is  there  described  is 
within  the  patent.  The  witness  cannot  give  a  satisfactory 
answer  on  a  long  statement  at  once ;  he  is  taken  by  sur- 
prise. It  is  essential,  in  applying  the  testimony  of  scientific 
men,  that  the  witnesses  should  have  had  an  opportunity 
beforehand  of  seeing  such  statements.  The  evidence  to  be 
given  is  not  like  the  knowledge  of  a  fact  which  he  is  bound 
to  know  ;  it  is  an  opinion  on  a  long  scientific  statement.  It 
is  impossible  for  satisfactory  and  consistent  evidence  to  be 
given  in  such  cases  without  an  opportunity  of  prior  exam- 
ination. And  as  r^ards  written  published  accounts,  the 
defendant  cannot  be  prejudiced,  since  he  may  have  the 
notice  amended  within  any  time  of  the  trial  that  a  judge 
may  think  reasonable.  This  is  not  a  case  in  which  there 
can  be  any  tampering  with  witnesses  or  evidence ;  each 
party  has  a  fair  opportunity  of  examining  it,  and  forming 
his  opinion  upon  it.  If  this  be  not  done,  the  witnesses 
may  be  taken  by  surprise,  and  the  effect  of  the  trial  thereby 
rendered  abortive.  The  peculiar  nature  of  patent  cases  re- 
quires that  the  plaintiff  should  have  notice  of  all  written 
docnmenta  or  publications  intended  to  be  adduced  in  evi- 
dence. In  the  case  of  Fisher  ».  Dewick,  the  Lord  Chief 
Justice  struck  out  the  words  "  divers  other  persons,"  the 
notice  having  mentioned  certain  persons,  remarking  at  the 
same  time,  "If  the  defendant  discovers  other  persons  not 
named  in  these  objections,  he  has  the  power  of  applying  to 
a  judge  to  add  them,"  and  this  case  is  precisely  the  same 
as  that. 

As  to  the  objection  that  the  plaintiff  Jones  has  not  de- 
scribed the  best  method  mth  which  he  was  acquainted,  we 
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have  no  idea  what  ia  meant.  [Tindal,  C.  J.  Yon  must 
know,  if  you  at  one  time  thought  of  putting  ench  a  method 
into  yonr  specification.  It  lies  within  yonr  own  knowledge 
better  than  the  defendant's.  The  defendant  cannot  prove 
it  nnless  something  of  that  sort  has  taken  place.]  [Eits- 
KiNE,  J.  Suppose  the  defendant  to  prove  that  you  have 
produced  an  article  which  clearly  could  not  be  produced  by 
the  mode  described  in  the  specification,  by  what  other  mode 
the  witness  cannot  say,  would  not  that  be  evidence  to  show 
you  had  not  described  the  best  mode  with  which  you  were 
acquainted '(] 

The  fourth  objection  is  notliing  more  than  the  plea  tkat 
it  was  used  publicly.  [Maule,  J.  It  goes  farther.  Per- 
sons of  a  particular  trade  at  Nottingham  and  elsewhere.  ] 
That  is  not  at  all  within  what  the  court  decided  in  Fisher 
V.  Dewick.  The  invention  was  improved  machinery  in 
making  lace  ;  it  was  quite  clear  that  could  only  be  used  by 
persons  making  lace.  [Maule,  J.  But  the  making  of 
machinery  is  comparatively  in  few  hands  ;  it  is  not  at  all 
like  a  person  exercising  some  handicraft,  or  producing  some 
article  in  daily  use.  But  when  you  say  there  is  a  patent 
for  a  steam-engine,  that  is  a  different  thing.  There  would 
be  no  difiiculty  in  finding  out  all  the  steam-engine  makers.] 
There  the  case  was  limited.  The  objection  was  that  it  was 
in  use  by  certain  persons  who  must  necessarily  be  lace- 
makers.  [Maule,  J.  No  ;  makers  of  lace  machinery.] 
[TiNDAL,  C.  J.  Is  there  any  objection  to  insert  the  word 
generally?]  Each  party  must  then  produce  all  the  lace 
manufactui-ers  to  prove  that  it  was  generally  or  not  gener- 
ally used,  lliere  has  never  been  a  case  in  which  such  lan- 
guage was  permitted  ;  in  every  case  some  names  have  been 
given,  and  the  only  question  has  been  whether  the  words 
"  other  persons"  should  be  retained,  or  some  names  given. 
It  is  of  great  importance  that  we  should  know  some,  be- 
cause then  we  might  trace  out  others.  [Maule,  J.  It  may 
be  that  the  defendant  has  no  clew  to  find  it  out.  Suppose 
his  evidence  to  be  that  there  is  a  great  deal  of  lace  in  the 
market ;  you  cannot  tell  who  made  it,  but  you  may  be  able 
to  tell  that  starch  has  been  used  in  the  manufacture.]    If  it 


1848.]  JONES  V.  BERGER.  527 

had  been  said  that  lace  had  been  sold  in  the  market  by  cer- 
tain persons,  the  case  would  have  been  different ;  but  no 
clew  whatever  is  given.  In  Fisher  v.  Dewick  the  lace  could 
be  identified.  There  was  a  particular  spot  made  in  the  lace, 
and  by  examination  it  could  be  ascertained  whether  the 
lace  was  made  by  that  machinery.  If  the  word  ' '  gener- 
ally" were  inserted,  that  would  bind  the  defendant  to  show 
a  general  use,  and  they  would  not  succeed  by  showing  it 
used  by  one  or  two.  [Erskine,  J.  The  statement  is, 
"  Used  by  many  persons."]  Evidence  of  one  person  could 
be  offered  under  such  circumstances.  [Erskine,  J.  I 
should  have  very  considerable  doubt  of  that.]  [Channell, 
I  believe  the  process  was  generally  known,  but  not  gener- 
ally used,  because  the  trade  knew  a  better.]  [Erskine,  J. 
The  objection  is  not  to  be  made,  unless  the  objection  given 
be  proved.  If  the  notice  of  objection  is  that  it  was  used  by 
many  persons,  and  you  only  prove  that  it  was  used  by  one, 
you  do  not  prove  your  objection.  ]  In  Fisher  v.  Dewick  the 
objection  was,  that  previous  to  the  patent  means  were 
known  and  publicly  used  whereby  ornamental  spots  were 
formed,  etc. ,  and  by  divers  other  persons,  in  England  and 
elsewhere.  The  Lord  Chief  Justice  struck  out  the  words 
"divers  other  i)ersons,"  and  yet  that  related  to  a  much 
more  narrow  view  than  this,  for  the  persons  using  bobbi- 
net  lace  and  making  the  spots  extends  only  to  a  branch  of 
the  lace  manufacture.  [Tindal,  C.  J.  That  was  a  patent 
for  some  improvements  in  machinery,  not  for  making  lace.] 
The  statute  contemplates  a  bona  fide  notice  ;  the  notice  in 
this  case  practically  gives  no  further  information  than  the 
pleas,  which  state  the  invention  to  have  been  in  use  before 
the  patent. 

Tindal,  C.  J.  The  new  rules  were  made  before  the 
statute  ;  therefore  we  are  not  at  liberty  to  say  that  the  leg- 
islature did  not  at  the  time  contemplate  the  existence  of 
those  rules,  or  were  not  aware  that,  in  an  action  for  the  in- 
fringement of  letters  patent,  the  plea  of  the  general  issue 
could  no  longer  be  pleaded,  but  that  the  different  objections 
must  be  raised  on  the  record.     And  that  being  so,  we  think 
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of  the  party  now  objecting  to  the  notice  of  the  objec- 
tions. 

The  third  is,  "  That  the  said  invention  was  in  nse  by 
many  persons  before  and  at  the  time  of  the  date  of  the  said 
letters  patent,  and  particularly  that  the  nse  of  rice  as  and 
for  starch,  and  the  preparing  rice  flour  to  be  used  as  starch, 
and  the  preparation  of  starch  from  whole  rice  and  from 
rice  flour,  were  known  and  practised  by  persons  engaged 
in  the  manufacture  and  finishing  of  lace  and  similar  fabrics, 
and  in  the  clear-starching  and  otherwise  dealing  with 
lace  and  similar  fabrics  at  Nottingham  and  elsewhere.'* 
Therefore  it  appears  to  me  that  if  the  words  *^and  else- 
where" are  struck  out,  substituting  the  places  afterward,  if 
new  evidence  should  arise  within  the  defendant's  power  to 
produce  at  the  trial,  that  there  is  no  objection  to  this  form 
of  stating  the  objections  in  the  notice.  For  I  think  this 
case  is  distinguishable  from  that  of  Fisher  v.  Dewick 
(2  antey  p.  490),  in  which  the  patent  was  for  alterations  and 
improvements  in  the  manufacture  of  the  machinery  by 
which  lace  was  made.  And  it  is  a  very  possible  thing  that 
the  use  of  particular  wheels  or  cranks,  or  mode  of  making 
machines,  may  have  been  known  and  used  in  the  particular 
manufacture,  or  in  houses,  but  only  known  by  those  per- 
sons who  were  so  using  them.  And  therefore,  unless  the 
names  of  those  persons  were  given,  nothing  is  disclosed  at 
all.  At  all  events,  if  you  are  at  liberty  to  add  the  names 
of  persons  and  of  others,  you  may  only  mislead  the  party. 
But  this  is  a  patent  for  the  making  of  starch  generally ; 
and  this  notice  of  objections  does  limit  the  inquiry  to  a 
particular  species  and  class  of  persons  who  are  using  it  in 
a  particular  trade.  The  defendant  says,  I  mean  to  object 
you  shall  not  have  your  patent  for  making  starch  generally, 
because  the  invention  was  in  use  among  persons  of  this 
particular  class — namely,  lace  manufacturers  and  clear- 
starchers  in  the  town  of  Nottingham,  and  by  many  of  them. 
It  is  quite  as  open  for  the  plaintiff  to  make  inquiry  in 
Nottingham,  among  persons  of  that  description,  as  for  the 
defendant  to  do  it.  I  think  he  is  not  misled,  but  the  field 
is  open  to  him  ;  the  words  '^  and  elsewhere"  would  open  it 
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too  much  against  the  plaintiff,  and,  therefore,  those  words 
should  be  struck  out. 

Erskike,  J.  I  am  of  the  same  opinion,  that  the  legisla- 
ture must  be  taken  to  have  intended  that  something  more 
particular  than  the  form  of  pleading,  as  then  established 
by  the  rules  of  the  judges  merely,  should  be  included  in 
the  objections  given.  What  the  court  has  to  say  is  whether 
the  objection  is  stated  with  reasonable  particularity.  It 
appears  to  me  that  the  limitation  my  lord  has  just  stated 
as  to  the  objection  made  on  the  present  occasion  would 
give  sufficient  intimation  to  the  party  of  the  nature  of  the 
objections,  so  as  to  prevent  his  being  misled  by  them,  which 
is  all  the  court  are  called  on  to  do. 

Maule,  J.  I  also  think  that,  with  respect  to  the  notice 
of  objections  and  the  naming  the  persons,  the  act  of  Parlia- 
ment requires  some  statement  more  precise,  and  narrowing 
the  objections  intended  to  be  relied  on,  than  that  required 
by  the  rules  of  pleading,  which  must  be  taken  to  have  been 
known  by  the  legislature  at  the  time  the  act  jiassed. 

The  case  of  Fisher  v.  Dewick  was  for  an  improvement  in 
machinery  for  the  manufacture  of  lace,  and  the  reason  why 
the  objection  in  effect  was  held  not  to  be  sufficient  there 
was,  because  the  machinery  for  making  lace — that  is  to  say, 
the  invention  for  which  the  patent  was  obtained,  was  itself 
in  use  by  certain  persons  named  and  by  other  persons. 
That  is  no  restriction  or  particularization  of  the  simple  ob- 
jection or  statement  in  the  plea,  that  the  alleged  invention 
was  in  use  before  the  patent.  So  that  there  the  objection 
was  quite  as  wide  as  the  plea.  And  in  order  to  narrow  it 
the  way  in  which  it  was  suggested  it  should  be  narrowed 
was  by  naming  the  persons  who  had  so  used  that  alleged 
invention.  The  objection  here  is  not  that  certain  persons 
and  certain  other  persons  before  the  patent  had  used  the 
same  process  for  operating  on  farinaceous  matter  in  obtain- 
ing starch  and  improving  the  making  of  starch  generally, 
but  it  narrows  it  extremely.  The  objection  excludes  all 
publicity  except  the  public  use  of  a  particular  kind  of 
starch-T-namely,  rice  starch,  and  for  a  particular  purpose. 
I  think  that  is  clearly  much  narrower  than  the  objection  of 


INDE  ! 

Extension  may  be  granted 
Be  Downton's  Patent,  : 

Extension.  Practice  respect  i 
parties  enter  caveats,     i 

Extension.    Renewal  grant 
after  the  extension,  t  i 
Be  Kay's  Patent,  66. 

Extension.  To  establish  a  7  * 
is  sufficient  on  an  app  i 
Patent,  56. 

If  a  manufacturer  can  succc  1 
party  claiming  rent  f 0 
an  action  for  the  rent. 

In  estimating  profits  the  expe : 
ent  and  of  making  e  : 
Kay's  Patent,  66. 

Injunction.    Bill  filed  to  resi  [ 
to  justify  injunction    i 
bill ;  and  he  must  no 
fendant's  answer  for   j 
Curtis  «.  Cutts,  1. 

Injunction.  If  answer  deny  : 
has  been  exclusive  enjc  \ 
that  specification  is  in:  | 
the  fact,  that  will  disso 
on  affidavit,  giving  pi; 
although  defendant  adi : 
machines  upon  the  pr: 
Curtis  V,  Cutts,  1. 

Injunction.  In  order  to  enii 
action  can  be  tried  at  1  ] 
have  been  undisturbed  i 

Injunction.  Where  the  valic. 
the  infringement  denied 
plaintiff  undertaking  t: 
motion  for  an  injuncti 
V,  Keene,  44. 

Injunction.  Laches.  Patent; 
out  having  previously 
court,  being  of  opinion 
an  injunction  would  i 
locutory  application,  re:! 
entee  an  opportunity  ol! 
dismissed  it  with  costs. 

In  suit  for  infringement,  dcfi 
pleaded  specially.  Not 
Gillett  f>.  Wilby,  70. 

Laches.    Plaintiff  filing  bill  f( 
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Of  scientific  persons  that  invention  will  answer  is  sufficient ;  each 
part  need  not  be  tested.    Neilson  v.  Harford,  190. 

EXCLUSIVE  rOSSESSION. 

Injunction.  In  order  to  entitie  a  party  to  injunction,  possession 
and  enjoyment  must  have  been  undisturbed  and  exclusiye. 
Curtis  V.  Cutts,  1. 

EXFEBIMEIfT. 

Experimental  use  by  patentee  is  not  prior  public  use.  Gillett 
V.  Wilby,  70. 

Mere  experiment  or  experiments  for  purpose  of  producing  a  result 
which  is  not  brought  to  its  completion,  but  begins  and  ends 
in  uncertain  experiments,  is  not  such  an  invention  as  should 
prevent  another  person  who  is  more  successful  from  having 
the  benefit  of  it.    Galloway  v.  Bleaden,  90. 

If  experiments  are  necessary  for  the  production  of  any  beneficial 
effect,  tiie  patent  is  void.    Neilson  v,  Harford,  190. 

EXTENSION. 

Application  for.  Be  Eollman's  Patent,  9 ;  Be  Downton's  Patent, 
52 ;  Be  Kay's  Patent,  66 ;  Be  Bodmer's  Patent,  111 ;  Be 
QuarriU's  Patent,  117  ;  Be  Jones's  Patent,  118 ;  Be  Wood- 
croft's  Patent,  188  ;  Be  Simister's  Patent,  610. 

Applications  for,  are  not  granted  as  a  matter  of  course.  Judicial 
Committee's  jurisdiction  is  extraordinary,  and  is  to  be  exer- 
cised only  on  the  most  special  grounds  alleged  and  proved 
in  each  case.    Be  Jones's  Patent,  118. 

Equity.  Practice  respecting  hearing  of  counsel  where  several 
parties  enter  caveats.    Be  Woodcroft's  Patent,  188. 

Fact  of  invention  not  having  been  brought  into  use  being  ex- 
plained by  the  pecuniary  embarrassments  and  difficulties  of 
the  patentee,  extension  recommended.  Be  Wright's  Pat- 
ent, 8. 

Grounds  for.  Insufficiency  of  usual  term  to  afford  remuneration, 
regard  being  had  to  the  merits  of  the  invention  and  its  use- 
fulness to  the  public,  held  a  sufficient  ground  for  extension. 
Be  Jones's  Patent,  118. 

Grounds  for  granting.  Violent  opposition  to  introduction  of 
meritorious  invention,  which  has  prevented  patentee  from 
realizing  a  profit,  is.    Be  Roberts's  Patent,  6. 

Grounds  for.  Invention  being  meritorious,  but  from  cbxnim- 
stances  beyond  control  of  patentee  not  having  been  suffi- 
ciently appreciated  and  not  productive  of  reward,  extension 
recommended.    Be  Kollman's  Patent,  9. 

If  letters  patent  are  about  to  expire,  an  application  for  an  exten- 
sion will  be  heard  during  the  pendency  of  legal  proceedings 
as  to  the  validity  of  the  patent.    Be  Eay's  Patent,  66. 

May  be  granted  to  administratrix  of  patentee.  Be  Downton's 
Patent,  63. 
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proved  process  may  also  be,  if  the  improvements  amount  to 
a  new  invention  and  a  new  manufacture,  the  specification 
must  distinctly  show  the  fact  and  the  evidence  completely 
sustain  it    Gibson  v.  Brand,  405. 

lyFBIIfGEMENT. 

An  improvement  may  constitute.    Neilson  v,  Harford,  281. 

If  the  defendants  sold  an  article  of  exactly  the  same  fabric,  made 
in  the  same  manner  as  that  for  which  the  patent  was  taken 
out,  such  sale  may  be  considered  as  a  using  of  the  invention 
and  an  infringement  of  the  patent.    Gibson  o.  Brand,  812. 

In  an  action  for,  defendant  cannot  by  his  notice  of  objections  go 
beyond  his  pleas.    Macnamara  v.  Hulse,  504. 

In  a  suit  for,  defence  that  patent  is  illegal  must  be  pleaded  specially. 
Notice  of  objection  is  not  sufficient.    Gillett  v.  Wilby,  70. 

Is  a  copy  made  after  and  agreeing  with  the  principle  laid  down  in 
the  patent.    Galloway  v.  Bleaden,  90. 

Is  a  question  for  the  Jury.    Walton  «.  Potter,  162. 

It  seems  that  if  an  invention  for  which  a  patent  is  granted  would 
if  put  into  practice  be  useful,  an  action  for  the  infringement 
of  the  patent  may  be  maintained,  although  the  plaintiff's 
invention  has  never  been  put  into  actual  use,  except  by  the 
defendant  when  he  infringed  the  patent.  Macnamara 
9.  Hulse,  504. 

Negligence  on  part  of  patentee  in  restraining  infringement  is  a 
ground  of  opposition.    Be  Simister's  Patent,  510. 

Patents  may  be  taken  out  for  the  same  object  by  several  patentees 
provided  the  subsequent  inventions  rest  upon  the  skill  of  the 
inventor  and  have  been  made  without  reference  to  or  are 
not  borrowed  from  the  former.    Walton  v.  Potter,  162. 

Specious  variation  in  form  or  ingenious  alteration  in  the  mode  of 
adaptation  constitutes  an  infringement  Walton  v.  Potter, 
162. 

The  doing  any  of  the  acts  specified  in  the  prohibitory  clauses  of 
the  letters  patent  is  an  infringement.  The  defendants  are 
not  to  resemble  or  counterfeit ;  they  are  not  to  make  any 
addition  to,  or  any  subtraction  from,  it,  availing  themselves 
of  that  which  is  in  truth  the  subject-matter  of  the  patent ;  so 
as  by  such  alteration  to  pretend  that  they  are  the  true  in- 
ventors of  that  article.    Walton  9.  Bateman,  418. 

Though  all  the  improvements  claimed  must  be  shown  by  plaintiff 
to  be  new,  an  imitation  of  one  constitutes  an  infringement. 
GiUett  V.  Wilby,  70. 

Though  the  matter  may  not  have  been  used,  the  party  is  not  en- 
titled to  his  patent  unless  he  is  the  first  and  true  inventor  ; 
therefore  if  the  subject-matter  has  been  discovered,  has  been 
published  in  a  dictionary,  for  example,  though  it  has  not 
been  reduced  into  practice,  if  a  man  merely  adopts  it,  the 
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If  answer  deny  noYolty  of  in  i 
enjoyment  under  lette  i 
is  imperfectly  set  fort 
dissolve  an  injunction  ; 
ing  plaintiff  liberty  to  : 
admits  by  his  answer  I 
principle  comprised  in  . 

Laches.  Patentee  brought  c  i 
ylously  moved  for  an 
opinion  that  on  thee  I 
would  not  have  been  j  i 
tion,  refused  to  retain 
tunity  of  establishing  1  \ 
costs.    Bacon  f>,  Spott  i 

Motion  for.  Wilson  p.  Tin< 
403 ;  Muntz  v.  Grenfe  I 

Motion  for,  to  restrain  infrin  ; 

Motion  to  revive.    Keilson  v. 

Possession  and  enjoyment  to  i 
an  action  can  be  tried  ! 
and  exclusive.    Curtis  i 

Refused  where  there  appeare< 
the  process  used  by  the 
plaintiff.    Muntz  «.  Yi  i 

Renewal  of  motion  for.    Coll ! 

Restraining  infringement  of  a 
an  action  at  law  directs  i 
an  interlocutory  order  i . 
though  almost  as  matt ! 
mode  of  making  the  f : 
shows  to  be  necessary. 

Retained  ui>on  conflicting  evit  I 
cock  V.  Hullemandel,  4 '. 

See  note,  p.  621. 

Should  not  be  granted  where  i 
defendant.    Neilson  v. 

Specification  must  teU  for  wl. 
plication  for  injimction. 

Suit  for.    Parkin  v.  Harrison, 

To  secure,  patentee  must  first 
9.  Harrison,  102. 

When  court  has  interfered  in  i 
injunction  on  terms  of  | 
deprive  plaintiff  of  inju 
proceed  with  his  action 
not  do  this  if  defendant  1 
ford  9.  Skewes,  11. 

Where  parties  have  not  only 


to  tmpl^  a  covenant  on  hta  part  tosuirender  up  license 
against  his  desire.    Ben?  r.  Claudet,  486. 

Effect  of  assignment  on.     Berty  e.  Claudet,  485. 

EzcluaiTe  license  not  invalid  if  districts  or  district  covered  by 
license  iocluded  whole  extent  of  patent.  ProtberDe  n.  May, 
80. 

Exclusive.  Qrant  of  exclusive  license  to  use  a  patent,  though 
patent  may  be  vested  in  twelve  peraons,  does  not  invalidate 
patent  itself  ;  and  It  ts  wholly  Immaterial  to  its  validity  In 
wliat  number  of  persons  such  license  is  vested,  whether  ex- 
clusive or  not    Protheroe  v.  May,  80. 

Facts  considered,  and  held,  that  where,  after  litigation  between 
licensee  and  licensor  of  patent  for  process,  an  agreement  Is' 
made  In  writing,  and  IIceoHor  Institutes  proceedings  to  com- 
pel licensee  to  keep  terms  of  such  agreement,  and  licensee 
institutes  cross  suit  to  suspend  licensor's  proceedings  on  the 
ground  that  the  process  used  by  licensee  does  not  fall  within 
licensor's  patent,  licensee  could  not  set  up  such  a  defence 
to  the  claim  of  the  licensor.     Balrd  v.  Neilson,  892. 

See  note,  p.  403. 

Where  a  patentee  takes  out  dUterent  patents,  each  jointly  with 
each  of  several  parties,  defendants  in  a  suit  by  pluntifC  to 
recover  an  agreed  yearly  sum,  a  consideration  for  a  license 
issued  by  plaintiff  to  these  several  parties,  defendants,  and 
defendants  plead  that  at  time  of  plaintiff's  granting  such 
license  the  particular  patent  in  suit  was  not  a  new  Invention, 
whereby  grant  was  void,  held,  that  defendants'  declaration 
was  bad  on  ground  of  variance,  as  there  were  other  parties 
to  interest  of  the  first  port  besides  plaintiff ;  and  that  plea 
was  a  bar  lo  the  action.    Chanter  v.  Leese,  41. 

WEUOBASDUM  OF  ALTERATIONS. 

If  memorandum  goes  beyond  the  act.  it  is  void  and  c&nnot  be 
given  In  evidence  or  made  any  use  of.  Be  Sharp's  Patent, 
136, 

Master  of  the  Rolls  has  no  jurisdiction  to  remove  from  the  records 
of  the  Court  of  Chancery  a  memorandum  of  alterations  of 
the  specifications,  enrolled  under  0  and  6  Will.  IV.,  c.  88, 

8.  1. 

SOTICE  OF  OBJECTIONS. 

See  Scire  Facias. 

If  the  objections  are  not  sufBciently  spedflc,  the  plaintiff's  course 

is  to  apply  to  a  judge  for  an  order  for  a  more  specific  notice. 

As  a  rule  the  objection  must  be  more  speciQc  tlian  the  plea  ; 

but  if  latter  sets  out  the  objection  in  full,  an  objection  in 

similar  terms  is  sufficient.     Neilson  c.  Harford,  231. 
In  an  action  for  Infringement,  defendant  cannot  by  his  notice  of 

objections  go  beyond  his  pleas.    Uacnamara  v.  Hulse,  S04. 
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Must  in  general  be  more  specific  than  the  pleas  ;  and  it  must  be 
such  as  to  convey  to  the  other  side  reasonable  Information 
as  to  the  points  to  be  relied  on.    Jones  «.  Berger,  522. 

Requisites  of.  That  the  patentee  "  did  not  state  in  his  specifica- 
tion the  most  beneficial  method  with  which  he  was  then 
acquainted  of  practising  his  said  invention/'  is  a  sufficiently 
precise  objection.    Jones  «.  Beiger,  522. 

Requisites  of.  Where  any  published  work  is  intended  to  be  relied 
on  as  showing  the  invention  not  to  be  new,  the  particular 
work  must  be  described.    Jones  «.  Berger,  522. 

Rule  absolute  by  court  for  delivery  of  better  particulars  as  re- 
garded d^dent  objection.    Heath  v.  Unvnn,  501. 

See  note,  p.  608. 

Should  be  drawn  with  reference  to  the  pleas,  or  notice  given  of 
the  pleas  to  which  the  objections  are  to  be  applied.  Walton 
«.  Bateman,  418. 

Statement  in,  that  specification  is  calculated  to  deceive,  is  saffl- 
dent  to  let  in  evidence  as  to  any  particular  passage  bdng 
false.    Neilson  f>.  Harford,  281. 

Where  the  objection  simply  states  the  specification  to  be  inauffi- 
dent,  if  the  plaintiff  is  contented  to  take  that  as  notice,  any 
objection  may  be  made  at  the  trial  to  show  that  the  specifi- 
cation is  insuffldent.    Neilson  v.  Harford,  281. 
NOVELTT. 

If  the  invention  be  new  and  useful  to  the  public,  whether  it  is  the 
result  of  long  experiments  and  profound  research,  or  has 
been  reached  by  some  sudden  and  lucky  thought  or  mere 
aoddental  discovery,  is  not  material.    Crane  v.  Price,  488. 

Objection  to,  gives  rise  to  two  questions :  1.  Was  any  article 
made  before  answering  the  purposes  and  having  the  prop- 
erties of  that  patented  ?  2.  Whether  the  user  of  it  was  not 
to  be  regarded  as  an  experiment  rather  than  a  public  use  ? 
Walton  V,  Bateman,  418. 

Patentees  claimed  eight  several  heads  of  Invention.  BM,  that  in 
order  to  support  their  patent,  they  were  bound  to  show  that 
each  of  the  parts  was  new.    Gibson  v.  Brand,  405. 

Plea  that  invention  is  not  a  new  manufacture  known  in  England 
admits  the  invention  to  be  a  manufacture  and  puts  in  the 
issue  of  novelty.    Walton  v.  Potter,  818. 

Prima  fade  case  of,  made  out  by  calling  persons  who  are  conver- 
sant vnth  the  subject  of  the  patent  and  who  pass  their  time 
in  understanding  the  nature  of  patents,  and  in  following  up 
and  discovering  what  inventions  are  going  on  from  week  to 
week,  to  say  that  they  had  not  heard  before  that  there  had 
been  such  a  discovery  previous  to  the  grant  of  the  patent. 
Galloway  v.  Bleaden,  90. 

Prima  faHe  case  of,  necessary  to  call  other  side  to  show  affirma- 
tively that  invention  is  not  new.    GaUoway  «.  Bleaden,  90. 
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5.  Nuild,  435  ;  Smitli  o.  Watson,  487  ;  Mftcnainara  v.  Hiilsc. 
504  ;  Protheroe  i>.  May,  80. 
Writ  of  error  to  review  a  judgmeDt  of  the  Court  of  Exchequer. 
Clianter  v.  Leese,  41. 

PUBLIC  USE. 

Questlou  of,  is  for  the  jury.    Elliott  u.  Aston.  118. 
See  Use. 
QUESTIOy  FOB    JUBY. 

Wtietlier  paEeutee  has  given  such  a.  description  of  lila  invention 
aad  of  the  manner  of  carrying  it  out  as  will  enable  a  work- 
man of  competent  skill  in  tliat  line  of  husineas  to  act  upon 
it,  is.    Walton  v.  Batcman,  418. 

BENT. 

If  A  manufacturer  can  successfully  resist  the  patent  right  of  the 
IKkrty  claiming  rent  for  Its  use,  he  may  do  so  m  answer  to 
an  action  for  the  rent.    Neilson  v.  Fotbcrgill,  146. 
BEQUISITES  FOB  EXTENSION. 

The  questions  are,  is  It  a  useful  invention  ;  b  it  l)encflclal  to  tlic 
public :  is  it  an  Invention  of  that  character  which  would 
lead  us  to  interpose  ;  is  there  Ingenuity  in  the  invention  and 
has  the  party  lieen  remunerated  ?  Be  Downton'a  Patent, 
52. 
REQUISITES  OF  SPECXFICATIOK, 

See  note,  p.  318. 
SCIRE  FACIAS. 

It  seems  that  two  different  parties  cannot  each  have  a  writ  of. 
Queen  t>.  Neilson,  491. 

To  repeal  a  patent.    Queen  v.  Nickels,  890. 

To  annul  patent.    Queen  u.  Walton,  488. 

To  repeal  a  patent.  Prosecutor  having,  while  record  was  iu 
Chancery,  filed  notice  of  objections  under  statute  5  and  (1 
Will.  IV.,  c.  68,  s.  5,  namely,  that  other  persous  than  lint 
patentee  had  used  the  invention  In  England  before  grant  of 
jMitcnt,  the  Court  of  Queen's  Bench  refused,  on  motion 
after  proceedings  were  brought  therein,  to  order  delivery  of 
a  paiticulitr  stating  the  names  and  addresses  of  such  per- 
sons.    Queen  v.  Walton,  868. 

Writ  of,  to  anuul  Iclteis  patent  does  not  issue  as  of  course.  Queen 
V  Neilson,  491. 

SEALIKG  OF  LETTERS  FATEST, 

Identity  of  purpose  and  not  of  name  is  the  criterion  in  Judging  of 
the  similarity  or  dissimilarity  of  inventions.  Jta  Cutler's 
Patent,  13, 

Utility  not  always  necessary  to  be  considered.  Be  Cutler's  Pat- 
ent, 13. 


SPECIFIC  A  TION. 

All  the  substances  vhfcb  will  answer  the  purpose  ni-eil  not  be 
stated  if  tlie  public  be  not  misled.  BiiJiford  v.  Skewes, 
390. 

And  patent  should  be  oonatrued  together  in  determining  validity. 
Neilson  V.  Harford,  190. 

Conatruction  of,  Is  for  the  court,  the  meaning  of  ihe  nord^niid 
surrounding  circumstancea  having  been  ascerlaiocd  bj'  the 
jurj'.    Neilson  u.  Harford,  281. 

In  framing  the  specification,  the  objects  of  ilic  inveniioii  and  the 
means  whereby  those  objects  are  to  be  attained  thould  be 
kept  distinct.     Gibson  u.  Brand,  833. 

Intelligibility  of,  is  question  for  jury.     Neilson  v.  Harford,  IDO. 

Is  addressed  not  to  pt^rsuns  entirely  ignorant  of  the  subject-matter, 
but  to  artists  of  competent  skill  in  that  branch  of  manufac- 
tures to  which  it  relates.     Bickford  u.  Skewes,  290. 

Language  of,  ought  not  to  be  astutely  construed  so  as  to  overthrow 
a  patent.     Bickford  r.  Skewes.  200, 

Hust  contain  such  a  fair  and  cloar  statement  tliat  a  person  with  a 
competent  degree  of  knowledge  upon  subject-matter  of  pat- 
ent would  be  able  to  make  that  whicli  patentee  enjoys  ex- 
clusive privilege  of.    Galloway  v.  Blcadcn,  90. 

>Iust  contain  such  description  as  would  enable  a  workman  of 
competent  skill,  conversant  with  the  trade,  to  carry  the  In- 
vention into  effect.     Elliott  c.  Aston,  113. 

Most  distinguish  between  what  is  claimed  to  be  new  in  the  inven- 
tion and  what  is  admitted  to  bo  old.  Othern-ise  the  pre- 
sumption is  that  tlie  patent  extends  to  the  whole  and  to 
every  part.     Carpenter  u.  Smith,  889. 

Novelty.  Where  specification  divided  invention  and  subject- 
matter  of  patent  into  two  parts,  hdd,  that  even  if  the  inven- 
tion were  conddered  single  and  entire,  yet  if  part  of  what 
was  claimed  were  not  properly  the  subject  of  n  patent  <ir 
mt  new,  the  whole  must  be  void.    Kay  u.  Marshall,  M. 

Objection  to,  must  be  clearly  stated.     Bickford  v.  Skewes.  290. 

Omission  in,  of  anything  wliich  may  be  necessary  for  the  bene- 
ficial enjoyment  of  the  invention  Is  a  fatal  defect.  Neilson 
u.  Hai-ford,  190. 

Parol  evidence  ia  not  admissible  to  supply  the  deficiency  where 
specification  fails  to  distinguish  what  is  new  from  what  is 
old  in  invention.     Queen  v.  Nickels,  390. 

Patentee  is  bound  to  disclose  in,  the  most  beneficial  mo<le  with 
which  he  Is  acquainted.    Neilson  v.  Harford,  231. 

Should  distinguish  what  is  new  from  what  id  old.  Queen 
u.  Nickels,  390. 

Sufficiency  of,  in  matters  of  description  is  for  the  jury  to  deter- 
mine.   Walton  V.  Potter,  163, 

Sufficiency  of,  isaquestlon  for  tlie  jury. .  Bickford  v.  Skewes,  290. 


when  ii3  cost  in  ilirce  or  four  timffl  aa  great  aa  tlie  common 

article.  U  strong  evidence  of  utility,    lie  Dowutuu'a  Pattui. 

G2. 
Presumpttoa  as  to.    Fact  of  InTention,  when  known,  nol  gelllm,' 

into  gecierol  use  is  a  presumption  against  iis  utility,    li. 

Slinisler'a  Patent,  510. 
Want  of.     Proof  Is  not  admissible  under  u  plea  dcnjiug  Lhat  tlii; 

iuvculiun  is  u  uew  manufacture.    Walton  o.  Bateman,  419. 

trsE. 

If  apparatus  can  be  used  benefldallj  in  its  simplest  form,  it  Is  no 
objection  that  great  improvements  may  Luvu  hevu  mii<li-. 
Keil3on  v.  Harford,  ISO. 

The  "  puhlic  use"  and  exercise  of  an  InTention,  'which  prcvcnls  it 
from  being  cousluL'red  novel,  is  a  use  in  public  such  as  comtii 
to  the  knowledge  of  others  tlian  the  inventor,  as  contradis- 
tinguished from  the  use  of  it  by  himself  in  private :  and  doe^ 
not  mean  a  use  by  the  public  generally.  Carpenter  v.  Smith. 
S39. 

Public  use.  Manufacture  and  sale  without  secrecy  by  a  work 
man,  ?ield  a  public  use  and  exercise  of  the  Invention.  Car- 
penter V.  Smith,  339. 

Public  use.  The  use  of  a  contrivance  In  such  a  situation  that  Ihc 
public  might  see  it.  ?ieid  a  public  use  and  exercise  of  Ihc 
'   '  inveniion.     Carpenter  v.  Smith,  BSS. 
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